o

Chapter 10 because Chapter 9 has been

Change to
nprotection of Semicenductor Chip

taken for
Products”.
of each section from
with this change in Chapter number. t

Change "Ornamental” to "Industrial" because
nornamental” has a frivolous connotation and
it is offensive to industrial designers who
believe that their creativity generates more ,
than a pretty product. i

- ey e !

Delete "ornamental® from this line to be
consistent with the change in the title of the
chapter and insert after "article*, --, which
design is intended to make the article
attractive or distinct in appearance to the
purchasing or using public, -- to incorporate
language from (b)(3) of this section. The
designs to be protected are thereby defined
without the use of the term "ornamental”.

In addition, change the first number
ngu tg "10" to be consistent

A BILL

To amend the coprright law, title 17 of the United States Code,
to provide for protection of oroamental designs of useful
articles.

. Be it enacted by the Senate and Howse of Representa-
tives of the United States of America in Congress arsembled,
Secrion 1. Title 17, United States Code, is amended
by adding at the end thereof the following new chapter:
“CHAPTER(§~PROTECTION OF DRNAMENTAL)
e
DESIGNS OF USEFUL ARTICLES

- Denigns provecied.
. Dengns ot subject W protection.

31141

Revinon. adapuations, and marrsagements.
C of prowet

m

Becefs of sarlier fliny dua in foreys coanay.
gﬁhlud--chovkd;mu. o

. Examausion W sppicavon xd i retu regmotich
. Ceruficanon of regiztravon. . i o

Pll' of

Feas.

andf ing

Copies of records.
Carrecnon of srrory i cervifionses.
QOwnerzhip and traaaler.
Raowiy i wiringement.
. Inpametion,

. Recovery for nfrivgemest 2ad w forh.

P TIEECEITPTT LYY

. Powsr of court aver regirrog.

“924. Lisbility for action oo regurasion frusduleody obuined
. Penalty loe falae oarking.

“924, Penaity for false represeniapion

“927. Relawon w coprmght law.

. Relarion w pacent law.

. Commos law wad other rights woaifscud.
“930. Admuurmuior,

831, Seversinlity tiaue.

"932. Amendment of other

. Tupe of uking effert.

. No retroacuve rifect.

. Short nitke.

“DESIGNS PEOTECTED
“Sec. 901, (a) The author or other proprietor of an
oﬁgim.!ﬁ)munenm]design of & useful xniclehmy secure the
protection provided by this chapter upoa complying with and
subject to the provisions hereof.
*'(b) For the purpases of this chapter—
“(1) A ‘useful article’ is an article wﬁich in
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801(b)(3) is deleted and included in 901{a) as
per item 3 above and the subsequent subsection
is renumbered to (3).

Deleta "or" at end of 902(d) because of insert
as per item 6.

(4}

normal use bas an igirinsic utilitarian function that is
pot merely to portray the appearance of the article or
to convey information. An article which normally is »
part of & useful article shall be deemed to be a3 useful
article.

“(2) The ‘design of a usefz] article’, hereinafter
referred to as & “‘design’, consists of those aspects of
elements of the article. including its two-dimensional or
three-dimensional features of shape sod surfsce, which
make up the nppeua.née of the aricle. The design
must be Bxed in & useful article to be protectable under
this chapter,

"[3) A design is ‘ornsmental’ if it is intended to
maks the article attractive or distinct in appexrance to
the purchasing or using public.}

[4))A design is ‘original’ if it is the independent
ereation of an suthor who did not copy it from another
souree.

‘“DESIONS NOT SUBJECT TO PROTECTION

*“Sec. 902. Protection under thic chapter shall not be

available for & design that is—

“(a) not original;

“(b) staple or commonplace, such as a standard
geometric ﬁglﬂ'e familiar symbol. emblem, or meouf, or
other shape, pattern, or configuration which has
become common, prevalent. or ordinary;

*“fc) different from a design excluded by subpara-
graph (b} above only in insignificant details or in ele-
ments which are variants commonly used in the rele-
van: trades;

“(d) dictated solely by & utilizarian function of the
article tha: embodies it; for]

“{¢) composed of three-dimensional features of

thape and surface with respect to men's, women's, tnd

:lwm
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Replace the period at end of 902(e) with =3 \
or -~ and add the following subsections: : 258 (vou 26
-{f) a semiconductor chip product which is =
protected under Chapter 9 of this Title. ! s e, acing im0
(g) In no case does protection for a design ') l

under this Chapter extend to any idea, S

.rocedure, process, system, method qf l
speration, concept, principle, or discovery,
regardless of the form in which it is

described, explained, illustrated, or 1
embodied in such design.-- _ At
Subsection (f) makes clear that design .
protection is not available for semiconductor

AL

chip products. Subsection (g), which is
based on 102(b) of the copyright Tlaw and
902(c) of the chip law, introduces the
copyright concept of functionality consistent
with the copyright type protection provided . |
by this Chapter. Subsection {g} complements
902(d) which is based on design patent //
court decisions.

7. Following "to* in first line of 905(a},
insert -- subsection({b) and --, change
subsection {b) to {c) and add the

following new subsection{b):

--(b) All terms of protection provided In
this Section shall run to the end of the
calendar year in which they would other-
wise expire.-- This change, which 1s
hased on 904{c) of the chip law, is based :
on the rationale that since the design .
notice carries only the year of thg dqte
that design protection commences, it is-
appropriate to have the protection expire
at the end of the calendar year.

puterweny” 3 f
"REVISIONS, ADAPTATIONS, AND RZARRANGEMENTS

“Sgc. 903. Protection for a design under this chapter
shall be available notwithsunding the employment in the .
design of subject matter excluded from protection under sec- ;-
tion 902 (b) through (d), ¥ the design is a substantial revision, '
adapiation, or rearrangement of ssid subject matter: Pro- i
vided, That such protection shall be avaiable to a design :
emploving iubjec: matter protected under chapters 1 through
8 of this title, or title 35 of the United States Code or this
chapter, only if such protected subject maiter is emploved
with the consent of the proprietor thereof. Such protection

shadl be independent of any subsisting protection in subject

matter emploved in the design, and shall not be construed as
securing any right to subject mazter excluded from protection
or as extending any subsisting protection.
"coa.utzxczxzsr OF PROTECTION

“*Sec. 90+. The protection provided for & design under
this chapter shall commence upon the date of publication of
the registration pursuant to section 912(a) or the date the
design is first made public as defined by section H0B{b),

whichever oceurs first.

“TERM OF PROTECTION
“SEC. 903. (a) Subjeet tothe provisions of this chapter,
the protection berein provided for a design shall continue for
a term of tea yea.ﬁ from the date of the commencement of
protection as pravided in section $04.
E‘(bi Upon expiration or termination of prolection in a
particular design as provided in this chapter all rights under
this chapter in suid design shall terminate, regardless of the
number of different articles in which the design mav have
been utilized during the term of ity protection.
“THE DESIGN NOTICE

“SEC. 806. {a) Whenever any design for which protec-
tion is sought under this chapter is mede public as provided
in section 909(b), the proprietor shail, subject to the provi-
sions of section 907, mark it or have it marked legibly with a

design notice consisting of the following three elements:
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“(1} the words ‘Protected Design’, the sbbrevia-

S - tion 'Prot'd Des.’, or the letter ‘D’ with s circle thus ) l:
“o1lowing 0 in a circle, insert --, or the o !
«mbol *D* -= This change recognizes that $ Y _ ‘ _ .
some typing and printing equipment is not “(2) the year of the data on which protection for I
able to provide the circle around the D, \ the design commenced; and 1!
and provides an alternative that is more ;

_readily produced. The same solution is *(3) the name of the proprietor. an sbbreviation

provided in the chip law.

N

by which the name can be recognized, or & gererslly

accepted alternative designation of the proprietor; any

distinerive identification of the proprietor may be used

il it has been approved and recorded by the Adminis-

trator befors the design marked with such identification

is registered.
Alter registration the registration aumber may be used in-
stead of the elemems specified in {2) and (3) hereol.

“(b) The notice shall be so located and applied as to give
reasonable notice of design protection while the useful article
embodying the design is passing through its normal chanaels
of commerce. This requirement may be fuifilled, in the case of
sheetlike or strip materials bearing repetitive or continuous
designs, by zpplication of the notice to each repetition, or
the margin, selvage, or reverse side of the material at resson-
ably frequent intervals; or to tags or labels affixed to the
material &t such intervaly,

“(c) When the proprietor of a design has complied with
the provisions of this section, protection under this chapter
shall pot be afferted by the removal, descruction, or oblitera-
tion by others of the design notice on an aricle.

“EFFECT OF OMISSION OF NOTICE

“Sec. 907. The omission of the notice prescribed in see-
ton 506 shall not cause lose of the protection or prevent
recovery for infringement against any persoa who, after writ-
ten notice of the design protection, begins an undertaking
leading to infringement: Provided, That such omission shall
preven: any recovery under section 922 agrinst a person who
began an undertaking leading to infringement before receiv-
ing written notice of the design protection, and no injunction
shall be bad uniess the proprietor of the design shall reim-
burse said person for any reasonable expenditure or contrac-

tual obligution in conneetion with such undertsking incurred

AFFAIRS, ING.. Washingion. D.C. 20087
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before written notice of design protection, as the court io its
di:cr?rion shal} direct. The burden of providing written nodice
shall be on the propristor. _
“INFRINUEMENT o

. “Sxc. 308. (a) It shall be infringement of & design pro-
tection under this chapier for any person, without the consent
of the proprietor of the design, within the {Tnized States or its

territories or posteasions and during the term of such protec-

tion, $0=—
“(1) make, have made, or import, for sale or for
use in trade, any infringing article as defined in subsec-

tion (d) hereof; or 1

{2} sell or distribute for sale or for use in orade i
any such wnfringement article: Provided, howerer, That
a seller nr distributor of any such article who did not
make or import the sxme shall be deemed to be an in-
fringer only d—

“G) be induced or acted in collusion with a

manufscturer to make, or an importer o import

much artcle (merely purchasing or giving ac order
to purchase in the ordinary course of business
shall noc of itself constitute sueh inducement or
collusion); or '
“Gl) be refuses or fails upon the request of
the proprietor of the design to make s prompt and
full disclosure of his séurce of such arricle, and he

orders ar reorders such article after having re-
ceived notice by registered or certified mail of ﬂ“.
protection subsisting in the design.

“(b) It shall not be infringement to make, have made,
import, sell, or distribute, any article embodying & design cre-
sted without knowledge of, snd copying from, a protectad
derign.

“{c) A person who incorporates into his own product of

manufacture an infringing artele acquired from others in the
ordinary course of business, or who, without knowledge of
the protected design, makes or processes an infringing article

for the account of another person in the ordinary course of

7-21-83 Tt T B
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dd the following subsection to 908:

f} It is not an infringement of the
xclusive rights of a design owner for a
ierson to reproduce the design in a '
seful article or in any other form solely |
sr the purpose of teaching, analyzing, or
.valuating the appearance, concepts, or
-echniques embodied in the design, or the
function of the useful article embodying

che design.-- This addition makes clear

that the design bill does not impede

certain limited uses of the design.

This is consistent with the fair use

concept of the copyright law and is

Tound in 906(a)(1) of the chip law.

Bt S— _..-"/

Change the period of time allowed to register
a design from "six months" to --one year--.
The six month period is believed to be too
short. 908(a) of the chip law allows for a
two year period to register, but a one year
period is believed more reasonable.

Delete “"or renewal” from 909{c)}. There is
no provision for renewal in this bill.

business, sball pot be deemed an infringer except under the
conditions of clauses (i) aad (i) of paragraph (aH) of this
section. Accepting aa order or reorder from the source of the
infringing article shall be deemed ordering or reordering
within the meaning of clause (i} of paragraph (aK®) of this
section.

“(d) An ‘infringing article’ as used berein is any article,
the design of which has been copied from the protected
design. witbout the consent of the proprietor: Prozided. Aow-
ever, That an Jlustration or picture of a proected design in
an sdvertisement, book. periodical, newspaper, photograph,
brosdeast, motion picture, or similar medium shall not be
deemed 10 be an infringing article. An article is oot an in-
fringing srticle if it embodies, in common with the protected
design, only elements described in subsections {a) through ()
of section 502.

‘(o) The party slleging rights in & design in any action
or proceeding shall have the burden of affirmatively establish-
ing its originality whenever the opposing party introduces an
earlier work which is identical to such design. or so similar as
to make & prims facie showing that such design was copied
from such work.

“APPLICATION FOR REGISTRATION
“Sgc. 909. (2) Protection under this chapter shali be

\y:; if application for regiscracion of the design is not made

within§ix months]u'ler the date on which the design was first
made public.

“(b) A design is made public when, by the proprietor of
the design or with his consent, xo existing useful xrricle em-
bodving the design is apywhere publicly exhibited, publicty
distributed, or offered for 3ale or sold to the public.

“{c) Applicstion for registration (or renewal] may be
made by the proprietor of the design.

*“(d) The application for registration shall be made to the
Administrator and shall state (1) the name and address of the
suthor or suthors of the design; (2) the pame and address of
the proprietor if different from the author; (3) the specific
rame of the article, indicating its utlity; (4) the dats, if any,

X & Copyright Journal
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that the design was first made public, if such date was exrlier
tasn the date of applicstion: (5) affirmation that the design
has heen fixed in s usefyl article; and (6) such other informa.
tion as may be required by the Administrator. The applics-
tien for registration may include a description setting forth
the salient {eatuses of the design, byt the sbsence of such a
description shall not prevent registiration under this chapter.
 “fe) The application for registration shall be sccompa-
nied by u statement under oath by the applicant or his duly
authorized agent or representative, setting forth that, to the
best of his knowledge and belief (1) the devign is original and
was created by the author or authors named in the applica-

tion; (2) the design has not previously been registered on

behall of the appiicant or his predecessor in title; and 13} the

applicant is the person entitled to protection and to regisers-
tion under this chaprer. If the design has been made public
with the design notice prescribed in section 506, the state-
ment shall alse describe the exact form and puosition of the
design notice.

“(N Error in any statement or assertion as to the utlity
of the article named in the application. the design of which is
sought to be registered shall not affect the protection secured
under this chaprer,

" "fg) Errors in owitting s joint author or in naming sa
alleged joint author shall not affect the validity of the regis-
tration, or the actual owmership or the protection of the
design: Provided, That it is shown that the ervor occurred
without deceptive intent. Where the design was made within
the reguiar scope of the author's employment and individual
authorship of the design is difficult or impessible to aseribe
and the application 30 states, the name end address of the
emplover for whom the design was made may be stated in-
stend of that of the individual author.

“(h} The application for registration shall be accompa-
mied by' two copies of a drawing or other pictorial representa-

 tion of the useful article having one or more views, adequaze
to show the design, in & form and style suitable for reproduc-

tion, which shall b+ deemed & part of the application.

7-21-%2 -
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(i) Where the distinguishing elements of a design are in
subreantinily the same form in & number of different useful ) é
articles, the design shail be protected as o ail such aricles
when protected as to one of them, but not more than one
registration shall be required.
“[j) More than one design may be included in the same
application under such conditions as may be preserihed by the
Administrator. For each design included in an application the
fee prescribed for a single design shall be paid,
"BENEFIT OF EARLIER FILING DATE IN POREIGN COUNTRY ¢
“Sec. 910. An application for registration of & design
filed in this country by any person who has, or whose legut
representstive or predecessor or successor in title has previ-
ously requiarly filed an application for registration of the
same design in a foreign counwy which affords similar privi-
leges in the case of application filed in the United States or 1o
citizens of the United Srates shall have the same effect as i
Eled in this country on the date on which the application was -
first filed in any such foreign country, i the application in -
thit country is filed within six months {rom the earfiest dace )
or: which any such Iﬁre}gn application was filed.
“OATHS AND ACKNOWLEDGMENTS
“SEC. 911. {(a) Carhs and scknowledgments required by .
this chapter may be made before any person in the Unired :
States authorized by law to administer oaths, or, when made
in a foreign country, before any diplomatic or consular officer : !
of the United States authorized to administer oaths. or before
any official authorized to sdmirister oaths o the floreign
country concerned, whose authority shall be proved by & cer-
tificats of a diplomatic or comsuiar officer of the United
States, and shall be valid if they comply with the laws of the
state or counwry where made.
*“{b) The Administrator may by rule prescribe that any
document 1o be filed in the Office of the Adminjstrator and
which is required by any law, rule, or other regulation to be
uader oath muy be subscribed to by a written declaration in
such form as the Administracor may prescribe, such declars. . . )

tion to be i lieu of the osth atherwise required.

AFFAIRS aat wiemas—- - -
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“{c) Whenever & wrinten declaration a3 permitted in
- subection (b) is used, the document must warn the declarant |
thas willfu! false matements and the Bke are punishsble by |
fine or imprisonment, or both (18 U.S.C. 1001) and may .
jeopardize the validity of the applicstion or document or a
registration resulting therefrom,

“EXAMINATION OF APPLICATION AND IBAUE OR REFTSAL
OF EEQIATRATION

“Sec. 912. (x) Upon the Bling of an applicaticn for reg.
istretiop in proper form as provided in 1ection 909, and upon
psyment of the fee provided in section 915, the Administrator
shall determine whether or not the spplication relstes to a
design which on its face appeans to be subject to protection
under this chapter, and if 30 the Adminiserator shall register
the design. Registration under thiy subsection shall be an-
nounced by publication. The date of registration shall be the
date of publication.

“(i:) H, in the judgment of the Administrstor, the appli-
cation for registration relates to a design which on its face ia
ot luﬁject to protection under this chapter, the Administrs-
tor shall send the applicant & notice of refusal to register and
the grounds therefor. Within three months from the date the
notice of refusal is sent, the applicant may request, in writ-
ing, reconsideration of his application. After conmiderstion of
fuch a request, the Administrator shall either registar the
design or send the applicant a Dotice of final refusal to
register.

*“{c) Any person who believes he is or will be damaged
by a registration under this chapier may, upon pavment of
the prescribed fee, apply to the Administrator at any time to
cance] the registration on the ground that the design is oot
subject to protection under the provisions of this chapter,
ating the ressons therefor. Upon receipt of an application
for cancellation, the Administrator shall send the proprietor
of the design, s thown in the records of the Office of the
Administrator, a notice of said application, and the proprietor
thall have s period of three months from the date such notice
was mailed in which to present arguments in support of the
validity of the registration. It shall also be within the authori-
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ty afdi Administrator to establish, by regulstion. conditicns
uaderwhich the opposing parties may appear and be beard in
mppw s their argumenus. If, afier the periods proviﬁed for
the mwntation of arguments have expired, the Administra-
tor womrmines that the applicant for cancellation has estab-
Bsbed tint the design is oot rubject to protection under the
poviems of this chapter, he shall order the registration
strichee from the record. Cancellation uoder this subsection

shall wsnnounced by publication. and nozice of the Adminis-

eraarsfnsl determination with respect 1o any application
for canellation shall be sent to the applicant and to the pro-
prietaca record.

"8 When a design has been registered under this sec-
sion. fir lack of utility of any amicle in which it has been
embaii shall be 0o defense to an infringement action under
sectm®0, and no ground for cancellation onder subsection
fc) of il section or under section 923,

“CEFTIFICATION OF REGISTRATION

“Mc. 913. Certificates of registrarion shall be issued in
the zm of the United Sazis; under the seal of the Office of
the Adeiistrator and shail be recorded in the official records
of thateifice. The certificate shall state the name of the

wmefulagicle, the date of filing of the application, the date of - -

regivoman, the date the design was made publie, i earijer
thun swdate of filing of the application, and shall conuain a
reprodmrion of the drawing or other pictorial regresentation
showmgthe design. Where a description of the salient fes-
ares wille design appears in the application, this descripdon
shall sim appear in the certificate, A certificate of registra-

' Sen lfbe admitted in any court as prima facie evidence of

the faarsated therein

“FERMICATION OF ANNOUNCEMENTS AND INDEXES

“Sw. 914. (a) The Adminiscrator thall publish liers and
Wdexenof registered designs and cancellations thereof and
zmy simpublish the drawing or other pictorial representa-
duns afwgistered desigus for sale or other distribution

“WThe Admiristrator shell establish and maintain a
e of dedrawings or other pictorial representations of regis-
wwed doigns, which file shall be available for use by the
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public under such condicions as the Administrator may

prascribe.
“reza
“3gc. 915. (a) There shall be paid to the Administrater
the follo;in.g fees:

“{1) Ou Bling each application for registration or
for renewal of registration of a design, 315,

*“(2) For each sdditional related aricle included in
one application, §$15. '

“(3) For recording sn assignment, $3 for the first
six pages, and for each additional rwo pages or less,

31
“(4) For a certificate of correction of an efror not

‘the fault of the Office, $10.

*{5) For a certification of copies of records, $1.
“(6) On filing each application for cancellation of

s registration, $15.

(b} The Administrator may establish charges for mate-
rials ot services furnished by the Office, not specified above,
ressonahly related to the cost thereof.

“REGULATIONS

“Sec. 918. The Administrator may establish regula.
tions not inconsistent with law for the administratrion of
this chapter.

“COPIES OF RECORDS

*Sec. 917. Upon payment of the prescribed fee, any
person may obtain a cenified copy of uny official record of
the Office of the Adminismwr, which copy sball be admissi-
ble in evidence with the sems effect as the original.

“CORRECTION OF ZRBORS DN CERTIFICATES

“Sec. 918. The Administrator may correct any error in
A regiswation incurred through the fault of the Office, or,
upon payment of the required fee, any error of a elerical or
typographical naturs not the fault of the Office occurring in
good faith, by s certificate of correction under seal. Suck reg-
istracion, together with the certificats, shall thereaftar have
the same affect aa if the sams had been originally issued in
such corrected form.




BNA's PATENT, TRADEMARK & COPYRIGHT JOURNAL

"OWNERBHIP AND TRANIIER

“Sxe. 919. (a) The property right in s design subject 1o
protection under this chapter shall vest in the suthor, the
legal representatives of & deceased suthor or of one under
legal incapacity, the employer for whom the suthor created
the devign in the case of & design made within the regular
scope of the author's employment, or & person to wham the
rights of the author or of suck employer have been trans.
[erred. The person or persona in whom the property right ia
vested shall be eonsidered the proprietor of the design.

“(b) The property right in a registered design, or o
design for which an spplication for registration has been or
may be filed, may be assigned, granted, conveyed, or &mn:-
gaged by ao instrumnent in writing, signed by the proprietor,
or may be bequesthed by will.

“(e} An acknowledgment as provided in section 911
shall be prima facie evidence of the execution of an zssign-
ment, grant, conveyance, or mortgage.

“(d) An assignment, grant, conveyance, or mongsge
shall be void as agrinst any subsequent purchaser or mortgs.
g9 for & valushle consideration, without notice. uness it is
recorded in the Dffice of ‘the Administrator within three
months from ity date of execution or prior to the date of such
subsequent purchase or mortgage.

“SEMEDY FOR INFRINGEMENT

“SEc. 920. (s) The proprietor of & design shall have
remedy for infringement by civil action instituted after issu-
ance of a certificata of registrazion of the design.

_ *{b) The proprietor of a design may have judicial review
of & final refusal of the Administrator to register the design,

by & civil action brought as for infringement and shall have -

remedy for infringernent by the same action if the court ad-
judges the design subject to protection under this chapter:
Provided, Thas (1) he has previously duly filed snd duly pros-
ecutad to such final refusal an application in proper form for
registration of the design, and (2) he causes s copy of the
compluint in sction to be deliveted to the Adminisgrator
within ten days after the commencement of the action, and
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penses of suit to & defendant prevailing in an sction brought
under section 920(b).

“(a) The court may order that all infringing arteles, and
any plates, molds, patterns, modeis, or other meassy specifi-
cally sdapted for making the same be delivered up for de-
struction or other disposition as the coust may direct

“POWER OF COURT OVER REGISTRATION

“S£c. 923. In any action inveiving & design for which
protection is sought under this chapter, the court when ap-
propriate may order registration of 3 design or the cancella-
ton of s registration. Any such order shall be certified by the
court to the Admiristrator, who shall make an appropriate
entry upon the record.

“LLABILITY FOR ACTION ON REGISTRATION
FRAUDULENTLY OBTAINED

“SEC. 924. Any person who shall bring un action for

infringement knowing that registration of the design was cb-

tained by a false or fraudulent representation materially al-
fecting the rights under this chaprer, shall be Liable in the
swm of $1.000, or such part thereof as the court may deter-
mine, as compensation to the defendent. to be charged
aguinst the plaintiff and paid to the defendant, in addition to
such costs and attorney’s feet of the defendant as may be
assessed by the court.
“PENALTY FOR FALSE MABKING

“Sec. 925. (x) Whoever, for the purpese of deceiving
the public, marks upon, or applies to, or uses in advertsing in
connection with sny article made. used, diswibuted, or soid,
-Lhe design of which is ot protected under this chapter, a
design notice s specified in section 208 or any other words

or symbols importing that the design is protected under this

chapter, knowing that the design is not so protected, shall be '

fined not more than $500 for every such offense.

“(b) Any person may sue for the pepalty, m which
event, one-haif shail go to the person suing and the other ta
the use of the United States.

“PENALTY FOR FALSE REPRESENTATION

“Sec. 326. Whoever knowingly makes a false represen
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tation msterially sffecting the righta obtainable under thiy

chapter for the purpese of obtaining registration of & design

under this chapter shall be fined not less than $500 and ooe

more than $1,000. and any righty or privileges he may have

in the design under this chapter shall be forfeited.
“RELATION TO COPYRIGHT LAW

“Sec. 927, (2} Nothing in this chaptar shal] affect any
right or remedy now or herealter held by any person under
chapters 1 through 8 of this title, subject to the provisions of
section 113 of this title,

*(b) When a pictorial, graphic, or sculprural work in
which copyright subsists under chapters 1 througk 8 of this
title iy utilized in an original ornamental design of & useful
article, by the copyright proprietor or under an express li
cense from such proprictor, the design shall be eligible for
protection under the provisions of thiy chapter.

“BELATION TO PATENT LAW

“Src. 928. (s} Nothing in this chapter shall affect any
right or remedy available to or heid by any person under title
35 of the United States Code.

*(b) The issusnce of & design patent for an ormamentai
design for an anicle of manufacture under said title 35 shall
terminate any protection of the design undar this chaprer.

“COMMON LAW AND OTHER RIGHTS UNAZFFECTED

“Sec. 929. Nothing in thiy chapter shall annul or limit
(1) common law or other rights or remedies, if any, «vailable
to or held by any person with respect to a design which has
not been registered under this chapter. or (2) any trademark
rights or right to be protected aguinst unfair competition.

“ADMINIATRATOR

“SEc. 930. The Adminiscrator and Office of the Admin.
istrator referred to in this chapter shall be the Register of
Copyrights and Library of Congress, respectively.

“SEVERABILITY CLACSE

“8ec. 931. If any provisions of this chapter or the ap-
plication of such provision to aay person or circumstance is
held invalid, the remsinder of the chapter or the application
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to other persoms or circurmstances shall oot be affected
thereby.
"AMENDMENT OF OTHER STATUTES
*Szc. 982. Title 28 of the United States Code is
amsnded—
“(a) by inserting ‘designs,’ after ‘patents,’ in the
first sentence of section 1338(s);
“(b) by inserting ‘', design,’ after ‘patent’ in the
second sentence of section 1338(a);
“fc) by inserting ‘design,’ after “copyright,” in sec-
tion 1338{(b};
“(d) by inserting ‘and registered designs’ after
‘copyrights” in section 1400; and
“le) by revising section 1498(s) to read as
follows:
"“*{a) Whenever a registered design or invention de-

‘.scribed in and covered by a patent of the Uhnited States is

-used or manufactured by or for the United Statey without
- License of the owner thereof or lawiul right to use or manu-

facturs the same, the owner’s remedy shall be by acton
agninst the United States in the Court of Claims for the re-
covery of his reasonable and entire compensation for such use
and manufscture,

* ‘For the purpases of this section, the use or manufae-
ture of & registered design or an invention described in and
covered by a patent of the United States by a contractor, a
subconorator, or Aty pervon, firm, or corperatos for the Gov-
ernment and with the authorization or consent of the Govern-
ment, shall be conscrued as use or manufacture for the United
Stater.

**The court shall not award compensation under this
section if the claim is based on the use or mapufacture by or
for the United States of sny =rricle owned, leased, used by,
or in the possession of the United States, prior to, in the case
of an invention, July 1, 1918, and in the case of a registered
design, July 1, 1983.

***A Government empioyee shall have the right to bring

suit agninst the Government under this section except where
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12, Add the following subsection to 920:

--(d) The parties to an infringement dispute under
this law, within such time as may be specified by
the Administrator by regulation, may determine
such contest or any aspect thereof by arbitration.
Such arbitration shall be governed by the
provision of title 9 to the extent such title is
not inconsistent with this section. The parties
shall give notice of any arbitration award to the
Administrator, and such award shall, as between
the parties to the arbitration be dispositive
of the issues to which it relates. The
arbitration award shall be unenforceable until such
notice is given. Nothing in this subsection shall
preclude the Administrator from determining
whether a design is subject to registration in a
cancellation proceeding under Sec. 912(c).--

This addition, which is based on the new
interference arbitration law, provides for
arbitration of an infringement dispute under £_
this Chapter. It is consistent with Section 294
of the patent law and the modern trend of non-*
litigious settlement of disputes.

o

(3) the defendant bas committed acts in respect to the design
which would constitute infringement with respect to & design
prosected upder this chapter.

“(c) Tbe Administrator may, at his or her option,
become a pasty 1o the action with respect to the issue of
registrabifity of the design claim by entering an appearance
within sixty days after such service, but the Administrator's
failure to become a party shall not deprive the court of juris-
diction to determine that isyue.
"INSJTNCTION ’

“Sec. 921. The severa! courts baving jurisdiction of ac-
tions under this chapter may grant injunctions in acrordance
with the principles of equity to prevent infringement, includ-
ing, in their discretion, prompt relief by temporary restrain.
ing orders and preliminary injunctions.

“BECOVERY FOR INFEINGEMENT, AND 30 FORTH

“Szc. 922. (a) Upon finding for the claimant, the court
shall sward such cmt damages adequate to compensate
for the infringement, but in no event less than the reasczable
value the court shall aenyess them. In addition, the court may
intrease the damages to such amount, not excesding $50,000
or $1 per copy, whichever is grester, a1 to the court shall
appesr to be just. The demages swarded in any of the above
circumstances shall constitute compensation and not & pensl-
ty. The court may receive expert testimony as an aid to the
determination of damages.

“(b} Alternatively, the court may award the claimant
the infringer’s profits resulting from the sale of the copies if it
finds that the infringer’s sales are ressonshly related to the
use of the claimant's design. In such a case, the clyimant
shall be required to prove oniy the infringsr's sales and the
infringer shall be required to prove its expenses against such
sales.

“fe) No ;'ecovcry under paragraph (a) shall be had for
sy ninngement committed more than thres vesrs prior 10
the filing of the eomplaint.

“(d} The court may award ressonsble attorney’s fees to

the prevailing party. The court may also award other ex-
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3. Change the date of the Act from 1983 to 1985.

TEXT

be was iz & perition to order, mfluence, ar induce use of the
registered design or inveotion by the (Government. This sec-
tion ahall not confer & right of action on any desipt registrant

OF patentee of ANy sasighee of such design registrant or pat-

eutoe with reapoct to any design created by or invesdon dis.
covered or invented by n pervon whils in the emplayment or
servics of the United Stawes, whers the design of inveation
was relsted o the official functions of the employee, in caser
in which such hxucﬁoﬁ included research and development,
or i tha making of which Government time, materials, or
facilitias were used.’.
“TTMR OF TAKING EFFECT

“Szc. 933. This chnpw- shall 1ake effect cna year sfter

enacument of this Act.
“NO RETRCACTIVE EFFRCT

“Sze. 984. Protection under this c¢hapter shall not be
srﬂabhfwm}desipthuhnbeen made public as pro-
vided in section 9090} prior to the effective date of thia
chapter.

“BHORT TTTLE

“Sgc. 935, This chapter may be cited a3 the ‘Design
Protection Act of ES "J

Sxc. 2. Titls 17, United States Code, secticn 113, is
ameaded by adding at the end thereof the following new sub-
paragrapha:

J——
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Delete the preseht amendment to Section 113 of
Title 17 and insert the following amendment:

--{d) Protection under chapters 1 through 8 of
this title of a work in which copyright
subsists shall not terminate with respect to
- its utilization in useful articles whenever
the copyright proprietor or its authorized
person has obtained registration of a design
of a useful article embodying said work under
. the provisions of Chapter 10 of this title.-~

The copyright law effectively excludes
protection for useful article designs in
Section 101. However, a work that is
copyrightable can be part of a useful
article, such as a picture on the back
of a chair or a figurine on an ash tray.
When this occurs, there is no reason to
penalize the copyright owner on the term
of protection as to what is covered by
the copyright. This position is strongly
endorsed by the copyright bar.

-

-
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E‘(«D When s pictorial, graphie, or sculptural work
which copyright subsista under chaprers 1 through 8 of this
sitle is utcllized in an original omamental design of n usefud
article, by the copyright proprietor or under an express L
cense {rom him, the design shall be eligible for protection
under the provisions of chapter 9 of this title. '

“(o) Pmecﬁun under chapters ! through 8 of this title
of s work in which copyright subsists shall terminate with
respect to its utilizazion in useful articles whenevar tha copy-
right proprietor has obtained registration of an omamental
design of & useful article embodying said work under the pro~
visions of chapter 9 of this title. Unless snd uncil the copy-
right proprietor hay obtained such registration, the copyright
pictarial, graphic, or sculprural work shall continue in all re-
spects to be covered by and subject to the protection afforded
by the copyright subsisting under chapters 1 through 8 of this

“() Nothing in this section shall affect any right or
remedy held by any person under chapters 1 through 8 of this
title in & work in which copyright was subsisting on the efiec-
tive date of chapter 9 of thiy title, or with respect to any
wtilization of & copyrighted work other than in the design of a
useful lrﬁde.".:]




