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COMPARISON OF H.R. 45614, "THE UNIFORM FEDERAL RESEARCH AND
DEVELOPMENT UTILIZATION ACT OF 1981" AND S. 1657," THE UNIFORM
SCIENCE AND TECHNOLOGY RESEARCH AND DEVELOPMENT UTILIZATION

ACT"

E - 1(No. 549)

LICENSING OF FEDERALLY OWNED PATENTS
Both H.R. 4564 aw.l S. 1657 permit a Federal agen­

cy to license inventions to which the Government has· ac­
quired title, although the language in the two bills is
somewhat different.• The House blIl also contains addi­
tional requirements not included in' the Senate version;
these are contained in a separate title (Title IV) specifi­
cally addressing the licensing issue.· . ..

Both the House and. Senate versions permit Federal
agencies to grant exclusive or partially exclusive' license
if several enumerated conditions are met (5., 1657,· sec.
307; H.R. 4564, sec. 404).

In addition, H. R. 4564 has the following provisions
which are not included in the Senate blIl:

·-Section 401 allows, among other things, Federal
agencies to apply for, Obtain, aw.l maintain patents in
the United States andforeign'countriesi, promote li­
censing;grant nonexclusive, as well as exclusive or
partially exclusive licenses; make studies regarding
licensing and commercialization potential; transfer
custody and admlnlstration of title to the Department of
Commerce or other Federal agency; and designate the
Department of Commerce as'the recipient of fees and
royalty receipts, etc.,

--Certain responsibilities are given. to the Secre­
tary of Commerce (similar to S. 1657, sec. 201(c»·
regarding activities which are necessary for Federal
agencies to carry out sec. 401.

--The Admlnlstrator of the General Services Ad­
mlnlstration is given responslblIlty for the develop­
ment of regulations for licensing.

--In addition to specifying when Federal agencies
may grant exclusive or partially-exclusive license,
H.R. 4564 provides specific requirements for the
grant of exclusive or partially exclusive license in­
cluding keeping records of such determinations, .
granting of foreign patent applications. and the terms
and conditions of revocation of the license, etc.

DEFINITIONS
The definitions are contained in different sections of

the two bills. S. 1657 defines terms in Title I sec. 103;
H. R. 4564 defines terms in Title IV, sec. 511.

The definition of 'Federal agency' differs: A Se!1ate
bill uses sec. 105 of title 4 USC; House bill uses sec. 105
of title 5 USC. _

The House definition of "ContractU may be more
restricted than the Senate version. In H.R. 4564, "con--
tract" is described as'.' any contract, grant, or
agreement entered into " S. 1657 states that "con_
tract" is defined as any contract, grant, cooperative
agreement, commitment, understanding or other ar­
rangement entered into. . ."

CONTRACTOR'S PAYMENTS TO GOVERNMENT
(ROYALTIES)

H.R. 4564 mandates, with some exceptions. royal-·
ty payments (under regulations determined by the Admin­
·istrator of the General Services Administration and the
Secretary of Defense) to be used for Federal funding of
research and development. S. 1657 has no such
requirement.

BACKGROUND RIGHTS
The provisions concerning rights to. background

patents are the same in both blIls.

TEXT·(PTCD

POLICY . .
Basically, both bills identify the same findings aw.l

state the same purpose. H.R. 4564, has additional proYi-
sions not found in S. 1657. .

The Senate bill includes deflnltions under this sec­
tion (sec. 103);deflnltions are· in Title V. sec. 511intl1e

.. House version.

RESPONSIBILITY
In the Senate bill, responslblllty for the develop­

ment .. 1mplementation, and administration of a uniform
patent pollcy is given to the Secretary of Commerce (Se,c.
201).

Title II, sec. 201 of H. R. 4564 gives this responsi­
blllty to the Office of Science aw.l Technology Pollcy and!
the Federal Coordinating Councl! for Science, Engineer­
ing, and Technology.

It should be noted that sec. 402 of H. R. 4564 gites
the Secretary of Commerce responslblllty for assisting;
the Federal agencies in carrying out their responsibl!­
itiesin the domestic and foreign protection aw.llicensing
of Federally owned inventions as maw.lated in sec. 401.
This is sImilar to the responsibillty conveyed to the Se,,­
retary of Commerce in S. 1657, sec. 201(c).

The House version also authorizes·the Administra­
tor of General Services to promulgate regulations con­
cerning the licensing of federally owned inventions.

ALLOCATION OF RIGHTS
Government
Both bIlls grant essentially the same rights to the

Federal government with the following exceptions:
- - H. R. 4564 explicitly states that the government

retains title lithe contractor elects not to file a pate:nt
application (sec. 301(b».

--So 1657 states that the rights of the Government:
shall not be.exercised unless·!t is determined that Ol1Le
of the expressed condltlons exists (sec. 301(b».

Contractor '
Both blils have essentially the same·provisions.
Waiver
Bi5ffi15i1ls contain identical provisions.
March-In Rights
Botb buls contam similar provisions ~ although S.

1657 requires that, prior to exercising march-in rights,
a determination be made by the Secretary of Commerce
after a formal hearing (sec. 304(b».

GENERAL pROVISIONS
H. R. 4564 requires the Administrator of General

Services and the Secretary of Defense to determine unl··
form allocation of property rights including the provi­
sions mandated in sections 301, 302, and 303 (sec.
305(a». This is not included in the Senate version.

'. The requirements for each contract entered into by
Federal agencies are essentially the same, although S.
1657 adds the clause "within a reasonable time after dis­
closure" to the requirement that the contract include a
provision for the contractor to electwhether, or not to file
a patent application (sec. 305(a)(2».

JUDICIAL REVIEW
Section 306 of H.R. 4564 allows for judicial review

of agency determinations made under sec. 304(a) and
305(b), if requested by a person adversely affected. The
Senate version of the bill has no such provision.
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H.R.4565 defines "contractor" in terms of sec. 1
of title 1 USC; S. 1657 does not.

The definition of "invention" in S. 1657 includes
reference to title 35 USC; the House version does not.

The House bill includes a deflnltlon of "Subject in­
ventionr,; the Senate bill does not.

Both bills have similar deflnltions of "practical ap­
plication" and "person".

S. 1657 defines "made under the contract" or
"made tmder a contractU; H.R. 4564 defines Ilmade"·-­
although both are defined similarly.

H.R. 4564 defines "antitrust law"; S. 1657 does
not.

,. Senate bill defines "disclosurell
, "Govemment",

"inventor" ,"nonprofit organization", "Secretary", and
','small business firm",; the House bill does not define
these terms.

RELATIONSHIP TO OTHER LAWS
H.R. 4564 includes a provision that this Act does

not convey immunity under antitrust laws; the Senate bill
has no such provision.

AMENDMENTS TO EXISTING LAWS
With the following exception, the bills are essen­

dally the same. S. 1657 repeals section 200-209 and sec.
211 of title 35 USC; H.R. 4564 repeals sec. 6 ofthe Pat­
ent and Trademark Amendment of 1980 (35 USC 38; 94
Stat., 3018).

EXPIRATION
, S. 1657 mandates that the authority conferred upon

the Secretary of Commerce shall expire 7 years following
the effective date unless renewed by Congress; H.R. 4564
has no such provision.

_J

- - End of Section E - -

;,.,.

',} ':;'.

Publisped by THE BUREAU OF NATIONAL AFFAIRS, INC~, WA~HINGTON,D.C. 20037

..~

.~.r

-1



fI' iQ-ll-81 (lTCj).. • JEX1
!!ti
?}

(No. 549) Fe 1

dedicated to Ihe public. G. Ricardi 8' Co.
v. Paramount Pictures, Inc., 187 F.2d 469
[2<\ Cir.), cerl. denied, 342 U.S. 849 ,
(1957); FHmvideo Releasing Corp. v.
Hastings. 426 F. Supp. 690 (S.D.N.Y.
1976); Grave Press, Inc. v. Greenleaf
Publishing Co., 247 F. Supp. 518
[E.D.N.Y. 1965J: Russell v. Prlce, 612 F.2d
1123 (9th Cir. 1979).

There wa9 certainly no intention on
the part of the Office when the interim
regulation was written to depart in any
way from the Rlcordi principle.
Nevertheless, it is possible that the
interim regulation as written could
cause confusion among ueers as to the
manner in which works in the public
domain may be utilized. The Office '
believes, b.owever, that wpytight" .
owners should be alerted to the
consequences of expiration which
results from a failure to apply timely for
renewal registration. : .'

In the inter~stof clarification, the
Office Would delete the emphasized
portion of the interim regulation and in
its place woul4 insert a paraphrased,
part of section 304[a) oIthe Act. The ,:
sentence as contained in the proposed
regulation reads as fonows::

Unless the required application' end fee are
received in .the Copyright Office .during the
prescribep.,~!iod.qeIo1'E!the first term o~
c9.pyright expires, the copyright in the .
unreneri-li3d, workt~rniinates 'at the expiratlo~

oftlVenfy·,iight,'years from' the end ofthe
calendar year in whlch copyrIght was
originally se,cured. .

, 2. Originaiiegistralian. Arlitle IU(l)
of IheUnlyersal qopyright Cortvimlion
[U.C.C.) exertlPI$, under ,certain , '
conditions, foreign authors who are
nationals of a U.C.C. country, or who
first publish their works in a u.C.C.
country,' from formalities which .
constitute a condition of copyright
p....teclion m,1he country where ..'
proteGmm';s'sought.,When the United
States joined'ihe UrihiersalC6pyright '
Comiention; effeqtive iii September...
1955, we enitfud~a:,illirii:qpyiiilh1~ct to,
implement this piovisiort:'Sectibn 9[cJ of
the fOflUerAbt [title 17, U.S.C" in effect
on DecembeiSi, 1977) exempted U,C.C.
works from the·obilgatlll'Y:deposit and
registrationi'equir~.entS'set forth in the
first sentence msection 13 of the former
law. The fifth paragraph 'of Article HI of
the U.c.o.. however. peflUits the United
States to continue its formalities with
respect to the renewallerm of
copyright. 2

• Under section 3050hhe Act, "{alII terms of
copyright provided by sections 302 through 3M run
10 the end of the calendar year in which they would
-otherwise expire." Section 305 thus makes a
mnterialchange regarding the renewal period for
works in which cop~Tlghtsubsists on January t.
1978. Under the-former law, title 11 U.$.C., in effect
on December 31.. 1977. the renewal period was the
26th year of the original tenn rather than the
calendar year in whic.lt the teml'exptres.

Copyright Office

37 CFR Part 202

IDocket RM77-17j

IUBRARY OF CONGRESS !m'gthening of the second [renewal)
term from;18 years to 47 years. It applies
to works originally copyrighted between
January 1, 1950, and December 31, 1977.

On January 5, 1978, the Copyright
Office published in the Federal Register
[43 FR 964) a regulation revising § 202.17

Registration of Claims to Renewal of of t~e regulations of ti,e Co~yright
Copyright 'OffICe.This regulation was Issued on an

, ' Interim basis in order to allow persons
AGENCY: Copyright Office, Library of. to apply for and secure renewal

' Congress., , registration immedia.tely upon and after
ACTION: Proposed rule. the effective date of the new Copyright

. .. Act.1n addition, the Copyright Office
SUMMARY: This .notlce IS Issued ~o invited comments froKIlthe public on the
advise the publIc that the Copyn&ht interim regulation in general and
Office of the LIbrary of Congress IS, specific comments on:
considering adoption of a new [I) The necessity fororiginal
regulation with respect tn renewal registration as a basis for renewal
registration practices and proced~res registration in the calle of foreign works
under sectio~304[a) of the C,?pYrlght protected under the Universal Copyright
Act of 1976. hU~ 17 of th~ Umted ~tates Convention; and "
Code. That se~honpertams to clal?,s to (ii) The correct ienewal claimant and
renewal cOPY"8ht in wo~ks for whlOh , slatement of claimin cases where the
first term copyright subSisted on January author has no survi",tng widow,'
1, 1978..Th~ effect of t~e propo~~d widower, or children and left a will
regulation IS to prescribe conditions fo~ naming executors but the executors
the registratio,?, of such claims to, have been discha;ged. ,
renewal copyright. '.', " , Three comments were received in
l)ATE: Written comments should be- , response to the rulemaking. After a
received on or before November 6, 1981. careful review of these comments, as
ADDRESSES: Ten copies of written well as the relevantlcase law and
comments should be addressed, if sent legislative history concerning the ,
b3' mall to: Office of the General renewal provision, ti,e Copyright Office
Counsel, C.O., Library of Congress, has reached some tentative conGlusions
Department D.S., Washington, D.C. as to'what omregulation shoul<\
20540; or by hand to: Office of the proVide. Also, the comments have led us
General Counsel, Copyright Office, to propose several changes in the _
Roo~LM-407, Madison Building, interim regulation. A discussion ofthe
Independence Avenue, S.K" major substantive comments and
Washington, D.C. proposed chauges fOlllows. .' ,
FOR FURTHER INFORMATION CONTACT: '. 1. Failure to 'apply timely for renewal
Dorothy Schrader, Gene~alCounsel,' registrlitilJn. Paragraph [a)[l) of.tile
Copyright Office, Library of Congress, interim regulation cuncerns the
Washington, D.C. 20559, [202) 287-8380. consequences which may result from a
SUPPI.EMENTARY INFQRMATIDN: Section - failure to apply timely for renewal; ,
304[a) of the Copyright Act of 1976 [ACt· registration. The third sentence of this,
of October 19, 1976, 90 Stat. 2541], ' provision atates:
provides generally that "any copyright, Unless the required applioation and fea ara
the Hrst teflO of which is subsisting oil received in the Copyrlghl Office duriog the
January 1, 1978," endures for 28 years proscribed periodbefore the first term o~ ' .
from the date it was originally secured. copyright expires, cop.yrightprotection ,s lost
and that a second teflO of copyright., permanently'and the lVark enters the public,
lasting 47 years, can be secured by domain. (Emphasisadded.l ,
certain designated claimants if an ' One comment received on behalf ofe ,
application for re~e~a! is made to th~ copyright owner ob,iected to the
Copyright Office 'withm one year prIOr necessity for, and correcmess of, the
to ilie expiration of the originalleflO of ' emphasized portion of the regulation.
copyright." 1 With one exception~ this , The commentator.believed that this ,
provision is essentially a reenachnent of sentence could mislead the public since
the renewal provisi!>nin·effect before an unrenewed unew versioil" rio longer
1978; the exception involves the protected by copyright may contain pre-

existing works still subject to statutory 2The D.C.C. text is as fullows:
copyright.. _ _ "If a Contracting State grants protection for more

It is a well established principle in than one term ofcopyright and .lh.e first te~ is for a
• I h h - - period longer than one of the mmlmum penods

copyrIght law that a thong t e new prescribed in Article IV l25 vears ordinarily) such
m(iterial in a derivative work may enter State shall not be required t~ cOmply with the
the public domain 1hrough failure to prOVisions of paragraph 1 of this Article {which
renew that version. the old matter. make the U.C.~. notice the sole formality] in t~9pe?t

• . hJ h' '11' d of the second or any tlub!'equfmt term of copynght.
contamed therem-w C 18 stl. coyere It is the view of1hEi Copyright Ofrice that this text

. by a separate statutory ~opyrlght18 not clearly pennits the United States to require.renewal
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As part of this rulemaking, .the,
Copryright Office sought.spec!flc
commenls on:

The' necessity of original registra'tiQn ae 8

hasis far renewal registration in the case of
foreign works protected under the Universal
Copyright,Convention:. (43 FR 965).

In response to thia inquiry, the Office
received one cOUlment from the Authors
League of America. Inc. which
cO/ltended that an original registration
sMuld not be required as a condition of
renewal copyright in th~se.cases.

Although the Office believes that an .
original registration provides sev~ral

advantages und!;:!r the statute and can be
lagally required as a condition .
precedent to renewal," the hMory of.the
U.C.c. and the spirit Underlyiiigils .. ,
formation have led. us to propose .
alternatives lo' original registratiQp. for
U.C.C, claimants. Where original .
registration (or a work has not been:
mada, however, th" Office haa '
concludedtha! it is appropriate end
necessary to obtain 'documentation
relating to the work'seligibility und.e"
the U.C,C. and to the subsistence Of a'
copyright under'U.S. law."

For. these reasons, parag,,-aph(d)(2) of
the regulatianrequireS a U,C.C. r~ewa1
claimarlt iil the case of an unregistered
wOlk to aci:ompanyht~or her claim"
Wiih a "Renewal Affidavit for a U,C.C.
Work/' specifylqg tha date and place of
firstp,;,b)icatlOh and t~e citize'l"hil' and'
domiOlle'Of the author on the deteof
first pubHca.\iori. In order toa.3ure Ihat .
thii notice requirements of the,' ."
Convention, as implemen~din U:S.law.
were met-at the iimeoU;;"'t jlublicliiio,;',
the regUlation fi'ri:ther reqUires ""

. clairrlanl fd li1icornpany his 'o'r:her claim:\
and "Renewal Affidavit" With a""

. submission relaiirii!'lo theJ6nn end": .
position 6f the 'copyright notice. .,,, ....
Allhough the best evidence of .'. .'
compfia'tlC.e with ~he notice requirements
would b~ tlje s\jbirlission'pfnne_

completecopJ'. of the 'York as first . Its Import~mcein t~rms of who is a
publ!she4, :theot~ce' recognizes the proper renewal claimant, how~ver, haa
practicatlllfflculhe8 th"tlhls may entail led to further refmement..The.lasue was
Accordln,gly;para8J'<'Ph(d)(2){iil . considered in Bartok v. Boosey 8' ..
establishes'altemative aubmIssion Hawkes, {nc.. 523 F. 2d 941 (2<;1 Cir.
r~'qiJiren\~rits Ii:! descending order of 1975).1" tl>is case; the U.~. C~urt o~ .
preference:' . App.eal~!or!he .Sec;ond c:JrcUlI decided

In its Co=ents. the Authors League that, d~spile. the fact that a work mal' be
also suggested that U.S. authors al)d '. firSt publiah.dafter the death of the
foreign authors of works not protected author, It will not be considered
by the U.C.C. be relievedJrom the posthumoua for purpoaes of the renewal
obligation of !Jlaking an original term' provision if copyright in the work haa
registration as acondition forrenewaJ. been assigned during the author's
registration. The Office has not adopted lifetime.
this suggestion. . . In diacussing the meaning of the term

Alleast since 1909, it has been ihe "posthumous work" in relation to
position of the Copyright office that secllon 304{a). the Report of the .
renewal registration will.notbe made Judiciary Committee of the Aoase of
unle;,. registration llas1jr:;t or . ,'. . Representatives (H.R. REP. NO. 94-1476,
simllli..neo1181, lt~O:"'ill!~.for.!tJ~··: .. ,. 94th Cong~ 2d. Ses...at 139) atatea:
original term. Saction 304['1) provid,,!, . Allbough the blll preserves the languag. of
tbat the r~nBwaI9!'fm,wI'.t..b~'~diIl3',. lh. _nt renewal provtslon without any
registere,p,". in CJ,f<!~"l0 el<t~n.d.!h"~*"" change in aubstanco, ~. Commlll•• lrJten~
of copyrillh.lll iplhe: "ri8in~,ten,n 91\ ":,, th~t tho !"ference to a 'poolhum0U8 work In .

J"¥,,ar~ ~, 197~. tJn~J.S,I!!i.l!g!j ~.QtaJ. '" ~~k~a~':::J:::':'.n~~n~,ltl~ne
tbe Office has a duty to examm~fk<!la~ as to which no copyright assignment or other
l'nd detaqnine ~aiht1!I!".:~~gp,1"AdJormal coutract for exploitation of the work has
requir:ements'··<>f. ~ l\m;)ll).v~ p,riJlla.. ., OCCUlTed durlng an aulhor'slifetlme, rather .
favie b!!eIIw~t be~tl;l',ce,rtiiioo.te i~ ,,; than one which is 8lmply first published aft..
issued.. 1,\ .eel!l.,e~i'~ l\ta~ !h~: '.... ',., the autbor'. death.
statutory obligali~s:9'lWP!.I<e,carri",d This definiton has been adopted in
out in.tl;e ~.'18.1' 'If~. to':'Jllewat .. paragraph (b) of the proposed
co~yrlgh.t unless orIginal term;', .,-. ;, ..'i,:;J> regulation. .' .
reSl·t~all,!ln 1l~8l>e1;n",!.'ade,: or ilie. .. , : The di8CUssion on posthumous works
equivalent.dqci1Jjlentary ey~dl'\lceJ'~jI;.;·. in th.e Repprt of the Judiciary Committee
been •.u!:1milJed tu.substanhatethe, re~1 of the Senate,.however. iSllarrower in
suft'iciro.IOY of the <;\"il'J. Withqul~1'h ,. '. its scope (8. REP. NO, _73. 94th
evidence. spurious renew,;1 c!ail)i. ,,'. Cong., 1st Sess. 81123):
would be ;"nte,rep an<!.~mtegrlty: "'!~ Ths ref...."." to • ;'poatlwmOlOS work~ In
usefuln.es" oHhe.pnblic record~ould this oecllOJllllllllnS .....alo which no
auffer. A work that had been~eje1'tedfor .aslgnment ba. occUrred during tba RUthotS
original 1e!!l!ragia!J'atiOll lnight be '. Iifetim., rather thaII oo.",hich is Bimply first
submitl;jd llfid !egh;lere'tl for the renewal publish~dafter tho author'. death.
term. False clalffi?'>.W Plig!..l-!1W!Y. fn>:. It may be arguad that these two
renew.aI:~fJ~_trati~~~;:-,~.',<-;t(':- -r _ references, to a "poethum01.J.8 work" are

While It might ba thaorelICl!Uy ......' , inconsistent In ClIlIe. where a contract
possible to specily al\ep'ative.. ....•.. for exploitation of the work but no
submissions equivaleilfto' original term cppyrlght. "assignment" of the work, has
registration for both U.C.C:. and non- . baen exacuted during the a..thor's
U.C.C. works, the Office sees no public lifetime.

registration for U.c.c. warks., if it SQ cht?o~s. We, benefit in such a- cumbersome procedUre: It J.s the practice of the Copyright
satisfy the V.C.c. obli8atioD by provi~ing-2.8yellrs for non-U.e.c. works. In {lny event. -the Office under the ·'rule of doubt» to
of prolection d~n!! the fus1 ~enn. ':"lclther'section Office believe,S. that originlllr tenn resolv~ doubtful claims in favor-of
304(.jollh.CopyrighIAotnoteny,oIOO' ...levant ., '. d t' .. h '. --'-I
prcndSion e::rempt U.C.C. rilaimaatsfroro.tbe renewal regl5tratl~n reptams ~an_ a ory .lor pre-,. regIstration were a rea30mw e
reg"lstrationlOi'malily, . .... ".' -. . "'. 1978 pubhshed works.not protected argument can be made, that a court

3fu the c~se"~rnon-U.C.C; w'~~ks. iihas' b~2~ th~" under the.V.C.C. Except for U.C·G. would sustain the claim. Because of the
long·established pO:lltion of the Copyright, Office works, section 13 of the former law possibly conflicting interpretations of
that re?i,stratlon for the original tenn of copYTight itJ required deposit of cop~es following "posthumous wvrk,·t paragraph (fj(2) of .
a condition prec:dent to renewal regislrat!?O. • publication with notice "accompanied. th I ti ermit th fil'ng of a.
Although IheUmted States couldnot,wnslstent •. . ' ,.• It, eregua,onp s e 1
with its D.C.C. obligations. require originallerm In each case by a claIm o~ G~pyn,ghl renewal claim by the proprietor of the-
registration as a condition of protection for the first 3. Posthumous works. SectioR 304(a) • "work, in addition to the natural
28 years of the copyright for U.C.C. wotkl'l. nothIng of the current Act provides, and section 'claimant where 8 contract for
in the tex~ ~f the ~:c.c. prohibi~ theynited States 24 f th former act provided that "in I It t!" f th ric h b
from requllIng orlgmal term relllslratlon 0 e , .", exp 0 a on'! e wo as ,ee~
simultaneous with renewal re,giBtrationsoleJy as 8 the case of any posthumous .executed dUrIng the author's lifetime
condition of protection froJ;tl the 29th year of !.he work '" I: * the proprietor of such even ifno "assignment" of the copyright
co~yrl.gh.1 onward. Thal.the originallertXI copyright shall be entitled to a renewa1.~1 was made. However. the regulation
registration would Pe pulde bef.:Ke the swrf of the Th t" f h t' " th c1 . th ' . b th
29th year seems immateriaUri'Us,clear that e ~~es IOn 0, w a IS a ,P0s umo~~ make~ ear .at registration. y .• e
protection during the first tfilm is.DotcpndiUonoo. on work for renewal purposes has been Copynght OffIce of the proprIetor s
such registralton. Forpolic)' reasODB. oowe.v-et'. ~. the subject of controvery. The tel'Ill:. " renewal claim "should not be
Copyrigb~9ffice hallonolpr~PosW. thatre;glSuaaon commonly refers to a work first· interpreted as· evidencing the validity of
for the o.n81Oa1 terllllierequlred lOr t!.C.c., works jl.i published after the death of the author. th I' ...
a condItIon precedent to renewal r.egtSb'ahon. ".",.".,' e c ann.
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4. Duplicate renewal registration. On po~itIon to c,my out the will of the renewal registration by telephone. ThIs
occasion. the Col'yright Office receives testator. The apllarent and ultimate ; pr~ctice started under the former law,
more than one application for renewal motivation of Coogress was to allow where first term copyrights expired
on behalf of the same renewal claimant. authors who were not aurvlved by a throughout the year, based on the exact
This situation arises most often in cases 'widow(er) or children to choose who date the copyri!!ht was. origi;'ally .
where an author and his or her publisher shall own the copyright renewal, secured.,Experience wIth this practice
both file renewal claims on the author's However. In practice. It hss hot under the current ~ct has led us to
behalf. It has been the practice of tha clearly been established how the wishes prop?se .that we will not accept
Copyright Office In these cases (part of the testator ciro be given effect In ' apphcallons by telep~one. Un~er the '
11.9.2. I of the Compendium of Copyright three specificlnstances: (1) Where the current Act, all cop.ynghts expIre on
Office Practices) to reject ilie second author has left a, will which names no December 31 of a gIven fear. ~e rI;sult
"duplicate" renewal application once executor; (2) where the author has left a ,~as heen tha~ the ,Copynght Of!lce.ls
renewal registration has been made. We 'will which nameo an executor who !nundated WIth telephone apphcatlOns
have decided to propose thet this , cannot Or will not serve in that capacity; m December of each year. and many
practice be specifically stated.1n , . or (3) where the'author has left a will calls that are p.leced a:e.not ,,:nswered.
paragraph (e)(3) of the regulation: The .which names"" executor who has been W~ ha~e a major adnnUlstrallve .
clarity of the public reC<lrd may be discharged upoIlsettiement of the catate problem, ?~dchence plays a lellle role
confused and'ln any event is not or removed before the estate has been' ill dete,,!,mmg whether :enewa~ 1B

improved by duplicate registrations.. completely administered. , ef!'ectep. We are proPOSIng to dlspe!'se
5: Renewal claimants. The general . The dilemma posed by the first wlt4 the telephone.method of applym~

structure of the reI)ewal provision sltnatimi 'was resolved In Gibran Y. fOHenewa~. We WIll accept telegraphic
creates the renewal intarest as a' . AlfredA: Knop!lnc., 153 F. Supp.,854 or other !""~ten forms of .

•.•. separate estate, distinct from the (S.D.N.Y.. 1957). aff'd G/branv. Nat/anal commUJllcallon.
'original term of copyright. EIiglbillty to Committee ofGibran, 255 F.2d 121 (2d • . .
claim renewal is determined with. Cir.1958. cert. denied. 358 U.S. 828 PART20:i~EGISTRATION OF
referen<;e to t,hesta~te, and one must (1958). This case held thet where an CLAIMS TO,COPYRIGHT
come WIthin Its specified categories to author has left u will,which names no . .
claim.the second term o~statntory executor, a cGmt-appointed In consideration of the foregoing. we '
copyright. These categones,of renewal aciminiatratorelnn testamento annexo. propose to amend.Part 202,of 37 CFR.
claimants are set forth in paragraph (administrator c.I.a.) Inexls!ence at the Chapter II by adding a new §202.:;7 to
(f)(1] of the regulation. If the author is . time of renewal stands In the shoes of read as follows:,
alive. only he or she may claim renewal the executor and, as such. is entitled to § 202.17 R';~.i".1S.
copyright; if the author is deceased, and renew the copYJrlghl. The Cop·...•..tG· l Th' ti . 'b
th .' urvi' child() . ... .. 8·..... (a) enera. IS sec onprescII esere IS a .. vmg spouse or ren , Office has apphed this deC1slOn (Part It·· t th I' t' f
onl the widow(er) and the child(ren) fth di'<C gh ru es per amlng 0 e app Ica IOn or

y '. . ..' 11.7.40. e .Colnpen um ~f ....,pyr! t renewal copyright under section 304(a)
O1:,"y clann; If th~re IS no s~vmg Office Fracbees) I>Y accepting renewal of title 17 of the United States Code. as
wldow(er) or child, and the. author left a clalnIB In the IlB.me of an existing . d' db 'I' b L 94-553

ill th I th th ' tor dm' .cimini" amen e y u . . .w • e~ on y .e au or s execu. a inlstrator c.ta. [or an a strator (b) Definition. For purposes of this
may cla~ ~dfinal1y, the next o.f kin • de b~~s non cum testamen~o annexo, section, the term "posthumous work"
may claun, "! the absence ora wilI. (admmIBtrator<Lb.n.c.I.a.Jl m cases means a work that was unpublished on
under the strict statutorylanguage. where the author has left a will which the date of the death of the author and

As part of this rulemaklng,.the . 0._no executor. with respect to which no copyright
Copyright Office sought specific . We have decided to propose that this assignment or other contract for
comments on:, ; 'practice be inc<,rporated in paragraph exploilalionof the work occurred during
, The correct renews! c\elmanl and (f)(3) of the regulation. Forihermore, we the anthor'sllfetime., .' .

,'slatement ofclsbn in csse. where the author have followed the spirit of the Gibran (c) RenewafTime-Limits. (1) For
". hes no .urviving W!dow. widower or chUdren .decision by ext.ending the practice of works originally copyrighted between

and left a wUI nemmg :""cutors, hut the accepting rene..ai claims.In the name of January 1, 1950 and December 31, 1977.
execulors h~ve been dischsrged. (43 FR 005). .,anaciminisratoJr c.I.a. or an ". claims to renewal copyright musl be

We received one comment relating to adminlstratnr d.b.n.c.l.a. as the case registered within the last year of the
this qnestion. It was'suggested that tile may'be, to the two remaining hIBtances ' original copyright term, which begins on
regulation permit the author's legatees noted above. However, because of the Pecembe,r 31 of the 27th year of the
to apply for the renewal directly where continulngdoul>tsurround!ng claims In copyright, and runs through December

.",,' the author leaves a will but no executor. these two hIBtances, the Copyright . 31 of the 28th year of the copyright. The
is able tlr willing to acl.·,,; '. Office also will accept conflicting claims original copyright term for a published

,., ",' What legislative history exists on the ·to renewal In the name of the next of '! work is computed from the date of first
.. subject. suggests that, in designating the kin. In this regard, the regulation makes publicstion;the term for a work

c.: ·executor as the proper renewal claimant clear that regisllratlon by the Copyright .originally registered in unpublished form
;;.for testate authors, rather than have the' Office of the confllctiug renewal claims Is'computed from the date of registration

legatees claim In their own right. the "should not be interpreted as evidencing in the Copyright Office. Unless the.
Congress was most concerned with the the validity ofeither cla!m.".:' : ,;; . requir'ld application 'lnd fee are
efficient administration of the anthor's ...We have alse) decided that there is no. received in the Copyright Office during
estate. The executor, who is responsible basis for renewal in the names of the : the pr~scribed period before the first
for the administration of the author'a legatees since Congress In 1909 .• term of copyright expires, the ,copyright
testamentary estate, was given special' delibei-ately excluded the author's heirs' In the uurenewed work terminates at the
power with respect to renewal from the list of statutory succeSSOrs. expiration of twenty-eight years from
copyrights (which are not part of the .6. Applicatio,n by telephone. Under the the end of the calendar year In which
testamentary estate). It was believed interim ""galati.on, the Copyright Office copyright was originally secured. The
that the special fidnciary obligations of will. under certain circuinstances Copyright Office has no discretion to
the executor placed him or her in a accept information reqUired to effect extend the renewal time limits.
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(2) The provisions of paragraph [C][l]
of this section are suhjectto the ,
following qualification: In any case "
where the yaar date in tha notice on
copies distributed by authority of the
copyright ownar is earlier tllan the year
orfirat publication, claims,to renewed
copyright must be registerad within the
last year of the original copyright term,
which begins on December, 31 of the 27th
year from the year contained in the
notice, and runs through December 31 of
the 28th year from the year contained in

,the 'notice. . .
(3) Whenever a renewal applicant has

cause to believe that a formal
application for renewal [Form RE], and"
in the case of works under paragraph'
(d][2] of this section, an accompanying
affidavit and submission ielating,to the
subsistence of first-termcopyright, if '
sent to the Copyright Office by mail,
might not be ,,:weived in the Copyright
Office before expiration of the time ~
limits provided by 17 U.S:C., section
304[a], ha or she may apply for ranewal
registration by telagraphic or similar
unsigned written commimication. An
application made by this malhodonly
will be accepted if: [i] The message is ,
received In'the Copyright Office within
the specified time limits; [ii)the
applicant adequately Identifies the work'
involved, the dale of first publication or
original registration. the name and
address of the renewal claimant, and the
statutory basis of the renewal claim; [iii]
the fee for renewal registratiori•.if not
already on deposit. is received in the
Copyright Office before the time for
renewal registration has expiredj and
[iv] a formal application for remiwal
'[Form RE], and in the case of works
under paragraph [d](2) of this secticn, an
accompanying affidavit and submission
relating to subsistence of the first-term
copyright-are a~so received in the
Copyright Office before February 1 of
the following year. '

(d) Original Registratian. (1) Except
as provided by paragrap!I [d](2) of this
section, copyright in a work will not be
registered for a renewal term unless an
original registration for the work has
been made in the Copyright Office.

(2) An original registration in the
Copyright Office is not a condition
precedent for, renewal registration in the
'case of a work in which United States
copyright subsists by virtue of section
9[c) of title 17 of the United States Code,
in effect on December 31, 1977 [which
implemented the Universal Copyright
Convention] provided, however, that the
application for renewal registration is
accompanied by:

[i) An affidavit identified as "Renewal
Affidavit for a U.C.C. Work" and,
containing the following information:

[A] The date of first publication of the on Form RE. Copies of Form RE are
work; " available free upon request to the Public

(B] The place of first publication of the Information Office, Uniled Stales
work' ' Copyright Office, Library of Congress,

[C)The citizenship o(the author on Was~ington, D.~. 2~559.
the date of firs~public"tion of the work; [~](I] ~ apphcatIon fo~ renewal

,[D) The domicile of the author on the re~l.stration may be .submltte<! by.a,ny .
date of first publication of the work; ehglble renewal cl.aunan~ as speClf,ed In

[E) An avermenttha!:, ,at the time of paragraph [fl of thIS sectIon or by the
f· t bl' 't' II th I' f th duly authOrIZed agent of any suchIrs pu _lca lon, a €leop eso ,e-. I' l
work published under th~ authorit3; of, c i:ij~applicatien for renewal
the author or other copyright prop..etor registration shall be accompanied by a
bore the symbol ~ apco!,,~anled by ,the fee of $6. The application shall contain
name of the cOPY.rlg~t propl'letor and. the tbe information required by the form
year of fIrst pubhcall~n, ,,:nd.that U~ted and its accompanying instroctions, and
States copyright subSIsts III the work" shall include a certification. Tbe

[F] Theh~ndwritt~.nllignature of!!,e certification shall consist of: [A) A
"renewal claImant or th...duly authOrized' designation of whethar the applicant is
a~ent of the renewal claunant. 'I."'e the renewal claimant, or the duly
slgnat~e shall [1) be .accompamedhy authorized agent of such claimant
the pl'Ult~d?rtypewr~tlel\.nameof the [whose Idenlity shaU also be given); fB]
person slgm,;,g the affIdaVit andhy the the handwritten signature of soch
?ate o~ the 81gllature; and (2) shall b~ claimant or agent, accompanied by the ,
Im.medIately prec~ded !JY,the fO,11?Wlng typewritten or printed name of that
prInted or typewrItten .tatement III person; [C] a declaration that the
accordan~e with sectiol~.1746of title ~8 statements made in the application are
of the Umted States Code", ' ,cerrett to the best of that person's

'J certify under pimalty of perjury under the knowledge; and (0] the date of
laws of the United,States of America that the < certification.
foregoing is true and cQne,!>t. ,'_ ,',_ . (iii) In the case of air application for

[Ii) A ~ubmission relatiDs to the notice renewal registration for a forei.gn work
of copyright and copyrightable content' protected under !he U.C.C. ,,:h~ch has
which shall be in descending order of noIb~en the ~ubJe~t of an orlgI!'al .

t . , . d f' COPyrIght regIstrallon, the applIcation
pre erenc.BjC"ompnse ()I:. I. . Shall be accompanied by s"Renewal
. [A] On~ complete copY,of the work as Affidavit for aU.C.C. Work" and a

first pubhshed; or, ,,' . ' ' submission relating Ie the notice of
[B) (1) A photocopy o,r.the title page copyright and the copyrightable content

on the work as first pu"hshed, and in accordance with paragraph [d)(2) of
(2) A photocopy of th.. page of the ' this section.

work as first !,ublished '!bea,ring the ' (3] Once a renewal registration' has
copyright no.tICe, ~nd ' • been made, the Copyrig\It Office will not

(8).A specificallon as to the. location, accept a duplicate application for
relallve to each other, of the title and. . renewal registration on behalf of the
.notice pages of the work as first same renewal claimant.
published, if the pages are differant, and (f) RenewalClaimants. (1) Except as

(4) A brief description of the otherwise provided by paragraphs [f){2]
copyrightable content of the:work, and and (3) of this section, renewal claims

(5) Art explanation of the inability to may be registered only in the name[s) of
submit one complete copy of the work the eligible person[s) falling within one
as first published; or of the following classes of renawal

[C) A statement describing the claimants specified in section 304(a) of
position and contents orthe copyright the copyright law. If the work was a
notice as it appeared on the work, as . new version of a previous ·work. renewal
first published, and a brief description of may be claimed only in the new matter.
the copyrightable cqntellt. The' [I) In the case of.a,;y posthumou~
statement shall be made and signed in work or of anr perldical, cycloi?edlC, or
accordance with paragrqph [d)[2)[l)[F) of other ~omposlte ~?k upon which the
this section and shall also include an copyright was orlgmally secured by the
explanation of the inability to submit proprietor thereof, the renewal claim
either one completecOp)1 ofths work as may ~e registered in the name of the
rIrst published or photocopies of the title pro.!.'..etor;, '
and notice pages of the work as first ' [II) In the case ofany work
published. copyrlg~ted by a corp~rate body

(e) Applicatian far ReJlewal (?therwlse than .as ?s.slgnees or
Registratian. (1) Esch application for bcensees of the IndIVIdual author) or by
renewal registration submitted on or an employ~r for w~om such w.ork is
after January 1,1978 shall be furnished made for hIre, the lenewal clOlm may be
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de bonis non cum testamento annexo
(administrator d.b.n.c.t.~.) so appointed
by a court of competent jurisdiction;
. (tiJ In ~ny case described in paragraph
(f)(3J(i) of this section. except in the case
where the author has len a will without
naming an executor and a court
appointed"administrator c.t.a. or
administrator d.b.n.c.t.a. is in existence
at lhe time of renewal registration, the
renewal claim also may be registered in
the name of the author's next of kin. '
However, registration by the Copyright (
Office of the conflicting renewal claims
in these cases should not be interpreted
as evidencing the validity of either
claim.

(17 U.S.C. 304. 305, 702, roaJ
Dated:.september25.198,1.

t\~
registered in the nameof the proprietor;
and

(iii) In the case of any other
coprighted work, including a
contributiqn by an individual author to a
periodical or to a cyclopedic or other
composite work. the renewal claim may
be registered in the name(s) of the
following person(s) in decending order
of eligibility:

(A) The author.of the work. if stin
living:

(B) The widow, widower'-or children
of the author, if the author is not living;

(C) The author's executors, if there i.
a will and neither the-author nor any
widow, widower; or child of the author
is living;

(D) The author'snextof kin, in the
absence of a will and if neither the
authornor any widow~widower, or
child of the author is living; .

(2) The provisions of paragraph (f)(l]
are subject to the following
qualification: Notwithstanding the
definition of "posthumous work" in
paragraph (h) ofthis section, a renewal.

claim may be registered in the name of
the proprietor of the work, as well as in
the name of the appropriate claimant
under paragraph (f)(l)(iii), in any·case
where a contract liar exploitation of the
work but no copyright assignment in the
work has occurred during the author's
lifetime. However. r~gi5trationby the
Copyright Office in tUs case should not
be interpreted as ,evidencing the validity
of the claim. .

(3) The provisions of paragraphs , ce,
(f)(l)(ili)(C) and (Il) of this section are
subject to the folloWing qualifications:

(i) In any cas. where: (A) The author
has left a will'which names 'no'executor;
(8) the author has len a will which·
names an executor who cannot ,or will
not serve in that capacity: or (C) the
author has left a "ill which names an
executor wlto has been discharged upon
settlement of the estate or removed
before the estate has been completely
administered, the renewal claim may be
registered either ttl the name of an, .
administrator cum testamento annexo
(administrator c.t.'a.) or an administrator

DaVid Ladd,
Regi5~er ofCopyrights.
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