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FEDERAL SECURITY AGENCY
FEDERAL SECURITY AGENCY ORDER 110-1
SUBJECT: ~ INVINTIONS RESULTING FROM RESEARCH GRANTS ™

"1.  Policy--Phe Federal Security Agency each year is expending
large suns in the form of grants for research. These grants are made _
primarily by the Public Health Service in currylng out its broad responsi- i
bility under the Public Health Service Act to promote and coordinate
research in the field of hsalibh and to make evailable information _
concerning such research and its practical uPPllCathﬁ. .The scientific
and technological advances atbributable, in varying degrees, to this
expenditure of public funds fvequart iy 1nclude patentable -inventions.

The Agency, as & matber of policy, takes the position that the o
resulis of research supported by gramts.of public moneys should be ]
utilized in the manner which would best serve the public interest. It
~ is believed that the public interest will in general be best served if

inventive advences resulting therefrom are made freely available to the - =
Government, to science, To industry, and to the general public. o

On the other hand, in sowe cases it may be necessary to permit a
uwtilization of the patent process in order to foster an adequate :
comnercial :development to make a new invention widely available. Horeover, :
it is recognized that inventions frequently arise in the course of - '
research activities which also receive substantial support from other
sources, ag well as from the Federal grant. It would not be consistent
- with the cooperative natureé of such activities to attribute a particular
inverntion primarily to support received from any one source. In'all
these cases the Agency has a responsibility o see that the public use
of the fruits of the research not be'unduly restricied or denied.

The following conditions have been adopted to govern the
ownership of inventions wade in these various types of situations. They
are designed to afford suitable proitection to the public interest while
giving appropriste recognition to-the legitimate 1nterests of others who |
have COnLrIbuted to the invention. -

"2, Research Grant Provlslons for the Ownership of Inventions--
Subaect to legislative directives or execvtxve orders providing otherwise, -
all grants in aid of research shall provide as a condition that any L
invention arising out of the actlvities assisted by the grant shall
be prompily and fully revorted, end shall provz&e, as the head of the
constituent unit mey determine, elﬁhuf '

(a) that the ownership and manner of disposition of all rlghts
in and to such invention shall be subject to determination
by the head of the constituent wnit responSlble for the grant,
or .
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(b) that the ovnershxp and disposition of all domestic rights
shall be left for determination by the grantee institution
in accordance with the grantee's established policies and
procedures, with such modifications as may be agreed
upon and specified in the grant, provided the head of
the constituent unit finds that these are such as to
assure that the invention will be made available without .
unreasonsble restrictions or excessive royalties, and
provided the Government shall receive a royalty-Iree
license, with a right to issue sublicenses as provided
in section 4 below, under any patent applied for or
obtained upon the invention.

(c) Wherever practicable, any arrangewent with the grantee
" pursuant to subsecticn (b) shall provide in accordance
‘with Bxecutive Order 9865 that there be reserved to ‘the
 Government an option, for a period to be prescribed, to -
.file foreign patent applications upon the invention.

3. Agency Determlnatlons—-Domestlc Rights«=-The’ domestlc

... rights in any invention not subject to disposition by the grantee
' pursuant to section 2 are for determination by the head of the ’
constltuent organization as follows: . :

(a) If he finds that there is adequate assurance that the )
invention will either be effectively dedicated to the public, -
or that any patent which mzy be obtained thereunder will be
generally available for royalty-free and nonexclusive '
licensing, the effectuation of ‘these results may be left

to the grantee.

() If he finds that the invention will thereby be more
- adequately and quickly developed for widest use and that
there are satisfactory safeguards against unreasconzble
royalties and représsive practices, the invention may be -
_assigrned to a competent orgenization for development and
. 'admlnlstratlon for the term of the patent or such lesser
1 per1od as may be deemed necessary : : S

c {e) 1T he Tinds that -“the _1n~teres~b_ of another'con'bributing '
7 "Government agency is paramcunt to the interest of the -
Federal Security Agency, or vwhen otherwise legally requlred
- or in the public interest, the invention may be left for ‘
- © ‘disposition by that agency in accordance with its own policy.




-3 -'

(d) Tn all other cases, he shall require that all domestic
rights in the invention shall be assigned to the United
States unless he determines that the invention is of such
 doubtful importance or the Government's equity in the
invention is so winor that protective measures, except as
provided in section 4, are not necessary in the public

1nﬁerest

4, Ticenses to the Government--Any arrangement or determination
as to the disposition of rigots in inventions pursuvant to sections 2 '
and 3 shall reguire that there be reserved under any patent applicaticn
~ or patent thereon a nonexclusive, irrevocable, royalty-free license to the
o Government Wlth power to sublicense for all governmental purposes. .

' 5. Agency Determinations~-Foreign nghts—-In any case where it
'is determined pursuant to section 3 or 4 that domestic rights should
- be assigned ‘bto the Govermment, or +thalt the Government should have a
license thereunder, it shall further be debermined in writing by the
head of the appropriate office or constituent organization, pursuant
to Executive Order 9865 and Government-wide regulations issued thereunder,
“that the Government shall reserve an opbion to require the assignment of |
~ such rights in all or in any specified Fforeign countries, the option to expire

unless exercised within such period of tiwe as may be provmded'by regulations

'1ssued by the Cbalrman of the Government Patents Board. : :

In any case ‘where the inventor 15 not - requlred to assign the
patent rights in any foreign country or countries to the Government, it

o way be determined that any application for a patent which he may file on

' his own behalf in such country or countries shall nevertheless be sdbgect
:+to ‘the reservation to the Government of a nonexclusive, irrevocable,

‘royalty-free license for' all governmental purposes, which reservation
shall whenever practicable appear in any foreign patent which msy issue.

6. Owaership of Inventions in Other Cases--In the event of
can invention resulbing from an employment or contract relationship or any
arrangement other than a grant or contract in aid of research, and made
by a person not a Governmenlt employee as defined in Agency Oxder 110, the
ownership thereof shall be governed by the terms of the agreement or L
contract and shall be in accordance with any applicgble law and regulations. o

‘ In the discretion of the head of the responsible consﬁltuent
organization, the award of a fellowship tc a person not a Govermment
employee, as so defined, may provide for the reporting of any ianvention
made during the ferm thereof, and for iis disposition in accordance with -
‘the provisions of subsection 2 (a) of this Order, or for its disposition
by “the institubtion at which the research was performed in accordance with
its established policies, if applicable to such an invention, vhich with
-any agreed modifications of such pOllCleS, meet the requlrements of - '
subsection 2 (b) or 2 (<) . : :
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7. Decisions Regarding Patentability and Patentling--The

" constituent organization making a grant or contract in aid of research
- shall be responsible for deciding in writing whether any invention,
subject to assignment to the Govermment under section 3 hereof or
otherwise, may be patentable, and vhether the Agency shall seek a

. demestic patent thereon, and for recommending vhether- it should be

- patented in any foreign countries. Such decisions shaell be consistent
“with Agency policy and in accordance with pert::ment law and regulations .

and established procedures.

_ All determinations pursuant <o section 3, 5.or 6,_togeﬁher

with any related decisions regarding patentability or patenting, and

. any assignments and licenses or other documents affecting the disposition

of inventions reported under these sections which may have been received

. by the constituent organization, shall be transmitted to the Agency
Patents Officer for the central Agency patent files and for any Agency
‘reports or further action which mey be appropriate.

: Any llcenses o ﬁhe United States or other documents evidenclng

V"the Government's rights in reportéd inventions left for disposition by

'f the grantee pursuant to sectlon 2 shall similaxrly be transmlﬁted to the
“Agency Patents Officer. : :

8. Organization and General Provisions--The provisions of
Part I of Agency Order 110, as revised, relating to Agency organization
.and general provisions, are applicable where appropriate in connection
Wlth any 1nvenﬁlon in which the Agency has an- interest:.

co g. Effective Date--The provisions of this Agency Order shall he -
“ - appliceble to determinations of owner rship and other 6e0151ons concerning -
the disposition or patenting of particular inventions even though the. .
invention was made prior to the date of this Order, or arose out of a-
 grant or other transactlon which was made prior thereto.

/s/ Jobn L. Thuwston
Acting Administrator. - -

Decenber 30, 1952 R A ‘,fijfb€ff -
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gpecial applications of Agency Order 110.1, "Inventionsz
Resulbhing {rom Research Grants®

Disposition of inventionss It 11 ne nobed in Seetion 2 of the Apeﬂc Order
that, the poilicy providss that inventions Qrising under Public Health Service

L granha-ineaid (and awards) sre to be handled {a) by the Surgeon General on a
case by case determinaticn, or (b} by the grantee institution in accordance
with its established practices and peolicies, after those policies with such
modifications as may be agreed upon have been accepied by the Surgeon (eneral
as aqquTing that the invention will be made available without umreascnable
restrictions or excessive royalties. Institutions desiring to be considered
wader (b) should advise the Divizion of Research Grants. It is understood
that institutions which do not take such action wish %o continue on the basis
of case by case determinations by the Surgeon Generala

Hespenaibiliity: 1t is the primary rsspon ibi;ity of the Institution and not
of the personnel engaged in work assisted by the grant to comply with Publie
Healih Service patent previsions. The Service dogs not reguire tThe individual
Lo sign a statement of agreement on patent rightsl since it believes the .
ingtitubion should administer such matters. Accordingly & provision on
patentability is contained in the grant-in-aid applicetion blank, which is
signed by an official of the graniee insiitubion, and which may or may not be
supplemented by a letter of agrsement beitwsen the Division of Research Grants
representing ths Surgeon General, and the grantee institubion. Grantse '
institutions are pxPected thersfors, to take whatever action they deam
nacessary to enable them bto comply with the agreements they make with the
Poblic Health Service relating to patentable invenbions,

Reportebility of research results ss “inventions.! ALY ¥inventions® developed
with the assistance of Public Health Service grants-in-aid which are or may be
‘patentable must be reported Lo the Division of Research Grants regardless of -
whether the grantee institution has the agreement of the Surgeon General to
handle inventions in accordance with itz own policies or whether an individusl
determination is +to be made Ly the Surgeon General. The method by which such
reporting is insured is at the discretion of the institution. It is not the
exire of the Public Healih Service to reguire or encourage investigators ho
serubinize research resvlibs for minor patentable features. The Service will
. consider that the instiiubion has discharged ils dubty in thils vespect if there
are reported those accomplishments which the investigator and the institution
thirk are both patentable and of sufficient importance to justify publication,
or ars of sufficient importance to justify investigation for patentability by
the dnventor or local institubion if The Public Health Service were not con-
cerned. - It is rot Yo be assumed in this cormection that progress reports may
serve as ohbGﬁlthEm for reports of *nventlonuo

1/ This is not true for the research fellowships and cerhain of the

" traineeships awarded by the Service, where there is a direct relation-
ship between the Service and the feliow or itrainee, In such programs’
the individual is required to sign a statement on inventicns, '
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~ Patent provision in application biank for grants-in-aid: The patent agree-~
nment in the grant applLication blanks presently in wse reads (L) that if any
patentable discoveries or inventions are made in the course of the work zided
by any grant received as a vesult of this application, the applicant will, in
consdlderation of such grent, refer to the Surgeon General of the Public
Health Service, for determination, the question of whether such patentable
discoveries or inventions shall be patented and the manner of obbaining and
dispoging of the proposzed patents in order to protect the publis interest.™
As a practical matter, this form will be continued until the supply is
exhausted even though it does nob provide for disposition by the institutions
in ascordance with their policies. In the meanwhile procedure for effecting
an agreement that disposition of psient righbs may be handied under institu-
tion policies will be given in the "Instructions for preparing an application
for a Public Health Service Resesrch CGranth and in the information shesvs for
' other grants. e : ' : ' '

)
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