- 96rH CONGRESS
TEIRT SES'SIoN.;'ifii;-z'!

“of the results of federally sponsored scientific’ and teehnologrcel research and
.~ development; and to further the public interest of the Umted Stetes domestr-
" cally end ebroed “and for other releted purposes ! : '

IN THE HOUSE OF REPRESENTATIVES

2o Ocrossr 26, 1979.

Mr ERTEL mtrodueed the followmg bﬂl which ‘was referred _]omtly to the |
- Committeos on the Judiciary and Selence and Teshnology * .

To estebhsh a umform Federal system for management 'proteo—:'_
tion, and utilization of the results of federelly sponsored
7 scienitific and’ teehnologreal researeh eud development and

" 40 further the pubhc interest of the Uruted States domestl-: o o

cally and abroad and for other related purposes

1 - Be it enaeted by the Senate !.cmd‘ House of Representa-'
' twes of the Umted States of Amemca in C’ongress a,ssembled |

Thet th1s Act mey be oxted as the “Umform Federel Re—'. :

seereh end Development Utrhzatmn Aet of 197 9’, SRS

o TITLE I—POLIOY

_'..Sec 101, Fmdmgs RN
~ Sec. 102 Declaretlon of purpose




2

TITLE TI—FUNCTIONS OF THE OFFICE OF SCIENCE AND TECH- .

NOLOGY POLICY AND THE FEDERAL COORDINATING COUNOIL R

FOR SCIENCE ENGINEERING, AND TEGHNOLOGY

Sec. 201. Federal COOrdmatmg Cou

TITLE III—ALLOCATION OF PROPERTY RIGHTS N INVL‘NTIONS .
RESULTING . FROM. FEDERALLY SPONSORED RESEA,RCH 'AND__' o

DEVELOPMENT .

" Cmarren 1 Tvapions o Govrmionons
Sec. 311. Criteria for the allocation of property rights in subject inventions.,
Sec. 812. Reporting requirements and.declaration of intent.
Sec. 313. Ownership and rights of the Government
- Bec. 314, Contractor 8 rlghts ' :

See. 815, Waiver. |
Sec. 316. Related provlsmns . _
See. 317. Judicial review. ni e g
.- Bec. 318. | Oontractor s pa,yments to the Government o

’ GHAME’R'Q;—"INVENTIDNS or FEDERAL EnMp

.Sec. 321. Reporting of inventions. e
Sec. 322. Criteria for the allocation of rlghts to 1nvent1ons B
Sec. 323. Application of criteria. : N
Sec. 324. Review of Federal agency determmatlons
Sec. 325. Reassignment of rights.. '
- Sec. 326. Incentive awards program. S
.~ Bec. 327. Income sharing from patent hcenses K
Sec. 328. Gonfhct of mterest o ‘_ o
“TITLE IV —DOMESTIC AND FOREIGN PROTEOTION AND LICENSING
' OF FEDERALLY OWNED INVENTIONS
. Bec. 401, Authorlty of Federal agenc:es
* - Bec. 402. Authority of the Secretary of Commerce in cooperatxon w:th other
: Federal agencies. -

o Sec: 408. Authority of Admmist.rator of General Services. -

Sec. 404 Grants of an excluswe or pa,rtlally excluswe hcense -

‘ TITLE V—MISCELLANEOUS
CHAPTER 1. -——DEFINITIONS RELATIONSHIP TO OTHER LAWS
Sec. 511. Def:mtmns :
Sec. 512. Relatxonshlp to other laws

. CHAPTER_ 8. — AMENDMENT TO OFHER AGTS

Sec. 521. Identified Acts arﬁended. '
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and mstltutlonal factors hereby flnds thatﬂ-f

o J.and o T

B ‘3 .

o ’;"'CHAPTER 8:~—+EFFeeTIVE DATE PROVISION =70 iy 7

'Sec 531. Effeetwe date of Act i s

“tions of SCleIltlflc teehnologreel ‘6001’1011’110 soora,l POhtlcal e

i resultmg from work performed under Federel researeh .

t1ona,1 resource L e :!z-';irilf;:i'

o -__mventlons resultlng from federally sponsored research

_and development should stlmulate mventors meet the

: -needs” of the- Federel Government recogmze the equi- -

. ties of the Federal employee-mventor a,nd the Federal

-Government oontraetor and serve; the pubhe 1nterest

(3) the pubhe mterest Would be better served 1f

greater, efforts were made to: obtam patent proteetmn

'an& to promote the commercml use ef new: technology '

o trles as a,pproprlate RIS '}_o : :'

SEG 101 The Congress recogmzmg the profound';

1mpaot of sorenoe and technology on soclety and the mterrelaf- o

(1) 1nvent10ns L, se1ent1f1e end teehnologlcal flelds .

v fands development progra,ms constltute a va,luable na-

(2) Federa,l pohcy on the alloeatmns of rlghts to

| f-‘r“s-:‘;l'eSllltlng from federally sponsored researeh and devel- |

' ‘f.-';,'opment both n. the Umted States and forelgn coun-

e




el DECLARATION OF PURPOSE FRT
S SEc 102. It is the purpose of this Aet to— .
(1) estabhsh a umform Federal system for the' e

- _‘«.managemcnt and use of thc results of fedcrally spon—_

;scred se1ent1f1c and technologmal research and develop-_ -

i ment, RRTL RS e
(2) prov1dc for umform 1mplementatlon of the pro- |

' _i;_l_.wswns of thrs Act and to makc a contmumg effort tol : |

© o A1 o Gt A W D e

momtcr such 1mplementatlon

{“5-3(3) allocate rlghts to 1nvent10ns by contractors _

M
(SRS

r::.’Wthl‘l result from federally sponsored research and de-'

Tt
o

._ Velopment S0 as to—-—— - .

(o]

Vh:i(A) encourage the partlc1pat1en of the most S

-
o

quahﬁed and compctent contractors N :
15 (B) fostcr competltlon R L il,
i6 - (C) reduce thc adnumstratlve burdens, both_

for thc Federal agcnc1es and 1ts ccntractors, and_

‘18~ (D) prOtect the pubhc mvestment n rescarch |
19 and dcvelcpment by promotmg the - Wldespread

20 ut1hzat1on of mventlons, B | |

21 }'- """ (4) allocatc rlghts to- Fedcral employee mventmns '_

22404 in an equ1table manner; | !
23 (5) prowdc for 8 domesfnc and forclgn p.rotecnon'_l__-_ S
24 and hcensmg program to obtam commcrc1al utll1zat1on g

25 _‘

of federally owncd mventmns Wlth the cb]cctlvc of_




domestle and- fore1gn rna,rkets and

(6) amend or repeal other Aets and Exeeutwe
-, swhich result from federally sponsored resea,reh and de- ‘

<TITLE - H——-—FUNCTIONS OF THE OFFIGE OF SCI—
ENCE AND TECHNOLO(}Y POLICY AND THE
FEDERAL OOORDINATIN G'r COUN GIL FOR SCI—

ENCE ENGINEERING AND 'I‘EOHNOLOGY P

FEDERAL COORDINATING COUNGIL FOR soIENoE
Lo, ENGINEERING AND TEGHNOLOGY

SEO 201 (a) The Federal Ooordmatmg Counoll for SOl- -

ence, Engmeermg, and Technology (estabhshed by sect1on |

401 of the Natlonal Science and Technology Polrcy, Orgam- | | R
=za,tron a,nd Pnontles Act of 1976 (42 U S C 6651)) (herem— .‘_ E _' L
“after in this Act referred to as the “Counell”) shall make o
,-=grecommendatlons to the Drreetor of the Offxce of Sorenee :a,r*dw
‘-fTeehnology Pohcy (heremafter in thrs tltle referred to as the

“Dlrector”) Wlth regard to—-— 5'_;: TR N P RS

(1) umform and effectwe pla,nnmg and admmlstra—-
3 _'tlon of Federsl programs pertammg to Inventrons pa,tw
| ents;. trademarks copyrlghts, rlghts in techmoal data

5 ,~':';_,'_a,nd matters oonnected therewrth ':,?wi;;.'_?%'

. T O S O A TR S T T TS F RN .
[ERRN DRSS A PR RSP -5 IVt SR S NS S P SRS DRSS SR A S S
d

-;s,.strengthemng the Natlon § eeonomy and expandmg Its e

_orders regardmg the alloeatlon of rzghts to: 1nventlons E - :_'

: "-ag--.eif.velopment and the: heensrng of federa,lly owned Patents TR RE R




L
1 (2) umform pohc]es regulatlons guldehnes and
_ plactlces to carry out the provrsrons of th1s Act andn_'_._‘.'
e other Federal Government Ob_}BCtIVE?S in: the freld of 1n-“ .:'

4tz tellectual property, and

(3) umformlty and effeetlveness of 1nterpretat10n '_ -

2

3

4

5

6; o and 1mplementat10n by 1nd1v1dual Federal agencles of'._. ‘:.

T the prov1s1ons “of thls Act and other related Federalv i

8 - Government poheres regulatlons, and praetlces | S

9 (b) Reeommendatlons regardmg matters set forth in sub-.

10 _seetron (a). vvhloh are made by the Gounell and adopted by the: _. _. -
11 ”_Drreetor shall be transnntted to Federal agencles through ap-: _' _7 B

12 propriate’ ohannels

1877 i {e) In order to carry out the repsonsrbrhmes set forth in

14 subsectrons (a) and (b) the Councrl 18 authonzed to— |

15 e (1) aoqurre data and reports from Federal agenc1es o
16 " ion the lnterpretatlon and nnplementatlon of thls Act_: o "_.
17 - ?:".a-and related pohcles regulatrons and practrees o

. 18 f: (2) review on 1ts own. mltratrve or upon: reduest_: R

19 by a Federal ageney, Federal ageney n’np}ementatron -

S 920 | of the provrslons of this Aet . e _ | S
21 (3) analyze on-a oontmmng basrs data aequlred hy_
22. e the Counell R e : SR

98 (4) consider 'prohlerne". and developments .in the':_' o
24 'flelds of 1nvent10ns patents trademarks copyrrghts

25 . rights in techmcal data and matters conneoted there- :
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107
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12
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15
'_: _.:1:6{
18
19
.20
o1
22

W1th and the 1mpect thereof on. Federal Government :

Federal egenoles and

' ‘;.z",frnd1ngs and reoornmendatlons made_.:; _under,'.. this

2
3
4
_ 5
.7
8
-

Sectlon : ; EST N '::;f, -§'~:

IN INVENTIONS RESULTIN G FROM FEDERAL N

MEN T ":"‘"" ‘ ':’.-2)«:51’ ‘L : ‘:':‘;-'i'?; g .,_;..,5::1';_{,';7_:_;', , .5 'ﬁf‘-

OHAPTER I ——IN‘VENTIONS OF CONTRAOTORS

CRITERIA FOR THE ALLOCATION OF PROPERTY RIGHTS N ';:_ R

SUBJEOT INVENTIONS

SEC 311. ‘The ellocatlon of property rlghts in sub]ect __

:anBI’ltIOIIS shall be determmed by umform reg'lllatmns ISSued
by .the Admmlstrator of General Semces and the Secretary __ e

of Defense, employmg a smgle pa,tent r1ghts clause in all in- R

stances exeept as. mey be prowded in such reguletmns sub--
jeect to the mmlmurn rrghts aoqulred under seetlon 313(b)(2)

or as provrded in. section- 31 6(d). Such a patent rrghts clause:

‘'shall 1nclude the prowsmns requrred by seetlons 312 313 o

':314 and subseetlons (a,) (b) and (e) of sectlon 316

J Sl T
L1Ey ! -

pohcy or umform aeoommodatmn or nnplementatlon by FE

(5) pubhsh a,mmally a: report on Councﬂ efforts _' o

TITLE III-—ALLOOATION O PROPERTY RIGHTS S

- LY SPONSORED RESEARCH AND. DEVELOP— j' R
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'y REPORTING REQUIREMEN'I‘S AND DECLARATION OF °
INTENT

SEC 312 The contraetor shall promptly pr0v1de the"}

“sponser ing. Federal agency Wlth (1) a d1sclosure of ea,eh sub~ S

ject 1nvent10n wh1ch is or. may be patentable under the laws

mtends to’ fﬂe 2 patent appheatwn on the subjeet mventlon
iand (8) if the contractor eIeets to’ fﬂe a deelalatlon of the

' 'contra,etor 8 1ntent to commel czahze or other‘mse achleve the -

gt ——-—-..‘.m-.m._.

_Wldespread U.tlllZ&thIl of the 1nvent10n -by the public. The.'.

: Federal Grovernment shall w1thhold pubhca,tlon or release to"'-*'

o

. the pubhc of 1nf0rmat10n dlselosmg such invention: for a, rea~_ & |

| sonable tlme in order for 8 patent appheatmn to be fﬂed

OWNERSHIP AND RIGHTS OF TI—IE GOVERNMENT

SEC 313. Each Federal ageney shall acqmre on behalf. o

of the Federal Grovernment at the time of entenng mto a .

:‘rcontract title ‘to any mvenmon made under the contract,of a

Federal a,gency if the agency determlnes_*:.. Csren A
(1) the services of the contractor are for the oper-?
ation of - Government-owned research. or’ pr_oductmn' -
_»r-'facility; i e T
() acqulsltlon of fitle is necessary because of the o
" national seeurlty nature of the work bemg perfmmed &

u_nd_er t_he contract,

of the Umted States; (2) an eleetlon whethe1 the contracteri o
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the ageney 3 mlssmn where such determmatmn is.

-1ty Wlth the prov131ons of section 315.

. Government at the trme of oontraotmg—-— L

e mgned to . the Federal Government sub}eot to the .

(8) because of the exeeptlonal elrcumstances, ac-

“ assure the adequate protectmn of the pubhc health

.f:safety, Or Welfere

: which wrll be requlred for use. by Government regule—
tlonsand“". | i

(5) in eny exoeptmnal oontraotmg s;tuatlon thet

.7 such ) oontraet is necessary to the aecomphshment of

-—-—v-m-hnu.....- :

mede by the head of the Federal egenoy

Promded' however, That the Federal agency rnay"sulﬁse— s
quently waive all or any pa,rt of the rights of the Federal

Government under thls seotlon to such mventlon in oonformn R
LAY

e e et e

e e e e b e et e

“(b) In: other sztuatlons not covered by seetlon 313(&) o

eaoh Federal agenoy shall acqmre on behelf of the Federal-_ _

(1) an agreement ‘that, 1f the contraetor eleots not -

: 'any country, title to sueh an mventlon shel} be as—

qulsltlon of title by the Government 1s neoessary to L

(4:) the prmorpel purpose of the contract is to de- L

o _-“-""velop or nnprove produets prooesses or. methodS‘ g

the ownershlp of t1t1e to 1nventlons developed under N

A-A

“to fﬂe-a-patent apphoatron on a sub;ect 1nvent1on m'__-'_ o
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. i_ights retained by the olo'ntrao_.toz" _undel_”,l section - '314; | o
.and . :

(2) an agreement that 1f the contractor elects to
",flle a patent apphcatlon in aceorda,noe W1th seotlon o

N
g7
Vs _gr/
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R excluswe | nontransferable - 1rrevocable pa,ld-up' | o
B hcense to praotice or have praotlced for the -~ -
.' : 2_Federa1 Government any subjeot mventlon .
e _throughout the world by or on behalf of the ]E‘ed~=

i eral Government (1nolud1ng any Federal ageney) o

PO _— __.ﬂ,.ﬁ...‘,,,_....,-w--m..._._-‘.w.m%u_‘,‘,_,,

dltxonal r_1ghts to sublicense any _State_ or domestm_.'
L ,',1'0_(55,1 gojrernment or to -sublic.enee';_a,n;y foreign e
govel_'nment-_-pursuant' .t_o' .foreigri_ policj consider-
ations, or: a,ny existing or future treety or Bgree-: |

ment, when the Federal agency deterrmnes (it p

e Would be in the national interest to acqun'e such’

PRI it gmbsinmmt g i 2 i S o S

: addltlonal rlghts

e . —

(B) the Federal agency shall ha,ve the rlght

- .to reguire penodm written" reports ab leasona,ble
'mtervals and when speolﬁeally requested by such
E agency, reports_- on the commerolal_ use or .other.'-

form of ﬁpilization_ by the public that is being -

(A) the Fedeml agency shall have a-non- -

R

S e o e P B Mt
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25 RRIRES L _ﬁ' the Umted States m any line- of ccmmcrce to |

1

_mc'd_e_z__:"cr is intended to be_‘_mac._i__e__ of my siibjcc_t ine' L
.'-;ventlon, j :‘:_,‘Q _::_:l_ | : |
fC) i:he Federal agcncy shall have the rlght :
o ;_,_f;tc reqmre the contractor 10 grant a nonexcluswe
g '-‘-';_a;--“'partlally excluswe, or excluswe 11ccnse to a re— o
i sponsﬂcle apphcant or apphcants upon tcrms rea,-
sonable under the c1rcumstances, ‘or, 1f the con- =
! _tractor refuses, tc grant such a hcense 11:self if the :
agcncy dcte1m1ncs in accordance w1th subsccmon- |

‘- (c) that such a,ctlon 1s neccssary——-

Coo-or its 11censees or othervnse requlred for the ‘

protectwn of natlcnal secunty, P

() to meet reqmremcnts for pubhc use o

s spemﬁed by Federal regulatlon wh1ch are not e

& hcensces cr

(111) bccause the actlons of the contrac-: c

S E_tcr bcyond ‘the. exerc1se of the_ excluswe,"

—---—"""""‘"— B

o --rlghts in the mvent1on have tcndcd substan-

o tially to lessen ccmpetltlon or to rcsult in

undue malket concentratlon in any sectlon of

@ to allevmte a. senous threat to the
?' pubhc health safety, or Welfare needs Whmh U

are not rcasonably satlsﬁed by the ccntractor .f ,

rcascnably satisfied by the contra,ctor or 1ts'




=

© «1 o Ui"gx_ W b0

R T T T S U S
Ot R W N RO @0 A3 U W = O

io-
which the technology 'Ifcla:tes‘,' or to create
~and maintain other situations incons_.istent':
' ’?-"-{’With"the- antitrxist-la,ws-‘ 'or'- e

V) becausc the contractor has not"‘

‘“taken or is’ not expected to. t&ke thhm a_._ »

: “reasonablc t1me,' effective StePS 1o &Chleve-: L

- " practical application of the subject invention;:

- and e T T e

o '5”'5_"'(’D)""th'c'Fc'dcrcl‘ agency shall have the right.,"'._. L
'commehcing ten yca'fs -'fromf the :'dé;tc'.;the Subjcct. o

mventlon was made of seven years after first

‘public use or on salc mn the Umtcd States WhlGh—i |
cvcr"occurs-first (excepting that time before Fed- o

eral regulatory agencies necessary to obtain pre-

o ma;rkct cieai'ance),j "to ‘require the - contractor to

- grant a nonexclusive, partially exclusive, or exclu-

sive license to a responsible applicant or appli-
‘cants,” upon- terms reasonable under _t‘heﬂ oircum-_'

stan'ccs or, if the contractor 'rcfuscs to grant |

‘such a license itself if. such agency detcrmmcs 1n' _

' accordance with' subsectlon (b) (in view of the fac~ "
'to1s set forth n scctlon 316(b)) that such 11ccnsmg
would best support the overall purposes of th1s

| .Act cxcept tha,t this subparagraph shall not apply

“to contractors who are umve_lsltles, _nonploﬁt -




P stltutlons or. small. busmess flrms as defmed b '.
the Small Busmess Admlmstratlon |
(c) The determma,tlons requlred under subparaglaphs e |

;-',(0) and (D) to be: made in accor danoe w1th th1s subsectlon'

_.shall be: made upon the. bEtSlS of sueh mformatlon as. mey be S i

-fr;presented by the contractor any mterested person or any--
m ’_“‘________,‘._—--—-

o SR

Federal agency | -Suoh- determma,tlon shall be: made after

T

;pu‘oho notice and oPportumty for hearmg 1f——_:: ,.:;é.-z-_ S

_e s ..: o wos e 5o

(1) in the case of subperaglaph ©), suoh a hear— iR

L
<

ing is requested by any mterested person Justlfymg o

_suoh a hearmg, a,nd

= e
R

(2) inthe ca,se Of Spraragraph D), suoh a heare R

13 7 ing is requested by.a. prospeetlve heensee who has at-‘ | By ’?f
14 | tempted unsucoessfully to obtain such a 11eense from -
B the contractor, Justlfymg such a hearmg R SR

-
o

.CONTRACTOR’S RIGHTS SRRt e LL =

juy
-]

SEC 314 When seot1on 313(&) does not apply, the con- .

Pl
0 9]

f tractor shell retain a. defeasible. tltle onIy to those sub]eot

(=
NeJ

; anBIltIGI’IS (moludmg the right to heense or a331gn a,ll or part R | i

[
=

- of 1ts 1nterests therein} on which the contractor flles % Umted '

;States pa,tent appllcetlon and deolares 1ts mtent to a,oh1eve'

B bO
—

.99 praotxoal apphoeton of the subJeot mventlon Suoh t1tle inthe ;
23 oontractor ‘shall permlt ‘the eontraotor to retam exoluswe
24 commerclal r1ghts to the 1nvent10n sub]eet to all rlghts gra.nt- ;

bo
SR

ed to the Federal Grovemment in sectlon 313(b)(2) The oon—-‘_ S
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-’-traetor §: employee mventor may also retam oontractor s
‘at the dlSCI‘BthIl of the sponsormg TFederal agency The con- -

_under all other reported subject 1nvent10ns Whlch heense '-

.shall be revoeable only to the extent neoessel y for the Feder-

with the prov1s1ons of seet1on 404 under any patent Wh1eh

S may issue thereon

WAIVE R

SEPICNEMEPERLRST PP SR TIPS s S e

'_rlghts under thlS subseotion w1th perrmssmn of the contractor o

_-=traotor shall also retam a nonexcluswe royalty—free hcense -

~al Grovernment to grant an exeluswe license, 1n acoorde,neer -

- SEc. 315. A Federel ageney may ‘at any t1me walve all s

- or any .part_ of -thequgh_ts of _the;_Federal' Government under

this title to any im'rention' or elaes of -inventions made' or

the contract of the agency if the ageney determmes tha,t the ,

condltlon ]ustﬂyl_ng eoqu1s1t10n of title by the Government |

erved thereby The ageney shall mamtaln e ‘record; which

“tions, the agenoy shall consnier the followmg ob]ectwes

(1) encouragmg the wide a,vaﬂablhty to the pubhc- :

resea,roh programs in the shortest practloable tlme

‘-whmh may be made by any ‘person or elass of persons under B

under section'31.3 rlo"‘IOnger'e.xists‘Or the‘inter'eSts of the
‘Federal- Govelnment and the’ gene1a1 pubhe will be best .
shall be made pubhc a,nd peuodleally updeted of determlna,-' B

'.tIOHS made under th1s section. In mekmg such determina-

of the benehts of the experrmentel developmental or_ R
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' mventlons
-';tal o1 research pr()grams, and - '?:{. ...-:--}5::! -

P othe1 s1tua,tlons 1noon31stent w1th the ant1trust laws '

RELATED PROVISIONS

cause shown by the contractor may extend the perlod of the |
oontraotor s exoluswe oommerolel nghts p1 ov1ded for in sec-

tlon 313(b)(2)(D) followmg pubhc notloe and an opportumty_".:

for filing Wntten obJeotlons The grant of suoh an extensmn

shall be besed upon a determmatmn by the. Fedoral agency,. _ :

upon review of sueh ma,terlal as it deems relevant and after
the eontractor or any other 1nterested person or Federal"

;agency has had an opportumty to provlde sueh relevant and

matenal mformatlon as the Federal agency mey reqmre that _.

such extensmn Would best support the overall purposes of s

this Act

(b) In determmmg whether the right to reqmre heensmg .

or the right of the Federal agenoy to Lcense set forth n

section 313(b)(2)(D) should be exerersed the Federal agency B

- (2)3 promoting'!the-‘_ commercial ut_iliza,tioo of silch_

(3) encouragmg partrmpatron by puvate persons in -'

o the Grovernment-sponsored expenmental developmen- S

(4) fostermg competrtlon a,nd preventmg undue B |

'-";-_.:-'?market conoentra,tmn 01 the ereatlon or mamtenanee of ST

SEO 316 (a) Each sponsoung Federal ageney, f_or good 3
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-"1 ‘may con51der emong others the followmg type of feetors as

L

(1) the rela,tlve contrlbutlons of the. Federal Gov-

.. ernment _and the eontraetor _o_r- its ass1gnees or hcens— Ll
. ees, if any, to the-making and commercialization of the =

= subject invention;. ' -

(2) the relatlve contrlbutlons of the Federal Gov- L '-

'fernment and the oontraotor o1 1ts aSS1gnees or heens-_
“ees, if any, to the field of technology to Whlch the sub- |

- Ject 1nventlon relates

(3) the degree to whleh utilization” of the subJect o

'imventron has satlsfled the purposes of the program
._,under Whlch the sub]ect mventmn was made;
(4) the type and scope of the sub]eot invention

'_’-.-end the magmtude of the problem it selves

(5) the effeet of such l1cens1ng on competltlon and

: ‘ﬂ'mdespread utﬂrzatmn of the subject mventlon

- (8) the effeot of such hcensmg on mcentwes to

: commercmhze thls and other subJeet mventlons

(7) the extent to- ‘which - the subJect invention 1s' .

concerned w1th the pubhc health safety or Welfere

~ (8) the effect. of such licensing in" assisting =..srna,11 a

businesses and minority business enterprises and in im-
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o plovmg oondltlons within economzeally depressed low—:': _

1ncome and labor surplus ar eas

| Gensmg or the right of the Federal agency to l1oense should o

31313(b)(2) the Federal agency may ‘specify terms and COIIdl- R
“tions, 1nclud1ng royahtles to be charged if any, and the dura—‘-

3_ _tlon and fleld of use of the heense if approprrate

-"case—by~case ba31s from the srngle patent rlghts elause nor?-
| .f'ma,lly used pursuant to seetlon 311, prov1ded that such dev1- “
atlon shall be pubhshed in the Federal Reglster and transm1t~“.""'.-
ted to the Couneﬂ for performance of 1ts functlons under see; '
" tion 201 of th1s Act. | S _.
(2) The regulatlons adopted pursuant to seotron 311 o
msty permit dev1atlon to the mlmmum rights acqun'ed under'

sectlon 313(b)(2) on a cla,ss basis i ne T T

facrhtles or equlpment to the Work performed undel'_".-

'the contra,et and 4

r,prloe or purehase supports and Federal loan or loan -

: _guarantees__ T —--.u;'f.{:;_':; ;u, -_';_;L, L

T r—.

| HR. 5715-h—3

""‘.‘(c) When 1t is’ determined that the rlght to" requlre 115

be exerelsed pursuant to subparagraph ©) ¢ or (])) of sectlon

(d)(l) The head of a Federal ageney nlay dev1ate on a"

(A) eontracts mvolvmg cosponsored eost sharlng,:"'f e
or Jomt venture resealch When the " eontraetor 1s re~_"" e

'-55qu1red to make a substantxal eontmbutlon of funds

(B) speelal oontraotmg SJtuatlons such as Federal |
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(3) No. deviatioﬁ'und'er--thi'.s -subsectié')n‘ shall tveive “in

.v\hole or in part, the mlmmum ughts to.be. secured f01 the

Tedel al Government set. f01 th n seetlon 313(a)(9)(0)(1n)

J UDICIAL REVIEW

SEC 317. Any person adversely effected by a Fedel al

-section 318(b)(2) or unde1 Subseetlon (a) (b) or (c) ef seetlon s

- tion is 1ssued ﬁle a petltlon to’ the Umted States Coult of .
Clalms whmh shall have ]UI‘ISdlCthIl to detelmme the matter __ .
de novo and to aff1rm reverse, or modlfy as approprlate the B

determmatlon of the Fedel al ag eney

. CONTRACTOR’S PA_YV'MENTS,TO_ _-THE_GOV_ERNMENT .
Sec. 318. (a) The Administrator of the General_ Sery-

iees Admiﬁistfation and the -Seeretary of Defense shall iesue !

;regulatlons Whlch will pr0v1de payment to the Grevernment' o

for Federal fundmg of research and development act1v1t1es‘_.:

g through the sharing of reyaltles and/or. 1evenues Wlth the' : |

_.‘contreetor Sueh xeguletmns shall provuie, to the extent ap- e

proprlate a standard centractual clause to be. meluded inall

. Federa,l resea,rch and development eont1 a,cts

() Such reguletmns may allow the agency to Walve all o

;..-or part of the. payment set f01th in (a) above at the tlme of

contracting or at the request of the eontraeter whele the -

agency determines that—- :

agency determmatlon made under. subparagraph (0) or, (D) of

316 may, at any time W1th1n smty days after the detel mina- |
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'_ ;be g1 eater tlnn the e\pected amount of par ment or

5 the technolcgy, or

mst1tut10n or ncnproﬁt or; uamzatlon, cr

. ogy W1th the contractor is less that $000 000 or

utlhzatlon of the technology or it

(1) the probable admmzstratwe costs are: hkely to"' :

(2) the I*ederal (JOVE"] nment 8 contnbutmn to the 1 SRR
- ‘teclmologv as hcensed or utllwed 18 msubstant;a,l cem—:_' .
..,__,;pared mth pnvate mvestment made or tc be made in |
(3) the contractor 1s a small busmess, educauonal S

(4) the tctal chernment fundmg of the technol-"‘

(5) the payment Wculd place the contractor at’ a‘b ': |

""i:"f"_:""f-;ccmpemtrve dlsedvantage or’ Would stlﬂe ccmmelcral ERERE

(6) it is ctherw1se in the best mterests cf the Grcv—'- -

L 'ernment and the general pubhc Slews Dy

months cf enactment cf thls sectlon but w111 not take effect"

@ Such reguletlons shall be plomulgated w1th1n tw elve'f'_ R

fcr i perlod Of SlXty day 3 SubJect tc drsapproval by eltherhr\'

out ccmmrttee appr ova]

_House of CongI‘GSS Sueh dlsapplcval resclutlon shall be ccn-!' L

s1dered a pr eferentral 1esolutlcn and | may be br ought up W1th—5. -

(d) Until such regulatlons beccme effectwe each agencyll:lr

T L IR SR T D PPt YT SRR

: shall cbtam pavment on behalf cf the Federal (}overnment'i;. o

~for 1ts research and deve]opment actlvrtles on P contract—hy-_ S




-¢°'°°- ﬁ“'-.@ @re 'ib_-w

koo bel e M Mg e e e e B

‘contract basis in'a manner consistent with the provisions of

subseotion (lo) above
OHAPTER 2 —INVBNTIONS OF FEDERAL EMPLOYEES .

REPOR’I‘ING OF INVE NTIONS

'whlle under the admlmstratwe Junschotmn of a Federal :
agency. shall be reported to. the de31gnated euthorlty of that .

Federal a,genoy

CRITERIA FOR THE ALLOCATION OF RIGHTS To '
INVENTIONS

SEC 322 SubJeot to- prescnloed rules and reguletlons

: 1ssued by the Comm1ssmner of the Umted States Patent and -

Trademark Ofﬁoe eaoh Federal agenoy shall determme the

respectwe r1ghts of the Federal Government and of the Fed? :
eral employee mventor m. and to any mventmn made by a' ‘ : "
Federal employee Wh1le under the admmlstratwe ]IlI‘lSdlCthIl_

~of such agency, in aocordanoe Wlth the followmg cr1ter1a, o

(a) The. Federal - Govemment shall obtam subgect to '.

, subseetmn (c), the ent1re r1ght tltle and mterest in and to all

y mventlons made by any Federal employee Whlcll beer 3 rela—_ o

tmn to the dutles of the Federel employee mventor or are

_made in oonsequenoe of his employment

(b) A Federal employee shall. be entltled to 1etam the

'entlre nght title, and 1nterest in and to any mvention made.'. |

by the employee—mventor subject to a nonexcluswe non~_

SLC 821 All 1nvent1ons made by Federel employeesl’;"_ —
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":tre,neferable n'revocable pa,ld-up 11ce11se to practlee or ha,ve_
practiced for the Federal Government any such mventlon
.' throughout the world by or on behali’ of the Federel Govern—' N
.‘ment (meludmg any Federal agency) in any case where the
invention does 11ot bear 2 rele,tmn to the dutles of the em- R
ployee- mventor or was not made n eonsequence of hlS em- | o
-i',.ployment but was made Wlth a oontrlbutlon by the Fedel al . }
'Government of faclht1es equlpment materlals funds or m-
"-:formamon or of time or servwes of othe1 I‘ederal employees -
on 0ff101a1 duty. The Federel ageney mey eoqulre addltlone,l__- |
R nghts to suhlloense any State or domestw local- government- -
“orto subheense any fore1gn govemment pursuant to fore1gn .
“policy conslderetmns ‘or’ eny ex1stmg or future treety or
egreement Where the Federal agency determmes it Would _be .
m the natlenal mterest te acquire sueh eddltlonal nghts |
(c) The Federal employee mey obtain the entlre nght -
'tltle and interest in and to an 1nvent1on in any eountry, sub-
Jeet to the heense and subhcensmg rlghts set forth in subsec— N
.t10n (b) Where the Federel agency deterrmnes thet thele is
’msufflment interest n the mventlon to Justlfy seekmg patent e
-' protectmn in that country, although the Federal Grovernment:;
- may have’ taken t1t1e to the mvention or may be entltled to |
:the ent1re right, tltle and interest therein under subsectlon |

- (e) except that nothmg in ‘this. paregraph shall prevent a .
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Fedelal agency from pubhshlng or dedlcatmg to the pubhc .

such an 1nvent10n 1f 1t is in the pu‘oho mterest

(d) A Fede1al employee sha,ll be entrl;led to 1et&1n the
entire nght tltle and mterest in and to- any mventmn made o |

- by the employee n a,ny case not falhnrr w1thm subsectlon (a) |

(b), or (8)

(e) Notw1thsta,nd1ng subsectlon (a) of thls seotmn & Fed—' :
v,eral agenoy may enter mto agreements Wlth other pubho or_" _. .
.,.\;prwate partles wherem futme or 1dent1f1ed mventlons falhng |
W1th1n the cr1ter1a of subseotlon (a) a,nd made in performance _-
‘_of cosponsored eost—sharmg, or Jomt venture reseerch mvolv—jr: '
_;lf_mg 8 substantlal oontnbutlon of funds facﬂltles eqmpment; o

or employees by suoh pmtles may be alloeated 1 a manner' _

satlsfymg the contrlbutlon of sueh partles. a5

APPLICATION OF CRITERIA

SEC 323 (a) In applymg the’ cr1ter1a of seetlon 522 to.'__' o

‘the faets and eneumstanees 1elatmg to the makmg of anyi_'__; e

partlcular mventlon—— e

(1) it Shall be presumed that an: 111vent10n faﬂs

s W1th1n ‘the c11ter1a of seotmn 322(&) when made by a

" Federal employ ee who is employed or . a%mgned to— -

ehme ma,nufaetuze or comp031t1011 of matter

(B) conduct or perform 1esearch or develop- l; -

ment WOlL or both

(A) mvent or 1mprove or pel feot any art, ma-

i

i
i
i
iy
%
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- i12 | under Whlch any partmula,r mventmn is made

| - 18 322 whenevel——

o

: --_ffopment wmk, or. both or

such w01k and

other Federa,l employee f

13 ° REVIEW OF FEDERAL AGENCY DETERMINATIGNS

14 . SEC 324. Federal agency determmatmns regardmg the:“"
' __:_'15 respectwe nghts of the Federal G‘rovernment and the Federal '7 ek
16 employee—mventor are to be rewewed in- accordance Wlth.l'r-

17 prescnbed rules a,nd regulatlons 1ssued pursuant to section R

19 (1) the Fe deral ageney determmés -nOt to acquéi:_
20 ‘: - all rlght tltle and 1nte1est m an 111vent10n or ;r<;;f-,e |
21 oo (2) the Federal employee—mventor Who is ag-:: :
22 gr1eved b}’ the detelmmatlon requests such a revmw\ -
23 ‘;; REASSIGNMENT OF RIGHTS ' | |
24 _. SEO 825 Whenever a’ Federal agency flnds on thel."..

- .25 ba31s of new evldence that 1t has acquu‘ed rlghts n an mven—

(O) SuPerwse dnect Coordma,te, 01 I‘BVIBW{.';.'_;._,'*

! -:'.:v-‘n;.'ifederally fmanced or conducted 1esearch or devel— R

' ‘.::‘.(D) aCt i a halson capamty arnong Federa‘l,.:' o

_ _'__'01 non-Federal agencles or mdlvldua,ls engaged n

.'g:(2) it sha,ll be presumed that an mventwn falls:.' .

_ Wxthm the crltena of sectmn 32200) When made by a,ny :

‘_:(b) E1ther presumptxon requlred by subsectlon (a) ma,y o

be rebutted by the fa,cts 01‘ clreumstances of the c(}ndnmns::-- e
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10 " ~eral employees for. 1nvent10ns and s
1T () ._stlmulatc_mve_ntlvecreatlvenes_s_a,caen.cccragse'. :
_ 12 o chcralf"femployccé 'tc;_ﬂisclose'__ tbcirl.'&ni}_cnti()ns. -z-md:-_-
138 thercby'cnhance."tﬁc.. 't;'éxisfcr"and_ utiliz'.aﬁo"n of ll%'clc‘_ccd
14 - 'technclogy o ‘ .
15 S . (b) These awards shall be granted pursuant to the p1 0‘.71-
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'-"‘tlcn gxeatel than the Federal - Govemment is cntltled to

: asselt undeI the cuteua of scctlcn Su, the Fedelal ag,enc), - '

cral,,_employce—lnyentoy-‘as may,be ;ncccssary to correct the -

eral cmployce—mventors in or der to—“._i;' Sk

sions of chapter 45 of title 5 and cha,pter 57 of t1t1e 10 B
Umted States Codc and m accordance Wxth regula_tlons.'
;ssued thereunder cxcept a8 mOdlfled by this Act L

(c) The a,mcunt cf thc award for an 111vent1cn shall be--.
' based on— ' R : . _ ‘

(1) thc cxtent to whlch thc mven’mon advances the

- state of the‘ art; -

- .(3) the importance of the invcntion’l-'in__ terms of its -

shall adjust such 1nequl1:3r by grantmg such rights tc thc ch—“

INCENTIVE AWARDS PROGRAM .

SEC 326 (a) Inccntlvc awalds may he g1 anted to ch—

(D) monetarﬂy reward or. othermsc rcccgmze Fed- .

(2) the Sccpe of the app_li_ca_,tioh of the _ihven’cion; |

©." value and benefits t0 thc EI*‘feldc:ra_l Government; and - B

B e e e A bt
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Lo @) the e\tent to whrch the mvenhon has aehleved : S

N

N L‘utlllZ‘Lthn by the pubhc
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3 Lo Awar ds’ of up. te $10 000 fer an mventmn may be LA
| ‘_4 gl anted by:the head of a I‘ederal agency Awards in exeess N
‘ ..of. $10 000 but Iess than. $35 000 ma,y be granted,_;i :i RO

; (1) f01 Federal emha,n emplojy ees by, the head of_
'the Tederal ageney w1th the approval of the 0ml'. aK

6
7

. 8 -‘Servme Commlsswn
9

(2) for members of. the Armed Forces Wrth the ap— .

10 ‘ proval of the. Secretary of Defense

11 +(8) for members of the Umted States Ooast Gruard RO

12 '{Wh\en..-not;or)er-atmg as a service in the Navy with the =

13 i._approvel- of the Se(':retary of: Transportatien" |

14 O &) for members of the Commlssmned Oorps of the - '
g 15 _,Umted States Pubhc Health Service mth the aPPI‘Oval _
_ 16 ‘Of the Secretary of Health Educatlon and Welfare

17 and

.___18.: 7 (5) for members of the OOmmlssroned Oorps of the ._

"_‘19 Netmna,l Oceamc and Atmospherlc Admmlstratron w1th P

C20 ‘the approval of the Secretary of (‘ommerce

- 91 __{upon reeommendatzon that. the mventlen rs hrghly exceptronal

22 - and unusually outstandmg Awards in excess of $35 OOO may :
- '-_:_23,_be made in those 1nstanees Where the head of. the Federalu -
o 24 ageney, besed upon. the value and beneflt of the 1nvent0r E |

25 centrrbutmnl__,-_‘reeommerlds._to :‘t.}re__-u(‘_]ihe‘lrjman_,_Ofi_ tbe errl Ser?_f—.. S

:ri.;;‘_a,f;i' FRN
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‘:_me Commlssxon and the Dlrectm of the Offxee of Manage-'
ment and Budget that a Pr esrdentral awaud be made Upon |

g endorsement of both the Chau man of the le Servroe Com— |

.Budget and approval by the Pres:ldent an award in excess of 'f ;
'.$35 000 and an’ honorary reoogmtlon may be granted as. ‘.
deemed approprla,te S | i i
- (e) A cash award under thlS seotron is in addltlon to the -
:regular pay of the rec1p1e11t Aoceptanoe of a, cash award |
under this seotlon oonstltutes an agreement that any use by-

" the Federal Government of an 1dea method or devme for
".whrch the awerd is mede does not f01m the basus of a further = e
claim of an} Hature agalnst the Federel Government by the -

[ ree1p1ent h1s he1rs, or assigns.”

A cash award and expense for honorary recogmtlon

'.of a Federal employee inventor shall be paud from the fund or

approprlatlon of the Federel ageney prlmarﬂy benefltlng The_ S

head of the Federal ageney shall determme the amount to e

peld by the’ Federal egenoy f01 Federal agency awards and

the Pre31de11t shall determme the amount of the award to be' |

'.‘pald by ach Federal aoeney for Pre51dent1al awalds rnade

under subseotlon (d)

(g) Nothrng contamed in thls seotlon shall be oonstrued o
',to lnnrt the dlSGI etlonary power of the Feder al ageney to' |

'glant or’ not grant an 1noent1ve award under this sectlon
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E 20 .' other forms of protectron in the Urnted States and 1n_'
21
- 2_2.'
o4

1 o

INCOME SHARING FROM PATENT LICENSES

:826 In mstances Whele a Federal agreney grants 1neorne' .
" bearing patent heenses for, an 1nvent10n such Federal ageney'
‘may share the income recewed wrth the Federal employee—_'

: mventor. -,..:?;'f" i

-suant to sectlon 208(b) of trtle 18 Umted States Code 1e— B
Agardmg the promotron of a. Federal employee s 1nvent1on by '_ -
such employee shall be subjeet to regulatlons presorrbed by -

“sthe Secretary of Commerce Wlth the eoncurrence of the 01v11 o

Servwe Commlssmn and the Attorney General

TITLE - IVa—DOMESTIC AND FOREIGN Paorse-? -
- TION. AND LICENSING OF. FEDERALLY.]} By

| OWNED INVENTIONS
| AUTHORITY OF FEDERAL AGENCIES e *

ot SEC 401. Federal ageneles are authorlzed to—

+ (1) apply for Obtam and marntam patents or

~ Government owns a rlght title, or. 1nterest RN

federally owned: patent apphcatlons patents or other

_ ferms of protectron obtamed with the objectwe ef maxi-

SEC 327 In addltron to awards as provrded n seetlon

CONFLICT OF. INTERLST t.;’{-Qz"f' SRR

%EC 328. Determmatlons of an appelntlng offrcxai pur-'_ B

- fore1gn eeuntrles on mventmns m whlch the Federal

- (2) promote the hcensmg of 1nventrons eevered by B

o
'
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: m1z1ng utzhzatxon by the pubhc of. the 1nvent10ns cov-

b er ed thereby,

(3)'grant noneﬁ"elus'ive' ‘exclusive, or .p"a;r.tia,lly' eX;' e

T '3.-::_"cluswe heenses under federelly owned patent a‘pphca— '_
L tions, patents or other forms of proteetlon obta,lned
g :.:,royalty-free or for 10ya1t1es or other eons1de1at10n and o

,‘_:on such terms and COIidIthIlS 1nelud1ng the -grent to
e the heensee of the r1ght ef enforcement pursuant to the-
prov1310ns of chapter 28 of tltle 85 Umted States

;a_-Coﬁe as deemed approprlate i the pubhe 1nterest

(4) make market surveys and other 1nvest1gat10ns-

i 'éfor determlmng the potentlal of 1nvent10ns for domestlc.' =
o and forelgn hcensmg and other fonns of utﬂlzamon ae-.'
" quire tech_mcal 1_nf0rmat1_0n end engage in negotlamons:.} B
e 'end other 'ae.tivitie‘s for pfometingf the iieensing and fer' SN
.the purpose of enhanemg thelr marketablhty and pubhe

_ utlhzatlon

() withheld :puuic’auon or release o the public

o 1nformat10n dlselomng any invention in whleh the Fed—

eral Government owns or mav own & rzght title, or 1n—' |

R terest for a reasonable tlme n 01der for a patent epph~' s

catlon 10 be flled

(6) undextake the abeve and all Othel sultable and .

I ';,necessaly steps. to preteet and edmimster rlghts to in-

L R e
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ven‘mons on behalf of the Federa, Government eltherl' -
-_:-;dlrectly or thxough contract | L E
A7) transfer custody and admlmstlauon in Whole s
_ ;=:;§_§'0r m part to tbe Department of COmmerce or to other. -

- Federal agencles of the rlght tlt]e, or 1nterest n any _:
o mventlon for the purpose of a,dmlmstermg the authon-' ; L '\
" tles set forth 1 1n pa,ragraphs (1) through (4) w1th0ut“' .
b regard to’ the prov1smns of the Federal Property and o
% Admmxstratlve Services Act of 1949 (40 U S C 47 1)

and e e e e e e

(8) demgnate the Department of Commerce as re-

3 ;__mplent of any or a,ll funds recelved- from fees royal’mes
- or ‘other management of federally owned. 1nvent10ns au—'

- _thorlzed under thls Act

AUTHORITY OF THE SE‘CRETARY OF GOMMERCE IN

 COOPERATION WITH OTHER FEDERAL AGENCIES e
SEC 402. The Secretary of Commerce is authorlzed 1n o
cooperamon W1th other Federal agenmes to—w— o : R ' | B
©) Coordlnate ‘a program for a:ssmtmg all Federal' ;
: 'agencle_s in carrying out :thenuthon_ty sef, forth i m sec-‘._
OO e e

@) pubhsh notification of all federally owned m-_:_'.' 5

ventlons that are avallable for hcensmg, o

. (8) evaluate mventlons_'referred_by Feder.a;l.ngén- -

o cies, and patent applications filed the.r‘eon, 1n order to
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'ideutify .t:hdse ..i11ve1'1t.i.()us.'w'iﬂl the'greatest _.'eomln_efcial: it
. pote11tial and te- inSu’re pfomotieneud u'ti_lizeﬁi011 by the
g public’ of nwentlons SO 1dent1fled | '
(4) aSSlst the Federal agencles i eeeklng a,nd'”

C 'mamtammg ploteetlon on 1nvent10ns m the Umted :
: "Sta,tes and in fore1gn countues meludmg the payment i o

S of fees and costs connected thel ewath

(5) aecept custody and a,dmlmstratlon in whole or

in part of the rlght tltle and mterest in any mventmn E
. for the purposes _set_ forth .ll’_l.lS(‘:J(_}tvl()’I} 401: (1) _threugh R
(4), Withi the’ dpprdvul'.-bf 't_he_ Federal ageney con.der_ue'd

o _vdithout r:ega;fd'te__ the pi'.bx:risious‘ of fhe F'eded“al I’foper'- =

Sty and: Admi11istr:a;fiue' Service Act’. of 1'9.49_'(40 USC

| 47.1).; . -. o . R | L

R )] 'receiue' fundsfrom "fe.eé,'_; 'rolyal_ﬁe's', ‘.or' etﬁ_er.. ._ S o

r.' management' of federally 'Ovuned i.nven"tions' ‘euthofiied e
'under this Aet but such qunds shall be used only for-'- :'.

: the purpose. of this Act and

(7) undertake these and such ‘other functlons

-e_1ther_ dlrectly or through sueh contracts _as are nec_e_s--‘ L
| _sery and approrpria_'te to accomplish the purposes of this -

- titles L

i 2 e e L AR e A i i e e 6 e

TR o R DOV
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. AUTHORITY OF THE ADMINISTRATOR OF GENERAL ' .

. 'SERVICES i

thorlzed to promulga,te regulatxons spee1fymg the terms and -
i’:"condltlons upon “which any federally owned mventmn may be )

_heensed on ' &’ nonexclusrve, part1a11y exc]uswe or excluswe

GRANTS OF AN EXCLUSIVE OR PARTIALLY EXCLUSIVE

LICENSE

“SEec. 404 (e) Federal a,genmes may grant esoluswe or -
'partla,lly excluswe hcenses m any mventmn covered by a fed— .
erally owned domestlo patent or petent appheatmn only’ 1f o
‘after pubhc notice and oppor tumty for fﬂmg written Ob]BO-_-’
' tlons it is determmed that—— .

(1) 'the mterests of the 'Federal Government and )

" -'jm view ‘of the apphoant 8 mtentlons plans and eb111ty

S 'to brmg the mventlon to' practical a.pphoatlon or other—*'

* ‘achieved, or is not likely expedltzously to be aeh1eved
under any nonexcluswe Tlicense wh1ch has been grant~

_ "ed “or ‘which may be granted on the mventlon

SEO 403 The' Admlmstmtm of Grenelal Servmes isau-

. the pubhc Wﬂl best be served by the proposed 11cense, :

o VlSe promote the mventlon 5 utrhzamon by the pubhe C

(2) the de31red practlcal apphoauon has not been o

8y exoluswe or partlally exeluswe hoensmg is'a

”’reasonable and necessary mcentwe to oall forth the in-
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i __\_restment of'_fisk'oe,pitol. and expendi_t'ur:e_s .to'-\_bring_fhe: '
._invehtion t'o practical apph'.c'ation .or' oﬁherwise promotg .

‘ the mventlon s utlhzatlon by the pubhe and _
@) the proposed terms and scope of exolusmty o

.. are not greater than reaeonahly necessary to. prowde

.. the incentive for hringing the invention to practical ap- L

Lpheauon or othermse promote the mvenmon s utlhza— L

: ;_'t1on by the pubhe

_. except that a Federal ‘agency shall not grant sueh excluswe
or parmally exeluswe hcense if. 1’5 determmes that the grant of
sueh llcense will tend substanmaliy to. 1essen compet1t10n or_ : _:_ L
.;result mn undue eoneentra,tlon n any section of the country in - o

: any‘lme_of commerce to_ which the_, technology t‘o_be__.h‘c__ensed_.

relates, or to create or maintain other situations inconsistent .-

Wlth the antltrust laws

{b) After conmderatlon of whether the mterests of the_ o

. Federal Govemment or Umted States 1ndustry n forelgn .

. comimerce W111 be enhanced Federal ageneles may grant ex- . |

_ c_luswe or pexjt_xally exelus;_v_e hcenses_ 1_11 _a_ny: 1r_w_ent10_1_} coy- o
~ered by a foreig'n petent;japplieation or pa,tent after. pubhc :
'_nOtiee ..:and opf)ortuﬁity for'filiﬁg Wriﬁten' objee'tionsl except_g_:.'

that, o Federal ageney shall not grant sueh exoluslve or par—i‘_

tially exclusive heense if 11: determmes that the grant ef such

hc.ense will _tend sub_sta,nma,lly to le.ssen_eompetltxon or reeu_lt_ B

_in undue concentration in any section of the country in any
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;'j_WIth the anmtrust Iaws

“line of commerce to ‘w"hi"oh the technology :to be"l':ioons:od”fo—’

ilates or to oreate or mamtam other 31tuat10ns moonsmtent T

(0) The Federal agency sha,ll mamtaln a record of deter-:-_ e

mmatlons to grant excluswe or partia,lly excluswe hcenses

(d) Any grant of a,n exoluswe or’ parha,ﬂy excluswe h-"_'

":oonse shall oontam such terms and oondmons as tho Fedoral
‘agency may determme to=be -appl oprlate for the proteotlon of o

“the interests of the Federal G‘rovernmeni and the pubho, 1n-'::':- AT
"'cludmg prov131ons for the followmg e

Ty perlodlo written reports at reasonable mtorvals_ B
'agency, ‘the extont of the commerolal or- other use by
- the pubhc that 1s being made or is mtended to-be mado'. B

' ""of the mventmn N TN T Ny I T SN PRI S

(2) a nonexoluswe, nontraanorable 1frevocablo o

to subhoense any State or domestlc Tocal government

" treaty of agreement if 'the*Foderal ‘dgency determines

i 1nolud1ng, When spe(nflcally requevted by the Federa,l o

i -'pald-up license to practice or have practloed for the |
Federal Government the hcensed mventlon throughout"". |
- the World by ‘or’ on behalf of the Federa_l_- Government'- '

" (including any Federal agency)*'a;na the 'aaa;ﬁanamg’o .

o to subhcense any fore1gn govornment pursuant to

.fore1gn policy oonsxderatlons,' or a.ny ex1stmg or future‘"’ o
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: _i.t would bé in the national interest to reta.i_n;such.addi- L
__tlona,l nghts S | : 7. :
(3) the rlght of the Federal agency to. termmatei .
__::such hcense i Whole or 1n part unless: the hcensee :

_ demonstrates to. the satlsfactlon of the I‘ederal _agency _. s
that_the-_hqensee- has_ taken effec_tlve_ steps, or w_lt_hm_ a

'_reasonalt)lé;ti_ﬁle .'i'_sj:agpe_ac_ted ﬂ) take such steps, :,to ac-
-.'_‘_complish 'substantial commercial or other::ﬁse__df the in- .. .

| .‘:."ventlon by the public; and

- (4) the rlght of the Federal agency, commmencmgf" '

| .: .three years a,fter the grant of a l1cense to requlre the
"..l,._lmensee to grant a nonexcluswe or paztlally excluswe'-
license to a resp0n51ble applicant 01 apphcants upon
_terms reasonable under the mrcumstances- and 1 in ap—'___ .
.'-proprzate mrcumstances to termmate the hcense 111'_ L
whole or in pa,rt after pubhc notice and opportumty for :_' B
_a_hearmg, upon 32 petltion by an interested _person jus-

tifying such hearing, 1f the Federal 'age.ncy dé_termines_,-

upon review of such material as it deems relevant, and

~ after the licensee, 01_'" other interested person, has had
the bpportunity to provide such rélevant. and material - .

~information as the F ederal agency ‘may. require, that

such license has ténded substantially to lessen competi-- .

- thl’l or to result in undue concentramon m any: section . .

" .Of the country n anv hne of commerce to which the . B
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2

technology relates or to crea,te OT. mfuntem other s1tu~

- ations 1ncons1stent Wlth the antltrust laws

CTITLE VMMISCELLANEOUS

: DEFINITIONS

Code and the rmhtal y departments defmed by sectlon 102 of . o

trtle 5 Umted Stetes OOde

(b) The term “Federal employees means ell employees

. as defmed in sectmn 2105 of trtle 5, Umted States Code ernd_'_- L

members of the umforrned semces

(c) The term ° contract meens any contrect grant or
agreement entered into between any Federel agency and any SR
-person for the performance of expenmental developmentel | S
or reseerch work substa,nmally funded by the Federal Gov- |
Aernment Such term includes eny asmgnment subsmtutlon of -

partres or subcontract of any type entered mto for the per-'

under a contract

(d) The term * contra.ctor means eny person (as defined

n sectmn 1 of t1tle 1, Umted Stetes Oode) that is'a party to

the contraot

CHAPTER 1, —-—-DEFINITIONS RELA'I‘IONSHIP '1‘0 OTHER L

SEC b11. As used in thrs Actm-.ﬂ _: .;;:.{; ;_—.? e
(a) The term “Fede“ﬂ agency’’ meens an exeoutwe'

agency’’ a8 defmed by sectmn 105 of tﬂ;le 5, Umted Sta,tes |

O N B R
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86
- {e) The term_ ‘ﬁnvention’ means any mventmn or dis-

covezy and mcludes any art, method process maehme man-:: "

ufacture, desxgn o1 eomp051t10n of matter or any new and. =
“ Iuseful 1mprovement thereof or an}, vauety of plant which is.
or may be patenta,ble or 0therw1se protectable _under the laws )

-of the United Sta,tes

(ﬂ The term * subjeet 1nventlon means any 1nVent10n or

. discovery of the. contraetor concer: ved or fn'st aetueliy reduced

“to practice in the course of or undol a contract. '

; (g) The term .“'praotieal applieatim”_-means,to manufac-

' ture in the case of a eomp031t10n or product to prae‘mee m the'
case of a process or to operate in the case of a maohme or
system, and, in each case, under euch eondltxons 48 10 esteb~-" 2

hsh that the 1nvent10n 1s bemg Worked and that 1ts beneflts -

are avallable to the pubhe elthbl‘ on reasonable terms or

.through reasonable heensmg arrangements

(h) The term person means any 1nd1v1dual partner— o

.thp, eorporamon assoczatlon 1nst1tut10n or other entlty
(1) The te1m made , when used in relamon to any in-

- vention, means the conceptlon or flI‘St aetua,l reduetlon to -

prectlee of such mventlon. et :

Q) The term a,ntltrust law’” means— - )

(1) the Act entltled “An‘Act to protect trade and

-commerce agalnst unlawful lestralnts and monopohes )
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] dpproved July 2,:-1890 (15 .-U..S.G.;.';I‘;;_e_t.;"s_e.q.),; as |

DR amended

(2) the Act entltled “An Act to’ supplement ex1st—rj' |

o ing laws’ aga,mst unla,wful restramts and monopohes, e
;.:n:,.-{-a,nd for other pmposes , approved Octobel 15 1914
(15 U.8. G 126t seq) as. amended e

(3) the Federal Trade Comm1ss10n Act (15 U S C.

;‘Eeral Grovernment a,nd for other purposes approved'

cvand o e el

(5) the Act of June 19 1936 (15USC 13, 13, " RS

:13b and 21&)

RELATIONSHIP TO OTHER LAWS

SEO 512 Nothmg in thlS Act shall be deemed to S
conway to any lndlwdual COTPOratlon or. other busmess orga-"-' S
nization. 1mmun1ty frem cwﬂ or cnmma] llablllty, or. to ereate " _' S

; defenses to aetmns, under any antltrust law TR L P

CHAPTER 2. --—AMENDMENTS 1O OTHER AOTS Cpnn

IDENTIFIED AOTS AMENDED

follows

s FP . . e e . . ‘
P B T FE T T I T R S RPPR PR FEF LS PR RN E
BT SE S H SNV RO DEE S AR SARE AR S PRI N A A SRR VRS A 24 B £

4 et s6q.), 8 amended el R

(4) Seemons .73 and 74 of the- Aet entltled “An e

i Act to reduce taxatlon to Provlde Ievenue for the Fed— . T

s i_:,,August 27 1894 (15 US O 8 &nd 9) as - amended e

SEO 521 The followmg Acts are: hereby amended as' P
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(a) Sect1on 10(a) of the Act of June 29 1935 as added' P
by title 1 of the Act of August 14, 1946 (7 U.S.C. 4271(a) |
60 Stat 1085) is arnended by striking otit’ the followmg |
7"‘Any contracts made pursuant to this authorrty shall contam
"requlrements maklng the- results of research and 1nvest1ga—
tlons avaﬂahle to the pubhc through dedlcatron assrgnrnent .

to the Government or such ‘other.means as the Secretary o

shall determine.” . L cbed e ',

11(b) Sectron 205(a) of the Act of August 14 1946 (7.'_'-.
-"-U S.C. 1624(a) 60" Stat 1090) is amended by str1k1ng out
_*--the followrng Any contract made pursuant to this section
shall contain requlrernents rnaklng the result of such research:i" "
and 1nvest1gat10ns avarlable to the puhhc by sueh means as |
“the Secretary of Agrlculture shall determme c _
. (c) Sectlon 501(c) of the Federal Coal Mme Health and_ o -
Salety Act of 1969 (30 US.0. 95105 85 Stat. 742) is
jamended by str1k1ng out the followmg “No research demon— |
: stratlons or- experrments shall bc carrled out, eontracted for
-‘" sponsored, cosponsored, or atthorized under-authorrty of this
Act, unless all information uses"produCts:='proeess'esf-pa't:{"

 ents, and other developments resultlng from such research, ~

demonstratmns or experlments w1ll (w1th such exceptlon and

i-hmitatmn if . any, as the Secretary or the Secretary of

Health Education, and Welfare rnay find to be necessary in

the pubhc 1nterest) be avarlahle to the general pubhc

. ' |
1 ‘
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(((( (d) Seetlon 106(0) of the Natmnal 'Ira,ffre and Meter Ve- |
2 hlcle Safety Act of 1966 (15 U. S.C. 1395(0) 80 Stat 721) is S

3 repealed ;-;/-:Z-r‘,.‘:._;_f.;;';-;';;;% };.;:".;‘:7-5: ,%I _:,._\,.-';.:_ 1] RO AR -: SETRFUR Ry B

| 4 (e) Seetlon 19 of ‘the Natxenal Smence Foundatren Act.

5 of 1950 (42 TU.S.0. 1871(&) 82 Stas: 360) is repealed : | |
Ry Seetlon 152 ef the Atomre Energy Act of 1954 (4:2-.._ O

7 U S C 2182 68 Stat. 943) is repealed Wb s E

: (g) The Natrenal Aeronautles aiid Space Aet of 1958 |

§v

9 (72 Stat 426) is amended——-—’ -;.fj ey B

1_:’:1':0 (1) by repeahng seet1on 301) thereof (42 U.S.C._'.' : :
11’ 2457). Promded,— however, That-subsectlons (e), (), a__rrd'..'-_"" el
12" (o) of suth section shall contirue to beeffective with
48 "'y-‘resp'e'et"‘lt’e-"‘ariy'? ‘appliea,tiori5":fer3"~1j:aterrfs: m :whielr the =

T .' B ertten statement referred to in subsectlon {0) of such -

15 _seetmn has been fﬂed or requested to be f11ed by the -

16 ;-"-"'Commlssroner of Patents and Trademarks prior to thet‘g |

AT effeetlve date of this Act ,:'z=_z._5 uy _' E G |
18 ""‘:"""(2)' by striki'ng out, rin"' seEtio'rr ""SOG(ejtherebf .(42 Lo : E
19 T 8.0. 2458(a)), "(as defined. by seemon 305)”; and by- S |

20 Z_i'strlkrng out “the Inventrons and 00ntr1but10ns Beard B

21 'estabhshed under sectlon 305 of this Aet” and insert-
22 L mg in heu theteof: “an Inventlons ‘and Oontrrbutmns.- |
23 Board which sha,ll be estabhshed by the Adm1n1strator. B

94 .Wlthll’l the Admmlstratlon AL '
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o _(_3)‘by..-inserting at the end __o,fgs_ectio_n_: 2:03'(.3,) there- =

.-, reporting of any. nnovation made in: the'f course of or .

under any eontract of the Admlnlstratlon

(42 US.C. 2478) the followmg new subseetlon

B « “4d) For the purposes of oha,pter'17 of' t1t1e 35 of the-‘ -_ :
lUmted States OOde the Admlnlstratlon shall he. consldered e.
'defense ageney of the Unlted States and: ;. _

(5) by stnklng out the follovmng m such seetmn . .

(1nclud1ng patents and rights thereunder)

(h) Seetlon 6 of the 00&1 Research and Development‘ -

Act of 1960 (30 U S. C 666 74 | tat 337) is repealed

(1) Section 4 of the Hehum Aot Arnendments of 1960_:;.'_'- >
‘(50 U S. C. 167'0 74 Stat 920) is’ amended by strrkmg out _' :
~the following: “Promded howeoer That alI research con-' o
tracted for, sponsored cosponsm ed, or authorlzed under au-
thority of this Act. shall be provided for in- such a, manner that .
~all ,m_f_ormatlon,_nses, products, processes, patengs-, and othe_r :
devel\oprnent_s. resulting -.from‘ such .re_seareh ‘developed by ¥
Government expenditure will _(with suthe;;eept_iolre. e,nd limi_-z_-.. ‘

tations, if any, as the Secretary may find to be necessary in

of (42 U.S.C. 2478(a)); the following new paragraph:
“(14) to provide effeetive‘eonfraetlral:;;prov_iei_ons s
.. for._the reporting of the _result.s;.;ofgthei;,as:ti?fities of t.h_e-‘ :

< Administration, including full; and: complete- technical

(4) ‘oy 1nsert1ng at:the end of sectlon 203 thereof o

el e er i e i A Bl i e

H
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.the ."i.nteres't' "of ' ne;tlonel ' ‘defe:nse): be' " e,Verile,lole' 'to-* the' 'gene'r'a,l
pubhc And promded further, That nothmg oonte,med herem___ .

:shall be construed as to deprrve the owner of a,ny baekground: Lol
:pa,tent relatmg thereto o such- rlghts as he mey ha,ve there-
~under:” e,nd by 1nsert1ng in liew thereof a,perlod o -
) Sectmn 32 of the Arms Contlol and Dlsarmament |

'-;font of 1961 (22 USC 2572 75 Siat 634) is repealed :

i (k) Su‘oseotlon (e) of the seetlon 302 of the Appale,chmn'.l_ o
Reglonal Development Act of 1965 (4:0 U S C App 302(e) - i

79 Stet 5) 1s repeeled o ;_i.‘-;w‘.»:::a 1‘ i

) Subsecnon (c) of section 203 of the Sohd Waste DIS-_' o
_posel Act (42 U S 0 3253(0), 79 Stat. 997) is repealed |
| (m) Seetlon 216 of title 38 Un1ted States Code 18

| amended strlkmg ont snbseetlon (a)(2) thereof and by redemg- L

nating subsectmn (a)(3) thereof as (a)(2)

(n) Except for paregreph 1) of section 9 of the Federel. SE S

_ .Nonnuelear Energy Reseerch and Development Act of 1974- i

:(42 U.s.C. 5901; 88 Stat 1878) 18 repeeled | | -
(0) Sectlon 3 of the Act of June 22 1976 (42 U S 0

1959d note, 90 Stat, 694) is repealed

() SBCthIl 5G) of the Tennessee Velley Authonty Aet e
of 1933 (16 US O 831d(1) 4:8 Stat. 61) i$ a,mended by

strlklng both prov1so clauses at the end thereof

)] Sectlon 5(d) of the Consumer Product Safety Act (15 s

U.8.C. 2054(d), 88 Stat. 1211), i is repealed. B




1.

© -:4.1 [ '_c.ur"ie-{ §® &9

10

42

(r) Sectwn 3 of the Act of Aprll 5, 1944 (30 US. C. g

323 58, Stat 191) is repealed

. U8.C. 6981; 90 Stat. 2829) 131epealed

OHAPTER 3 ——-—EFFECTIVE DA’I‘E PROVISION

be 1ssued prior to such day.

- (s) Sectlon 8001 of the. Sehd Waste - Dlsposal Act (42 T

o e s £ i K

_ EFFECTIV’J* DATE S L
SEC 531 Thls Act shall take' effect on the flrst day of o
the seventh month begmmng after the date of enaetment of "

thls Act, exeept that regula,tlom 1mp1ement1ng th1s Aet may :




