96TH00NGRESS
9D SESSION ’ :

Fosruary 19, 1980

Mr. RarnsBack introduced the followmg bill; Whlch was referred to the
Committee on:the Judiciary:- - S e
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Amendments - to - title - 35; - United - States  :Code; : t0- -establish’ a
.. uniform Federal patent procedure for small businesses and
- nonproflt orgamzatlons to 1mpr0ve the adrmmstratmn of the
D patent "and “trademark Taws, by authorlzmg reexammatlon
- and for other purposes.s. 2w wniialnn i
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i Fé"it émcted"g.?:f theSenateandHouse E‘r;"v)° '-‘:}';'Bé;];fééienfd-
“That this Aet” may ‘be’ clted as’ “The “Patent’ Law Amend-
;%_‘ments Of 1980” fol R e et Loy
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STATES Gb’ﬁﬁ'; PATENTS - Title '35 of ‘the fU'iﬁtéH “Staties
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Code is amended by adding after chapter 17, a new chapter:

as follows:

03. Mareh: mnghts o

. Return of Goovernment investment. -

. Preference for United States industry.

. Confidentizlity. .

. Uniform clauses and regulations.
. Domestic and foreign protection of federally owned inventions.
2 _Regula.tmns govermng Federal hcensmg .

. Restrictions on licensing: of federally owneéd inventions.
. Precedence of chapter.

. Relatlonship to antltrust laws

il adl

“§ 200 Pollcy and objectlve'....

“It is the policy and objectlve of the Congress to use the

patent system to- promote the utilization of inventions arising

from federally supporte development; to encour-

'?: éjge .maxi-x‘num-fpé;rticipagﬁoﬁz of small f;busihé‘ss firms. in-' fe deral-

gamzatlons 1ncludmg umvermtws, to ‘ensure:; that 1nvent10ns

,;’:made by. nonprofit, orgamzatmns and small busmess firms are
13

topromﬂtethe commerclahzatwnandpubhc avaﬂablhty of

inventions made in the United States by United States indus-

try, and lahor; to ensure that, the Government obtains suffi-

clent rights in. federally- supported inventions to meet the

needs of the Government and protect ,thé public agaiﬁst




+ 1 nonuse or ":unreaso-nable.s-apse‘ of -inventions;. and t{)_g minimize
2 the costs of administering policies:in this-area.. ...’

3 .*§201. Definitions

A e fAS used in this chapter— . ;. oo

.+ *(a) The term.‘Federal agency’ means-any execu-

tive agency as. defined in section:105: of title 5, Uﬁited
.. . States Code, and the 'military. departments. as defined
-+ by section 102 of title 5, United: States Code.-

© ® u » o

~~*(b) The' term . ‘funding - agreement’ : means any
10 contract, grant, or-cooperative agreement entered into
11 ... .between any Federal age_ncye and. any ‘person for the
12 | ... performance : of -experimental;; developmental, or re-
13 search work funded in whole or in; part by the Federal

14 ;. - Government..Such térms includes ‘any assignment, sub-

15 © .0 stitution of:parties;. or:subcontract ;of any.type entered
16~ -into for-the performance: of experimental, ,dévelopmene
17 - - tal, or.research “work :under :a: _fu-ndihg _agreement ‘as
18 herein defined.

19 . o +.4(c)The term-~.‘cdntra§et01:?- means any person that
20 -:oonis @ party 'toia funding agreement,:: -+ v

21 .« -0 :4Yd)The term ‘invention’.means-any invention or
22 .+ discovery w;vhich- is or:may be f,patenfa;ble:- or otherwise

23 protectahleunder thlS‘tltle. R U T

24 ¢ o0 -fe) The. term “_subject}f invention’ ' means any in-

25 vention of the contractor conceived oi";_firs't;a;ctually re-
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7 duced ‘to practice” in' the performance-of ‘work under a

“(f) The term °‘practical application’ ‘means ‘to

manufaeture in the case ‘of a: composition or product, ito

;. practice‘in the:case ‘of a ‘process or-method, or to oper-
* “ate 'in“the’case of ‘a.machine: or system; and, in each

* case; under such conditions as:to-establish that the in-

vention'is being utilized -and ‘that its benefits are to the

C.extent ipermitted:by Jaw or: Government regulations
77 gvailable:to the public on reasoha;bl.e terms. -

o “(g) The term: ‘made’ when: used- in “relation ‘to
o ..any-invention means-the conceptien: Or:-'fifst '-'_aetuai re-
" daction'of practice of such invention:. - .
“ove o 4(h) Theterm ‘small business firm” 'means a small
0 ~husinéss concern:as defined-at section 2 of Public Law
- 85-536(15 U.S.C: 632) and:implementing regulations

2 of - the Administrator of the Small Business.‘Administra-

tion.

1) The termi‘nonprofit” organization’ means umi-
- versities and ‘other institutions of higher -education or
.o an organization of the ‘type ~described in section

- 501(e)(83)of “the - Internal Rev"eh’u‘é‘ Code-of '1954 (26

U.8.C. 501(c)) and exempt from: taxation'under section

+ 501€a) “of ithe Int‘erilal" Revenue Code (26 U.S.C.
e as5014€)). Bovvineey dinamaaen g :
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~“8§202.-Disposition:of rights' - I TILIT T [ P

.++“(a) Bach nonprofit organization-or small business firm

. may, within a reagonable time-after disclosure as required by

- paragraph. {e)(1)..of this section,.elect to retain-title to any .

subject-invention:: Provided;: however;: That a funding - agree-

‘ment may provide otherwise (i) when.the funding agreement
- is-for the .operation -of;:;,a,-a_G_QVErmnent—o‘wnéd; -r_esga_r_ch._or pro-
--_du_'ctioil facility, - (ii}-in exceptional eircumstances. when. it is
determined “byiithe agency that. restriction: or.-elimination :of
- the right to retain, title: to any..subject invention will-better
~-promote the policy..and objectives of. this chapter, or (i)

“-when it is determined by a Government.authority which:is

authorized by statute or Executive order to conduct. foreign

-intelligence or- counterintelligence activities that- the restric-

- tion or elimination. of the right fo retain title:to- any. _subje'c_,t

invention:is: necessary -to. protect the.security. of such activi-

. ties. The _;r_igh_t_s‘ of - the: n.qnprqﬁt_ organization -or :small busi-

- ness firm shall be subject to:the prbvis_ion’sQf::parajgmphe(c);of

this section and the other provisions.of this chapter.. .. .

“(bX1) Any 'de,term_in.ationfunden=-(i_1'.)r_:df paragraph’ (a): of

1 this. section shall be in writing-and accompanied by a written

. statement - of -facts. justifying. the. determination.; A..copy :of

each such determination and justification.shall:be sent to the

. Comptroller: General: of the United States \within thirty days
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case of determinations applicable to funding agreements with

: small“business firms' copies: shall“also be sent to the Chief

“Qounsel for Advoecacy ‘of the: Small Business: Administration.

- 42)Tf ‘the Comptroller: General believes that any pat-

“tern: of determinations by a Federal agency is contrary to the
- policy and objectives of this chapter or-that an agency’s poli-
" cies or practices’aré’ otherwise not in conformance with this
* chapter, the Comptroller: Genéral shall ‘so advise the ‘head of
-the -agency. The head of the agency shall-advise the Comp-
“troller Greneral in writing - within ‘one- hundred and twenty
| days of that action; if any, the agency has taken or plans to
“‘take with respeet to'the matters raised by the Comptroller

“@eneral o ol o

“44(8) At least once each yeat, the Comptroller General

- shall transmit & report to the Committees on the Judiciary of
' the Senate and House of Representatives ‘on the manner:in
which' this ehapter is being implemented by the agencies and

" on: such” other-aspects ‘of ‘Govérnment:  patent policies. and

practices: with respect to- federally funded inventions as the

“«Comptroller General believes appropriate: = =
1+ = “(c) Each funding agreement with a‘small business firm
“or-nonprofit ‘organization shall contain: appropriate provisions

" 4o effectuatethefollomng

b (@) »A requirement ' that ‘the contractor -disclose

o each subject invention itothe: Federal ‘agency within a
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;i 1 isting-or future treaty oragreementi:; i:i:

T

, .s-:,.rea_g.sari@hle;f;is,ii_r'.;@':’:i-aften it is. made :;_é.aind_.:thaﬁ the Federal
. Government;may, receive fitle to any subject invention
+wnot. reported to.it within. such time. . 7

oo 1942) Aorequirement cthat the -contractor make an
e eleetion:to 'r,@taix;-.;stitle-_: to any.subject invention within-a
; f.reasonab.le;-tim&f:aefter_a-s';di-é_.clo_su.re._;andf;-._th_at.r_rth_e Federal
. -.Government. may. receive title.to any. subjeet- invention

©: ...in *which :the..contractor .does:not elect to retain rights

or fails to elect rights within such time. ..«

egen o0 (8) « A requirement - that a . contractor electing -
rights file patent. applications within. reasonable times

.. and ‘that the .Federal Government. may. receive title to
.+ any subject inventions-in; the United States: or other
., -countries in. which-the _,_ct)nt-ractqf.- has not-filed patent
applications..on :the  subject.: inventions- within such

“(4) With respect to any invention: in. which the

. ‘contractor :elects . rights, the Federal agency shall have
& nonexclusive, nontransferable,  irrevocable; :paid-up lis
-0 eense 1o practice. or‘have; practiced. for. or. on: behalf of
.«-the United States any subject invention. throughout the

- world, andmay, é‘;;iif.:spro,_v-idedsix;;t,hef;fuhdinge;agreemeﬁ.tf;
«iv/have: ;addi;tioliala-rig;hts;:t@ sublicense-any foreign govern=

. » yment, or.international .organization pursuantito any ex:
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betlomile o «(5)-The right of the Foderal ‘agency 'to require

ing utilization'that are beitig made’ by the contractor or

i hig licensees or assignees: Provided, That any such in-

formation “inay‘he ‘treatéd by the Federal ‘agency ‘as

cominercialand’ finarncial: informiation cbtained from a

271 person and’ privileged ‘and’ confidential ‘and: not subject

 1i:to disclosure under section 552 of title:5' of the United

States Code. i i ¢ 0L dnae of shat

siniinetd(@) An obligation on-'the’ part of the contractor,

* “in"the event & United States- patent application is filed

by or on its ‘hehalf ‘or Dby ‘aniy-assignee of ‘the contrac-

“ torj“to include within-the specification of siich applica-

. fion ‘and any‘patent issuing ‘thereon; & statement speci-
 fying “that ‘the’ invention was made" with! Government
- support and that the Government has certain rights in
ot thednvention: ! i o et
ol t4(T) Torthe “ease ofaionprofit ‘organization, (a) a
++:prohibition upon:‘the:‘agsignient ‘of tights to-a subject
-+ invention' i the: United States’without the approval ‘of
i1 ithe Federal ageiicy, except where such assignment 1§
w+:vmade 'to an-organization” whiclrhas as .otieof its pic
vy pary funetions ithe: management  of “inventions and

w whieh:-is ‘ot itself; engaged-in: or:does ot Hold a sub-

stantial interest iri*other ‘organizations-engaged in the
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- manufacture or sale of products or the use.of processes .

- that might ‘utilize. the -invention: or be in competition

with embodiments of the invention (provided that such.

- assignee shall be subject to the same.provisions as the

contractor); (b) a prohibition against the granting of ex-

.- clusive licenses under .United States Patents ;o.r Patent
- .Applications in a subject: mvention by the. contractor to
. persons other. than small business firms for a period in
.- excess of the earlier .of five years from first commercial

. .sale or-use of the invention or. eight years from the

date of the exclusive license excepting that time .before |

- regulatory . agencies . necessary -to obtain premarket

.-clearanee. unless, on acase-hy-case basis, the Federal

agency ‘approves ‘a longer exclusive license. If:exclu-

.. sive field of use licenses are granted, commercial sale
.. ;or.use in one field of use-shall not be deemed commer-

clal' sale .or use as to other fields of use, and a first

commercial sale or use with respect to a product of the

.. invention shall net be deemed to end the exclusive
.. period to djfferent subsequent p_rod_u_cts covered by the
. invention; (c) a Tequirement -that the boptractbr ‘share
. royalties with the inventor; and (d) a.requirement that
ey the -;balagqe_- of any.royalties -.or'-jianme‘-earned- by the
... contractor with respect to.subject inventions, af_tef_pay‘—

-~ ment of expenses (including p?uymgnts- to inventors) in-

H.R. 6538-ih——2
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- cidental to the admisiistration of subject inventions, be
utilized: for the-support of scientific research or educa-
Ction. =
o 1¢4(8) “The "'réquireméﬁt's‘; of sections 203, 204, and
L7905 of thisehapter, (7 o T
- (@) If 'a contractor does not elect to retain-title to a

subject invention in cases subject to this section, the Federal

“agency may Gonsider and after constltation with the contrae-

“tor grant requests for retention of rights by’ the inventor sub-

ject to the provisions of this ‘Act and regulations promulgated

‘ her"e'undér; ;-

‘“(e) In any case when a Federal employée is a coinven-

‘tor of any invention made ‘under a funding agreement with a

“nonprofit: organization ‘or* small business: firm, the Federal

“assign whatever righﬁé it may a)eqﬁi"ré in the subject ‘invention
 fromits employee to'thie’ contractor subject to the conditions
- set forth in this chapter.

o 4(B(1) No funding a;g;reerﬁeht-: with ‘a small business firm

 or nonprofit organization shall ‘coritain a provision allowing a

Federal agency to require ‘the licensing to’third i)artiés of

‘inventions owned by the ‘contractor that are not ‘subject in-
. ventions unless 'such provision has been approved by the heé;d

- of the agency and'a written justification has been signed by

the head of the ‘agency. Any such provision shall clearly state:
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whether the licensing may bé Tequired ini connection with the

practice of & ‘subject-invention; a specifically identified: work
* object, or both.- The head of the agency may not delegate the.

“authority to approve provisions or sign justifications required

}:‘Jy. this paragraph.
= 42) A Federal agency shall not require the licensing of

third parties under any such provision unless the head of the

‘agency determines that the use of the invention by others is

‘necessary for the practice of & subject invention or for the use

of a work object of the funding agreement and that such

action is necessary to- achieve the practical application of the

" subject ‘invention: or work object. Any such detérmination

shall be on the record after an‘ opportunity for an agency

* hearing. Any action” commenced for judicial review of such
- determinationshall be brought ‘within sixtydays after notifi-

“eation of such determination.

“§203. March-in rights~ = ¢
“With respect to any sibject invention in which a small

busiriess “firm or: nonprofit ‘organization  has ‘acquired title

under this chapter, the Federal agency under whose funding

. agreement the subject invention: ‘was made shall have the

* right, in“accordance with such ‘procedures as are provided in-

regulations promulgated hereunder to require the contractor,
an assignee or exclusive licensee of a subject invention to

grant a nonexclusive, partially exclusive, or exclusive license
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‘1. in any field of use to a responsible applicant or _a,ppiicants,

-2 upon terms that are reasonable under. the circumstances, and

3 if the contractor, assignee, or: exclusive licensee refuses. such

4. request, to grant such a license itself; if the Federal agency

5 determines that such—

N

10
11 .
12 ..
14

15

16
17

18
19
20

21

“(a): action is necessary because the contractor or.

~.agsignee has not taken, or is not.expected to take

- within - a reasonable time, effective .steps to..achieve

practical application. of the . subj.qc,t;:invention_ m. such

£ fleld of use;
R “(b) ,.a;ction ,iS necGSSary to :aJl].EVi)a_,te.: health or |
.. safety needs which are not reasonably. satisfied: by the

‘contractor, assignee; or their licensees; .

~f(c) action is necessary.to meet requirements for

- public use specified by Federal regulations and such re-

guirements are not reasonably satisfied by the contrac-
tor, assignee, or licensees; or-:.. .. ;i

“(d) action is necessary because the agreement re-

- quired by section 205 has not been obtained or waived
- or_ because a licensee. of the exclusive right to .use or
_sell any subject invention in the United States is in
: Breaqh of itS-,agreement;- obtained - pursuant. to .section.
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- “§204. Return of Government investment'

I = “(a) Tf after the first United States patent ﬁpp‘lieatioh' is
“filed on & subject invention, & 11‘0_11’1')roﬁt- organization; a small
- business firm, ‘or an assignee of a subject nvention of sich an
: 6rgani'zati6n""0r"firﬁi to ‘whom such iﬁ'véni;io'n ‘was assigned for
“-lidehsingpui‘p'o’se's; receives $70,000 Jﬁ‘-grofss- income for any
' one calendar year from the licensing ‘of a subject irivention or
“several related subject inventions, the United ‘States shall be
“entitled to 15 pef? centum of all income in ‘excess’of $70,000 .

Vfof*'thatl”yeé,r ‘other’ than ‘any such excess income received

under nonexclusive licenses (except where the nonexclusive

~licensee previously held an exclusive or partially exclusive

license).” -+

o “b)(1) Subject to*the:pro‘vi's:ion':s-*Of»-paragra:,ph (2), if after
“the'first United States patent application is filed on a subject
. inventio; & nonprofit organization, & small business firm, or
“an assignee of a subject invention of such an organization or

- firm; Téceives 'gi‘o's‘é‘ilicome-'of "$1',O(:):0’,'(-)()"07"f0r3 'any-‘one calen-

dar- year on sales of its products eimbodying of maﬁufaéturé'd

by & process employing one or mbre'“'s"ubject=inVéntiO'ns, the

* United States: shall be* entitled to a share, theé amount  of

‘which to be-negotiated but not to exceed 5 per centum, of all

gross income in excess of $1,000,000 for ‘that year accruing

from such sales.
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“(2) In no event shall the United.States-be entitled to

can tamoﬁnt gr_qatejt- than. that portion .of. the Federal funding
‘under the fundmg ‘agreement, or. agreements under which the
‘ _,s;u_bjectf. invention or.inventions was or were made expended
. on activities related to.the making of the invention or inven-
“tions less any. amounts received. by the,_r_Unitesdg S_tates,: unﬂer
subsection (a) of this section. In any case in which more than
one subject ;_.-inﬁention is involved, no. expenditure: funded: by
-the United.States. shall be counted more than once:in deter-
110 mining the maximum amount to which the United States.is
_entitled. .. . |

.. *(c).The Director of the Office of Federal Procurement

Policy is authbrized and directed to revise the dollar amounts

in subsections (a) and (b) of this section at least every three

years in light of changes to_the Consumer. Price Index: or -

other indices which. the Director. considers. reasonable to use.
... (d).The entitlement of the United States under subsec-
tions (a). and (b) shall cease after.(i).the United States Patent

;._}ar_yl,i_Tra_demgrk,f()fﬁce: issues a, final rejection of the.patent
application covering. the subject invention, (ii) '-._the; patent cov-
_ering the subject invention expirés, or.(iti) the completion: of
litigation (including appeals) in which such. a patent is finally
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“§205. Preference for United States jndustry ... .. -
.+ “Notwithstanding any other provision of, this chapter,

~no_.small business firm-or. nonprofit organization, which re-

ceives title to any-subject invention and no.assignee:of any

such small business firm or nonproﬁt_fqrg.@niz@pibn shall grant

to:any. .person; the. exclusive right tb, use or;sell any subject
‘invention in the United States unless such person agrees that
any _products .embodying . the..subject invention- or produced
: Ithrough;the_.use of the subject inyention will-be manufactured
-substantially. in.the United States.. However, in individual

- cages, the requirement for such:an agreement may be waived

by the Federal agency undef;whose funding agreement the

- invention was made.upon a showing by the small business

firm, nonprofit organization, or assignee that reasonable hut

unsuccessful efforts have been made to grant licenses on sim-

.ilar terms to potential licensees that.would be 'Iikely to manu-
- facture substantially in the. United States or that under the

~circumstances; domestic manufacture .is not : commercially

feasible. ... . o o

¥§206. Confidentiality..... ;i ...

o “Federal agencies are. authorized to withhold from dis-
-closure.to. the public inf_qrmat__i_dn disclosing any invention:in
. which the Federal Government owns or.may own a right,

- title, or interest (including a, nonexclusive license) for a rea-

sonable time. in order.for a .patent -application to be filed.
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Furthermore, Federal agencies shall not be required to re-

“lease copies of any document. which is part’ of an application
{or patent filed with the United States Patent and Trademark
“ Office or with any foreign patent office. =

/%8207, Uniform clauses‘and regulations = =~

~“The- Office of Federal Procirement Policy, after re-

" ceiving recommendations of 'théﬁ'(}fﬁé'e} of Science and Tech-

nology Policy, may issue regulations which may be made ap-

plicable to Federal agencies 'implefriénting”fthé ‘provisions of
~ gections 202 thrmigh' 2’05‘1-’0f~t}ﬁs' -Cha’p‘ter“ a;nd'?the"o'fﬁce of
- Federal Procurément Policy shall establish sta,ndard fundmg
agreement prowswns required under this chapter

“%§208. Domestic -and foreign ‘protection of federally

owned-inventions o o
- “Rach Federal agency is authorized to— - Rt
(1) apply for, obtain, and maintain’ patents ‘or
" other forms of protection in the ‘United  States and n
“~foreign countries on" inventions: in Whiéh- ‘the' Federal
Government owns a right, titlé, or interest;-"
“(2) grant nonexclusive; exclusive, ‘or partially ex-

© clusive licenses under federally owned patent applica-

4 Hons, patents;” or other forms 5"_0f ‘protection - obtained,

‘-"‘rdyal'ty-frée or for royalties or other consideration, and
" on such terms and conditions, including” the grant ‘to

the licensee of the right of enforcement pursuant to the
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w070 provisions of chaptér -29. of -this title as determined ap-

S propri&tein lthe pUbHc interest; : :“;-3“: ST fe Eochen

s 01#48). undertake all sother :suitable. and . necessary

2o steps’ fo: . protecti- and--administer -rights to. federally

.. owned inventions o :behalf of the Federal Government

+ .. either directly: oi't;;;}:hrough contract; and ;i

S oo e f4(4) - transfer c_ustoﬁy.,-md_f,administratiq;l;__-_-_in_. whole

<+ rof: in 'part,: to .another  Federal agency, - of the-,-righ.t,

i notitley or interest in-any federally owned invention. ..

“§209. Regulations governing Federal licensing el

1: 2. -*““The Administiator of General Services: is authorized to
- promulgate Tegulations. specifying the. terms: and.. conditions
" upon ‘which -any- -feder__a,-lly:-'ovir_neﬂ:. invention may be licensed
oﬁ a-nonexelusive, partially exclusive, or exclusive basis.

#8210, -Restrictions -on. :licensing .of -fe@eral}y owned

ol procinvembiOnS e e w0

T . "(a) No Federal agency shall grant any license ”underi 2
- patent or patent ‘a;pp\li_cation: on .a federally. owned invention
: _.unies‘s ;the' ‘person. _Izeques_,ﬁng ,the_,‘;li_cens_e has.. supplied the
afgeney.ai\.?vi'th?a;plan for development -and/ 0r"}ma,rketing of the
invention; except -that any such plan.may: be treated by the
¢ Federal agency: as: commercial and; fix;a;ncial. information ob-
«:tained from’a person and privileged and confidential and not -

subject to disclosure:under. séctig)n 552 of title 5 of the United

States Code.

H.R. 6538-ih——3
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- i) A Federal :agency shall normally grant the right to
~use or sell any federally owned invention in'the:United States

only to"a/licenses that agrees that -any:products embodying

%Al be matiufactured substantially i the United States.
“(c)(1) Bach -i*Féd'ér'a_li‘?"_'a;gen'b'y'r:ainﬁ -grantéxclusive or
' partially :éXCIﬁsiVéiiicéﬁS'éS‘__f‘rr any invention covered i)y a fed-
~érally owned domestic ‘patent: or* patent application only if,
after piiblic notice and:opportunity ‘for filing’ written objec-
tions, ltlsdetermlnedth&t— von il S50
foivn 4Ny the mterests of the ‘Federal: Goveriiment and
- the public will best be '-iserv.e'_d by the: proposed: license,
111 View of the applicant’s intentions, plans, and- ability
~“to-bring the invention to’ ﬁr-s;ctidal"’fipplicatio‘n “or other-
‘wise:promote the ‘invention’s utilization by the- public;
“(B) the desired pra,cticalf dpplication has not been
- dchieved, -or is not: likely expeditiously to be achieved,
N _ui'l"d@i‘;" any'-'w-fﬁ()ilexclﬂsiiféf'"fliéjén"se: “which~ has -been

i granted, or which may be granted, on the invention;

- reasonable and necessary incentive to- call forth the in-
© “vestment of risk- capital and expenditures to bring the
. invention to‘practical application or otherwise:promote

-~ the ivention’s ‘utilization by the public;’and '~

“the"inventiof:or prodiced through the use of the:invention

- “YCy exclusive or partially exclusive licensing is-a

e e T e
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T “(D) ‘the proposed ‘terms a,nd iseope’-of exelusivity

togres ot -gre'a;ter'9.?than;-_-1".ea'sona,-b1y.-ﬂ'eceésai?y-t:_tog %ipfoﬁde
+ the:incentive for:bringing the:invention to-practical ap-

< pliéation: or otherwise: promote the invention’s utiliza-

. -tion: by the public. e

- 42) A Federal agency shall not grant such exclusive or

partially exclusive license under paragraph (1) =0f:§'thié?.subseb-

tion if ‘it determines that:the grant-of such:license will tend

~rsubstantially. to lessen:competition: or result: in undue ;concen-
- tration in any section -of the country in any line of commerce
‘to which ' the technology. to be licensed relates; or to:create or

- maintain other situations ineonsistent with the antitrust Taws:

“(3) First. preference in the exclusive or:partially: exclu:

-~ sive licensing ‘of federally: owned inventions shall go to small
~business: firms ‘submitting ' plans that are: determined by the
& lagﬁency:':to..b_effi:vithin-ithe capabilities of the.firms-and equally
«likely, if executed, to bring the invention to .practical applica-

‘tion ‘as any-plans- submittéd by -applicantsthat are not small
© business firms.. -

oo #(d) After consideration of whether the interests of the

Federal Government: or: United Statés. industiy in foreign

+ commerce will bé.enhanced, ajnyzEederal agency may grant
 exclusive or partially exclusive licenses in-any invention cov=
- ered by a- foreign patent application or: patent, dfter public

“'notice and-opportunity for filing’ written- objections, except
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i 'the. licensee -is not -éxecuting - the -plan’ submitted with

© ® A B R D e

20

that & Federal agency. shall not grant-such exclusive or par-

- tially: exclusive license if it determines that the grant of such

 license will tend-substantially to-Iessen competition or result

“in undue: concentration in any-section of the United States in

any line of commerce to which the technology-to-be licensed

“relates; or to create or maintain other situations inconsistent

“with antitrust laws. - o5

4 1 “le) The Federal agency: shall maintain: a record:of de-

' terminations: to- grant exclusive or partially exclusive licenses.

oo 4f) Any grant of a license shall contain such terms and

“conditions as the Federal agency determines appropriate for

‘the protection of the interests:of the Federal Government and

+ the' public, including provisions for the following: -

- *(1)-periodic reporting ‘on the utilization or éfforts
i ‘“atobtaining ‘utilization’ that - are being_:madel-'by' the li-

censee with particular reference to. the plan submitted:

“wiby-the.Federal ‘agency as-commereial and financial in-
formation obtained from a person and privileged and

+~confidential and '?not.-subject::fbf'disclosuie under section
552 of title 5 of the United States Code;

- w442) the right of the Federa,lﬂ-ag‘ency to terminate

- i such license: in. whole ‘or ‘in part if it determihes that

itsiréquest. for a license :and the: licensee cannot other-
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" “'wise detnonstrate to the satisfaction of the Federal
* agency ‘that it has taken: or can be expected to take
o+ within g -féas(mable “time, . _efféCtiVé’ ‘steps to achieve
' practical application of the invention; ©
“(3) the right of the Federal agency to terminate
~* such license ‘in" whole or in part. if the licensee is in
* bréach of an agreement ‘obtained pursuant to paragraph
(b of ‘this section; and
“(4) the right of the Federal agency to terminate
"+ the license in'whole or in part if the agency determines
that such action is necessary to meet requirements for
. public use specified by Federal regulations issued after
the date of the license-and such réquirements are not
7 reasonably satisfied by the licensee. =
“§.211. Precedence of Chhl")tefr' i

- 7“(a) This  chapter shall take precedénce over any other

- Act which would require & disposition of ‘rights in subject
‘inventions of small business firms ‘or' nonprofit organizations

-~ contractors in ‘a manner that is ihconsistent with this chapter,

including but not neceissariljr' limited to the following:

Dol f‘(fl)".SEC'ﬁi'éﬁ"lo(a,) of the :Aet of June 29, 1935, ‘as

" added by title' 1 of ‘the ‘Act of August 14, 1946°(7

U.S.C. 427i(a); 60 Stat. 1085); -~
-+ *Y2) section 205(a) of the Act of August 14, 1948
(7 U.8.C.-1624(a); 60 ‘Stat. 1090); = =+ "




S T N

G I G I G R N T X R . e e T = T T~ S S S

22
. *“3).section 501(c) of the Federal Mine Safety and

- Health Act of 1977 (30.U.8,C. 951(c); 83. Stat. 742);

.-{44) -section 106(c) of the National Traffic and
Motor Vehicle Safety Act.of 1966.(15.U.8.C. 1395(c);

o280 Stat721}, ekt friu

. *(5) :section. 12 of the. National Science Founda-

- tion Act of 1950. (42 U.8.C.. 1871(a); 82 Stat. 360);

“(8) section 152 of the . Atomic: Energy Act of

- 1954 (42 U.8.C. 2182; 68 Stat. 943); -

o T) section 305 of the National Aeronautics and

.. Space Act. of 1958.(42.1.8.C..2457); ..

~.1(8)-section 6. of the Coal Research Development

-Act. of 1960 (30 U.S.C. 666; 74 Stat. 337);.-

“(9) section .4 of: the Helium Act. Amendments. of
1960 (50 U.8.C. 16Th; 74 Stat. 920);.-
(10 -section: 32 of the Arms, Control.and Disar-

‘mament -Act of 1961 (22 U.8,0. 2572; 75 Stat. 634);

- .*(11). subsection’ (e}. of section 302 of the. Appa-

+ . lachian. Regional Development -Act of 1965 (40 U.S.C.
--App., 302(e); 79 Stat. 5);- |

-(12).section 9 of the Federal :Nonnuclear Energy

o, Research: and Development ;'Aqt: -of 1974 {42 U.B.C:

5901; 88 Stat.-1878); -
“(13) section 5(d) .of the. Consumer ‘Product Safety
Act (15 U.8.C; 2054(d); 86 Stat.-1211); ©
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S _T-"--‘(.;14)_-sectib'n_- 3 of --the-_-~-Ac_t ‘of April 5?,;:-'.194'4 (30
. US.C. 323; 58 Stat. 191); S
. #(15) section 8001(c)(8) of the -Solid Waste: Dis-

‘posal Act (42 U.S.C. 6981(c); 90 Stat. 2829); -

© f(16):section 219 of the  Foreign' Assistance Act
of 1961.(22 U.8.0. 2179; 83 Stat. 806): ..+ *
i Y(17) section 427(b): of -the -Federal Mine.. I-Iealﬁh

...-and -Safety 'Act of 1977-(30 U.8.C.. 937(b); 86 Stat.

“(18) section 306(d) of the Surface Mining and
-Reclamation Aet:of 1977 (30 U.S:C. 1226(d); 91 Stat.

ERRTE 4:55); i 3";:.5::';,;'-.

o “(19) section 21(d)-of the: Eede_ral Fire:Prevention

~and Control Act-of 1974 (15.U.S.C. 2218(d); 88 Stat.

1548);

Lo *420) section. 6(b) - of “the':Solar . Photovoltaic
+ Energy Research Development and Demonstration Act

o of 1978:(42 U.S.0. 5585(b); 92.Stat. 2516); -+

7 14(21) section: 12 of the Native Latex Commercial-

ization and Economic Development: Aet- of 1978 (7.

- U.8.C. 178();. 992-Stat. 2533); and o o0

T *(22)--section 1408 of | the -Water: Resources and

- =Development Act: of 1978 (42 U.S.C.: 7879;-92:Stat.
: 1360)- ‘ iy -;':!Z’ sie (AT
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The Act-creating this chapter shall be:construed to take prec-

“edence over any future Act unless that Aect specifically cites

“this ‘Act and provides that it-shall take precedence over this

- *“b) Nothing in-this chapter 1is inténded to alter the

effect of the laws cited in paragraph (a) of this section or ainy

-other:laws ‘with respect to the disposition of rights in inven-

“tions made in the performance of funding. agreements with

persons other than nonprofit -organizations or small business

. firms.

“(¢) Nothing in this chapter is intended-to limit the au-

thority of agencies to agree to the distribufion of rights in

~inventions ‘made’in’ the performance of work under funding

agreements with persons other than 'nonproﬁt'- organizations

or small business firms in accorda,nce with the: Statement of

"' Government Patent Policy issued by the President on August
" 23, 1971:(36: Fed. Reg. 16887); agency regulations, or other

applicable: regulations’ or:to otherwise limit' the authority of

“agencies toagree to allow such persons to retain ownership

‘of such-inventions., ..+ 7

“(d) Nothing in this' chapter shall be construed to re-

- quire the disclosure of: intelligence: sources. or methods or to

 otherwise affect the authority granted to the: Director of Cen-

tral Intelligence by statute or Hxecutive order for the protec-

tion of intelligence sources or methods.
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4§ 2120 Relatlonshlp to antltrust laws

“Nothmg in this chapter shall be deemed to convey to
any person immunity from- civil. or cr1m1na1 11ab111ty, or to
create any defenses to aetlons under any antltrust law

(b) The table of ehapters for tltle 35, Umted States
Code, is amended by adding 1mmed1ate1y after the item relat-
ing to chapter 17 the following: S
“18. Patent rights in invention made with Fodors aserstanee )

| SEC 3 AMENDMENTS 'ro OTHER Acfrs —The follow-

_mg - Acts are amended as follows

(a) Sectlon 156 of the Atonnc Energy Act of 1954 (

US8.0. 2186 68 Stat 947) is amended by deletlng the Words

“held by the Commission or”’

(b) The Natlonal Aeronautlcs and Space Aet of 1958 1s
amended by repealmg parag'raph (g) ef sectmn 305 (42
U X0 2457(g) 79 Stat. 436). S
(c) The Federal Nonnuelear Energy Research and De-
velopment Aet ef 1974 is amended by repeahng paragraphs:

@, (h) and () of section 9 (4_2 Use 5908 (g) (h) and (1)'

&8 Stat 1889 1891)
SEG 4 (a) AMENDMENT TO TITLE 35 UNITED;
STATES CODE PATENTS —Tltle 35 ef the Umted States:

Code is amended by addlng after ehapter 18 a new chapter: ‘

a8 follows o
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“CHAPTER 19—PRIOR ART CITATIONS TOPATENT OFFICE AND
REEXAMINATION OF PATENTS

“Sec. .
**300: Rules: established by Commissioner of Patents. < v« oy Uiy
“301. Citation of art.

" :1‘302. Request for examination.;

“303. Determination of issue by Comrmssroner of Patents

1804, Reexammatxon ordered by Cormissioner of Patents
" 4305, Response or amendment by petent owner.

.. .. “306. Appeals.

-y

e e e v
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307. Certificate of patentahﬂlty, unpatentabﬂlty ‘and clarm cancella,non ST

“308. Reliance on art in court. C
‘809, Stay of court proeeedings to pen‘mt Offioe review. - .
“310. Dlsrmesal of complamt

“§ 300 Rules establlshed by Commlsswner of Patents

“IThe Comnusswner shall estabhsh rules and regulatlons

for the o1tatxon to the Offlee of pnor art patents or pubhea—

'tlons pertment to the vahdlty of patents and for the reexan-

1natlon of patents in the hght of such prlor art. pi_

“§ 301 Cltatlon of art .

| “Any person may, at any tnne vmthm the perlod of en-

foroeabﬂlty of a patent olte to the Offloe pnor patents or
_;,publlcatlons whlch may have a bearmg on the patentablhty of‘j
-any clann of the patent Promded That the person. crtlng:
3 such prlor art 1dent1f1es in wrltmg the part(s) of the samel
oonmdered pertment and the manner of applymg the same to_
at least one olann of the patent The wntmg 1dent1fymg and_
VI-applylng the same shall become a part of the off1ola1 fﬂe of._
_the patent The 1dent1ty of the person crtmg the prror art wﬂlil

be exoluded from suoh flle upon hlS request to remam:

anoNymous.
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¥ §ﬁ=302;?.Reqliest-:fOr:;éxa'm“inatibn e

' o ““Any-person may; at any-time- within. the period -of en-

- forceability of a patent; request re é_:gaminati_o'n -of :the: patent

as to the patentability of any claim thereof in the light of any

prior ‘art cited under the provisions of section. 301 of this
-chapter, by filing. in: the- Office -a -written request. for.such
- reexamination  accompanied- by -a reexamination  fee .pre-

‘séribed according:to this:title and by a statement of the rela-

tion of such prior art to the patentability of the claim or

claims involved. Unless the requesting: person is the patentee,

~the Commissioner shall promptly send a copy of such request
- and statement to-the owner of the patent appearing from the
-records ‘of the:Office at the time of the filing. of the request.

“8§ 303, Determination of .issue by Commissioner: of Pat-

et oo ents o

- o2"(a) Within 90 days following: the filing of a request for
- reexamination under section 302 of this chapter, the Com:
missioner shall make a determination as:to- whether .a . sub-
. stantial new question of patentability,dffecting; any claim -of
.the patent concerned, not; previously considered in examina-
-~ tion or reexamination: of such: claim, is raised by she: c_o.néide‘r:
ation; with or without any other prior art, of the prior art
~which has been cited in ‘relationéftol the: patent according ‘to
- section-301 :;dfz this chapter. The - Commissioner on his own

.- Initiative may make such a. determination at any time. -
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“(M) A record ofthe:  Commissioner’s: deteérmination

- under paragraph (a) of this section shall be made in the file of
“the patent,-and a. copyaof it'sent promptly to the owner of the

“4c) A: determination by the Commissioner: pursiant to

“paragraph (a) of this‘section that such a new qﬁestion of pat-
“entability is not-so raised: shall be final:and nonappealable.

%8304, Reexamination ordered by Commissioner of Pat-

““Tf; in a determination made pursuant to paragraph (a)

- “of section 303, the Commissioner finds that.a substantial new
" question of patentability affecting a-claim or claims of the
-patent is' raised by consideration of the patents and publica-

-tions-that have been cited in relation to-the patent according

to section 301 of this chapter, he shall order a reexamination

of :the. patent for the resolution of the question, and shall
‘proceed: to resolve it ‘as though the claim or elaims involved
- were- pré’é‘ent— in. a:pending: applicﬁtion; The patent- owner
shall be given:a reasonable period, not less than two months,
“after the filing of the reexamination order: within which he
'::-rhay file s statement on such question for consideration in the
. reexamination, The patentee shall serve a copy of such state-

~ment on any person who has requested examination accord:

ing to section- 302 of this chapter and-such person shall have

the right, within a period: of two months from such service, to
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1" Siibmit. & reply to the patentess’stateinent.: Any:reexamina-
tiori proceeding utider’ this*section *shall ‘be conducted with

special dispatch within thé*Office.

S e o

1748305, Respotise or aniendment by patent ownér’

5 7 “The patent owner shall be provided an opportunity in
6’ any’réexamination’ proceedinig. underthis chapter to amend
7" any elaim of his' patent in order to distinguish the claim from
"8 ‘prior art’ecited according to section 301 of this chiapter; or'in

9" response to 4 decision’ adverse fo the ‘patentability “of the
10 glaii,; ‘but no amendient énlarging the scope of a claim shall
11''be’ permitted i a ' reexamination *proceeding: under this
197 ghapter. " e e el
13 ““§306, Appeals 1 & oomiliLe s e
14 “The owner of a patent involved in-a féexamination
15 " ‘proceeding ‘unidér this chapter riay appeal from ‘a final deci-
16 “siori’in stchproceeding ‘adverse to the patentability ‘of any
17" ¢laim, or amended élaim, of the patent. =« v 17 mmi
18 “§307." Certificate “of ‘patentability; unpatentability and
Cqgah wreties dbinideancellation: e 0 ko alel wdi s 8

20° ' ““When'in ‘4 reexaiiination proceeding under thlschap

21 ter the time for #ppeal has éxpired ot any ‘appeil proceeding

99'“has’ terminated; ‘the' Commissioner” shall issie and publisha

93 " certificate” canceling any ‘claim of ‘the- patént finally  detet-

24 mined in stuch proceeding or ‘or sppeal therein to be unpatent-

25 able, confirming any claim 'of the patént so determined to be
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.patentable, and.incorporating in the patent. any: amended
~ claim.thereof so determined to.be patentable. ... - ..

“§308. Reliance on artmcourt

“Ne. patent o, (printed):publication may be: relied- upon

. as:evidence or nonpatentability in.a civil action involving an

vissue of validity "‘f,or--in.fri.ngement.. «of a patent unless. (a) the

patent or. publication was, cited. by or. to the Office during

.-prosecution of the application for the patent, or.was submitted

for-consideration-by the. Office. in. accordance with sections

5301 and 302 of this chapter and.was actually. considered. in
- accordance ‘with section: 303, .or (b) the. court, upon motion,

concludes such -submission and reconsideration.to- be un-

necessary for its adjudication of the issue. of validity .or

Linfringement. i oo __
5. .~:-.;:a“_The-limi..taﬁion provided by this section. shall apply.in |
_ any, civil. action in which 2, pleading presents a.claim for in-
fringement or for adjudication of; the: validity of a. patent,
. upon:the-basis.of the: contents. of the patent file as it: existed

on the date of the filing. of such.pleading, excepting that a
+party may rely upon a patent or publication cited later, and
L:.upon. the-final determination. had on.a.request. for reexamina-
1 tion: in the light of such patent.or. publication if such.patent: or
_:--,:publi.catioxk%was; cited and.such request: was filed in:the. Office

. within the periodof a stay.ordered by the coirt in accordance

AT e e T



-

© w W\ ., Ot R W W

G T R YO T (O L B - B~ S T S S T e i O ey
R W R R S T e A o Ot W = O

31

_“§309. Stay- of court proceedings. to.permit Office review

.+ “(a) Any party toa civil action against whom. a pleading

. presents a claim for.infringement or for adjudication of the

validity of a patent shall ‘have the right, by. motion. brought

before any responsive pleading, to. secure a stay of :all- pro-

~ceedings in the.action by order of the.court for a period, not
‘less. than four. months, sufficient .to- enable such. party -to
. search for and cite patents. or publications considered . perti-
.- ment to the patent.and to request reexamination of the patent
in view of such prior art:according to sections 301 and 302 of
-this chapter. If such party Ifgilesa-'request..for. such. reexamina-
_tion in the Office -aﬁd..;is,erve.s_ aﬁd_; files a copy of it in the .

- action within the period of the stay provided by such order,

the stay shall be extended by further order of the court until

- at least 20 days after the final determination of the request

for reexamination.

“(b) The court, on motion and upon such.terms-as are

- Just, may at any time Sftafylxthe;z)rooeedings 1n a civil action in
: Which-;the.; validity of a patent is in.issue for a period sufficient
- to enable the moving party to cite to the Office newly discov-
1. ered additional prior art.in the nature of patents or.(printed)
- publications and _;tou;s,é,,@uxq final sd&terminanipn, of a-request for
‘reexamination of the patent in the light. of .such:additional
;- prior art, provided the.court finds that suchradditional prior

~art, in fact; constitutes mewly.:discovered evidence:-which by
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* due ‘diligence: cotld not have: been”discovered in-timieé to ‘be
“Gited 6 and ‘considersd by the Office within ‘the period of a
‘stayof ‘s'ﬁéﬁ.fi‘p"’ro"céedingé"'tliat--lﬁérs : br-i‘ébulﬂf'have been secured

“acecrditig to subséctioii () of this Séction.

| “8310. Dismissal of complaint’s v/

24T ‘party or parties whose' ¢omplaint cominencing' a

civil action’ Iifeséilts?a-‘cla:i’rti for infringement’ or for adjudica-
~tion ‘of -the validity of a patent shall have the right, by notice

served ‘upon’ the other: party or parties and filed in the action

at any time within the period of ‘a stay ordered by the court

“pursuant to section 309 of this’¢hapter, to dismiss‘such com-

plaint -withiout' prejudice and ‘without “costs to aiiy ‘party:”.

 ':"' 8Ec. 5. Title 85 of the United”States Code is- hereby
< aménded as follgws: ==t v Donntians sl e L

0% SR ‘=--?6'."*‘Sectioﬁzf--l”i's;'irepéal’e&f andthe following' is

inserted in lieu thereof:

“§ lEstabllshment T ATI R T E O
i “The Patént and Trademark Office;  referréd to in this -
chapter ‘as the’ ‘Office’, "shall ‘be an ‘independent 5'aigeﬁéj,
“where ‘records; books, ‘drawings;: specifications, ‘aiid other
opapers and - things pertaining to patents ‘and’ to ‘trademark

) “registrations shall be kept and ];)'1*e.s'e'*,riv'f:i'd,E ‘except ‘a5 otherwise

M

-'Vldédil“)y'?lavirif’i}: cinonl demlgd of

“t {USEGT Sectionl 3(a) is amendeéd by striking out ‘the list
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~'Commissioner: shall beiithe{Chief | Officer-of :the: Office and

shall be a'person of substantial experience ini:patent. and

: tradeimark matters: The Commissioner shall: be. appointed for

a.fixed term:of: si_Xz years:and-'shall be:removable: from -office

by the President for good: cause:.The: Commissioner shall ap-

‘point all:other officers: and employees-of the Office. s - 0

SEC. 8. (a) Section 3(b) is repealed. ' .

(b) in section 3(c) the' words “Secretary of Commerce”
are struck out and the word ‘“Commissioner’” inserting in lieu
thereof, and section 3(c) is redesignated as section 3(b).

(¢) In section 6, the words ‘“‘under the direction (;)f the
Secretary of Commerce” and ““subject to the approval of the -
Secretary of Commerce’’ are struck out wherever found.

(d) In section 7, strike out “Secretary of Commerce”
and insert in lieu thereof “Commissioner”. |

(e) In section 31, strike out,. “subject to the. approval of
the Secretary of Commerce”.

(f) In section 181, the third paragfa,ph, in the last sen-
tence strike out “appeal to the Secreta,ry. of Commerce”” and
insert in lieu thereof “a right to appeal from the order under
rules preseribed by the Commissioner’’.

(g) In section 188, strike out “Secretary of Commerce”
and insert in lieu thereof “Commissioner of Patents and

Trademarks”.
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12 «:1i8EC. 9. Bection 1511(e) of title 15, United States Code,

1srepealed apms elaabolm Geoaoesn ol

‘510 8SECw 10:: This-Act and-the: amendments made by this

~ Act-shall: take:effect one hundred and eighty days after the

- date ofutitsi"-en'actmént-,% ‘except:that the regulations referred to
in seétioﬂﬁif‘?,-‘s or iother - implementing - regulations, may be
issued priorrto that time:« ¢5 00 corllet o "
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