
I

96TIF00NGRiESS' "'H;;;,fR'"".:<6':····.5.···.·.····3···· '3':,
2n SESSION .. f.·. . '. f .·f: , "• •

Amendments to title 35, United States Code, to e~tablisha"llniforlll]i'ederal
patent procedure for small businesses and nonpr?fi~ o~galli~~ti~ns, t?iJnprove
the administration of the patent and trademark raw,s,~yalltb'~rizi11greexa.
mination, and for other purposes. '. . '..' '"

IN THE HOUSEO~RE:PRESENTATfvES'

FEBRUARY 19,1980,'." ..... ,...".'

Mr. RAILSBAOK introdnced the following bill; which was referred to the
Committee omtheJwliciary

.~

~'(;f'

,A:nBIL,L·,·,
Amendments· to title ,35; .JJnited"States' .,Oode;' .to' .establish a

,.1lWonn .:F'~d~ral, P~~l\~,tPtQpe~we, for ,sIllanhu~iIlC3sses ap.d
,. nonpro~torg~~iz~ti~~s,' toimprove the~dminis~ratiollofthe

patent an.dtradema:rk la:;s; by authorizing reexariliIlation,

and:for other purposes;

Be .it 'iJ'ndbter1 bll: the'SiJhdi'liartd'ifdris'J' 'bfRJ'pre1enid.

2 ii,veSoliliiJ" U'nited SiatiJ$N'AfueRMirt'CdftrFress ;a~lIefnblJd,

"3 Thlit fliis 1\!c't nuiy be cited ;~F"'l'he'I)atenti:rJa wAffierid­

4rnerlts'i6f 198b';.

.. ,5' 'SEO.2..,'eM'" AMENDM1!JNT" TO'l'IT:L1!J .35;" UNITE±>

,"6 81'AirEs C6bE,'PA1ENT's.'·' 'Tifie'S5'· 'Of the 'UIlited ", Stat~s

1,1__--'- _
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"Sec.
"200, I!?licy and object\ve,
/'201. DefiDitions. ..:,

.',i202,Diipi;Siti';il';iri~h;;' .
."2dS, MarcH:in lights',
"204. Return of Government investment.
"205, Preference for United States industry,
"206, Oonfidentiality.
"207. Uniform claus{;s-'and'reguiatioiis~--

"20S, Domestic and foreign protection of federally owned inventions,

"209,j:teguJa\\onsgov~r;in!; J1;e4e!al}ic~!,",i!,g, ..•.. '. { .::
"210. R'elitrictions:,oii'-licensing- of 'federally' dwned':inv'eiliions-. i

"211. .. Precedence of chapte:r,~

"212, Relationship to antitr«itiaws;

I

1 Code is amended by adding after chapter 17, a new chapter
I

2 as follows: I

I

"OHAPTER1S PATEN:T RIGHrS~IN INYENTIOiSMADE WITH c

"',FEDERAL ASSJSTANOE'
";::::,:0::_) i:':",_,,;,ji ;\':\,:g;:;E*_:,:,~DY .;.:/? X;;:;" }';:;'" ::<;

I

3 "§ 200. Policy and objective

4 "It is the policy and ohjective of the Congress to use the

5 patent system to promote the utilization of inventions arising

6 from federally suppo£te~}~~~~cMgt development; to encour­

7 .• age .maxiinuniparticipaiion.ol·smalLbusirie'ss firms. in federal­

8 lY~llppottedr~l3e3xbharill·}a~v.efo'pine·ntUlo.rts; '!t6pl:6mote

9 '. collaboration between commercial concerns .and nonprofit or-
," :-;...; ',"', -.: ''- ·i'·:·'·,····'. ',._'._._.' -,' .. :- '-, .:- '" .. '-' ',' '. ',,-',' ,','", '.,',.. t." "", ,'Y ..; ..... ,:~ ::. ..' d',.. ..

10 ganizations, including universities;to.ensure:thatinventions

11 .}n!1<llJ ,by nonprofit organizations. ana. sD;l!111 PllsinlJSS firms are
( .....,., ,,:.:<."" .'.' '.'-', .. >".; :.. "" ':.c., ".',","': " '.>'" ","",'. "",.' ..","",'.,-.' .. " .',,__ ,

12uslJ<l. in !1marmeI; to.pmmote frfje. complJtitionlj;nd.entlJrprise;
,,';.",", ::"'.' >-',.', .,.,:...... :., :...., .,',.'J \,) ..,,'," ",,'.J,:: \-:"'.; ".;, ..,-- ".''.' ,'.' .'. ,.<>.\ -- J .- ,,:.,.:, "~'" "',__' ..;'.' d'",..' ":,,'.",'

13 to prOplptfltl:wcommercialization;an<l.pupljc .Jl+vaillj;bilityof
J'" ,'_, ',', .,. '.,. ,. .,',':,', ,.' .',.... .. """. ',·i'·.. -, ,.. ; " .. ' '.".' .,., ),' " ,', ...., " .c" ,".' ,,'., '.... '. '__ ' .'

14 inventions made in the United States by UIlit~~~~~~~s.Wdlls­

115 ,tI;y; andlabor;.to fln~urfl tP!1t.the(1ov;er;nment. ob.. tains suffi-
"'.- .. ,,." ","'.:' ',' .",.' ,; ..... ,c .......,"... __'.",,; ." .. ' .. ' ......" ... ,... . ..C·",,> ,',''-',

16 .cient rigpt§in;..fe~fJrlj;nYisuppqr.te.dinveIl,tions to,rnlJet t\le
,',.,:. '..... J ',',: '.' ,,:, ...' ,"._. ".."',' '... ' __,''-'' ",' ...... ,:" "'.",., ".,. .' ..... --".' ...' ..'.',"" ,·'c.·, ' .. '. '.'

17 needs of the Government and protect the public against
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1 nonuse .or unreasonable ,:use of inyentiofi,s; and to, minimize

2 the costs of administering policiesoin.,this area. L,

,3 ~'§ 201. Definitions

4 "As used in this chapter.",."

5 ,H(a)The term 'Federalagency'mllans any execu-

6 tive agency as. defined in section 105 of title 5, United

7 States Code, and the military departIIlentsas defined

8, by section 102. of title5,.. Unit~!l;States,codll'

9 "(b) .The term. 'funding, agreement' .means any

10 contract, grant, or,. cooperative, agreement.entered into

11 between any Federal agency' and any 'person for the

12 performance of experimental, developmental, or 'rec

13 search work. funded in .whole or in: part,bytlle Federal

14 Goyernment. Such: terms includes. any assignment, sub-

15 ' stitutionotparties;ofSllbcontract .ofany ,type entered

16int,?Jor.the performance of experimimtal,developmen-

17 tal, Or research work under a funding,agrllementas

18 herein defined.

19:,,(c)ThE( term'contr@tor: means any person that

20 isa patty to a fundingagrllement.

21."(d)The tllrm 'invention;meansany inyention :01'

22 diSCOYllry which is or,may be patentable or otherwise

23 .,protectable:undllr!thistitle.

24 ,,(ll) The/term 'subject! inyention' ! IIlllMS any inc

25 vention of the contractor conceived orJirst:actually re.~



/ 4

1 ' duced ,to practice in' theperformance:'Of wode under a

2 fundingagreemertt.

3 "(f) The term 'practical application/means ito

4 manufacture in the case: 'of acomposition or product, to

:5praeticeinthecaseof'aprocess oimetliod, or to oper­

6ate iin:'t@,'ca;seof:amachine or system; a:rid, in each

case,urtdersuch'conditionsas .to establish ,that the in-

8 veritionisioeinglitilizedand that its benefits are to the

, 9' extent permitted: by law or: Government regulations

10 'availableto the 'publicon reasonable terms.

11 ::"(g) The term'made'when· used in relation to

12 ariy:invention means the conception or first actual re­

duction of: practice of such invention'.

14 "(h)The term 'small busirtessfirm'means a small

15< business concern as defined at section 2 of Eublic Law

16 85~536 (15U.S.C; 632) and implementing regulations

17 of the Administrator of the Small Business Administra-

18 tion.

19 "(i) The termw'nonprofit organization' means uni-

20 versities and' other institutions of higher education .or

21 an 'organization of .the type described in section

22 501(c)(3):oftheInternal Revenue Code of 1954 (26

23 U.S.C. 501(c» and exempt 'from taxation under section

24 501(a) .of thecInternaI Revenue Code (26 U.S.C.

25 '501(a;).
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1 "§ 202,Di~p()!!itiQIlof right!!'

"(a) Each nonprofiiorgartizationor s;rn.allbjlsifillSS firm

;rn.ay, within a ;reasonable; timeafterdieglosure,as reqjlired by

paragraph, (c)(l). of;,this ;section, ,ele<Wto; ,retain.,title to any

subject· invention:" PTQ'pid~d, how@.pc'T',;;Thatafundingagree­

mentmayproyilieother}"ise (i) ",hen the funding agrM;rn.ent

is for the,operationofa ;GoVel'l1l1lent"owneli res!Jarchor pro­

duction facility, (ii) in exceptional circumstances ,wh.en; it!s

determined by the agengy that restriction, or elimination of

the right to retain ,titktoany sJibject invention wilLbetter

promote the policy and objectives of this chapter, or (iii)

'whenjt isdetetmin:edby a (l-overnment.authority whichjs

authorized by statute or Executive order to conduct,foreign

intelligence orcounter;iJltelligenceactivitiesthat the restricc

tion ,or eliInination of "the right to retain" title to any, subject

invention is. necessary to protect the, security of such actiyic

ties. The rights of.thellonproi'itorganization or smallbusi­

ness firm .shall be subject to the provisions ofparagraph;(c)of

this section and the, otherproyisions of: this chapter, ;;,

"(b)(1) Any .determination.1inder(ii)of paragra,ph'(a).of

this section shall bfljnwritingand,a(JcoIhpaniedby a written

statement.of facts justifying the detflfJ:nj.nation, ,A copy of

each such determination and jjl~tification;shall;besent.to thlJ

Comptroller General ofthelJniteliStateswithin thirty days

after thea,ward ;oLthe,applicable; fundiIlg,agree;rn.ent. In the
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1 case of determinations applicable to fUilding:agreerhf'mts with

(:2 small:business firms copies shall·alsobe·seIltto the Chief

3 Counsel for Advocacy of the Small Busirtess Adrhirtistration.

4 "(2):iJftheCbmptroIM General believes that any pat­

··5 tern of deterrhillationsby a Federal agency is contrary to the

::6 policy and objectives ofthischapter or that an agency's poli­

··7 cies' or'practicesiareotherwise 'not:incollformancewith this

8 •chapter, the' Comptroller General sha11 so •advise the head of

9 the agency. The head ofthe agency shall advise the Comp­

10 trotler General in writing within one hundred and twenty

11. days ofthat action, if any, the agency has taken or plans to

12 take with respect to' the matters raised by the Comptroller

13 (General.

14 "(3) At least once each year; the Comptroller General

15 shall trallsmita report to theCoiriiriittees on the JUdicil1ry of

16 .the Senate and House ofRepresentatives on the manner in

17w'hich thischapter:isbeiiigimplemented by the agencies and

18 .Oil suchother'aspects :of·:Government· patent policies and

19 practiceswithtespect: to federally ·fuIlded··irtventions as the

20;' Comptroller .General: believes :appropriate.·

21 "(c)'EacMundingagreeirientwith l1 ismallbusirtess firiri

22 ornonprofitorgallizatio:ll shallcdntain appropriateprovisibris

23 to effectliatethe follow'iiig: .

24 i i. ii;~'(l) iiAil'eqIJiremimt that itheconttactor :·discIOse

2:5 ieach's\lbje:ctJiIlveiliion{toItheiFederal'··agenc'ywithiiia



7

reasonab,letjme/afte:r. it .. i~ .m~de ;a,nd•that the Federal

.2G:PYlirnme;nt:)]}~x:rectliv;etitltl·to .ll:nysp.b,jtlct invention

.,3 ..·,,;not rePortedtpjt;~thjnsuclJ"tjme., ..

4"~2) 1\.,requirement)tlJ,~t tlJ,ecpntractor make an

.··5 electio;nto r-gtain;title· to.anysl\bject inYtlntion within a

... 6 reasonable. time after disclosure and that the Federal
,.' '. ',,' ,_. '_ .. - , ',.'" .. _,'.' .. _'."', ,_, - .. , ,'..... ,' ',', , ' 0 •• -,,' '._ .. "

7 '.Goyernmentw,ay rec.eivetitle .. toanysubject invention

8/inwhichthe.cp;ntractordoes;notelecttoretain rights

9 or fails to elect rights within such time.

10 .. "~3) 1\.requirtlment ..tlJ,a,t a eo;ntractor electing

11 rights file p~tll;nt applicatipns within. reasonable times

12. andthattlJ,e~ederaLGovernment maYi r.eceive title.to

13 any subje(jtiIiventions in. the. United States or other

14 countries. in. which •. the. cOntractor .l;J.as.not .filed patent

15 ~ppli()ations. pn .•.• the .. subject ,i inventio.ns .•.•within such

16 times.

17 "~4) With respect to any inventionjn,which the

18coIitmctprelectsirights, the Federal agency shall have

19·. ano;ne",clusjvei .nontransferable,.,jrrevQcab,lenpaid-up lif

20 I!tlnse··tp.practiceorhaye practiced foror.on behalf ·of

21tl;J.eUnited St~te.s any.subje.ctip.vention.throughout the

22, 'wo:rld,.~ndLmaY'i ;.i;f'fproyided.ill.; thedunding.iagreemeIit,

2.3 ·'o;lJ,aYll•.addjtio;n~lirig:4ts,tp s\J;blicensei'any foreign govern-

2:'1..;; 'llllint. oriJ;(terJ.latjoIiabp:rganizll,tion.pJlrsuant to any e1("

25, '.. i~ti;ngi\Ol~ ,fp.tl\r.e i itr~atY'Pl\ill,greement; ii'
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"(5) Thelright 1of theiiFederaligeilCyito require

·2' periodic reporting-im theutiliiatiorfi·Ol"effortsat obtain-

3 ing utilizationthat'arebeingfuadebyitM contractor 'or

4 hislicertseeS i6r as'sigilees:Pf6viaed, That any such in-

5 forIIlationIIlaY"be' treatedby,the'Feder'al' agency is

CbmIll~rcia:l'and .. finandial" iD.forIIlatioft· (obtained from a

7·· person' and>privilegediand' confideritialafidn.ot subject

8 'todisClostil'etiiidersectiOfi 552>oftitle '5i of the Unit~d

9 States Code.

10' ~'(6) An obligation' on the p:trtM the contractor,

11 in the event a UIlit~d)StatespateIltipplicition is filed

12 by or on its behalf ,. orbyiaIly;il!ssignee'bf )the contrac"

13 Wr,tb'include within thespecificatiortlof stich applicac

14 tion and anypatent·issuirtg;the'reon, a statement speci"

15fying'that the in'ventionwasmader,with'Government

16 support and that the Government has certam rightsm

17 theinventiolli;

18 "'(7) Inuthe"case' of'1l:nOnprofltiorgaIllzation, (a}ia

19 prohibitionupon"the;;assignIIlent;Qf·rights toa subjeCt

20 invention; ill the United States iWithQut} thefiapproval fbf

21 the FederaVagency,dexcept where such issignmentis

22; .··;made f W"aI1i 6rgan'ization;wh!ch'ihasfi asbrteof its pH::

23 ,maryl fllnctions ')tIremarillfge':tn'ertP(<'Jfbinverttions ani!:

24; 'whichfis'rtot;itse1f;fiengagedAriiot'id6es;nothold a sub::

25 stantial interestuinotherorga'nizatibhsuengaged in the'
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1 mltnufltcture or sale qtproducts or the use of processes.

2 that might utilize the il.lyentionor be in competition

3 with embodiments of the invention (provided. that such

4 assignee shall be subject to.thesameprovisions as the

5 contractor); (b) a prohibition against the granting of ex-

6 clusive licenses under United States Patents or Patent

7 Applications in a subject invention by the contractor to

8 .persons other than small business firms for apenod jn

9 excess qftheeltrlieroffiveyears from first commercial

10 sale or use, of.the invention oteight years from the

11 date of the exclusive license excepting that time before

12 . regulatory agencies necessary to obtain premarket

13 clearance. unless, onacase-by-case basis, the Federal

14 agencyapprqvesa longer exclusive .license. Ifexclu·

15sive field of use licenses are granted,commerciaJ sale

16.01' use in one field. of use shall not be deemed commer"

17 cial sale or use as tq .other fields of use, and a first

18 commercial sale or use with respect to a product of the

19 invention shall not be deemed to end the exclusive

20 period to different .. subsequent.products cqvered by tlw

2.1 invention; (c) a requil'ement that the contractor share

22 royalties with the inventor; and (d) a requirement thltt

23 the balance orany royalties or income earned, by the

24 contractpr with respectto subject inventions, after pay"

25 mentof exp!(nses (including payments to inventors) in-

H.R. 6533-ih--2
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12 "(e)Inanycasewhena Federa.lemployeeisa coinven­

13 tor of any invention made under afundingagreeII1ent with a

14 nonprofit organiza.tion'orllma'u business finn, the Federal

15 agency employing such coinventor is authorized to transfer or

16 assign whatever rights itrnayacquire in the subjecfinvention

17 from its employee to the contractor subject totM conditions

18 set forth in this chapter.

19 H(f)(l)No funding a.greernentwith a sII1allbusiness firin

20 or nonprofit organizationllhallcontaina provision a.llowinga

21 Federal agency to require the licensing to ,third parties of

22 inventions owned' by the contractor that are' not subject in­

23 ventions1lnlesssuchprovision has been approved by the head

24 of the agency and· a Written justification has' been signed by

25 the hea.doftheagency. Any such provision shall clearly state
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1 wlletherthelicensing fuayberequii'ed in connectioriwith the

2 practice of a; subject invention, 'a specifically identified work

3 object,· or both. The head of the agency may not delegate the

4 authority to approve provisions or Sign justifications required

5 by this paragraph.

6 "(2) A Federal agency shall not require the licensing Of

7 third parties under any such provision unless the head of the

8 agency determines that the use .of the invention by others is

9 necesSary fotthepractice of a subject invention (}rfor the use

10 of a work object of the funding agreemehtand that such

11 action is necessary to achieve the practical application of the

12 subject inverttiortor work object. Aliy such determination

13 shall be on the rec(}rdafteran OIJPortunityforan agency

14 hearing.Aliy acti(}ncoIlimenced for judicial review of such

15 determination·· Shall be br(}ughtwithirt siXty days after notifi­

16 cation of such determination.

17 "§ 203. March-in rights

18 "With respect to .arty .Subjectinverttion in which a small

19 businessfiI'Ili or nonpr(}fit orgariizatiori hasacquii'ed title

20 under this chapter, the Federal agency under whose funding

21 agreement the subject invention was made shall have the

22 nght,in accordance with such procedures as are provided in

23 regulations promulgated hereunder to require the contractor,

24 an assignee or exclusive licensee of a subject invention to

25 grant a nonexclusive, partially exclusive, or exclusive license
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F "§204: Return of Governinent•investment

2 "(a) If after the first United States patent application is

3 filed on a subject invlmtion, a nonprofitotganization, a small

4 business firm., '01' an assignee of a subject invention of such an

5 organizationorfirm to whom such inventionwasassigriedfor

6 licensing purposes, receives $70,000 in gross income for any

7 one calendar year frolll the licensing()f a. subject invention or

8severa:l related subject inventions,theUmtedStates shall be

9 entitled to 15 per centum of all Income in excess of $70,000 .

10 fotthatyearother than any such excess incomerecei,,~d

11 under nonexclusive licenses (except where the nonexclusive

12 licensee preViously held an exclll.siveOr partially exclusive

13 license).

14 "(b)(1)Subject to the proVisions ofparagraph (2), if after

15 the first tJnited States patent application is filed on a subje~t

16 invention,a nonprofit organization, a small businessfirm,or

17 an assignee of a subject invention of slich an organization or

18 firm, -receives gross -income of $1,000,000fora.ny -one calen­

19 dar year on sales of its products ernb()dyi:llgor manUfactured

20 by a process employing one<or mOre subject inventions, the

21 United States shall be entitled to a share, the amoUnt of

22 which to be negotiated but not to exceed 5 per centUIIl, of all

23 gross income in excess of $1,000,000 for that year accruing

24 from such sales.
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1 "(2) Inno!'lvent$hal1.theUnjted Stll-te$be,.!'lIltitled to

2 •a.nll-lllpunt .great!'lr than. that portion.of th!'l Federal funding

3 under tl1e. ,~ding agreement or agreements Jillder which the

. 4 subject invention orinyentionswas or were made expended

5 on,actiYitiesrelated to tl1e .makingof the invention or inven­

.6 tions less any ampJillts receiveq by theJlnited States under

7 subs~ction(a) of this. section. :In. anY case in whichmore than

8 one subject. inventiop. is. invplved,. no. expenmture. funded by

9. the Unite.dStatesshall be counted more, than. once. in. deter-

.10 miningtl1e IIl,aximillIlamOJillt to which. the. United States is

11 ep.titled.

12. '.'(c). The Director oftheOffice ofFederal Procurement
" ....'"'_., .. ',' ',' _,_., .. ,. _,' i', .... ", i_, ",_, ......

13 Policy is authorized and directed to revise the dollar. amounts

14 in supsecti0Ils (a)alld. (b) oUhisseptio:llat lea$t,every three

~q years jn light ()fchang~~ to theConsumerI'rice Ind!'lx or

16 other inwces which the. Director considers reasonahle to use.

17 ."(d) The entitlement of the United States under $ubsec-
"'.' ,i,; .'.' .'0', "', " .- " .. ',_ ,' .. _ -,' " __ ,,_, ' ..

18 tions (a) and (b) shall. cease after (i) the United States Patent. .. .. , ,', '" ," .. - ,-,.,', -, ., - "'", .. .. .. ..

19 ,aIlqTrad~mar1l: Qffice iS~ll11s a final.. rejection of the.. patent

20 ltPplicationcoyeringtl111 subject invep.tipni (ii) the patent cov­

21 ering the subject invention expire$, pr(iii) th!'l cOIIlpletion of

22 litigatipn (incllldingll-ppeals)inwh~chsllch a patent is. finally

23foundtoh!'l ip.valid;
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1"§2()5,Preferen,ce f9l"UnitedE;tatesindustry

2 "Notwithstanding any }ltb,er provisionoUb,is chapt13r,

3 no small business fiI'Illornqnprofit 9rganizatiollwhich ~e­

4 ceives title to anysubje(jt)nyentionandnoassigne13of any

5 such small businessfirIllor n9nprofit9~gani:lation shall grant

.6 to any person t4e ex:clusiverigh.t .to use qr sell any subj~ct

7 invention.in the United States unless such person agfl~es th..at
",' ',." .' .. , .. ',- ..•. > ,','., '. .." ,"," ..

8 any. produ(jtsembodying the~ubjectinvention ,or produced

9 through the use of the subject illventioll will be mallu,fl\.()tured

10 substantially in the Uniteq States. However, in illdividual

11 cases,the requirement for suchan agreement may b13 waived

12 by the Fedtjral agency up.deI' whose .fundillg lJ,greemeilt the

13 in.vention 'Yasmade upon a.showillg ~YJhe smallbu,sine~s

14 firm, nonprofit organization,ox;assignee.that reasonable ~ut

15 unsuccessful.efforts hl\.W be.en made to grant li(jellses on siIll­

16ilarttjrmstopqtentiallicells13es thatwrmldbe likely to man)l­

17 facturll .. substantially in .th13 JJnited State~ .,. qr tb,lJ,tunder the

18 circJlIllstances domestic mlJ,lluflJ,cture is not ..cqmmercially

19 feasible .•

20. 't§206.Confjden,tiality.

21 ."Federalagencl13s are au,t4orized. towitl:lllold from di~.­

22 clqsuretqthe. ,public information.disclosing.anyinventionrjn

23 WW(jh t4e,:l)'ederal GovernIllent qWlls or.may qWll a rigb,t,

24 titl13, or inter13st(including.!hnOllexclu,~ivelic1311se)Jor a rel!-­

25s0Ill\.~le ,time. in. or;q13rJora.patentl\.pplication;to be filed." .0 ,.' .. ... ',,' .. _ , .. ,', .';" '.,'._
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1 Furthermore, Federalagehcies shall notbe required to re­

2 lease copies ofany docufuent which is part (){an application

3 for patent filed With the United States PateIltandTrademark

4 Office 01' With any foreigllllatent office.

5 "§2()7. UniformClausesllnd regulations

6 "The Office of Federal ProcUrement Policy, after re­

7 ceivrng recommendations of the Office of Scie1lce and Tech­

.8 nologyPolicy, mayissueregtrIations whichIIlay be made ap­

9 plicable to Federal agencies implementing the .• provisions of

10 sectiolls 202 through 205 of this chapter alld the Office of

11 Federal PI'ocurement Policy shall establish standard fundihg

12 agreement provisions required under this chapter.

13' "§ 208. Domestic arid foreign protectiori of federally

14 owned inventions

15 "Each Federal agericyis authorizedto-:

16 "(f) apply for, obtaiIl,aridIIlaintarn patehtsor

17 other forms of proteetionrn theUn.ited Statesahdin

18 foreign countries on rnventionsm which the Federal

19 Government owns a right, title, or rnterest;

20 "(2) grant nonexclusiveiex!Jlusi-v'e,oI"partially ex-

21 . clusive licenses undet' federlllly owned· patent applica-

22' tions, patents; or otherfoI'IIls of protectiOIl obtarned,

23 royalty-free or for royalties 01' otherc()nsiderati6h, alld

24 OIl such terfus alldconditiohsi ·rncluding the grahtto

25 thelicellsee .of the right of·· emOI'CeIIleIltpursuan.t to the
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1 "'(bjA Federah~getrcy:shaWnotmallygrahtthe right to

2 use or sell any federallyo-wned:itivllntionin,the'TJnited States

3 dnlf to'Il,'lic~rlseethatragreesthatany'prddilCts embodying

4) "theinventio[nor ptdduced,through the 'use· of the inventidn

5 Will be1Il~iiiifactuted substantially in the United States.

6 "(c)(1) EaclrFe'detal;agendymaygrantreiclusivedr

7partiallfexclu'sivelic~IiseslIianyinventionchvered by a fed­

S' erally (hvneddomesticp~teiitotrpatentapplication only if,

9 after pUblic notice llrld.opp'ottuJ1ity;fotfiling; written objec-

10 tions, itis;detetfuiIied'that, <n', ,

1'1 "(A) the intetestsof the;Fedetltl'Govefument and

12 the public Will best bti served by .the propQsedlicense,

13 in View Of the applicant'sm.tentions, plans\andability

14to>btIng the invention to practical application or other~

i5 wrse>ptomote the;in"ention's utilizll;tion by the pUblic;

16 "(B) the desired practical application has not been

17 acrne{.ed, or is 'uot likely expeditiously to be achieved,

18 under anyiionexchlsive liceIisewrnch has been

19 granted, ot>whiclrmayMrgranted; on theinventioll;

20 "(0) exclusiveorpattially exclusive licensing ISla

21reasonable';and necessary incentive to ··callfotth the in-

22 vestmeiitof risk capital and expenditures tobririg the

23 invention topractic3Japplication or othetwlse'promOte

24 . the invention's utilization by the public; and
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1 i/i(D) the' proposed terms and..scopecof exclusivity

·2 are) not greater) than reasonably l1.eCessaryto 'provide

3 the incentive forbringiri'g the irivention to,practicalap-

4 plication or otherwise ipromote '. the) invention's mtiliza-

'5tiOIl:bythe'publim

6 "(2) A Federahi,gency shall not grant such exclusive or

7 partially exclusive license under paragraph (1)of:this subsec­

8 tionif it detennines that the grant of stich license will tend

9 substantially to lessen competition or resultiri mndue;concen-

10 tration iri any section of the COlintry iriany line Of commerce

11 to which the technologytobelicensedrelates, or to create or

12inairitairi other situations inconsisteritwith theantitrustJawsl

13 "(3) First preference in the exclusive orpartially.exchl'o

14 sivelicensmgof federally.owned inventions shall go to small

15 business firms submitting plans that are' determined by the

16 agency to be'within the ()apabilities of thidirmsand equally

17 likely, if executed, to bring the invention to practical applica"

18 tionas any plans submitted by applicants that am not small

J9 businessfirrirs.

20 "(d) Mter collsideratiQll.of whether the•. lrlterests of the

21 Federal Gpvernment,or United States iridustry;in foreign

22 commerce will be enhanced, any Federal agency may grant

23 . excltisiveor partially exclusive licenses in any invention cOy"

24 eredby a foreign, patent application orpatent,.after public

25 'notice .and opportunity for filing written objections, except



2.0

1 that a Federal agency. shall not grantsuche:x:clusive or par­

2' tiatly. exclusive licenseifitdetermines thll,t the grant of such

3 license will tend substantially. to lessen competition or result

4 'iriundueconcentrationin any. section of the Uniteq States in
. .

5 any. .lirie of commerce to which the technology. to be licensed

6 relates, orto Create or mairitairi other situations inconsistent

7~thantitrust laws;

8 "(e) The Federal agency. shall maintairi a recordiof de­

9· terminations to grant exclusive or partially. exclusive licenses.

10>"(f) Any. grant of a license shallcontain such terms and

11 conditions as the Federalagency. determines appropriate for

12 .the protection of the iriterestsiof the Federal Government and

13 . thepublic, including provisions for the following:

114 '~(l)periodic reporting on the utilization or efforts

15' atobtairiingutilization that arebeirig made by. the lie

16 censee ,with particular· reference to the .plan submitted:

17' 'Providlid, That any. .such. information may. be· treated

118 "by. the.Federal'agency. as commercialandfiriancial ih-

19 formation obtained from a person and privileged ahd

20con:fidential and not subject to disclosure tinder section

21· 552 of title 5 ·ofthe UnitedStatesOode;

22··::"(2) the right of the Federal agency. to terminate

23 ' "such license iriwholeoriri part if it determines that

;;Wihe.licenseeisnote'lf,ecuting the plan submitted with

25" iitscrequestfdf a license and the licensee cannot other"
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1 Wise demonstrate to the satisfaction of the Federal

2 agency that itl1as taken orcailbe expected to take

3 . Within ·a reasonable·· time, .. effective steps to achieve

4 practical application· of· theinverttion;

5 "(3) the right of the Federal·agency to terminate

6 snchlicenseillwhole or inpatt if .. the licensee is in

7 breach of ailagreementobtaiiled pll.rsnant to paragraph

.8 .(b) of this sectioll;and

9 "(4) the right of the Federal ageIlCY to terminate

10 the license in whole or ill part if the agency determilles

11 that such·action· is Ilecessary to meet requirements for

12 public use specified by Federal regulations issued after

13 the date of the licellse'and suchrequii'ements are riot

14 . reasonably satisfied by the licensee;

15 "§ 211. Precedence of chapter

16 ' "(a) This chapter shall takeprecederice over any other

17 Act which Would tequirea dispositiort ofrights in subject

18 inventions of smallbnsiness firms ()rnonpr()fit organizations

19 contractors ina manIlet thatislhCOIlSistent With this chapter,

20 including but not necessarily limitedto the following:

21 "(1)sectio1l10(a) of the ActofJurie 29, 1935, as

22 . added by title 1 of the Act of August 14, 1946(7

23 U.S.C. 427i(a); 60 Stat. T(85);

24 "(2) section205(a) of the Act ofAugust 14, 1946

25 (7 U.S.C.1624(a);60Stat.1090);
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,1 "(?)sec#on 501(c) of the,]'eql:lral,Mine Safety and

2· Health Act ,of 1~'77 (?(lU.S;C; 9fjl(c);83 Stat. 742);

3 ~j(4).sl:lction 106(c) ()f..the,~ational Traffic and

4 Motor Vehicle Safety A(jt,()fj91:l(j(15U.I3.C. 1395(c);

5 80 Stat.. '721);

6 "(5) secti()n .12. pf. the Naticml1L,l3cience Founda-

7 ti()n Act of 195,()(42 ,U.S.O. 187)(a);~j!Stat. 360);

8 "(6) section 152 of the,At()mic Energy Act ,of

9 195-:1 f42 U.S.O. 218j!; 1:l8 I3tl1t.1),43);

10 "(7) section 305 of the NationalAeronautics and

11 SPace Act.of 1958.(42v,S.G.24fj7);

12 "(8)sElction 6>of the QOalltesearch j)eyelopment

13 Actof1~60 (30U,S.O•.661:l; 74 Stat. 337);

14 "(9) se.ction 40Lthe Helillrn Act Alliendments ()f

15 1960 (50 U.S.C. 167b;'74.Stat..~j!0);

16 "(10) section ?2 of thel\rrns Control and Disar-

17 mamentAct()f1~61(j!2 U.S,O.j!572;'75 Stat.. 634);

18 "(lnsubsecti()n (e)ofsElction 3(l2 pi the Appa-

19 lachiall ltegionalDeyeloPrnelltAGtof 1965 (40 ·v.S.C.

20 App,,3Q2(e);'79E;tl1t. 5); .

21 "(12) section 9 of the FederalN()nnuclear Energy

22 Research, an!:l DeyelopmentAct of 19'74(42 U.S.Q.

23 5901; 88 Stat. 1878); ,

24 '\(1?) section 5(d) .()f the '. O()nsUIIlerProduct Safety

25 Act (15 U.S.C.205-:l(d);86Stat.121l>;
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1> "(14).sectiori 3 ofthe Act of April 5, 1944 (30

2 U.S;C. 323;58 Stat., 191).;

3 "(15)sectiori 8001(c).(3). oftheSolid;Waste Dis-

4 posal Act (42 U.S.C. 6981(c).; 90 Stat. 2829).;

5 '~(16)Section219 of the Foreign Assistance Act

,6 of 1961(22 U.s.G.2179; ,83 Stat. 806).;

7 "(17). section 427(b). of the Federal Mine Health

8 and Safety 'Act of 1977 (30U.S.C.937(b).;86, Stat.

9 155).;

10 "(18). section 306(d). of the Surface Minillg and

11 Reclamation Act of 1977 (30U.B.C.1226(d).; 91 Stat.

12 455).;

13 "(19). section.21{d).of the FederaIFire;I'revention

14 and Control Act of 1974 (15 U.8.C:2218(d).; 88 Stat.

15 1548).;

16"(20). section6(b). " of .,' the Solar ·Photov'oltaic

17 Energy Research Development.arid Demonstration Act

18 of1978.(42 RS..C. 5585(b).; 92,Sta:t.2516).;

19 '~(21). section 12 of the',Native Latex Commercial;.

20 ization and Economic Development Act oL1978 (7

21 U.S.C. 1780).; 92StaF2533).;an~,

22 "(22)sectionA080f the <Water Resources arid

23 .Development Act of· 1978 (42 U.S.Ci' 7879; 92'Sta,t.

241360).;
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1 The Act creating this chapter shall be construed to take prec­

2 edence over any future Act unless that Act specifically cites

3 this Act and provides that it shall take precedence over this

4 Act.

5 "{b)Nothingin this chapter 'isinterided to alter the

6 effect of the laws cited in paragraph (It) of this section or any

7 othe111ltwswith respect to the disposition of rights in inven­

8 tioris nradein the perforniance of funding agreements with

9 persons other than nonprofit organizations or small business

10 firms.

11 "(c) Nothing in this chapter isintendlldto liniit the au­

12 thority of agencies to agree to the distribution of rights in

13 inveritions made in the performance of work under funding

14 agreements with Pllrsons other than nonprofit organizations

15 or small business firms in accordance with the Statement of

16 Govern:mentPatent Policy issued by the President on August

17 23, 1971 (36 Fed; Reg. 16887); agency regulations, or other

18 applicable regulations or to otherwise limit the authority of

19 agencies to; agree to. allow such persons to retain ownership

20 of such inventions.

21 "(d) Nothing in this chapter shall be construed to re­

22 quire the disclosure of intelligence sources or methods orto

23 otherwise affect the authority granted to the.Director of Cen­

24 tral Intelligence by statute or Executive order for the protec­

25 tion of intelligence sources Qr methods.
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1 "§ 212; Relationship to antitrust laws

2 "Nothing in this chapter shall be deemed to convey to

3 any person immunity from civil or criminalliabilitYior to

4 create any defenses to actions, under any antitrust law.".

5 (b) The table ofchapterSf6r title 35; United States

6 Oode, is m!lend.ed by .a.ddin~ iIIlmedia~ely after the itelllrelat­

7 ing to chapter 17 th!l following:

"18. Patent rights in invention made with Federal assistance.".

8 SEC. 3. AMENDMENTS TO()THER ACTs.-The follow-

9 ing Acts are amended as follows:
" '

10 (a) Section 156 of the Atomic Energy Act of 1954 (42

11 U.S.C. 2186; 68 Stat. 947) is amended by deletingthe words

12 "held by the Commission or".

13 (b) The National Aeronautics and Space Act of1958 is

14 amended by repealing paragraph (g) of section 305 (42

15· U.S.C. 2457(g); 72 Stat. 436).

16 (c) The Federal NOlllluclear Energy Research and De-
. " .

17 velopment Act of 1974 is amended by repealing paragraphs

18 (g), (h), and (i) of section 9 (42U.S.<J.5908(g), (h), and (i);

19 88 Stat. 1889-1891).

20 SEC. 4. (a) AMENDMKNT TO TITLE 35, UNITED
-. "'. ,:,",'. ":'.. !.: -",',

21 STATESOODE, PATENTS.-Title 35 of the United States
. : .

22 Code is amended by adding· after chapter 18, a new chapter

23 as follows:
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"CHAPTER 19-PRIORART CITATIONS TOPATENT OFFICE AND

REEXAMINATION OF PATENTS

"Sec.
YSOpi Rilles 'established ,by COIllIllissioner,ofPateIlts,
"301. Citation of art.
;~'~02~1_:£!.eque8,t for examination.,
"303. Determination of issue by Commissioner of Patents.
"304i',Reexanrlnation or~ered by, CoIl)Jllissioner of PateIlts"
"S05: Response or aIllendIllent by p&tent owner, ' '

"3q6. Appeals, ,',", "",
"307, Certificate of patentability; Unpatentabilitj and daill{ cancellation,
"308. Reliance on art in court.
"309, Stay of court proceedings to permit Offic~ review,
"310, Dismissal of complaint.

1 "§300. Rules established by Commissioner of Patents

2 "The Commissioner shall establish rules and regulations

3 for the citation to the Office of, prior art patents or publica­

4 'tions, pertinent to the validity of patents, and for the reexam­

5 ination of patents in the light of such prior art.

6 "§ 301. Citation of art

7 "Any person may, at any time ,within the period of en­

8 forceability of a patent, cite to the Office prior patents or,

9 publications which may have a bearing on the patentability of

10 any claim of the patent: Provided, That the person citing

11 such prior art identifie~in writing the part(s) of the same

12 considered pertinent and the mannerofapplying the saIll,e to

13 at least one claiIn of the patent. The writing identifying and

14 applying the same shall become a part of the official file of

15 the patent. The identity of the person citing the prior art will

16 be excluded from such file upon his request to remaiIl,

17 anonymous.
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1 "(b) A record of the Commissioner's detennination

2· under paragraph' (a) of this .section shall be made m the file of

3 the patent, and a copy of it sent promptly to the. owner of the

40 patent;

5 "(c) Adetermina,tionby the Oommis.sioner pursuant to

6 paragraph (a) ofthissectionthatsuch anew question ofpat­

7 entability is not so raised shall bl) fmal and nonappealable.

8 "§ 304,; Reexamination ordered byCmnmissionerof Pat·

9 ents·

10 "If, rna determmation made pursuant to paragraph (a)

11 of section 301\, the Commissioner finds that a substantial new

12 question of patentability affecting a claim or claims of the

13 patent is raisedby!eonsideration of the patents and publica­

14 tionsthat have been cited in relation to the patent according

15 to section 301 of this chapter, he shall order a reexamination

16 of the patent for the. resolution of the question, and shall

17 proceed to resolve it as .though the claim or claims involved

18 were present in a pending application; The patent owner

19 shall be given areasonable period, not less than two months,

20 after the filing of the reexamination order within which he

21. may file a statement on such question for consideration in the

22 reexamination. The patentee shall serve a copy of such state"

23 ment on any person who has requested examination accord­

24 ingto section 302 of this chapter and such person shall have

25 theright,within a period of two months from such service, to
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.1; ;,pa,tentable, aIld\inp(jpporll,ting.in~he ,patep.t any'I1mend~d

2 . claimthereof,~oideterIllin.edtobll Pll,tll.:fltable.> ..... ,.

3 "§ 308. Reliance on art inco}lrt.

4 "No.pa,teJ:lt(jr.. (mintlld) mllblipa~i(jIlmaybe re..U.e.iJ. up()n.• ,_ ......•... ", " . ..

5asevideIlceor Il()npatentalJility in >ll,.civilaptiop. involving I1n

".6 i~sue ()f1ia,Udity()r ·.infrjngemep.t:pf apll,~llp.t unless.,(ll;) th,e

R . patent or Pllblipati()n wa~ .c~teiJ. bY9fu tpth,ll Wfioe. :dJlring

8pr()seputiop.ofthe applioation(orth,epat,!ntprwa,s submit~ed

···9 forO()l1siderati()nl:Jythe:Officll inuaqcofdanOll with sections

lQ.301and3020fthis chaptllrap.dwa~ ll,ctJlany cpn~ideredjn

11 apo()rdanQefwith. ~ection3()3, ...()r.(I:J) .thecoJlft,fIlP()n motion,

12 concludes such-submission and reconsideration t()·· bll un"

13 necessary for its adjudication of the issue of Yll,liqityor

14infrip.gement.

15 "The)imitati()npr():vi411dllY th,is sllqti()llsh,allapplyin

1.6 any eiyi)apti()p. in which, a, pleadingpflls,!nts aclll,im.for in"

17 fringement or fora,djlldicat~on ()f,th,euv;aliffitypfapll,tent,

18. IIp()ntheba,sis()f thllo()p.t~nt~.()fth,e :Pll,.tllp.t file. as it existed

19 on the date of the filing:.,(jf:~llch,:plell,dip.g, excepting that a,

2Q .pa,rty mll,y r~lyupop. ll" PMllntprplllllicationcited later, an4

21 :upoIl.th,e·fip.ll,ldeterIllin.ll,t~pp.,h,ll,4 0Il,a,'rllqllest{(jf Jllllxa,¢na"

~2ti()p.,iIlth,elight Qfsllch,.patent.of· pf\lbUpati()Il if ~uch, pll,tfimtor

23 publiQll,tiolfkiW.ll,S: c~tedll,nd:sllch, reqlle~tWll,s Ji).e<i inthe.Qffiqll

24 withiIlthe p<1rim1,ofll,· ~tll,Y:'Qrderll<l:l:Jy!~l}l:JucP\ll"t in ll,ccqfdaJ:lqe

25·with,:~IlPtiQIl 399, ()f', tlJis,ph,apter;,

[
I

-I
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,1 ,"§3(j9. ,Stlly •• of, collrt,proc~e4:'.i"gstopel"mit.9{fice.'J.'~view

2 H(a) Any,party t<J<ll, ciyilll,ctionll,gain~t wl:glInaJ!lllading

,3 presents a claim"for .infringllment .01' ,for,adjudicll,tioIl Of the

4 validity of a patelltshallhavll?the right,by, ~()ti(lIlbr()ught

5 before any responsive pleadin,g"to, secJlI'ell,,!stfl,y.of iall pr()­

6 ", ceedings in ,thell,ctionbyorder ,0f.thll,.coJlI't.fora period, not

7 .less than JOllrlIlontl:rs, swfi(jienttoenablll sJlch party to

8 , search Jor and cite p!l<tllnt~ orpublicati()ns considere(i perti­

9 ment to the patllnt andJo requllst rellxamination ,of the patent

10 inyiew oLsJlch,pri()I'art!fl,c(j()rdingt() sections SOl and 302 of

11 ,this chapter. If such ,pfl,rtyfilesa request, for sJlch !'llexll,mina·

12 ti()n in, the Officeanil,serves an(i files a copy ofitin the,

13 action within the period of the •• stay provided by such order,

14 the stay shall be extended by furtherordllrofthllicoJlrt until

15atJeast 20,dll,ys after thllfinaldetermination ofthe request

16 for reexamination.

17 H(b) The court, on motion anduponsJl(jl:rJllr;n;t~ jlS ar4:l

18 just, mayat.anytime stay tl:re proceedingsjn a.civil action in

19 ~4icJ:r.th,eyalidity()f a ,patent is in issue fQLa Pllriodswficient

20tollnll,bllltl:re.moying pfl,J.'tyt() (jite to, the Offi(jenewly discoy­

21.eredadditi()nalpri()rart:int44:l natJlI'e pfupll,tents <m:(prin,ted)

22, pJlplic::ttionsll,ndtosec,JlI'1l final.(kter:rnlllati\ln ofll,reqJlest f()r

23 reexamination of the patent in the light()f <S!1(jl:rba(iditionll,l,

24. prio!,'ll,rt, PI'9yidlld .the(joJlrtfinqs th!l<t.~Jl(jl:r:aqditional prior

25' art, ,', infa(jt, constiMfJ~:nll.wly,d,is~,(>¥erfJdeyiqenC.eAymch:by
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f dUe cdil1gJnce cotild'notnllk've been discovered in time to be

'2 Cited to aridCOrisiderediby the Office within the period of, a

'3 stajblsrt()hproceedingsthatwas'orcouldnave been secured

"according tocs'ubsectiori··(a)'()fihi~ ·"sectiori.'

5; "§310.uismissafof c(jmplairtt

<6 "The party "orp~rties 'who~e" complaint' commeIlcing a

7 ciVil action'presents'a 'clamrfor infririgement; orf6r adjtidica­

8 ti6riO{thevalidityof lJ, patent shall have the right,bynotice

9 served upon the other party or patties and filed in the action

10 at any time Withili the period ofa<stay ordered by the court

11 pursuil,llt' to sectiori309'of this chapter, to 'dismiss 'such com­

f2plaint' Without prejrtdice aridWithoutc6~is to aIlypartyJ'.

13 SEC. 5. Title 35()f theUriitedStatesC6deisnereby

14 ameridedas.£ollows:

15 SEc.6.Sectiori1 cis repealed arid the folloWiliglS

16 inserted in lieu thereof:

17 ,,§ IV Establishmertt

18 ~'The Paterit' arid Trademark Office; referred to in this

19' iJhapteras the 'Office',shallbe il,llirideperidentagency,

20 Whererecol"ds)books,dtaWings, specifications,aiidOth~r

21 papers and thingspertairiiIig topatiJritsarid>tb trademark

22 registrations 'shall be kept'arid preserved,except;asbthe!:Wise

23'proVidJd'bylaw\,'':

24J q ;'"si!J0(·7\;Sectio:il3(a,)isamend~d by 'striking out'the last

215 se:nteri()e~Ild; inserting iriliellthereof the folldWirig:>"The
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1 Oommissioner shlillHeithe iOhiefrOfficerofithet:@ffice and

2 shall be a person of substantial experience, ;ini;p3Jtent.e and

3 trademarkmatters; :ThecOommissidneishaILbe,apjiointed for

4 a fixed .term of: six;years :and :shall be :r.emovable:from!office

5', by.the President for good cause. TheOommissioher shall ap­

6 point ,all other;officersandeIJ;lployees ;0f the:Office;':,;,

7 SEC. 8. (a) Section 3(b) is repealed.

8 (b) In section 3(c) the' words "Secretary of Oommerce"

9 are struck out and the word "Oommissioner" inserting in lieu

10 thereof, and section 3(c) is redesignated as section 3(b).

11 (c) In section 6, the words "under the direction of the

12 Secretary of Oommerce" and "subject to the approval of the

13 Secretary of Oommerce" are struck out wherever found.

14 (d) In section 7, strike out "Secretary of Oommerce"

15 and insert in lieu thereof "Oommissioner".

16 (e) III section 31, strike out, "subject to the approval of

17 the Secretary of Oommerce".

18 (f) In section 181, the third paragraph, in the last sen­

19 tence strike out "appeal to the Secretary of Oommerce" and

20 insert in lieu thereof "a right to appeal from the order under

21 rules prescribed by the Oommissioner".

22 (g) In section 188, strike out "Secretary of Oommerce"

23 and insert in lieu thereof "Oommissioner of Patents and

24 Trademarks".
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ii'J{$EC:9:, Section 1511(e)ofititle 15, UnitedStates Code,

2, is repealed.

3' SEC. 10. ThisiActanddfieamendments 'made by this

4' Act shalktake effect oneJi\mdredand.eighty.days after the

5 date ofdtsenactment,exceptthatthe regulations referred to

6 in sectiond!2,'or"otherimpleIi\enting regulations, may be

7 issued priorto that time;






