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GOVbRNING GRANTS AND AWARDS FROM THE . L
: DLPARTMLNT oF HEALTH EDUCATION, AND WELFARE e

‘?u INSTITUIIONRL PATLNT AGRLEMLNT.

This-Agreement'made and entered into this _1st day of
December -, 1968 ', by and between the United States of

.America as represented by the Assistant’ Secretary (Health" o
‘and Scientific AEfalrs) ©of the pepartment of Health, Educatlon,_;"

and Welfare ereinafter sometimes referred to as the Grantor,.

' t
" and 1he§ﬂh1verslty oFf W1scon31n, herelnafter referred to as.
- “the Grantee- . . _ S - LI ;

WITNESbETH-'

WHEREAS. the Regulatlons of the DepartmenL of Health

.‘:'Educatlon._and welfare, covering inventions resultlng f;om
" ‘research grants, fellowship awards, and contracts for. C
~-yesearch. (45 CFR Parts 6 and 8), provide in Secs. 8.1 througb

8.5 that upon approval by the Assistant Secretary (Health and.

.Scientific affairs), the ownership and disposition of domestic.
. and foreign rights to inventions arlslng out of dCtLVLLLES
. assisted by grants and awards may be left to the Grantee :
'pulsuant to its approved established patent pollcy, wlth such-g,ﬁl
“modifications as may be agreed upon; and -

f"WHEREAS, the Grantee is desirous of entering into an
agreement whereby it has a first option to retain principal

rights in and to administer inventions made in the course of
‘or under research supported by grants and awards from the R
Department of Health, Education, and. Welfare, pursuant to the ;

'aforesald Regulatlons, and ' - '

WHEREAS, the AsSistant'Seéretary {(Health and Scientific. -

'Affairs) has reviewed the patent policy of the Grantee as

set forth in the University's letters dated April 18,'1967.and

september 25, 1968 and the enclosures thereto, and ‘its practices =
‘thereunder, and has found them to be acceptable, subject to the

provisions of this Agreement, and that said policy provides

. for administration by the Grantee of patents in the public

interest and is consiustent with Lhe stated objectives of the

,?resiGEHL'B_SLaLuman and humurandum uf CovcrnmunL Pdtunl

policy, issued vctober 10, thj;
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‘are 1ssued afLer the date htreoL.

‘ 11._fDeEinitions

- NOW, THEREPFORE, in con51deratlon of thc Eoregoxng, the

parties eretc agree as . follows-

1. chge OE Aqreement

This hgreumenL shall dbflne the. rlghts of the partles'

, hercLo regardinyg disposition of title to invenlions made ‘in -
“Llhe course of or under research supported by grants and _
'jﬁawards trom the DePartment of Health, Education, and Welfare,;

which are subject to the Department Patent Regulatlona and

T ta) The term "subgect 1nventlon" as used in thls.f‘

“.Agreemcnt means any process, machine, manufacture, composi~
- . tion of matter or design, -or any new or useful improvement
" thereof, and any variety of plant which is or may be patent-
. able under the Patent Laws of the United States made in the:
. course of or under research supported by grants and awards
-”fromAthe DepartmenL-oE Health,_Eddcation, and Welfare.

(b) The term "made" when used in relatlon to any

invention or discovery means its conceptlon or ElrsL a;tual o
-rcductlon to prdctlce ' ' '

"III; Disgpsition of Princiggl Rights to_Subjcat'Inventioné

"':notlfy Grantor at the time each subject invention is reported . =

. ' 7he grantee shall have the right to elect to file patent
-application in the United States and in Fforeign countries on =
“any subjeéct invention and to administer such invention pur- -

suant to the provisions of this Agreement. Grantee shall

" to Grantor as required by paragraph V hereof, if it intends
' to file patent application{s) on and to administer the 1n—'
_vention. If Grantee does not elect to file a U.S. patent -

- application on; and to administer a SubJECt 1nventlon, 1t_:

shall notify Grantor in sufficient time to permit Grantor

to file a U.S. patent application thereon. 1In such event, SR

- -all rights in and to such invention, except rights in any
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N foreign paLLnL application filed by Grantéc shall be SubJ ct.

to Jdisposition by the Grantor in accordance with its Regular S

“Llon Lh;n in effect.

'gIV.- ogpplementagy Patent AgruemenLO_

_ (a) ThL Grantee shdll obLaln paLLnt agrecanLs Erom all
persons who perform any parl of Lhe work under a granl or

- award from Lhe Department of flealth, Bducation, and letare,r3'

1;EXC}UJiVL of clerical and manual labor personnel, Lqulrlng
f{thaL such persons prouwpltly erorL and assign all SUDJCLt
sinventions to bldntbe ox lLb approved paLan mdnangLnt
'organlaatlon.- : : L :

.,_'.

'(b) The Grantee shall 1nc1ude the follow1ng prov151on'

- in-any c0ntract it enters into involving research and/or

... development For whlch DHEW researth grant or award Eunds S

. .are utilized.. SR T e T

"The Contractor hereby agIELb to report tully and
p;omptly Lo : :

. L (Grantee)} oo _
‘p(”f , "any 1nvent10n conceived or first actually reduced
' " to practice in performance ol this contract '
(hereinafter referred to as "such invention(s)),
and to assign all right, title and interest in and
' to such invention to ' ' o S

- DR (Crantee)
" or its designee. ' '

:“In addition, the Contractor agrees. to furnish the
followxng materials, dlsclosures and r2ports-;"
. o o ) :
' v (i) - Upon request, such duly executed
1nstruments (prepared by the _

' i, {Grantee) :
or 1ts deblgnee) and buch other papcrs as are: deemed
nLcessary to vcst in the __

_.__..;,“

: (Grantce) o
or its dLJJgnOU'LHe;rithu granted under this clause

' und L() ‘I able bLhe

| S T T ey T
or its'dcsigneu to apply tor und prosccute any |
: _  patent application, in any counlry, - covering such
P - ~invention. ' ' T '
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"(ii) Interim reports on the first anniversary
- of this contract where extended or renewed and every
‘'year thereafter listing all such inventions made - :
-during the period whether or not previously reported’
or certifying that no inventions were conceived or
first actually reduced to practlce durlng the ap-
 p11cab1e erlOd R e " '

‘a final report listing all such inventions including
- - all those previously listed in interim reports, .or
. certifying that no inventions were conceived or Elrst L
-actually reduced to practlce undnr Lhe contragt .o

Y. : Rerrt of Invention

_ ‘(a)“ The Grantee shall submit a wrltten lnventlon report
to! the Grantor of each subject invention promley after con—
Tceptlon or flrst actual reductlon to practlce ' :

_ (b) Such 1nventlon report shall be furnlshed dlrectly
to the Grantor in addition to any other re qurfemenf under
any grant or award for the submission of progress or

. financial reéeports, and whether or not reference to subject
invention has been made in any progress or other‘rePort
furnished to the Grantor; such report shall include descrip-
tion of such invention, appropriately illustrated by a simple
sketch or diagram, to permit the invention to be understood
and evaluated, and such other information as Grantor may
require. B ‘ : o o e

_ {c). The report shall specify whether or not Grantee-
intends to file a U.s. patent application or any foreign

- patent application on the invention. . Notice of an election
not to file a U.S. patent application shall be given Grantor
- not"léss than ninety (20) days prlor to the date a. statutory
‘bar becomes effective. ' : _

_ (d) If the Grantee specifies that no. U.S. patent

‘application will be filed (or having specified that it

intends to file, thereafter notifies the Grantor to the
_contrary), hg-ﬁrantee shall promptly 1nform the Grantor :

‘October 1968
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oE the date and identification of any known publlcatlon oE
subject 1nventlon made by or known to the Grantee or, where

',appllcable of any contemplated publication to be made by
el known to the Grantee, and also the date subject 1nventlon

or any enbodiment thereof was first in public use or on sale

"in the United States and shall furnish such other informition =

(and have executed such documents as provided in VIII(E) as.

. may be requlred to enable the Grantor to’ make dlSpObltlon of
r'bubJECt 1nVEnt10n rlghts) ' : : - .

thI. Admlnlstratlon of Inventions on which the Grantee

Llccts to Elle Pdteﬂt Appllcatlonb

S

(a) The GranLLe shall quu1Te assxgnment Lo 1t of all

rcrlght “title and interest in and to each subje ct invention on -
- which it elccts to file any patent application for administra-
-~ tion . by it in- accordance with and subject to the- Lerms and '

coénditions herein sét rorth.” Assignments from the  inventor’

_to the Grantee under U.S. patent applications shall be promptly L
- obtained and recorded by the Grantee in the uUnited States- -
':'Patent Office and copies of the recorded a551gnment shall be o
N rurnlshed to the GranLor.f o e U R

n
T

'f:"’"ib) The'crantée'shall grant to the Government of the

© United states a nonexclusive, irrevocable, royalty-£free

ticense for governmcntal purposec and on behalf of any forplgn

 "government purbuanL Lo any existing or EuLurc trLaty or
Afagrecment with the UnlLLd btaLcs under each U.S. or forelgn
_patent application it elects to file on a subjecL invention.
‘The form of the license to be granted shall be as set forth

in Exhlblt “A", attachbd “hereto, and by this reference made
a part hcreof “Any 11cense issued by Grantee shal] be made . .
expressly subject to theﬁllcenae to the GovernmenL ot the e
Unlted States. Ll : - T o

v

- (c) The Gfantee shall adenlster those subject inventions
o which it elects to retain title in the public interest and
shall, 'except as provided in parayxraph (d) below, make them -

- available through licensing on a nonexclusive, royalty—free

or reasonablc royalty ba51s to quallfled appl;cants.

‘petober 1968
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{d}. The grantee may license a subjecl invention on an
exclusive basis if it determines that nonexclusive licensing
‘will not be effective in bringing such inventions to the

‘commercial market in a satisfadtory manner. Exclusive licenses .

~should be, issued only after reasonable efforts have been made .
“to license on a nopnexclusive basis, or where the yrantee has
determined that an exclusive License is DLLGSbary as an in~

centive for development of the invention or where market
“conditions are such as to require licensing on an eoxclusive
 ‘basis. Apy exclusive license issued by Grantee under a U.S.
'ipatent or patent application shall be for a limited period of

" time and such poeriod shall nolt, unless otherwise approved by

s

the Assistant secerctary (Health and Scientitic Affairs),
exceed three years from the date of the Cirst commercial

. 'sale in the United States of America of a product or process

embodyiny the invention, or eiyht years from the date of the
-exclusive license, whichever occurs First, provided that the

‘licensece shall use all reasonable effort to effoct introduction

into Lhe commercial marketl as soon as practicable, consistent

- with sound and reasonable business practices and judgment. Any

‘extension of the mawimum period of exclusivity shall be subiject

' to approval of the Grantor. Upon expiration of the period of = -

exclusivity or any extension thereof, licenses shall be offered
to all gualified applicants at a reasonable royalty rate not
_1n excebs of the exc1u51ve Yicense royalty rate,

] {e) Any license granted by the Grantce to other than the
- Government of the United States under. any patent application
“or patent on a subject invention shall include adequate safe-
yuards_against unreasonable royalty and repressive practices.

"Royalties shall not, in any event, be in excess of normal
trade practices. sSuch license shall also provide that a]l
sales te the y.3. Government shdll ba Loydlty lree :

(£) 1f permittud by its pathnt policies and the terms

" of the grant or, award under which an invention is made, the
Granteo may aha:e‘royalLLLS'ruceLved with the 1nvantor(s}, '
providoed that fhé Grantee ghall not pay the inventor(s) more
than (1} fifty porcent (50%) of the rirst $3,000 gross.
royalty paid under the patent, (2) twenty-five percent {(25%

october lgee8
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ol - the gross royalty income between $3,000 and.$13, 000, and
(3) ftifteen percent (15%) of the gross royalty in excess of
-+$13,000. The balance of the royalty income after payment of
Lexpenses incident to the administryation of all inventions
assigned to it pursuant to the provisions of this Ayrecment

“shall be utlllzed for the support of educatlonal ‘and research,-sA

pursults.

(g)“ All licenses issued by the Grantee to other than
the Government of the United States under any patent applica-

. tion or patent on. a subject invention shall be subject to

"~ the c0nd1tlons of this Agreement and shall Spelelcally
reserve to Grantor those rlghLb specified in paragraph XI1
hereof. The Grantee shall, upon request, promptly furnish .

-copies of -any llcense agreements enLered ano by it to the-;]'

| 'Department.

S VII. Patent Management Qréanizatibns

) The Grantee shall not assign any subject invention to
'partles other than the Grantor in Cchumstances as set forth

in this agreement except it may assign rights in the lnventlonfﬁ.T

“to a nonprofit patent management organization, provided that

the patent administration agreement between such-brganizationf"

and Grantee is approved by the Grantor. Any reference to a -

. grantee in this Agreement shall also include a patent manage-~ -

- ment organization when applicable and an assignment to such

“an organization shall be subject to all the terms and condl—'
*tlons of thlS Agreement : o S

. VIII.'_Patent Applications

(a)" Grantee shall promptly furnish Granter[with a copy

of- cach U.5. patent application filed in accordance with thig -0

- Ayreement specifying the filing date and the serial number.

' grantee shall promptly notify Grantor of ‘each foreign patent

.- application filed, includinyg filing date and serial number,
“-and shall furnish a copy of each application upon request._f

{(b) Upon reguest, Grantee shall fully advise the
Grantor concerning all steps and actions taken during the =
prosecution of any patent application covering a subject
invention and shall, upon request, furnish copies of any -
final actions, amendments, petitions, motions, appeals, ot

-other papers relating to the prosecution of said application. .

Octobor 1968
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{(c) Upon request, the Grantee shall promptly'furnish_'

~to the Grantor an irrevocable power of attorney granting the
‘right to inspect and make copies of any patent application
‘covering a subject invention or any of the fimal actions,

amendments, petitions, motions,. appeals, or other papers
relatlng to the prosecutlon of said appllcatlon.

(d)'.The Grantee shall include-the following statementf-

.-in the first paragraph of the specification following the
__'abstract of any patent appllcatlon filed on.a sub]ect in- -
-ventlon- . ) R

*the invention described herxein was made in the _  '
~ course of work under a grant or award from the .
- Department of nealth,'Education, and welfare."

'(e)' The GrantLe shall not'abandbh'any U. S.'patent_f:*w

to the Grantor_not less than forty-five (45) days prior to
the date a reply to the patent Office action is due. If

the Grantor does not request assignment within thirty (30} -
- days of receipt of this offer, the Grantee may permit the -~
~application to go abandoned. ' T

(£) 'If the Grantee elects to file no patent_application o

or to abandon prosecution of a U.S. patent application on &

subject inveniion, he shall, upon request, execute 1nstrum8nts

or require the execution .of instruments (prepared by the
Grantor) and such other papers as are deemed necessary to

. vest in the gGrantor all right, title and interest 'in the y
subject invention to enable the Grantor to apply for and =~ = =

prosecute patent applications in any country.

IX...Invention Reports and Certifiéatidns  

Ce _thwithstanding the provisions of this Agreaﬁent;-the
- «Grantee shall provide invention reports and certifications

as .may be required by the terms of any grant or award.

X. ;-Disclosureféna publication:

he Grantee shall not bar or . prohlblt publlcatlon of ,
disclosures of 1nventlons on whlch patent appllcatlons havc :
b&en filed. : o

: 0ct0ber_1968
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The Grantor shall have the right to publish and make

~disclosure of any information relating to any subject invention

 whenever deemed to be in the public interest, provided that .. .

.upon request reasonable opportunity shall be afforded-the-f

- Grantee to file U.S. and foreign patent applications.

- XI. Reporte on Develqpment and Commereial'Uee :

The Grantee shall prov1de a wrltten annual report to the

' Department on or before September 30 of each year covering

' ““the preceding year, ending June 30, regarding the development

and commercial use that is being made or intended to be made.

-of all subject inventions left for administration by “the

'e:GranLee ~ Such reporls shall include 1nf01mdLlOD regarding

- development, the date of First commercial sale, gross sales '
by licensees, yross royaltles received by the ¢rantee ,fand-

'f.xII Addltlonal Licenses -

such other, data and 1nEormaL10n ab the DEPBLtanL may Speglly, efy:-"'

y - . - B -_ . \'

{a) The Grantee agrees that if it, or its licensee,

. has not taken effective steps within three years after a

United States patent issues on a subject invention left for

. administration to the Grantee to bring that invention to the

‘as represented by the Grantor; (2) cancellation of anyloutf.e:fie
-standinyg exclusive licenses under said patent; or (3} the

' "point of practical application, and has not made such in-
vention available for licensing royalty-free or on terms that

are reasonable in the circumstances, and cannot show cause

. why he should retain all right, title and interest for a
~ ‘further period of time, the Grantor shall have the right to

require (1) assignment of said patent to the United States,

- granting of licenses under said patent to an applicant on.a_"v'

~ nonexclusive, royalty-Eree basis or on terms Lhat_are'-
- reasonable in LhL c;rcumbLanccs. : : '

e

'(b) The Grantor reserves the.right-tb'liCense of'idii
regquire the llcen51ng of other persons under any U. .. patent N
or U.5. patent application filed by - the Grantee on a sub;ect

“invention on a royalty-free basis or on terms that are
“reasonable in the circumstances, upon a detérmination by

the ASb‘Staﬂt S creta ry (Hoalth and SClenLlflC Affalrs) thet-;_ _5*

QOctober 1968
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'vaIII.eInventions by Federal Employeesg; _ f"e }$:};ig”§f'”

lf_Regulatlons appllcable to Federal meloyees.r

'“fXIV. TermlnatLOn

10
“the .invention is required for public use by governmenﬁal
regulations, thalt the public health, safety, or welfare
regquires the issuance of such license(s), or that the .

" “publi¢ interest would otherwise suffer unless such

license(s) were granted. 7The Grantee and its licensees.
shall be given written notice of any proposed determination
pursuant to this subparayraph not less than thirty (30) days

' prior to the effective date of such determination, and that

_if-requested, shall be granted a hearing before the deter—

':'mlnatlon is issued and olhelwlse made effectlve.

Notw1thstand1ng any prov151on contalned in thlb Agreement

' _1nvent1onb madejby Federal employees, or by Federal" employees
S jointly with others, shall be subject to disposition under-

provisions of EXécutive Orders, Governmental and Department

.

_ Thls Aureeant may be termlnated by elther palty for
convenience upon thirty (30) days written notice. Disposi-
tion of rights in, and administration of inventions made ‘
under grants or awards entered into during and subject to’
this Agreement will not be affected by such a termination
except that in the event the bepartment terminates this
Ayrcement becausc of a failure or refusal by Grantee to
Comply with its obligations under Articles V or VI of this
Agreement the pepartment shall have the right to require
- that the Grantee's entire right, title and interest in and.
- to the particular invention with respect to which the breach-
_occurred be assigned to the United States of Amerlca, as
represented by the Secretary of the Depaerent oE Health
. Educatlon, and Welfare . .

XV. Limitation

It is agreed and understood that this Agreement shall "

- ‘not apply to any grants or awards issued under staltutes con-

taining requirements for disposition of invention rights with
which the provisions o £ Lhis Agreement arc inconsistent. IL
is [further agreed thal any cunslituent agency of the Depart-
ment of Health, tducation, and wellare nay, with thc'ayproval_e

October 1968
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&\- "ol the Assistant Secretary (Health and Scientific Affairs), .

- provide a3 a conditlion of any grant or award that this -
Ayreement shall not apply thereto. It is also agreed that
any constituent agency. of the pepartment of Health, Education,

Secretary’ {Health and bc1ent1£1c Affairs), that this Agrec-:,
_ment bhhll apply to spcc1f1c resaarch contracts. -

Ll IN WITNESS.WHLREOF, each of the partles hereto ‘has _
"f_executed this Agreement as of the day and year flrst above ST,

"wrltten.'“
UNITED STATES OF AMI RILA ‘ T |
| V !/ /4// '0 . . ‘-/'_._n. o
s . ' Assistant Secretary for .
o "-['l'ltle Healﬂl and Qr-w:nf 3_F_1r- hffalrs
Sl e THE REGENTS OF. FEREE s
(Corporate sSeal) °~ . - THB UNIVERSITY OF WISCONSIN '
- :.By drod Heioma | {A\h_ Q4“"
E arvey Hgrrington )
- qitle President of the
' " Univera{ty of Wisconsin
CERTIFICATE
‘I, 01aﬂﬁzsmiﬂl : ' CLLtlfy that I am the o
secretary of The Regents of the University of Wisconsin _ e
‘named above; that Fred Harvey Harrington ' S
who s this ﬁ%reemant on benalt of said corporation, was '
N Jlgr dent of .
“then Universi ty of Wisconsin dﬁxmqmdxmtﬁfﬁiiwﬁ ‘

and that this Agreement was duly signed for and in behalf of
- said corporation by authority of its governing body and is: '
w1th1n the sc0pe of 1ts corporate powers : S

C9oad

" Witness my ‘hand and the seal of said corpoxatlon thls
day af - Noveober . ’ ]_9 68 . . :
i o o _ S , . ‘
o '(Corporate Seal) o ~BY core e k:f . ,‘H{!_, -

_ oo - Clarke Smith, Secretary
{(October 1968) - . Co

" and wglfdre may provide, _subj ect to approval by the Assistant




EXHIBIT "A"

" LICENSE TO THE UNITED STATES GOVERNMENT

WHEREARS, o o R et
o R (Inventor) . . :
-, has invented

. and filed a patent
- {Invention} 7 R O
application thereon in | e 4 bearing = .
, S : (Country) _ B -
serial No. o _» filing date - » 3 and‘

WHEREAS, the invention was made in the course of research

supported by grant(b) from the Department of Health Educatlon,r--f

 and WGlfare, and
WHEREAS, the Unlted States Government is- entltled tofﬁi S
certain rights in and to said invention and app110atl0n by .

reason of the terms of sald grant(s) and

WHEREAS,'theH"

- {Instltutlon) S
herelnafter called the "Licensor" has acgquired by a551gnment'
from the inventor the entire right, ‘title, and interest of
the inventor te such invention;: S I

 NOW, THEREFORE:

1. The Licensor, in consideration of the premises and
‘other good and valuable consideration, hereby grants and '
conveys to the United States Government a royalty-free, non- -
‘exclusive and irrevocable license for governmental purposes *
on behalf of any foreign governmeni pursuant to any existing

- oxr future treaty or agreement with the United States under

the aforesaid patent application and any and all divisions °

or continuations, and in any and all patents or reissues which
. may be granted thereon during the full term or terms thereof.

. As used herein, "governmental purpose" means the right of

- the Government of the United sStates (including any agency
thereof, state or domestic municipal government} to practice
“and have practiced (made or have made., used or have used, sold:
or have sold} throughout the world by or on behalf of the._
_Government of the United States. : :

P
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EXUIBIT “A" oy

2.  The Licensor covénants and warrants that he has the

right to grant the foregoing license, and that any assignment
or license which he may make of the invention or the said

madc ubJect to ihls llCLnoL. :

B 3. - The Licensor'agreeS'that the Government ShallAnot beﬂ“: :
- estopped at any time. to contest the enforceabilily, validity,
scope of, or title to, any patent or patent application hercin -

11ccnsed._'

: (Institution)
— .
( 1gnature){ :
- {(Print or type nam)
' pate )
I (OFficial Title) -
CERTIFICATE -
I.‘ - '._ - B certlfy that I

who signed thls LlCEDbE on behalf of the Instltutlon is
: of said Institution; and. thaL

tution by auLhorJty of 1its qovcrnlnq body, and is within the
scope ot its corporate powers. : S o

october ;968

patent applications or patents Lhereon, uhall expressly berf-la

am the : _ : of the Instltutlon

‘named as Licensor herein; that ..

said License was duly signed for and in behalt of said Inst1—   e



