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. .'K,ASIENMEI_ER 'Si}_chmi_TTEE' APPROVES PATENT LEGISLATION TO PROTECT JOBS

| WASHINGTON ﬁ. C.';— Congressman Bob Kastenmeier (D -Sun Pralrle), Chalrman of the
'JHonse Judltlary Subcomnlttee ot the Admlnlstratlon of Justlce, reported that hlS Subcomﬂ_* :
pmlttee today (September 20) approved.leglslatlon which would protect American jObS by clos-t.
' slng certain. 1oopholes in the patent law which encourage the manufacture in whole or in
tfpart of patented 1nventions outslde the United Statea. |
“Currently, 1oopholes in the patent 1aw threaten Amerlcan JObS in two ways," Kasten~
Imeier noted. ="F1rst, it is pOSS1b1e for competitors of a patent owner to duplicate the
:fp;tented process outsrde the United States ~and then market the’ reSultlng product in this
country. Such’ action not only 1n£r1nges on the patent, 1t also has a negative impact on
: the labor market insofar as products that would normally be'produced_in the U;S. are
.prodnced abroad and then importee intorthis country. |

" the Congressman continned "existing law permits copiers of patented prod-

"Secondly,
_ ucts to av01d U.s. patents by supplylng components of a patented product in this country
_ and completlng the assembly of the components abroad. Thls, too, shortchanges the Amerlcan”
- worker who would normally be assembllng the product here at home." |

7 The bill would close these loopholes by permitting a patent owner to recover damages
from an alleged infringer of a patent who markets a product in this country whichis-a_ re; —1:
.-sult of a patent” process practiced éutside the U.S. It would also make liable for
pieht infringement those who supply or cause to be supplied "all or a substantlalapprtlon
of the components of a patented product in a manner that could infringe the patent 1f Such
. & combination occured imn the Unlted States.

The bill, the Patent Law Amendments of 1984, is a combination of several bills intro-
duced earlier this year by Kastemmeier, whose subcommittee has jurisdiction over patent law.

The measure also contains a provision which would be beneficial to universities, small
business, and individuals who often cannot afford costly fees required to -obtain full
patents on 1nventlons. '

It would create a new section in the law establishing a procedure which would epable
an inventor to secure patent protection which would prevent others from patenting the
- same invention, but would not permit the holder to exclude others from making, using or
selling the invention. Such a procedure, in addtion to avoiding the costs and time norm-
ally required in the lengthy examination process required for the granting of a patent,
would allow the govermment and the private sector .to make 1nvent10ns’publlc knowledge,
. .while permitting those with limited resources a new, 1ess expensive alternatlve to the
__trad1t10na1 patenting of inventions.

Rastenmeier predicted that the full Judiciary Committee would consider the bill soon

and noted that, since the Senate Judiciary Committee was proce551ng simllar legislation,
prospects for. actlon ‘before adjournment of this Congress were good.
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'Puroose. To provide procedur=s reaardlng oatent llcenses and

'glnventions oaned by the Government.

IN THE SENATE OF THE UNITED STATES--98th cong. ., 24 S=s;.
' 2171 | '

?.To amend title 35 of thsa Unlted Stat°S C0d° for the purpose of
' creatinq a uyniform pollcy and procedure concerning patent
rights in inventions develooed with Faderal aasistanﬂe. and
foc Other purpo;es.

.fﬁ Rnferred to the Commlttee on - e e R i;_;aﬂd
T - ' 's_orde'ed to be prlnted )

crdered 'to lie on the table and to be orlnted _:“'

| Amenum=nt In the Nature of a Substitute Lntended to be propo a4
by P‘I.'. Hat.hias .

Cvizs _ |
_tj : Strike out all after the enacting clause and insert ln
2 lleu theceof the followlng. | |

3 That chapter 18 of title 35, United States cade, is: anendaa--'

e

ST (1) by adding ‘‘or any novel variety of plant which
5 1s or may be protectable under the Plant Varliety

8 Protection Act (7 U.S.C. 2327 et seg.)”’ immedlatelé |
T7- : 'after“‘tltle" in section 281 (d), S e ‘_f g
- . () by adding **‘: gggz;ggg, That in the case of 3 |
9 varlety of plant, the date of determination (as. deflned

'ia | 'ln sectlon 41, (d) of the Plant Varlety Protectlon Ac t (7

.1{ ~ U.s. Ca 2631 (d))) must also occur during the perlod of
12 _; contract performanoe" lmmediatelv after “aqreenent" in ”
13 section 251 (e) _

14 ‘ S (3) 1n ‘sectlon 222 (a). by strlklnq out ‘‘or’* bafare
15 Yy '’ and 1nserting before the‘"eriod at the end of |
15 - ‘ the first sentence the followxng ‘toc (iv) when the '

'i1 contractor iLs not located in the dnited states or do=s
18 not: have a placa of business located in the United
19 'States", and |

-.25 " (4) by'amending oaragraphe (1)'ano”(2) of'section'zaz

'-_.21 . (b) to read as followsin | | |

22 7"‘(b) (1) The rights of the_GoVernment under subsactlon
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"1 (a) shall not be exerclsad by a Federal_aqency‘unless'lt'

n

ficst determines_that at least one of the condltions _
'\3. identffied 15 clauses_{1).thrddgh_(lli) of subsectloﬁ'(a)l.
4  ekisﬁs;'Ex¢ept'1n the case of subsection (a) (1i1), the
5  agancy shall file ﬁlth the"SecretarY Qf'cemnerce, uitfid
6 ~thirty days after the aw acd of the applicable funding
'.7"agceement,_a copy of such determinatlon. In the uase of 2 |
”*'f é}edeterm1nation under subsectlon (a) (11), the atafement ehall
A lé:”;n:lude_an-analysis justifying the determination._ln the case
19 .of detetmieatlons'apelleable to fﬁhdihq egreements %ith small
'; 11 _bu;lness firms, coples snall also be ;ent to the Chief |
:.-12 ‘Counsel for Advocacy of the Small Business Adminlatratlon. If
.13"th= Secretary.of Commecce believes that any individual.

14 de rmination or patte"n of determinatlons is contrary to the '

15 policles and oojectives of this chapter or otnerwise not 11

.

16:econfocmance with this chapter, the Sec:etary shall ) aiqi
"17. the_head of the agancy concerned and the Admlnist:ator of the

,18' Office df-Federel ?racurement'Policy; and-tecammend

19 .correctlve actions.

'23 " 3 “(2) Hhenever the Administrator of the Offiﬂe of”?edecal

Zi Precutement Policy has determined ;hat one oc more Fadecal

22 ‘égenefes eee utillzing the authority of clause (i) o (11) of
" 23" subsection (a) of this section ln a mannec that 1is éonttecy' -
24 to ehe polieies_and objectives of this_chapter, the-. o

25 'Adninistrato: is authorized to issue cegulations dessribing
26 claseesgof sltuations_lnewhich agencles_may'not-exe:c;se the

27 authoritles of those clauses.’

28 S ;'(5) by amending paeagraphs (15..(2)} (3), and fui of

f?Sr - 'sectlon 282 (c) to fead-aﬂ follews:

38 " '-"‘(1) That the contracto: disclose each subject

31 o inventlon to .the Federal agency wlthln a ceasonaole tine
'__32 -after lt-becomes known to contractor personngl

rcesponsible for the admlnlstration‘qf patent matters, and

" that the Federal Govetnment may racelve title to any
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- subject lnventlon not dlsclosed to it wltﬁln such time.

.“{2) That the contractoc maxe a arltten °1ectlon

'withln two years aftac discloeure to the Federal agancy

'(or such additlonal time as may be appcoved by the

Fedecal agency) wbethec th° contractoc wlll ret311 title
to a subject inventlon: ,;ov;_gg. That in any case whete

publication. on sale, or publlc uae, has Lnltiat=d the

fﬂ_’one year atatutory Derlod in “hiCh valid patent

‘protectlon can stlll be obtained 1n the Unit=d States, .

the perlod for electlon may be shortened by the redecal-

agency to a date that is not moce'than'sixty”days btle:'

. to the'end of the statutory period:"ggg_g;ovlggg ﬁgggﬁe;,

That"the_iederal Government may recelve titls to any

- subject invention in which the contractor does not elact

to ;eta1n'c1ghts or falls to elect rlghts within such

e

*r{3) Thet a contractor electihgltighﬁs in a suejec
invention adrees to file,a patent ehplication prior to
any statutory bar date that ﬁay'occur,under this title
due to ﬁublication; on sale, or public use, and shall:
théteafter flle cotresponding paﬁent appllcatlons in |
ather countries in which 1t wishes to retaln title withln 
reasonable time:; and ‘that the Fede:al Governmenc nay
receive tLtle to any.subject inventlons_in the ‘Unlited
States.of other counefies'in which the contractof'has_not'
fi;ed patent applications on the subject invention witnin
such times. - |

**(4) With respect to any anenticn In whlch the

contractor elects-clghts( the Federal agency shall have a

nonexclusive, nont:ensfertable. i:cevecable,'paidfup.
Iicense to practice or have pcacticed for or on.behalf-of
the United States any subiject tnvention tacoughout tha
world: _;gglggg. That ‘the funding agreement may provide

fo: such additional rights. including the_:iqht to assign
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'ﬁ'ﬁ ;f or have assigned forslign patﬂnt thhts in tne sub ect'

fz a.' lnvention, as arsa determined by the agency as nece;sary

5' | wfoc meetinq the obligations of the United States under
:-u---l  any treaty, international agceement, a:rangement of

5 - cooperatlon, memorandum of understandlng,_or =1m11ar -

6 ) atrangemﬂnt, including militarcy agrenmenta calatinq t31_ '
.5 L weapons develoom=nt_and production. e | - f;f _
e T = : ‘ . o

. (6) by striﬁng out "may" in section iﬁiixiiﬁ 202(c)(5) and inserting
A 'in liey the!eof sasow "is well as any infomation on utilization or
".'efforts at obtaining utilization obtained as part of a proceeding under |

 section W8 203 of this chapter shall;

12 \.'(g) A Federal agency may at any time walve all or any /
4 41 pact O the rights of the Unifed States un@er ‘subsectioh-( //-
o ) ’ . . . . . ) o S : . ) ) // . .
12 (4) of s section to any sufject inventions made undec/3”

N

13 funding a giment or class of {funding agceem=nts 1f (¥} such
. : . : 7

14 agency is au Qirized to make Huch a waiver alth cnzpeét to a

41

15 con;cadtoc'oth ‘than a small buslnes; fl:m ot -onpcafit
16 o:ganization. and\ (2) ths agenky determlnes }ftnat tha

17 'interéstg of the Unlhted States and the ge -rdﬁ publi~ will be'

4
(

T ' 3 /
18 Dbest served thecasby; ox (B) the funding, agreement_involves
'19_'cosponsored, cost sharlﬁ or Jjpint vifrure research or ths
28 venturer 1s required to make of hga /hade a substantial

/

21 contributlon of funds, faclli} or_eguiome

. /
22——ae~foﬁ€E—EHEEE the fundlnq FGres ment. The aqency ;hall

2; -waintain a cecocd of deter inatlon made under this

2&,-;unsection. Such recocd/ahall he aval -ble to the publlc ahd

25 shall be”perlodicall, updated. In-maklno such determinatlons

26 under this paradc#zh, the agendy shall conMlder at least the

27 following obii/ ves:

28 ** (1Y encouragling the:w de avallabilitw\to the public
T1#-29,-; ¥ °£ﬂth? bénefits of the expe'lmentai:'develop.: tél, or
' 36'3j  ‘cesghrch program in the shodtest practicable tie:
I **(11) promoting the compeccial utilizatlen \such
32 inventions; and | : A . - \\\

33 * “(ili)_encouraqlng part cipatioh by private per as,



'!f9822.3593

.
£
P
¥
E

]
=i
i

Gt s e Sl ket S e S D

(J) by striking out “and which ls not, Ltself..

._engaged ln or does not hold a substantial interest in
.othec organizatlons engaged in the manufacture or sale:_.

: of products or the use of prccessas that niqht utllize

?;the lnventicn or. be in competition‘with ombodiments DFJ.

-i_the invention" in clause (1) of section 282 (c) (7).

-t'!‘.«_,—',,‘uﬁé__"'- xs

(ép by striﬁgng out the words "five and Yelght" from c&euse (B) of

section 202(c)(7) and inserting in lieu thereof the words "ten" and

"rhirteen™ respectively. ”

(9) 'by sszmje strigking out everything efeef=ehe=eeeieeéea='in'section 202 (c)(7)
after the semicolon at the end of clause {€) of that section and inserting

in lieu thefeof "(D) except with respect to a fundiug agreement for the
operation of a.hovernment—owned-contractor—operated facility, a'requirement
that the taianee of_any royalties or in:;me earned by the contractor with
respect to suﬁject inyentions, after.paynent of eﬁpenses (including payments
to-inventors) incidental.to the administration of subject ineentinns, be
utilized.for the support of scientific research; and (E) with reseect to
a funding agreement for the operation of a Government-owned-contractor= o
operated facility, g.requiremené?ghadyafter payment of patenting costs,
1icensing costs, payments to inventors, and other expenses incidental to the
administration of subject inventions, 100 percent of.the balance:ef.any
royalties or incomed earned emand retained by the centracter during any
fiseal year jup to an amount equal to five percent of the anneal budget of
the facility,shall be used.by the contractor for scientific research,
development, and education consistent with.the researarch and development
misgion and ijectives of the factility, including activiies that_increase.
the licensing potention of other inventions of.the'facility; provéded that
if sbesha&aase said balance exceeds five:percent of the annual_budget
of the facility iagaﬁffﬁﬁEfifgggiijﬁar,_than 75 per cent of such excess
shall.be-eayed'to the.Treasury of the United States and the remaining
25 percent shall be used for the same. purpcses as described above in
this clause (E); ané that, as8s to the extent it provides the most effective

'techno&oygy transfer, the licensing of subject inventions shall be administered

by contractor employees on location at the facility.

© e seeme e,
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"14"contractoc, assignee. or exclusive lirensee adversely

35;,15jtaffected by a determlnatlon under thls secnion may, at. any
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d'{o)ﬁf‘f by adding at the end of section 223 the _ G
‘following: | |

**a determinatlon pursuant to this section shall not be

consldered a contract dispute and shall not pe subject to the

COntract'Disputes ACt (41 U.S. C. 621 et seq.). ANy

_tlne within sixty days after the determlnation is issued,
file a petition in the United States CLaims Court, whlch
_shall have jurisdlction to detecmine the mannz2r d=2 novo and

to afflrmr revecse, or modify as'appcopriate, the

detecmination of the Fedaral agency.

Q!) by amending sectlon 286 to read as fallows-]_ L et

‘S 206. Unlform .glauses and regulations

"‘The Seccetary of Comnerce may issue regulations'whi n

may be made appllcable to Federal agencies lnnlenentlng the

provisions of sections 222 through 284 of this chaptar. and

shall establish standacd funding agreement provlsions“
required under thls chapter. The regulations and the standard

funding agreement shall be subiject to publlc ‘comment oefaro

-thelr Issuance.’’;

(}gf in section 227 by insecting “*(a)** befors 'l
“Each Federal’’ and by adding.the followlnq new
o subseCtion at the end theceof: .

**(b) For thé pucpose of assurlng the effectlve

management of Gove:nment—owned inventions, the Secretary is
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‘authorized to-- |
‘f(})*asslst Pederal'aoéncy effocts to promoté theo
11ceh51ng'ahd utilization of Covécomént?owned annhtions;
*t(2) assist Federal aqenoies 1n see&lng pcotaction
.and maintalning inventions in foresign countries,
:_includlng the payment of f es and costs connected.—
'_thetewith and
forf‘ta) coneult ﬂlth and advise Federal ag=nci=s a~;to_
iareas of science and technology re;earch and develooment
with potential for commecclal utillzatlon. '3 and
(E%? in section 2@8 by strlking out “Admlnlatrator
of GEneral Services’’ and Inserting in lisu thereof

*‘Secretary of Commerce’’.

- sec. 2. (a) part IT of title 35 of th= United State; Cade

B

is amended by adding 3t the end therecf the :ollowinq._
“Chapcec 19--Llcensing and Assignment of Labocatacy

Inventlons

“Sec.

tr212. Cooperative research and deVﬁloonent nrograms.

**213. Duties of the Secretary.:

**214,. Definitions.

**§ 212. Cooperatlive research and dovelooment aragrans
*‘(a) The head of each Federal agency ls autﬁorizﬂd ta

_p°cmlt the dlcectoss of laboratocles which ara oonrated by

ﬂmployees of such agency and which have adaquate

"admlnistpa;ive capabilitles. to commit such laboratorles ts

ooopecative cesearch and qEvelopoent arrahgéments on matters
of mutual lnterest which are consistent with the labo:atorv‘@
misslon, with other Federal laboratories, units of State orC
local govécnment} inoustrlal oc;anizations. unlversities, =c
other ordanlzations or individuals iocludlnq llcensees of
1acocatocy'inveotlons or general partnacs of cesea:cnland
'.developmént limited partnetshlps.

**(b) In the course of any arrangament encterad iato

pursuant to subsactlon {a), the ?{%%%??Ei?} rhe laboritacy

Tay--
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 "{1) accept funis, secvices. én:ﬁpcopecty ffom"

collaborating entltlés;-and' |

~ “'(2) grant patent iiéenses'o:'asslgh future or’

exlisting ownecshib riqhts,in any laboratocy invention in

- which the Govecrnment has a right, oc fyture rcight of
E owne..rship,- ﬁ?ﬁ«‘:’rfzﬂj fv?i\fj ﬂvﬁ“’? G_-f?l‘ fée/é;?eu( qy{/fcj

**(c) In the courss of any arrangarsnt entersd Lnto.

pursuant to subsaction (a), the laboratory shall-- .'Mi'ﬁﬁ- o
- *'(1) require coyalties from an.lnven;ion li:ensa: =l ﬁmméﬁﬁm~'

. £

aéslgned under any arcangement mada under éubse?t;aﬁ (),
and shall dispose 2f royalcles cécéived as.follows:
| **(A) pay at least fifteen percent_of ﬁhe
royaities receiva< each year by the labocatory-ah
account of a laboratory invention.Ls_;he_lé;p:%§5f?'
inventor'of such invention; ‘
**(3) of all foyalties revalning z2ftzr tha
payment-pucéuant to subsection (é), use su;h
:'rOyaltiss.to_fund any mlsslon4reiated caze3rsh aﬁd
development of the laporatory, support employee
cevelopment and ecucation, cewacd erployees for
lnventlons of value to the Govecnment'that wi11 aot
ptoduce coyalties, or fucther 5cienti£ic'ex¢hanqe,
_and | | |
l"(C)_depOSit all.OthéE royalties in:the Unired

.States Treasury; and

"{2) allow a laboratory inventor to own-—subject to
reservation by the Government of a non-exclusive, non-
transferable, irrevocable, paid-up license to practice or have >
practiced for or on behalf of the United States throughout the '
world--patent, and develop a laboratory invention which the
Government has the right to own but for which the Government has
determined not to seek a patent under this title for itself, and

| i‘(3)'cepott-annually £o> the anpropriate ogversignt
- and appropriatlions committees of “he Senate and tha Hluse
‘of Representatlves dstailing the amount 3f royaltles

redeived and the expendlture of such royéltlés;]
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“§ 213.f Duties of the Secretary
"{a) The Secrétary of-Commercé,-in écnsultation‘with
_other Feoeral agencies and after opportunlty for publlc

" comment, shall lssue, monitor, and amend,'as-necessary,

f79uidéline5'for voluntary use by the Federal agencies for —-

:fx_(l)'techniQués aﬁd prbtedufés to usé'to aid'in”the

. ear1y aetermlnatlon of the commerc;al potentlal of riew

'technologles cenerateo in performance of Federal lcboratory

.'research:  )

DEVELOPED AnD - - .
—— e

R
"{2) trulnlna courses to quadmlnlstered by the

' Secre:ary to —-
"{%#) increase the awareness of'laboratory

researchers regarding potentizl inventionsy znd

S

“{B) communicate fhe essentials for optipns
for commercialization which are available to the

. Federzl laboratories;
S

(3) provisiohs for the disposition of invehtibns

pursuant to clause (b)(2) of seétion_212; including

thé:protection of the Government's interests, as necessary.

"(b) The head of each Federal agency, upon consul

with the Secretary, may adopt, supplement or revise the guiée—

tation

1in¢s issued pursuant ib.clauses.(a)(l) ané (3) ofithié section
consistent witﬁrthe.mission'of the Federal zcency éontefned.
{c) The Secretary shall, upon'réduest. fufnish.aafiée and
&assistance to 1aborctory dlrectors pursuant to sectlon 212.
"‘Qﬁ)_rhe Secretary shall submlt an annual rzport to the
?rasldént'and cohgcess on thenactlvitles anc accompllsnmants
of théICOOpefativé Eeseacch and develbpmeht arbgrém,
in ludinc 19chnologies being developec throush coopecatlv=

ceseaccn and development arrangements made und er tﬁe

‘authority 6f sectlon 212, and recommendations for laglislatlve
33

changes 1f deemed deslrable. The first such repotts sha;l he

submitted one year aftar the date of énactment_of this
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.1 -chapter.

**5 214. Deflnitions-
| *YAs used in this chépter the-term—-

"‘(1);‘Feder§l dgency’ means any executlve ajancy as
definéd in sectlon 125 of title 5, Unlted States Code,
éhd'tﬁe military dapactzents as definad in s2ctisn 122 of
such titles " - .

BRRYET ‘lébocat:f?‘ ﬁe§ns a facility owned, 12as2d, or
Qsed hy a Federal 3gency, a sdbsbéhtial ourpose of which
is ihe performance of research anz deVelogment-bv
Governhent emploveés;

**(3) ‘laboratory invehtion"meéns any fnvention or
~disccvery which 1is of may be patéhtable play othe:wiéa
protectable under this title, and is resscracle t3:gnz
?edéral agency faf determination of ownacship;

trs) ‘laﬁoratafy inventor’ means a Govefnment
employee'of the labocatory-who has mads a-iaaora:ory
invention: | |

;“(5) ‘*cooperatlive research and developmant

0

arrangement’ means any agreerent bétyeen a Faderal
labdraéofy ang one oc moce_non-?ederal partiss under
-which all partles agréE'to—- . |
| "‘(ﬁ) apply'resourceé’to conducnispeclfled'--
research and develogment, or
**(B) license or assign labopato:y lnventions for
commercial'uée} and |
*r(6) ‘Séccetary' means the Secretary of Commerce.’’.
(b) The téble of chapters for par%t II of titlas 35, Jalted
States Code, ls amended Tty acdding at th2 end therebf ths
followlng: | |

**19, Patents and Licensas Owned by the vaecnment...212".

Séé.fj. (a) The Dlrector of the Dfflice of Personnel

Yanagemant shall, in coo:dinétion wlth the Ss2cretary of

Commerce and the heads of rederal agenclies wlth Sovernment
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operated labocaLOties, promuljate such CEuUl3tlonar
sssistent with the provislons of chaoter 11 of titl- 13,-

United States Code, and Executive Order-xumbered 11222, as

ars neeged.to peémlt Fadaral enploy es to accept royalty

”foayments and partlcipate in further commer clal =frort;‘f

Eegardlng tﬁeic inv=ntiono.
(b) zednral emoloyees who accept ;ach royalty paymeqts or -

ba'ticlpate in efforts to commeecialize thelr lnvention;

'pur;uant to such regulations shall not. hecause af,such-

eptance or parelﬂipation--
(1) be deemed to be in violatlon oz :haptac 11 3‘
tltle 18 of the United States Code, or |
(2) be deemed to have accepted awar:s unde:*f';e_
(1) sectlons 4521 thcoudh 45¢5 of tltle 5 of tna.
'-United States Code, | |
(B) .section 1128 of title 12 of the United Statas
Code, or
) implementing regulatlions-under thess
.seétlons. |

(c) For- the purposes of this sectidn ‘**Federal

enployees’’ shallTlncluds a “‘speclal Governaent emQIQYeE"_:

as defined in sectlon 282 of title 18, United States Code.

Sec. 4. All agenclss of the Federal Govacnment ace

-authorized and dlirectad to asslist the Secretary >f Conmmerce,

th2 Director of the Office of Personnel ¥anazJameaw, 3and ch2
dlrectocs of Federal laboratocieS'lh exXerclising thelt'
responslibilities under sections 2 and 3 and the amendments

male by such sectlons.



