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Title 14—AERONAUTICS
AND SPACE

Chapter V—National Aeronaulics
and Space Administration

PART 1245-PATENTS

Subpart 1—Patent Waiver
Regulations

On February 24, 1972, a notice pof
proposed rule making was published in
the Feperak REGISTER (37 P.R. 3918-3921)
with respect to proposed revisions to the
NASA Patent Walver Regulations (14

CIFR 1245). Interested parties were per-

mitted 30 days to submit written com-
menis or suggestions regarding the pro-
posed revisions, Full consideration has
been given to all material presenied and
substantive amendments to certain seg=
tions of the proposed regilations have
beerr made in view thereof, as follows:

Section 1245.102 (b) and (g) have
been revised to make clear that only a
NASA contractor or the inventor(s) him~
self may petition for a walver of rights
“in an invention. Section 1245.103 has
been amended to provide a basis for
waiving all or any part of the rights in
an invention. Section 1245.104(b)(2)
has heen changed by adding a necessary
incentive provision to the exceptional
circumstances finding with respect to an
individusl Invention. Section 1245.105
has been amended to reguire that the

petition for waiver be submitted prior to .
the filing by NASA of a U.8. patent ap~- .

plication claiming the reported inven-
tion. Subsequent to this filing date, the
“invention will be subject to the NASA
Patent Licensing Regulations (14 CFR
1245.2). In § 1245106, with respect to
walver of forelgn rights, an additional
test has been added that the grant of
foreign rights be consistent with the eco-
nomic intercsts of the United States. Also,
the march-in rights of § 1245.107(b)
have heen amended to delete the specifie
language regarding the right to require
the granting of & license royalty-free.

The revised Patent Waiver Rezula-
tions are hereby adopted and shall be-
come effective on the date of thig
publication in the IFEbpERAL REGISTER
{8-30-72).

Subpart 1 is revised in its entirety a&
foliows:
e,
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AUTHORITY: 'The provislons of thls Sub-
part 1 Issued under 42 U.8.C. 2457,

§ 1245.100 Scope.

‘This Subpart 1 prescribes regulations
for the waiver of rights of the United
States to inventions made under NASA
contract.

§ 1245.101 Applicnbility.
. 'The provisions of this subpart apply to
all inventions made or which may be

made under'conditions enabling the Ad-
ministrator to determine that the rights

. fherein reside in the United States pur-

suant to section 305(a) of the National
Aeronautics and Space Act of 1958, ps
amended (42 U.S.C. 2457(a) ).

§ 1245.102 Definitions and terms.

As used in this subpart:
(a) “Contract” means any actual or

- proposed contract, agreement, under-
standing, or other arrangement with the -
‘National Aeronautics and Space Admin-

istration (NASA) or another Govern-
ment agency on NASA's behalf, includ-
Ing any assignment, substitution of par-

.tles or subcontract executed or entered
" into thereunder, and including NABA

grants awarded under the authority of
42 U.S.0C. 1891-1893.
(b) “Contractor” means the party who

has undertaken to perform work under

a contract or subcontract.

(¢) “Invention” is any new and useful
process, machine, manufacture, design,
composition of matter, any new and use-
ful improvement thereof, or any variety
of new plant, which is or may be patent-
able under the laws of the United States
(35 U.S.C. 101, 161 and 171) or any for-
eign country, and which is made in the
manner specified in paragraph (1) or
(2) of section 305(a) of the National
Aeronautics and Space Act of 1958, as
amended (42 U.8.C, 2457(a)) in the per~
formance of work under a contract.

{(d) “Made,” when used in relation to
any invention, means the conception or
first actual reduction to practice of such
invention.

(e) *“Board"” means the WASA Inven-
tions and Contributions Board estab-
lished by the Administrator of NASA
within the Adminstration under section

3051 of the National Aeronautics and-

Space Act of 1958, as amended (42 U.8.C,
2457¢1)).

() “To bring to the point of practical
or commercial appiicaiion” means o
manufacture in the case of a composi-
tion or product, to practice In the case
of a process, or to operate In the case of

. Filing of patent appllca.tiona.
—1246.117 -Publication.

- » machine, and under such conditions

a5 to establish that the invention is being
worked and that its benefits are reason-
ably accessible to the public.

(g) “Petitioner” means a coniractor
who requests that the Administrator
walve rights in an invention or class of
inventions made or which may be made,
under a NASA contract. In the case of an
identifled invention, the petitioner may
also be the inventor(s).

(h) “CGovernment agency” includes
any executive department, independent

__commission, board, office, agency, ad- =

ministration, authority, Government
corporation, or other Government estab-
lishment of the executive branch of the

. Government of the United States of

America.

(i) “States” means the States of the
United States, the District of Columbia,
Puerto Rico, the Virgin Islands, Ameri-
dan Samoa, Guam and the Trust Terri-
tory of the Pacifle Islands.

§ 1245.103 Policy.

(a) In implementing the provisions of
section 305(f) of the National Aerchau-
tics and Space Act of 1958, as amended
(42 U.B.C. 2457(1)) and in determining
‘when the interests of the United States
would be served by walver of all or any
part of the rights of the United States in
inventions made in the performance of

‘work under NASA contracts, the Ad-

ministrator, NASA, will be guided by the
objectives set forth in the National Aero-~

nautics and Space Act of 1958, as
-amended (42 US.C, 2451-2477) and by
-the basic policy of the revised Presiden-

tial Memorandum and Statement of
Government Patent Policy issued Au=-
gust 23, 1971 (36 P.R. 16887-16892).
Among the most important goals thereof

" are to provide incentives to foster inven-

tiveness and encourage reporting of in-
ventions made under NASA contracts, to
provide for the widest practicable dis-
semination of new technology resulting
from NASA’'s programs, and to encourage
the expeditious development and adop-
tion of this new technology for commer-
cial purposes,

(b) Beveral different situations when
waiver of all or any part of the righis
of the United States may be requested
are prescribed in §§ 1245.104-1245.106.
Under § 1245104, advance waiver of
rights to any or all of the inventions
which may be made under a contract
may be requested prior to the execu-
tion of the contract, or within 30 days
after execution of the contract. Waiver
of rights to an identified invention made
and reported under a contract may be
requested under § 1245.105. Waliver of
rights may be requested under any of
these provisions even though a request
under a different provision was not made,
or if made, was not granted. Waiver of
forelgn rights under § 1245.106 may be
requested concurrently with domestic
rights or independently thereof.

§ 1245.104  Advance walvers,

(a) The provislons of this § 1245.104
apply to petitions for waiver of domestic
rights to any or all of the Inventions
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which may be made under a contract,
Such petitions may be submitled by the
contractor prior to his execution of the
contract or within 30 days thereafter.

(h) (1) The Board shall recommend
to the Administrator, NASA, thal waiver
of domestic rights to nny or all of the
inveniions whichh may be made under
the NASA contract involved be granted
when the Board makes each of the find-
ings of paragraphs (¢) and (d) of this
section.

(2) Where the Boarg is unable to moake
one or more of the findings of paragraph
{cy of this section as to the contract,
but nevertheless finds that exceptional
circumstances exist so that the public
interest would hest be served by a walver
of rights to any or all of the inventions
whicit may be made under the contract,
the Board shall recommend to the Ad-
ministrator,
granted (conditions of paragraph (d)
of this section are not relevant to the
Beard's findings under this subpara-
graph). A finding of exceptlonsl ecireum-

‘stances shall be accompanied by a dis-
eussion of the rationale therefor. Ex-
amples. of exeeptional circumstances
would include: A contract where par-
ticiphtion of the contractor may only be
secured through the grant of waiver and
such contractor is deemed essential {o a
NASA program; a contract having as &
principal objeclive the application of
serospace related technology to other
uses in accordance with an established
NASA technology application program
and where the grant of walver would
nieterially advance this objective; or, a
cocperative endeavor where the contract
calls for a signiflcant contribution of
funds by the contractor to the work to
be performed. In the case of an Individ-
ual invention which is identified prior to
execution of the contract, exceptional
circumsiances may also be found where
waiver is & necessary incentive to call
forth risk capital and expense to bring
the invention to the point of practical
o commercial application and where
either (i) the contractor has established
substantial equities at his own expense
in the deveiopment of the invention; ox,
(i) the grant of advance waiver will sig-
nificantly advance the availability of the
Invention to the genheral publie,

(¢) (1} It is not a principal purpose of
ithe contract o 'create, develop or ime
prove products, processes, or methods
which are intended for commercial use
(or which are otherwise intended to be
made avallable for use) by the general
public ab home or abroad, or which will
be required for such use by governmental
regulations. :

(23 It is not a principal purposeé of
the contract to explore into fields which
directly concern the publle health, pub-
lic zafety, or public welfare,

{3} The contract is not in a field of

science or technology in which there has
© been Jittle significant experience outside
of work funded by the Government, or
where the Government hias been the
principal developer of the field, and with
respect to which the acquisition of exclu~
slve rights at the time of contracting

NASA, that walver be.

might confer on the petitloner a pre-
ferred or dominant position,

(4) The eontract is not for services of
the petitioner for (1) the operation of a
Government-owned research or produc-
tion facility; or (il) coordinating and
directing the work of others.

{d) (1) The purpose of the contract i
to build upon existing knowledge or tech-
nology, to develop Informstion, products,
processes, or methods for use by ihe
Government. )

(2) The work called for by the con-
tract ic in & fleld of technology in which
the petitioner has scquired technical
competence (demonstrated by factors
suchh as know-how, experience, and
patent position?, and either (i) the work
is directly related to an area in which
the petitioner has an established non-
governmental commerclal position; or
(ii} the commercial position of the pe-
titloner is not sufficiently established,
but a special situation exists such that
the public interest in the availability of

inventions would best be served by a-

waiver of rights to the petitioner, S8uch
special situations include, but are not
limited to the following:

{(a) A newly formed company having
a definite program for establishing a

nongovernmental commercial pogition in -

the field of the contract or in an area
directly related thereto.

(B) An established company lacking
an established nongovernmental com-
mercial position In the field of the con-
tract or a directly related field, but hav-

-1pg established plans and programs for

achieving such a position.

() An educstion or nonprofit institu-
‘tion having a promulgated policy and an
eftective program for acquiring rights to
inventions and for ecting by itsell or
through others to bring the results of
‘such inventions to commercial applica-
tion.

(e} When a petition for waiver Is sub-
mitted pursuant to paragraph (a) of this
section, prior to contract executlon, it

‘will be processed expeditiously so that

& declsion on the petition may be reached
prior to execution of the contract. How-
ever, if there Is insufficlent time or in-
safiiclent informstion 18 presented to
allow the Board to make its findings and
recommendations to the Administrator,
NASA, without unduly delaying execu-
tion of the contract, the Board will In-
form the contracting officer that such
findings and recommendations have not
been made, The contracting offlcer will
then notify the petitioner of the Board's
gciion.

() After notiflcation by the contract-
ing officer under paragraph (e} of this
section, the petitioner msay, upon his
execution of the contract, or within 30
days thereof, request the Board to re-
consider the matter under paragraph (b)

- of this gection either on the record or

with any addifional statements sebmit-
ted in support of the original petition.

(g) A walver granted pursuant to a
petition submitted under this § 1245.104
shali apply oniy io inveniions reporfed
during the term of the applicable con-
tract and which are designated at the

time of reporting as being an fnvention
on which the petliloner intends to fle
or has flled a U.8. patent application.
The walver shell extend to the claimed
invention of any division or continuation
of the patent spplication flled on the
reported invention provided the claims
of the subsequent application do not aub-
stantially broaden the scope of the re-
ported invention.,

(1) A walver granted pursusnt to a pe-
tition submitted under this § 1245.104
shall extend to any contract changer,
modifications, or supplemental agrec
ments, so long as the purpose of the con-
truct or the scope of work to be per-
formed is not substantially changed.

§ 1245.105 Waiver after reporting in-
ventions.

{a) (1) The provisions of this § 1245.105
apply to petitions for waiver of domestis
rights to identified Inventions which have
been reported to NASA and to which &
woiver of rights has not been granted
pursnant to §1215.104. A petition for
walver under this sectlon must be sub-
mitied prior to the flling by NASA of &
U 8. patent application claiming the re-
‘ported Invention. )

(2} A walver grunted pursuant to this

section shall extend to the ¢laimed in-
vention of any division or continuation
of the pafent application filed on the
reported Invention provided the claims
of the subsequent application do nct
substantially broaden the scope of the
reported invention.
. {b) The Board shall recommend to the
Administrator, NASA, that waiver of do-
mestie rights to an identifled Invention
be granted where the Board makes all of
the findings below: '

(1> The invention is not directly re-
lated to a governmental program for
creating, developing, or improving prod-
ucts, processes, or methods for usze by
the general public at home or abroad.

(2) The Inventlon is not likely to he

required by governmental regulations for
‘use by the general public at home or

abroad.

(3} The invention does not directly
concern the public health, public safety,
or public welfare.

(4) The invention Is not In & fleld of
science or technology in which {here has
heen little significant experience outside
of work funded by the Government, or
where the Government has been ihe
principal developer of the field, and with
respect to which the acguisition of exclu-
stve rights In the invention would nol
likely confer on the petitioner a preferred
or dominant position: Provided, That the
Board also finds that in view of the peti-
tioner's plans and Intentions {6 bring the
invention to the point of practical or
commercial application and the known
plans of others, the incentives provided
by walver will increasze the likelihood
that the henefits of the invention would
be readily available to the public at an
early date.

(¢) If the Board is unable to make one '

of the Nndings set forth In paragraph
{b) (1) through (4) of this section, the




RBoard may nevertheless recommend a
waiver of domestic rights be granted by
the Administrator, NASA, if the Board
finds that such waiver is a necessary in-
centive to call forth risk capital and ex-
pense to bring the invention to the point
of practical or comrercial application,
or that the Govermment's contribution
to the invention is sinall compared to
that of the contractor.

. § 1245106 Waiver of foreign rights,

(a} The Board will consider the
waiver of domestic and foreign rights
concurrently when so requested by the
petitioner in accordance with § 1245110
(d). Where the Board makes the findings

necessary to support & waiver of domes-
. tie rights, the petitioner will normally

be granted the right to secure patents in
any country in which he elects to file

- provided that the grant of such right

is consistent with the economie interests
of the United States. The Board may also
recommend the grant of only forelgn
rights, in accordance with the guldelines
of paragraph (b} of this section, when
the interests -of the United States will
best be served thereby.

(b) The Board will also consider a
separate request for the waiver of the

right to secure 'a patent in any country.

in which the petitioner elects to file as
to an identified Invention when so re-
quested by the petitioner in accordance

with § 1245.110(d). Walver of such for-

elgn rights will normsally be granted in
countries In which the Administrator,
NASA, does not desire to file an applica-

‘tion for patent provided that the grant

of sueh right is consistent with the eco-
nomic interests of the United States. -

§ 1245.107 Reservations.

(a) With respect to any particular in-
vention, each waiver of domestic or for-
eign rights granted shall be subject to
the reservation of an irrevocable, nonex-
clusive, nontransferable, royalty-free Ii~
cense for the practice of the invention

throughout the world by or on behalf of -

the U.B. Government or any sagency

* thereof, any forelgn government pursu-
© ant to any existing or future treaty or

agreement with the United States, or any
State, or domestic municipal government
unless the Administrator, NASA, deter-

- .mines, based ‘upon & recommendation of

the Board, that it would not be in the
public interest to acquire the license for

the States and municipal governments,

() With respect to any particular in-
vention, each waiver of domestic rights
granted shsll be subject to the reserva-
tion by the Administrator, NASA, of the
right to reguire the grantings of a non-
exclusive or exclusive license for the
practice of the invention to any respon-~
sible applicant upon terms that are rea-
sonable under the circumstances!:

(1) Unless the walver recipient, his
licensess, or assighs have taken eflective
steps within 3 years after a TS,
patent issues on the invention to bring
the inventjon to the point of practical or
commercial application and thereafter
centinue to work the Invention and make
its benefits ressonably accessible to the
public; or

(2) Unless within 3 years after a U.B.
patent issues on the invention, the waiver
recipient, or his nssigns have taken ef-
fective steps to make such patent avail-
able for lcensing to responsible appli~
eants, royalty-free or on terms that are
regsonable in the circumstances; or

(3) As may be appropriate to satisfy
the requirements which may be made by
governmental regulatinng for public use
of the inventfon or as may be necessary

to fulflil health or safety needs, or for -

other public purposes stipulated in the
contract.

{c) With respect to any particular in-
vention, each waiver granted for domes-
tic or foreign rights shall be subject to
any other reservations called for by the
Administrator of NASA upon the grant
of the petition. .

(1> The waiver recipient shaill he
given an oppeortunity {o show cause be-
fore the Board why he should not be re-

guired to grant a Ycense under Dara-

graph (b) of this section or why he
should otherwise retain the full beneflts
of waiver for a further period of time.

8 1245.108 License to contractor,

Each contractor reporting an inven-
tion is granted a license upon the terms
and conditions specified in the NABA
Patent Licensing Regulations (14 CFR
1245.204(n) ),

§ 1245.109 Voidability of waivers.

(a) With respect to any particular
invention, each waiver of domestie rights
shall be voidable at the option of the
Administrator, NASA, unless:

(1) Within § months from the date of

reporting r.n invention under a contract,
subject to a walver granted pursuant to
§ 1245.104, or 8 months from the date
of the granting by the Administra-

tor of a waiver pursuant to § 1245.105,
.the waiver recipient causes an applica-

tion for U.S. Letters Patent to be filed
disclosing and claiming the invention
and includes within the first paragraph
of the specification following the ab-
stract, the statement:

The invention described herein was made
in the performance of work under NASA con-
tract Ne. —— and is subject to the provisions
of section 305 of the Natlonal Aeronautics

and Space Act of 1958 (72 Stat. 435; 42 US.C.

2467).

(2) The waiver recipient promptly
furnishes to the Chairman of the Board
e copy of the U.S. patent application
filed on such invention, together with
identifying serial number and filing date
promptly upon receipt thereof; and,
promptly furnishes to the Chairman of
the Board properly executed instruments
fully confirmatory of the rights herein
reserved by the Government,

(3) The waiver recipient, in the even't. ‘

he elects not to continue prosecution of
any application filed on such invention,
notifies the Chairman of the Board and
delivers to the Chairman the documents
necessary to inspect said application in
the U.8. Patent Office within sufficient
time to allow sssumption of prosecution
by the Government, and delivers to the

Chairman such duly executed instru-

menty as are necessary to vest title in
the Administrator, including an instru-
ment of asslgnment to such patent
application,

(4) The walver reciplent grants any
license which the Administrator may re-
quire pursuant to § 1245.107.

(5) The walverl recipient files a utiliza-
tlon report with the Board by September
1 of the second year following the grant
of the waiver and thereafter upon NASA's
written request, which request shall not
be made more often than annually. Such
reports shall set forth in detail the
progress, development, application, and
commercial use being made and that is
intended to he made of the waived
invention.

(b) With respect to any particular in-
vention, each waiver granted shall be
voidable at the option of the Adminis-

trator, NASA, if a patent claiming such

invention is held, in a final determi.
nation, to have been used in violation of
the antitrust laws in any suit, action, or
proceeding brought before a properly

_ constituted authority authoerized to hear

such matters.

(¢) With respect to any particular in-
vention, walver of foreign rights as to
any forelgn country shall be voldable at
the option of the Administrator, NASA,
unless: -

€1) A patent application Is flled in the
country within nine months from the
date a corresponding U.S. application is
filed, or 6 months from the date permis-
sion is pranted to fille foreign applica-
tions where such filing has been pro-
hibited fof security reasons, or such
longer periods as may be expressly ap-
proved by the Adminisfrator;

(2) The waiver recipient furnishes to
the Chairmean of the Board the identify-
ing serial number ang filing date of each

foreign patent application filed promptly

upon receipt thereof; and, upon re~

qguest, a copy of the foreign patents or

applications;

(3} The waiver recipient executes and
furnishes to the Chairman of the Board
instruments fully confirmatory of the
rights herein reserved by the Govern-
ment; and

(4) The walver recipient, in the event

he elects not to continue prosecution of

any foreign application filed on such in-
vention or if he intends to abandon a
foreign patent by the nonpayment of g
maintenance tax, notifies the Chairman
of the Board within sufficient time to
allow assumptlion of prosecution by the
Government, or payment of the main-
tenance tax, respectively, and delivers to
the Chairman of the Board such duly
executed instruments as are necessary to
vest in the Administrator title thereto,
including an instrument of assignment.

£ 1245.110 Conltent of petitions.
{a) General confents and forms,

Forms which may be used in petitioning - -

for waiver and for filing utilization re-
ports are avallable from the NASA In-
ventions and Contributions Board, Na-
tional Aercnautics and Space Adminis-
tration, Washington, 'D.C. 20546. Each
request for walver of forelgn or domestic
rights under § 1245.104, § 1245.105, or

2 e S




$ 1245.106 shail be by petition to the Ad-
ministrator, NASA, and shall include:

(1) An identification of the pebi-
tloner, his place of business and address,
and if the petitioner is represented by
counsel, his name and address;

(2) An identification by number and
date of the pertinent NASA contract or
proposed contract;

(3) A specification of the kind of
waiver requested and s citation to sec-
tlon under which the petition is sub~
mitted; snd

(4} The signature of the petitioner or
his authorized representative, and date
‘of signature.

(b) Petitions for advance waiver under:

§ 1245.104. In addition to the information

specified in paragraph (a) of this section,

. each petition for walver under § 1245.104
shall include:

{1} A copy of the statement of work

" of the pertinent NABA contract or pro-
posed contract;

(2} A full and detalled statement of

facts sufficient to enable the Board to
mske the findings regarding the contract
and the petitioner as specifled in § 1245.-
104 or, if applicable, whether the excep-
tional circumstances of § 1245.104(h} are
" present; and

(3) The date of contractor’s execution
of the contract, if the petition Is filed
subsequent to contract execution,

{e) Petitions for waiver for identified
inventions under § 1245.105. A separate
petition shall be submitted for each iden-
tified invention, In addition to the infor-
mation specified in paragraph (a) of this
section, stuch petition shall include:

(1) The fuli names of sll inventors;

(2) A stalement whether a patent ap-
plication has been filed on the invention,
together with & copy of such application
if filed: or, if not filed, a complete de~
zeviption of the invention;

{3y If a patent application has not
been filad, any information which may
indicate a potential statutory bar to the
filing of a patent application under 35
T1.8.0. 102 or & statement thal no bar is
known to petitioner to exist;

(4) A Dl and detailed statement of
facis sutiicient to enable the Board to
make the Andings regarding the inven-
tion as specified in § 1245.105 (b) or (c};
and

() Where the petitioner(s) 1s the in-

. yentor(s), a statement In writing from
the contractor that the contractor has
eonveyed suflicient rights so that the
petitioner{s) may carry out the obliga-
tions of the walver.

(1) Petitions Jor waiver of foreign
rights wnder § 1245106, A petition for
vwaiver of foreign rights may accompany
and be 2 part of a petition for walver
of domoestic rights under either § 1245.104

r % 1245.105, or a petition for foreign
rights may be submitted independently
of any raguest for domestic rights under
§ 1245.108{1) . In addition to ihe infor-
raation specifiad in parsgraph (a) of this
section, petition for walver of foreign
rights shall include, where feasible, a
qenomination of the forelgn countries in
which petttioner elects to secure or ia-~

tends to file patent applications, and his
plans and intentlons to practice the in-
vention in such countries.

§1245.111 Submission of petitiona.

Petitlons for advance walver of domes-
tic rights under § 1245104 or advence
walver of foreign rights under § 1245.106
presented prior ic contract execution
must be submitted through the contract-
ing officer to the Inventions and Contri-

butions Board, National Aeronantics and

Space Administration, Washington, D.C.
20546. All other peotitions shall be sub-
mitted directly to the Board.

'§1245.112 Notice of proposed Bonrd

action and reconsideration.

(a) Notice, When sufiicient time and
complete Information is presented with
respect to petitions for the advanced
waiver of rights under §1245.104 or
$ 1245106 or when complete informsa-

- tion iIs presented as to all other petitions

for waiver the Board will notify the
petitioner:

(1) Whether it proposes to recoms=-
mend to the Administrator, NASA, that
the petition be: -

(i) Granted in the extent requested;

(i) Granted in an extent different
from that requested; or,

(11} Denied. .

{2) Of the reasons for any recoms-
mended action adverse to or different
from the walver of rights requested by
the petitioner.

() Request for reconsideration and
statements required. (1) If, pursuant to
paragraph (&) of this section, the Board
notifies the petitioner that the Board
proposes to recommend. action adverse
to or different from the waiver requested,
the petitloner may, within such perlod
as the Board may set, but not less than
15 days, request reconslderation by the
Board.

(2) If reconsideration hes been re-
quesied within the prescribed time limit,
the petitioner shall, within 30 days from
his request for reconsideration, or within
such other time as the Board may seb,
flle a statement setting forth the points,
suthorities, arguments, and any addi-
tlonal material on which he relies.

(3) Upon filing of the reconsideration
statement by the petitioner, the petition
will be assigned for reconsideration by
the Board upon the contents of the pe-
titlon, the record, and the reconsidera~
tion statemeni submitted by the peti-
tioner.

(4) The Board, affer recousideration
of the petition, will notify the petitioner
of its proposed recommendations to the
Administrator, NASA. If the Board's
proposed action is adverse to, or different

from, the waiver requested, the petd-
tloner may recuest an oral hearing with« .

in such time sy the Board has set,

§ 1245.113 Hearing procedure.

(a) If the petitioner requests an oral
hearing within the time set, pursuant to
§ 1245.112(b) (4), the Board shall set the
time and place for such hearing and shall
50 notify the petitioner,

(b) Oral hearings held by the Board
shall e open $o the public and shall be

-

held In accordance with the following
procedures:

(1) Oral hear!ngs shall ke conducted
in an informal manner, with the objec~
tive of providing the petitioner with a
full opportunity to present facts ang ar-
guments In support of the petition, Evi-
dence may be presented through means
of such witnesses, exhibits, visual aids as
are arrvanged for by the petitioner. Pe-
titioners may be represented by any su-
thorized person inciuding &n atiorney.
While proceadings will be ex parte, mem-
bers of the Beoard and iis counsel may
address questlons to witnesses called by
the petitioner, and the Board may, &t its
option, eniist {he aid of technical ad-

visors or expert witnesses, Any person

present at the hearing may make a state-
ment for the record.

(2) A irapseript of the proceeding

shall be arranged for by the Board. The
petitioner shall submit for the record a
copy of any exhibit or visual aid utilized
during the hearing,

§ 1245.114 Findings and recommendas
tions of the Board.

(a) Findings of the Bourd, The Board
shall consider the petilion, the NASA
contract, if relevant, the goals ciied in
§ 1245 103 (a), the efect of the waiver on
the objectives of the related NASA pro-
grams, and any other available facts and
information presented to the Board by an
Interested party. The Board shall then

_determine and make, if applicable, each -

‘of the specific findings of fact required
by §1245.104, §1245.105, or § 1245.106
under which the pelition was submitied.
The Board shall document all their
findings. .

(b) Recommendation of Board. (1)
After making the findings of fact, the
Board snall formilate its proposzd rec-

ommendation {0 the Administrator,

NASA, as to the grant of waiver as re-
quesied, the grant of walver upon terms
other than as requested, or denial of
waiver.

(2) if the Board proposes to recom- .

mend, nitlally or upon reconsideration,
that the petition be granted in the ex-
tent requested or, in other cases, if the
petitioner does not request reconsidera-

tion or & hearing during the period set

for such action, or informs the Board
that such setion will not be requested,
or falls to file the required statements
within the prescribed time limit, the
Board chall transmit the petition, iis
findings of fact with respect thereto, and
i3 recommendation to the Administra-
tor, NASA.

(3} After a hearing, as provided in
§ 1245.113, the Board shall consider the
entire record and shell transmit its rec-

gmmendailons and findings to the Ad-
ministrator, NASA, along with the petl-

tion, and & summnary record of the
proceecdings. :

§1245.115 Action by the Administrator,
NASA. )

(a) After receiving the transmittal
from the Board, the Administrator shall

determine, In accordance with § 1245103, =

whether or not to grant any waiver of

rights to the petitioner. A waiver pur-!




suant to § 1245.104(b) (2) will be granted
only when the Board so0 recommends.

th) In the event of denial of the peti-
tion by the Administrator, NASA, a writ-
ten notice of such denial will be promptly
transmitted by the Board to the peii-
tioner. The written notice wiil be accom-

panied with a statement of the grounds.

for denial.

(¢} If the Administrator, NASA, de-
cides to grant the waiver, the petitioner
shall be sent an instrument of walver
confirmatory of the condltions and res-
ervations of the waiver grant for his
execution and prompt return to the
Board.

§1245.116  Filing of patent applications.

(a} In order to protect the interests
of the Government and ‘of petitioners in
inventions, petitioners are encotraged to
file patent applications prior to the final
disposition of their petitions for walver.

(b) If a petitioner files a U.S. patent
application on an identified invention
during the pendency of the petition, or
within 60 days prior to the receipt there-
of by NASA, NASA will reimburse the
petitioner for the- reasonable costs of
" filing said U.S, patent application and
such patent prosecution as may have
ensued, provided:

(1) Similar patent filing and prosecu-
tion costs are not normally reimbursed
to the petitioner as direct or indirect
costs chargeable to Government con-
tracts;

(2) 'The petition is ultimnately denled.

with respect to domestic rights, or with
respect to foreign and domestlc rights,
" if both are so requested ; and h

(3) Prior to reimbursement, the peti-
tioner sasslems the application to the
Unlited States as represented by the Ad-
ministrator of the Natlonal Aeronautics
“and Space Administration.

§ 1245.117 Publication.

The findings and recenmmendations by
the Board with respect to each petition
for waiver shall be mude rvrilable to the
public by the Board, In sddition, selected
findings and recommendations of the
Board shsall be published annuelly.

Efective daie, The provisions of this
Subpart shall be effective upon publica-
tion in the Pupsnal REGISTER (8-30-72),
and supersede the NASA Palont Walver
Regulations of June 1, 1966 (31 F.R,
7677-7679) as of thal date, excepl that

(a} any petition pending on the effective -

date will be considered under the latter
regulations urdess consideratton under
the revised rveguintions is specifically re-
quested by the petitioner, and (b any
petition received prior to October 1, 1972,
may be considered under the latier regu-

lations if specilically reguested by the

petitioner at the time of submission. All

- petitions received on and after October 1,

1972, will be considered under the new
revised Patent Walver Regulations,

James O, FLETCHER,
Administralor.
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