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a machine, and under such conditions
WaIver atter reportlng"lnventlonl. as to establish that the invention Is being
Waiver of foreIgn rights. worked and that its benefits are reason..
~servatlon8. ably accessible to the public.
License to contraotor. (g) "Petitioner" means a contractor
Voldo.bUlty at waivers. who requests that the Administrator
Content ot petitIons.
Submission of petittons. waive rights in ,an invention or class of
Notice of proposed Board act1Qn inventions made or which may be made,

and reconsideration. under a NASA contract. In the case of an
1245.113 Hearing pro~edure. identified invention, the petitioner may
1245.114 Flndlngs and recommendation of also be the tnventor<s).

the Board. (h) "Government agency" includes
1245.116 Action by the AdIlllntstratorl NASA. any executive department, independent
1245.116 Fntng ot pa.tent applications.
1-246;1l-7Publication. _commission, __board,_offiGe, ~g~IlGY,~_cl:"" _

ministration, authority, Government
AVTHOlUTV: The provisions of this Sub· corporation, or other Government estab..

part 1 Issued under 42 U.B.C. 2467. lishment of the executive branch of the
§ 1245.100 Scope. Government of the United States of

This Subpart 1 prescribes regulations America.
for the waiver of rights of the United (l) "States" means the States of the
States to inventions made under NASA United States, the District of Columbia~

Subpart l-Patent Waiver contract. Puerto Rico, the Virgin Islands. Ameri-
I • dan Samoa, Guam and the Trust Terri..

Regu allons § 1245.101 AppBcabiH.y. tory of the Pacific Islands.
On February 24. 1972, a notice pf The provisions of this subpart apply to § 1245.103 PoBcy.

proposed rule making was published in all inventions made or which may be
the FEDERAL REGISTER (37 F.R. 3918-3921) made under' conditions enabling the Ad.. (a) In implementing the provisions of
with respect to proposed revisions to the mtnistrator to determine that the right:s section 305(f) of the National Aeronau..
NASA Patent Waiver Regulations (14; therein reside in the United States pur.. tics and Space Act of 1958, as amended
CFR 1245). Interested parties were per- . suant to section 305(0.) of the National (42 U.S.C. 2457W) and In determining
mitted .0 days to submit written com- Aeronautics and Space Act of 1958, lIS when the Interests of the United States
ment.s or suggestions regarding the pro· amended (42U.S.C.2457(a». would be served ,by waiver of all or any
posed revisions. Full consideration has § 1245" 102 Definhions and terms. part of the rights of the United states in
been given to all materialpresented a~d • inventions _made in the performance of
substantive amendment.s to certain sec.. As used in this subpart: 'work WIder NASA contracts, the Ad-
tions of the proposed r~gWations have (a) "Contract" means any actual or ministrator, NASA. will be guided by the
been macte in view thereof, as follows:' propO~ed contract, agreement. !Jllder.. objectives set forth in the National Aero-

Section 1245.102 (b) and (g) have standing. or other arrangement WIth the' nautics and Space Act of 1958, as
been revised to make clear that only,.. National Aeronautics and Space Admin- . amended (42 U.S.C. 2451-2477) and by
NASA contractor or the inventor(s) him", istration (NASA) or another Govem- .the basic policy of the revised Presiden­
self mav petition for a waiver of rights ment agency on NAf;A's behalf, lnc)ud.. tial Memorandum and Statement of
:In an invention. Section 1245.103 has ing any assignment, substitution of par.. Government Patent Policy issued Au­
been amended to provide a basis for .ties or SUbcontract executed or entered gust 23, 1971 (36 F.R. 16887-16892>'
waiving all or any ,part of the rights in into thereunder, and including NASA Among the most important goals thereof
an invention. Section 1245r104(b) (2) grants awarded ,under the authority of 'are to provide incentives to foster inven..
has been changed by adding a necessary 42 U.S.C. 1891-1893. tiveness and encourage reporting of in­
incent.ive provision to the exceptional (b) "Contractor" means the party who venttons made under NASA contracts, to
circumstances finding with respect to an .has undertaken to perform work und,er provide for the widest practicable dis­
individual invention. Section 1245.105 a contract or subcontract. semination of new teclmology' resulting
has been a.mended. to require that the (c) "Invention" is any new and useful from NASA's programs, and to encourage
petition for waiver be submitted prior to .process. machine, manufacture, design, the expeditious development and adap­
the filing by NASA of a U.S. patent ap.. ~ composition of matter, any new and use.. tion 'of this new teclmology for commer­
plication. claiming the reported inven.. till improvement thereof. or any variety cial purposes.
tiOIl. Subsequent to this filing date. the of new plant, which is or may be patent- (b) Several different situations when
invention will be subject to the NASA able tmder the laws of the United States waiver of all or any part of the rights
Patent Licensing Regulations (14 CFR (35 U.S.C. 101. 161 and 171) or any for- of the United States may be requested
1245.2). In § 1245.106. with respect to eign country, an!! which is made In the are prescribed In II 1245.104-1245.106.
waiver of foreign rights, an additional maIUler specified in paragraph (1) or Under § 1245.104, advance waiver of
test has been added that the grant of (2) of section 305(a) of the NationM rights to any or all of the inventions
foreign rights be consistent with theeco- Aeronautics and Space Act of 1958, as which may be made under a contract
nomic int..erelits of the United states. Also. amended <42 U.S.C. 2457(a» in the per- may be requested prior to the cxecu­
t11~ march-in right..., of § 1245.107(b) formance of work under a contract. tion of the contract. or witWn 30 days
have rfi.~en a.mended to delete the specific (d) "Made," when used in relation to after execution of the contract. Waiver
language regarding the right to require any invention. means the conception or ot rights to an identified invention made
the granting of a license royalty-free. first R.C?tual reduction to practice of such and reported under a contract may be

The revised Patent Waiver Regula.. inventIon. requested under § 1245.105. Waiver of
tions are hereby adopted and shall be.. (e) "Board" m~ans the NASA Inven· rights may be requested under any of
come effective on the date of tbt$ tions and ContrIbutions Board estab- these provisions even though a request
publication in the FEDERAL' REGISTER 1ish~ by the ~dmin1strator of NASA under a different provision was not made,
(8-30-72) within the Adrrunstratton under section or if made, was not granted. Waiver of

Subpart 1 is revised in Its entirety lIS 305m of the National Aeronautics and foreign rights under § 1245.106 may be
.J'ollvws' Space Act of 1958, as amended (42 U.S.C. requested concurrently wIth domestic
• • 2457(f), rights or Independently thereof.
~~;.IO() Hcope. (f) "To br!ng to tJ:1.e ~in~,of practic~l

or commercial appllca"on means r.o § 1245.104 Ad,':mcc w~ive~.
1215.101 Appl1cn.-bUlt1. .... .
12.1::;.102 DefinitIons a.-nd. tonne. manufacture in the case of a composi- (a) The proVisions of this § 1245.104
1245.103 Polley. tton or product. to practice in the case apply to petitions tor wrover of domestJc
12..S.HJ1, Adva.noo w&lvora. of a process, or to oPf'rate In the case of rights to any or all ot the inventions



wi".ieh may be made W1der Q. coutract.
Such petitions may be submitted by the
{.'ontrnctor prior to Ws execution of the
('ont.rn.ct or within 30 days therca.rtcr.

(}:I) (]) The Board shall recommend
tv the Administrator, NASA. tha.t waiver
of domestic rights to any or all ot tl~e

inventions which may be Clade Undl?'T
the NASA contract involved be (O'rult~d

when the Bon.rd makes each or the tind ..
1ngs of paragraphs (c) and (d> of this
section.

(2) Where the Board is wlR.ble to mnko
one or more of the tlndings of parar,raph
(c.) of this sect.1on o.s to the contract.
but nevertheless finds that exceptional
clrcurnstancesexist so that the public
interest would best be served by .. wBlver.
of rights to any or all of the inventions
whkh may be made under the contract.
the BOllrd shall recommend to the Ad­
ministrator. NASA, that waiver be
granted. (conditions of paragraph (d)
of this section are not relevant to the
Board's findings under this subpara­
graph). A finding of exceptional circum..
stances shall be accompanied by a dis­
cussion of the rationale therefor. Ex­
amples· of exceptional c1rcUJl1Stanccs
would include: A contract where par­
ticipation at the contractor may only be
secured through the grant of waiver and
such coiltl'actor is deemed essential to a
NASA program; a contract having as &
principal objc(',tive the application of
aerospace related technology to other
uses in accordance with an established
NASA technology application program
an1 where the grant of waiver would
nu:terially advance this objective; or. a
cooperative endeavor where the contract
calls for a significant contribution ot
ft~'>1ds by the contractor to the work to
be performed. In the case of an individ.
ua.l invention which is identified prior to
eXf.cutiou of the contract, exceptional
circwnstances may also be tound where
waiver is a necessary incentive to call
forth risk capital and expense to bring
the invenUon to the point of practical
or commercial application and where
either (i) the contractor has established
:mbstantial equities at his own expense
in the development of the invention; 01',
(li) the grant of advance waiver wlll sig­
nificantly advance the availability of the
invention to the general public.

(c) (I) It is not a principal purpose of
the contract to'create, develop or im..
prove prodllcts. processes. or methods
which nrc intended for commercial use
(01' which are otherwise intended to be
made available for use) by the general
lJUhlic at home or abroad, or which will
lit> n~quired for such usc by governmental
regnlations.

(2) It ic; not a principal purpose of
the contract to explore into fields which
directly concern the public health. pub..
lie: safety, or public welfare.

(3) The contract Is not in a field of
science or technology In which there has
b(;(;n .little significant experience outside
of work fWldcd by the Government, or
where the Government has been the
principai developer of the field. and with
l'C"..spcct to which the acquisition of exclu..
sive rights at the tIme of contractInB

mir.ht confer on the petitioner a pre..
ierred or dominant position.

(4) The contract is not tor services of
the petitioner .for (1) the operation ot a
Govenlmcnt-owned rcs~arch or produc..
tion fac1lity; or (U) coord1natlng and
d:i.~'er.ting Ule work of others.

(d) (1) ".rhe purpose of the contract Is
to build upon exlsUnff knowledge or tech­
nology, t.o develop tn!ormaUon, products,
processf'S, or methods tor use by the
Government.

(2) The work called tor by the con­
tract is in a field of technology in which
the petitioner haa acquired teclulical
competence (demonstrated by factor::;
such as know-how. experience. and
patent position) • and either (1) the work
Is dlr.ectly related to an area in which
.the petitioner has an established- non..
governmental commercial position; or
(ii) the commercial position of the pe·
titIoner is not sufficiently established,
but a special situation exists such that
the public interest In the avaUablUty of
inventions would best be served by Po
waiver ot rights to the petitioner. Suell
special situations inclUde, but are not
limited to the following:

(a) A newly tormed comPMY having
a definite program tor establlshlng a
nongovernmental commercial lJOB,it1on In
the field of the contract or in an area
directly related thereto.

(b) An establishcd company lacking
an established nongovernmental com­
mercial position in the field ot the con·
tract or a directly related field, but hav­

. Ing established plans lUld programs for
achieving such a position.

(c) An education or nonprofit Instltu·
:tlon having a promulgated polley Mdan
effective program tor acqulrlng rights to
inventions and for acting by Itself or
through others to bring the results ot
such inventions to commercial appUca~

tion.
(e) When a petition for waiver Is sub­

mitted pursuant to paragraph (a) of thls
section, pI10r to contraet execution, it
will be processed expeditiously so that
a decision on the petition m..y be reaelled
prior to execution of the contract. How..
ever, It there is Insu1l1clent time or in­
sUftlclent information Is presented to
allow the Board to make Its 1lndings and
recommendations to the Administrator.
NASA. without unduly dela.ylng exec,,·
tlon of the contract, the Board w!l1 in·
fonn th~ r.ontraetlng officer that such
findings and recommendations have not
been made. The contracting officer will
then notify the petitioner of the Board's
action.

(f) Alter notification by the contract­
ing officer under paragraph (e) of this
section, the petitioner may, upon his
(l'xccution ot the contract. or wttt.in 30
days thereot, request the Board to reo
consider the matter under paragraph (bl
of this seetion either on the record or
with any addItional statements submit­
ted in support of the original petition.

(g) A waiver granted PursUMt to ..
petltlon submitted under this § 12'5.10'
shall apply only to in"entions reported
during the term ot the applIcable con­
tract and whlch are designated at the

time 01 reporting at) being an invention
on whIch the petitioner Intcn<ls to fUe
or haa filed a U.8. patent applleaUon.
The waiver slul.ll extend to the claimed
invention of any division or continUAtion
ot the pa~nt appl1cnUon tUed on t.h.~

reported invention provIded the r.laims
of the subsequent application do not Gub­
star~t1ally broaden the scope of th~ n' ..
ported invention..

(h) A waiver granted pursuant to a. pe­
tition submitted undcr thlil 11245.104
shall extend to any contract ehangc[J.
modifications, or supplemental agrcc­
ments, so long as the purpose of the con..
tract; or the scope of work to be per­
formed;" not substantiAlly ch.mged.
§ 1245.105 WaiveraItcr reporting ina

ventions•

(a) (1) The provisIons of this § 1245.105
apply to petitions for waiver of domestii]
rights to identified inventions which have
been reported to NASA and to Which a
waiver of rights has not been granted
pursuant to § 1215.104. A petition tor
waiver under this section must be sub­
mitted prior to the ll1lng by NASA of a
U.s. patent appl1catlon clalmlng the re­
porte<! invention.

(2) A waiver granted pursuant to this
section shall extend to the claimed In­
vention of any division or continuation
of the patent appl1cat1on filed on the
repOrted invention provided the cla1m."\
of the subsequent application do nc~

~ubstantlally broaden the scope ot the
~eported invention.

(b) The Board shall recommend to the
AdminIstrator, NASA, that waiver of dO­
mestic rIghts to an IdentIfied Invention
be granted where the Board makes all of
the findingS below:

(1) The lIivention is not dIrectly re­
lated to a govemmental program for
creating. developing, or improving prod­
ucts, processes, or methods for use by
the general public at home or abroad.

(2) The invention is not likely to b.
reqUired by governmental regulations for
use by the general publ1c at home or
abroad.

(3) The invention does not directly
concern the publ1c health, publlc safety,
or publlc welfl'rc.

(4) The invention Is not in a field of
science or technology in which there ha,s
1)eeI1 lit.tle signi.ficant experience outside
of work ftmded by the OOvernment. or
where the Government has been the
principal developer of the field, and with
respect to which t.he acquisition ot exclu~

sive rights in the invention would not
likely confer on the petitioner a preferred
or dominant pOsition: Provided. That the
Board also finds that in view of the peti~

tioner's plans and intentions to bring the
invention to the point of practical or
commercial application and the kno",n
plans of ot.hers, the incentives provided
"by waiver will incre~e t.he likelihood
that the benefits of the invention would
be readily avaUable to the public at an
early date.

(c) If the Bol'rd is unable to make one
of the findingS set forth in paragraph
(b) (1) through ('l "f this section, the

...
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Board may nevertheless l'cco1l.unend a
waiver of domestic rights be granted by
the Administrator. NASA, if the Board
finds that such waiver Is a necessary in­
centive to call forth risk capital and ex..
pense to bring the invention to the point
of practical or commercial application,
or that the Government's contribution
to the invention is small compared to
that of the contractor.
§ 124.5.106 Waiver of foreign righttt.

(a) The Board w11l consider the
waiver of domestic and foreign rIghts
concurrently when so requested by the
petitioner in accordance with § 1245.110
(d) . Where the Board makes the findings
necessary to support a waiver of domes-'
tic rights. the petitioner will normally
be granted the right to secure patents in
any .country in which he elects to file
provided that the grant of such right
is consistent with the economic interests
of the United States. The Board may also
recommend the grant of only foreign
rights. in accordance with the gUidelines
of paragraph <b) of this section, ~hen
the interests -of the United states will
best be served thereby.

(bl The Board will also consider a
separate request for the waiver of the
right to secure 'R patent in any country
in which the petitioner elects to file as
to an identified invention when so re­
quested by the petitioner in accordance
with § 1245.110(d). Waiver .of such for­
eign rights will normally be granted In
countries in which the Administrator,
NASA. does not desire to file an applica­
tion for patent provided that the grant
of such right Is consistent with the eco­
nomic interests of the United States.
§ 12·15.107 Reservations.

(a) With respect to any particular in­
vention. each waiver of domestic or for­
eign rights granted shall be subject to
the reservation of an irrevocable, nonex­
clusive, nontransferable, royalty~free 11 ...
cense for the practice of the invention
throughout the world by or on behalf of·
the 'U.S. Government or any agency
thereof, any foreign government pursu­
ant to any existing or future treaty or
agreement with the United States, or any
state, or domestic municipal government
unless the Administrator, NASA, deter­
mines, based 'upon a recommendation· of
the Board, that it would not be in the
public interest to acquire the license for
tlle States and municipal governments.'

(b) With respect to any particular in­
vention, each waiver of domestic rights
gra.nted shall be subject to the reserva­
tion by the Administrator, NASA, of the
:rIght to require the granting- of a non~

exclusive or exclusive license for the
practice of the invention to any respon...
sible applicant upon terms that are rea­
sonable under the circumstances:

(1) Unless the waiver recipient, his
licensees, Qr assigns have taken effective
steps within 3 years after & U.S.
patent issues on the invention to bring
the invention to the point of practical or
commercial application and thereafter
centinue to work the Invention and make
its benefits reo.sonably accessible to the
public; or

(2) Unless within 3 years after a U.S.
patent issues on the invention, the waiver
recipient, or his MstiDs have taken ef­
fective st.eps to make such patent avan­
able for l1cens!ng to re8t>ODsible appl1...
cants, royalty-free or on terms that are
reasonable in the circumstances; or

(3) As may be appropriate to satisfy
the requirements which may be made by
governmental regu]aVI')IlS for public use
of the invention or as may be necessary
to fulfill health or safety needs, or tor
other public purposes stipUlated In the
contract.

(c) With respect to any particular in...
vention. each waiver granted for domes­
tic or foreign rights shall be subject to
any other reservations called for by the
Administrator of NASA upon the grant
of the petition.

(d) The waiver recipient shall be
given an opportunity to show cause be..
fore the Board why he should not be re­
quired to grant a license under para.. ·
graph (b) of this section or why he
should otherwise retain the full benefits
of waiver for a further period of time.
§ 1245.108 Li(,(,ll!'le to contractor.

Each contractor reporting an inven~

tion is granted a license upon the terms
and conditions specified in the NASA
Patent "Licensing Regulations <14 CFR
1245.204(a» .
§ 1245.109 Voidubility oI waivers.

(a) With respect to any particular
inve;ntion, each waiver of domestic rights
shall be voidable at the option of the
Administrator, NASA, unless:

(1) Within 8 months from the date of
reporting r.n invention under a contract,
subject to a waiNer granted pursuant to
§ 1245.104, or 8 months from the date
of the granting by the Administra­
tor oJ a waiver pursuant to § 1245.105,
the waiver recipient causes an applica­
tion for U.S. Letters Patent to be Illed
disclosing and claiming the invention
and inclUdes within the first paragTaph
of the specification following the ab­
stract, the statement:

The Invention described. herein was made
In the performance of work under NASA con~

tract No. -- and Is subject to th~ provisions
ot section 305 of the National Aeronautics
and Space" Act of 1958 (72 Stat. 435; 42 U.S.C..
2467).

(2) The waiver recipient promptly
furnishes to the Chairman of the Board
a copy of the U.S. patent application
filed on such invention, together with
identifying serial number and filing date
promptly upon receipt thereof; and.
promptly furnishes to the Chairman of
the Board properly executed tnstrnments
fuily confirmatory of the rights herein
reserved by the Government.

(3) The waiver re~ipient, in the event
he elects not to continue prosecution of
any application flIed on such invention.
notifies the Chairqlan of the Board and
delivers to the Cbalrman the documents
necessary to inspect said application in
the U.s. Patent Omce within su1Iiclent
time to allow assumption of prooecutlon
by tile Government, and delIver. to the
Chairman such duly executed Instru·

ments as arc nece~~ary to ve~t tit.Ie in
the AdminIstrator, including an 1nstru~

ment of assignment to such patent
application.

(4) The waiver recipient grants any
license which the Administrator may re~

quire pursuant to § 1245.107.
(5) The waivetrecipient tlles a utiliza ...

tion repOrt with the Board by September
1 of the second year following the grant
of the waiver and thereafter upon NASA's
written request, which request shall not
be made more often than annually. Such
reports shall set forth in detail the
progress, development, application, and
commercial use being made and that is
intended to be made of the waived
Invention.

(b) With respect to any particular in­
vention. each waiver granted shall be
voidable at the option of the Adminis~

trator, NASA. if a patent claiming such"
invention is held, in a final determi ...
nation, to have been used in Violation of
the antitrust laws in any sUit, action, or
proceeding brought before a properly
constituted authority authorized to hear
such matters.

(c) With respect to any particular in­
vention, waiver of foreign rights as to
any foreign cOWltry shall be voidable at
the option of the Administrator, NASA.
unless:

(1) A patent application is filed in the
country within nine months from the
date a· corresponding U.S. application iii
filed, or '6 months from the date permis­
sion is granted to file foreign applica­
tions where such flling has been pro­
hibited fof security reasons. or such
longer periods as may be expressly ap...
proved by the Administrator;

(2) The waiver recipient furnishes to
the Chairman of the Board the identify ...
ing serial number and filing date of each
(oreign patent application flIed promptly
upon receipt thereof; and, upOn re­
quest, a copy of the foreign patents or
applications ;

(3) The waiver recipient executes and
furnishes to the Chairman of the Board
Instruments fully conllnnatory of the
rights herein reserved by the Govern­
ment; and

(4) The waiver recipient. in the event
he elects not to continue prosecution of
any foreign application iUed on such in~

vention or if he intends to abandon a
foreign patent by the nonpayment of a
maintenance tax, notifies" the Chairman
of the Board Within sufficient time to
allow asswnption of prosecution by the
Government, or payment of the main­
tenance tax, respectively, and delivers to
the Chairman of the Board such duly
executed instruments as are necessary to
vest in the Administrator title thereto.
including an instrument of Qssigrunent.
§ 1245.110 Content of petitions.

(a) General contents and jor-ms.
Forms which may be used in petitioning
for waiver and for filin& utilization re~

ports are available from the NASA In­
ventions and Contributions Board, Na...
t1on&l Aeronautics and Space Adminis­
tration. Washington, D.C; 20546. Each
request for waiver of foreign or domestic
rights under 11245.104. 11245.105. or



§ 1245.106 shall be by petition to the Ad­
ministl'ntor, NASA, n..'1d shl\lllnclude:

(1) An Identification of the peti­
tioner, his place of business and address,
and if the pet.it1oner is represented by
cOW1sel. his name and address;

(2) An identification by number and
date of the pertinent NASA contract or
proposed contra.ct;

(3) A specification of the kind of
wn,iver rqquested and a citation to sec..
tlOll under which the petition is sub...
mltted; lMld

(4) The signature of the PCtitiODf'.I' or
his authorized representative. and date
of signature.

(b) Petitions for advance waiver under"
§ 1245.104. In addition to the information
specified in paragraph (8) of this section,
each petition for waiver under § 1245.104
shall include:

(1) A copy of the statement of work
of the pertin.ent NASA contract or pro..
posed contract;

(2) A full and detailed statement of
faets suillclent to enable the Board to
ms.ke the findings regarding the contract
nnd the petitioner as specified In § 1245.­
lO{ or. if applicable, whether the excep..
tional clrcumstanceil of § 1245.104(b) are
pref:ent: and

(3) The da.te of contractor's execution
of the contract. if the petition Is JIled
subsequent to contract execution.

(0) Petitions for waiver for identifiett
inHmtions under § 1245.10S~ A separate
petition shall be submitted for each iden..
tlfled invention. In addition to the infor­
mation specified in paragraph (a) of this
secLion, such petition shall include:

(l) The fUll names ot allillventors:
(2) A statement whether a patent ap..

pIle-etlan has been fI.led on the invention,
t-ogether with a copy of such application
It ftled: or. It not flied. a complete de­
Bctiptiol1 of the invention;

<:::) II a patent application has not
been. rued. &.n.y information which may
hldicU.te a potcnt.1n.l statutory bar to the
filing of a patent application under 35
U.S.C. 102 or a statement that no bar is
known to petitioner to exist:

(41 A full and detailed stntement of
fact..o; sufficient to enable the Board to
make the fl.nlUngS regarding· the inven..
tlon as specified In § 1245.105 (b) or (c) ;
and

(~) Where the petltioner(s) Is the In­
ventor(s), a statement in writing from
the r.ont,ractor that the contractor has
Cl):;.l':~::yed SllfJident rigrrts so that the
petif.ion-e-r(s) may carry out the obliga­
Hons of the waiver.

(·:n Petitions for 111aiver of foreign
rights under § 1245.106. A petition tor
waiver of forrign rights may accorrpany
and be- a part of a petition for waiver
of domestic rights under either § 1245.104
or ~ 1245.105. or a petition for foreign
rights may be submitted independentlY
of any T'~Qt;c.<)t for domestic: rights under.
§ 1245.105(bl. In addition to the Infor­
n!ation spt;cifl~d in paragraph (a) of this
S~Ctl011. petition for waiver of foreign
rights shall include, where feasible, a
a.€r~om1rl~ttol1 ()f the foreign countries in
wr:J.ch petitioner clects to .sec~ or 1.'1.-

•

tends to JIle patent appllcntlons, and his held In accordnnce with the following
plnns and intentions to praetlce the In- procedures:
vention 1n such countries. (1) Oral hea.rIngs shall be conducted

in an mfonnai manner, with the objec..
§-1245.111 Submjssiono£pelltions. tive of providing th2 petitioner with a

Petitions for advance waiver of domes.. tull opportunity to present facts and a.r­
tic rights l.U1der § 1245.104 or advance guments in support of the petition. Evi..
waiver ot foreign rights under § 1245.106 dence may be presented through means
presented prior to contract execution of such witnesses, exhibits, visual aids as
must be submitted through the contract.. are arranged for by the petitioner. Pe~

tng officer to the Inventions and Cantrt.. titioners may be represented by any &U~

butions Boaro, National Acrona:utlc8 and· thorlzed person including lin attorney.
Space Adm1nlstraUon. Washington, D.C. Whlle proceedings will be ex parte, mem­
20546. All other p~t1tions shall be sub.. bpxs at the Baaret and its counsel may
mitted directly to the Board. address questions to witnesses called by
§ 1245.112 Notice or proposed BOArd the petitioner, and the Board may, at its

action and reconsideralion. option, enlist the aid of technical ad..
Visors or expert vntnessea. Any person

(a,) Notice. When sufficient time and present at the hea.ring may mak~ a state­
complete Information is presented with ment for the record.
respect to petitions for the advanced (2) A transcript of the proceeding
waiver of rights under § 1245.104 or slulll be arrnnged for by the Board. Tne
§ 1245.106 or when complete informa- petitioner shall submit for the record a
tion Js presented as to aU other peUtions copy of any exhibIt or visual aid utilized
for waiver the Board will notify the during the hearing.
petitioner:

(1) Whether it proposes to recotn.. § 1245.114 Finding~ and recommenda_
mend to the Administrator, NASA, that lions or the B08.Td.
the petition be: (a) Findings oj the Board. The Beard

(1) Granted In the extent requested; shall consider the petition. the NASA
<ii) Granted in an extent different contract. if relevant, the goals cited in

from that requested; or.· § 1245.1'03 (a) , the etIect ot the waiver on
(III) Denied... the object! ves of the related NASA pro-
(2) Of the reasons for any recom- grams, and any other available facts and

mended action adverse to or dlft'erent information presented to the Board by an
trom the waiver ot rights requested by Interested party. The Board shall then
the petitioner. determine and make, 11 applicable. each

<b) Request lor reconsideration and ··ot the specific findings of fact required
statements required. (1) If. pursuant to by § 1245.104. f 1245.105. or § 1245.105
paragraph (a) of this section, the Board under which the petition was SUbmitted.
notifies the petitioner that the Board The Board shall document all their
propo..<;es to recommend. action adverse findings. .
to or ditrerent from the waiver requested, (b) R.ecommendation of Board. (1)
the petitioner may, within sueh period After making the findings ot fact, the
as the Board may set. but not less than Board shall formulate its proposed rec"
15 days, request reconsidera~ion by the ommendation to the Administrator,
Board. NASA, as to the grant of waiver as :e"

(2) If reconsideration has been re.. quested, the grant of waiver upon terms
quesied within the prescribed time limit, other than a.s requested, or denial of
the petitioner shall, within 30 days from waiver.
his req-tl;eSt for reconsideration, or within (2) If the Buard proposes to reeom"
such other time as the Board may set. mend, initially (11' upon reconsideration,
file a statement setting forth the points, that the petition be granted in the ex"
authorities, arguments, and any addi.. tent requested or, in other cases, it the
tiona! material on which he relies. petitioner does not request reconsidera"

(3) UPon filing of the reconsideration tion or a hearing during the period set
statement by the petitioner, the petition for such action, or informs the Board
will be a.ssigned for reconsideration by that such action will not be requested,
the Board upon the contents of the pe- or fails to file the· required statements
titian, the record, and the reconsiders.- within the prescribed time limit, the
tion. statement submitted by the peti- Board f,hall tra.."'1smit the petition, its
tioner. ftndings of fA.ct with respect thereto. and

(4) Tht! Board, after reconsidcl"ati(ln its recommendation to the Administra·
of the petition. wIll notify the petltioner tor. NASA.
of its proposed reconunendations to the (3) After a hearing, as prOVided in
Administrator, NASA. It the BOQrd's § 1245.113, the B02,rd shall (,onslder the
proposed action is adverse to, or differcnt entire r~cord and shall trailsmit its reo~
from, the waiver requested, the petj.. ommendatlons o.nd findings to the Ad­
tioner may request an oral hea.ring with- ministrator, NASA, along with the peti..
in such time W:j the Board has set. tiOD, and a 5ununal'y record of the
§ 1245.113 Hearing procedure. proceccUngs.

(a) If the petltioner requests an oral § 1245.115 Adionl.y the Admini!!itrator,
hearing within the time set, pursuant to NASA. •
§ 1245.112(b) (4). the Board shall set the (a) After reodving the tran.<mlttal
time and place for such hearing and shall from the Board, the Administrator shall
10 notify the petitioner. determlne,ln accor<!anee \\,th f 1245.103,

(b) Oral hearings hel<! by the Boai'd whether or not to grant any waiver of .
shall be open to the public lOnd slulll be rights to the petitioner. A waiver pur- :



•

suant to i 1245.104(b) (2) wlll be granted
only when the Board 50 reconunends.

<b) In the event of denial of the peti­
tion by the Admlnl6trator, NASA, a wrIt­
ten notice of such denial will be promptly
transmitted by the Board to the petl·
tioner. The written notice w1ll be accom­
panied with a sta.tement of the grounds
for denial.

(c) If the Administrator, NASA, de­
cides to grant the waiver, the petitioner
shall be sent an instrument of waiver
confirmatory of the conditions Bnd res­
ervations of the waiver grant for his
execution and prompt return to the
Board.
§ ]245.116 Filing of patent applications.

(a) In order to protect the interests
of the Government and 'of petitioners in
inventions, petitioners are encouraged to
file patent applications prior .to the final
disposition of their petitions for waiver.

(b) If a petitioner files a U.S. patent
application on an identified invention
during the pendency of the petition, or
within 60 days prior to the receipt there­
of by NASA, NASA will reimburse the
petitioner for the.... reasonable costs of
filing said U.S. patent application and
such patent prosecution as may have
ensued,provided:

(1) Similar patent filing and prosecu­
tion costs are not normally reimbursed
to the' petitioner as direct or indirect
costs chargeable to Government con­
tracts;

(2) The petition is ultimately denied
with respect to domestic rights, or with
respect to foreign and domestic rights,
if both arc so requested; and -,

(3) Prior to reimbursement, the peti­
tioner assigns the RPpllcationto the
United states,as represented by the Ad­
ministrator of the National Aeronautics
and Space Administration.
§ 12-1-5.117 Puhli~atinn.

The ftndings ann ree,(!Iluuendations by
the Board with respect to each petition
for wui\'er Hho.ll be mude l'.\'ailo.ble to the
public by the Bonrd. In s.ddition, selected
findings and recommendations of the
Board shall be pablishcd annually.

Effective date• .The provisions of this
Subpart shall be effective upon publica­
tion ill the FHDERAL REGISTER (8-30-'72>,
and &upersede the NASA Pa:~-:!nt Watve.r
Regulations of June I, 1966 (31 F.R.
7677-7679) as of that date, except that
(a) any petition pending on the effective·
date will be considered under the latter
regulations unless considerat.ton under
the revised regul:~Lions is specificully re­
quested by the petitioner, and (b) any
petition received prior to 9ctober I, 1972,
may be considered under tne latter regu­
lations if speciftca11y requested by the
petitioner at the time of submission. All
petitions received on :J'.nc1 after October 1.
1972, will be considered under the new
reVised Patent Waiver Rc2ulations.

JAMES C. FLETCHER,
Administrator.
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