[TEXT OF COMMITTEE AMENDMENT TO H.R. 4564]

NOVEMBER 23;j1981i7iq

Strike out everything after the enacting clause and insert

in lieu thereof.theofollowing:

.1 That this Act may be cited as the ''Uniform Féderal Research

2 and Development Utilization Act of 1981''.
. TITLE I--POLICY

Sec. 101l. Findings.
Sec. 102. Declaratlon of purpose

TITLE II--FUNCTIONS OF THE OFFICE OF SCIENCE AND TECHNOLOGY

POLICY AND THF FEDERAL COORDINATING COUNCIL FOR SCILENCE,
ENGINEERING, AND TECHNOLOGY -~

Sec. 201. Federal Coordinating Council for Science,
Engineering, and Technology

TITLE I1I--ALLOCATION OF PROPERTY RIGHTS IN INVENTIONS
RESULTING FROM FEDERALLY SPONSORED RESEARCH AND DEVELOPMENT

Sec. 301. Ownership and rlghts of the Government.
Sec. 302. Rights of the contractor.
Sec. 303. Waiver.
.-Sec. 304. March-in-rights.
Sec. 303. General provisions.
- Sec. 306. Judicial review. .
'Sec. 307. Contractor's payments to the Government,
. Sec. 308. Background rlghts

TITLE IV-—DOHESTIC AND FOREIGN PROTECTIOV AND LICENSING OF
FEDERALLY OWNED INVENTIONS

Sec. 401, Authorlty of Federal agencies.
Sec. 402. Authority of the Secretary of Commerce in
cooperation with other Federal agencies.
Sec. 403. Authority of the Admlnlstrator of General
- Services,
~Sec. 404. Grants of an exc1u51ve or. partlally exclusive
license.

TITLE V--MISCELLANEOUS
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Sec.
Sec.

Sec.

Sec.

501. Deflnltlons .
502. Relationship to other laws
503. Identified Acts amended.
504. Effective date.
TITLE I--POLICY =
" FINDINGS

SEC. 101. The;Congress, recognizing the profound impact

of science and technology on society and the interrelations

of scientific, technological, economic, social, political,

and

"natlonal resource,

institutional fectbfé, hereby_findS'thatF4
(l) inventions in scientific and technological

fields resultlng from work performed under Federal

(Z)NFederalrpolicy.on the allocations of rights to

inventions resulting from federally sponsored research

_ end_deyeldpment shbuld.stimulate_ihve@tofs; meet the

needs of the Federal Government, and serve the public

_interest; and

(3) theepublic intefesteweuld be"betteg,sefﬁed_if

greater efforts were made to promote the commercial use

of new technology resultiﬁg from federalij’spdﬂSbred

feSeafch and development, Bp;h;in'thé_Uﬁited'States‘and

foreign countries, as appropriate.

 DECLARATION OF PURPOSE

SEC. 102. 1t is the pufbose of thiSfAet to--

(1) establish a unifOrmfFederal_SyStemffor the

_research and development programs constltute a valuable
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'ménégemeﬁtjénd"ﬁsé:df'thé'resﬁlfsﬁdfiféderally.éponsored

scientific and technological research and development;

(2)fpfdvide for uniféfm“imﬁléméntation of the

' ‘provisions of this Act, and to make a continuing effort

to monitor such implementation;

(3) allocate rights to*inﬁéntionszby contractors

: ﬁhich result from federally spbnSQréd research and

'deVelopment so as to--

'(A)~én¢burage the participation of ‘the mést.
quélified'ﬁnd'competeht contractors;
<{B) fagtér competition, -
(C);reduce the:édministraﬁivé burdens, both for
the Federal agencies and itS'contractors, and
(DY protect the publichinvestment in résearch
and development by‘promotihg the widespread
'utilizaticnqu inventions;

(4) provide for a domestic and foreign ‘protection

and licensing prégram to<obtain commercial utilization

of federally owned inventions, with the-objective of.
strengthening the Nation's economy anéd expanding its
domestic and foreigﬁ'markets; énd

(5).aménd'bf‘repéal'Other Acts and Executive orders

‘regarding the allocation Cf-rights'to'inventiohs which
“result from federally sponsored research and development

“and the licensing of'federally—owned”patents;
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TITLE II--FUNCTIONS OF THE OFFICE OF SCIENCE AND TECHNOLOGY

POLICY AND THE FEDERAL COORDINATING COUNCIL FOR SCIENCE,

'ENGINEERING, AND TECHNOLOGY

'FEDERAL COORDINATING -COUNCIL FOR SCIENCE, ENGINEERING, AND

TECHNOLOGY P
SEC. 201. (a) The Federal Coordinating Council for
Science, Engineering, and Technology (established by section

401 of the National Science”agd Téchno}ogy_Policy,

~Organization, and_Pfiorities Act of 1976 (42 U.S}C._6651))

(hereinafter in thié Act_referred,ﬁo as:the f'Cduncilﬁ')l
shall make recoﬁmgndations to‘the.Director of the Office of
Science and Téchnblogy Policy (hereinafter in this tiE}ééHHV
referred to as tﬁe:}'DireQ;or‘i), with regard to-- MW ”"WW%
(1) uniform and effective-plénning and
administra;ibn-of_Federal programs peftéining to
inventions, patents, rights in technical data, aﬁd ;
';mattgré_ccnnecﬁed”the:ewith;
(2) uniform policies,ﬁregu}apidgs, guidelines, and

practices to.cérry_out_the provisions of this Act and

v ether Federal Government objectives in the field of

intellectual property; andf 

-(é) uniformity,and_effectiveneas.of interpreta;ion
and implementapion by,individual_Eederal ageﬁciesloﬁ the
provisions of this Act and other related Federal

Government policies,_regulatioys,hand practices.
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For the purpose of assurlng effectlve management of
'Government-owned 1nvent10ns, the Secretary of Commerce shall

chalr a c0mm1ttee of the Counc1l to formulate the

recommendatlons requlred by thlS subsectlon
(b) Recommendatlons regardlng matters set forth in
subsectlon {a) whlch are made by the Council and adopted by

the Dlrector shall be transmltted to Federal agenc1es

throuch approprlate channels

(c) In order to carry out the respon51b111t1es.set forth
ln snbsectlons (a)'and (b),.the Counc1l is authorlzed to--
| (1) acqulre data and reports from rederal agenc1es
on the 1nterpretatlon and 1mplementatlon of this Act and
related pollc1es, regulatlons, and practlces,
| (2) review on 1ts own 1n1t1at1ve, or upon request by
a Federal agency, Federal agency 1mplementatlon of the
-prOV151ons of thls Act | | .
| (3) analyze, on a contlnulng b351s data.achired by
the CounC1l | . L =
(4) con51der problems and developmentsuln the flelds
of 1nvent10ns patents rlghts in techn1ca1 data, and
'matters c0nnected therew1th and the 1mpact thereof on
dFederal Government pollcy or on1form accommodatlon or
1mplementat10n by Federal agenc1es; and |
(5) publlsh annually a. report on Counc1l erforts,

flndlngs, and recommendatlons made- under thlS sectlon.
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: TITLE III--ALLOCATTON OF PROPERTY RIGHTS IN INVENTIONS

RESULTING FROM FEDERALLY SPONSORED RESEARCH AND DEVELOPMEVT

_ OWNERSHIP AND RIGHTS OF THE GOVERNMENT _
SEC 301 _ (a) Each Federal agency shall acqulre on

behalf of the Federal Government at the time of enterlng

_1nto a contract tltle to any 1nventlon made under the

contract 1f the agency determlnes that--

(l) the services of the contractor are . for the
.operatlon of Federal research and development centers,.
1nclud1nc Government owned research or productlon

'1 fac111t1es,_" | . o /
: I PR . e
(2) the restrlctlon or ellmlnatlon of the right to fﬁjﬂ
retaln tltle to any subJect 1nventlon is necessary to “‘jfﬁ?
protect the natlonal securlty nature of such actlvrtles,
(3) because of exceptlonal c1rcumstances |
acqulsltlon of tltle by the Government is necessary”to
assure the adequate protectlon of the publ1c health
safety, or welfare, recomblnant DNA research belng
_conqldered an exceptlonal c1rcumstance, |
(5) the pr1nc1pal punﬂbse of the contract is to'
develop or 1mprove products, processes, or methods which

IW111 be requlred for compllance w1th Government

regulatlons

(5) the contract is not to be performed in the ;// }Nf\:

Unlted States, 1ts_posse551ons,~or Puerto Rico;

W& ;s v

~ i
i
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*(GT”thé“coﬁﬁgééfor-is a*buSiness ehtity thét does
ot have'a_plaCe9ofsbﬂsihess’located1inwthe United
iStates;'exéePt'that this paragraph shall'nof require éﬁ

"'*agenCy to take an action'in violation of~exiéting
treaties or laﬁs'of-the United States; or
(7) the contractor is or is subject to the control
fdf a foreign government, except-that this paragraph
shall not‘require_an agency to take'anxaction in
violation of existing treaties or laws of the United

-States.

‘The Federal agency may - subsequently waive all or any part of

the rights of“the Federal Government under this section to

‘such inventiomr+in ¢onformity with the provistons of section

303.
- {b) In'other situations not covered by subsection (a)

each Federal agency shall acquire on behalf .of the Federal

‘Government, -at the time of contracting--..

‘T”(l)~an-agreement that, if:ﬁhe cqntractor.elects noﬁ
to file a patent application on;a:subjeét invention in
‘any country, title to such an invention shall be
‘-éésigned to the Federal Government, subject to the
:rrights retained by the Cbhtraétor under section 302Z2; and
(2) an agreément that, if theﬂcontractor-elects:tb
file a patenf'épplication“in accordance with'sectidn

302--
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nontransferable, irrevocable, paid-up license to.
practice or have practiced any subje;t,;nventlon, /«,yzﬁf:

~throughout the world by or on behalf of the Federél ]

(A) the Federal agency, under uniform -

_;regulatlons promulgated under section 305 shall

have the rlghtgﬁo require perlqdlc,wr;tten reports

at reasonable intervals and,awhenuspecifically

feQuested-by-such.agency,under-suchvunifqrm

-regulations, reports.on the commercialization or

other form of utilizg;ionnb&,thﬁ,public that is:

- being made or is . intended to be made of any subject

~ invention: Provided, That .any such information shall

be tréated_by the Federal agency as commercial or

- financial information obtained from.a person and
-.privileged or confidential and nqt subject to .-

~.disclosure under the-Fneeddm¢of:InformationEAct_(5,?% ,i

U.S.C. 552); | S

(B) the Government shall have a nonexc1usive,

l .!CL’M'}"-

Government, and may, if provided in such agreement,

- have additional rights to subliCense_aqy_State or | Al

. domestic local governmeént when it is determined to

be in. the.hational interestfto,acquirﬁw5uch'
add1t10na1 rights.

~RIGHTS OF THE: CONTRACTOR B

SEC.-302. -.(a) Whenever a contractor enters into a :

L]



IS

W 0 N o U B W N

NN R N RN R e e e R s
M B W N MO W N U W N O

.. H4564

contract with a Fedéral'agenCY other than in those
circumstances identified in section 301(a), thé_COnt:actor
shall have the option of retaining title to any invention

made under the contract. Such rights shall be subject to

‘the limitations set forth in section 304 and the provisions

.of'sections 301(b)(2)-and 3C5.- Such option shall be .

exercised by notifying the Government at.the time of
disclosure~o£~the ihvention'or within such time thereafter
as may be;pr0videdﬁin@the.contraét.' The:Government'shall
obtain tifle,to any invention for which tﬁis option is not
exefcisedf

"(b}~Whenythe'quernment obtains title to an invention

“under section 301 or 302(a), the contractor shall retain a

nonexclusive, royalty-free license which shall be revocable

only to the extent necessary for'the Government to grant an,

exclusive license. The contractor's license to practice the

-invention, or to have it practiced on the contractor's

.behalf, shall include the right to grant sublicenses .of the

same scope to subsidiaries and .affiliates within the.

"

corporate structure of the contractor's organization, and td ﬂﬁo

-existing licensees to whom_the contractor is legally : flateni

7 ﬂad[:ﬁ’

obligated to sublicense or assure freedom from infringemeht

~liability.

~-{e) 1f a contractor does not exercise its option to

retain title, the Federal agency;may consider and, after
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- made public and pefitdi®slly updated, of determihations made

“agency shall consider the folloWipg objectives: - - f\
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10 - -

consultation with the contractor, grant requests for

retention of rights by the inventor, subject to the- {i 2;40‘10\

provisibns of this Act.

'(d) In any casé when a Federal’ém?loyee iéﬂa coinventor
of éﬁy invention made under a contract with a ﬁonprofit
organization or a small business firm, the Federal agenéy

employing such coinventor is authorized to transfer or

.assigh whatever rights it manacquire in the spbject

invention from its employee to the ¢ontractor.
" WAIVER

__SEC. 303. A Federal agency may at any time waive all or

‘any part of the rights of the United States under sectién® ¥ !

301(a) to any invention or class of inventions made ‘or whichs -

may be made by any person or class of persons under the

contract of the agency if the agency-détermineé that the

condition justifying acquisition of title by'the Government

under section 301 no longer exists or the interests of the

United States and the géneral'public will be best served

thereby. The agency shall maintain a record, which shall be

2
ot

under this section. In making such determinations, the

(1) encouraging the wide availability to the public
of the benefits of the experimental, developmental, or |

research programs in the shortest practicable time; -
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-iiu_
1 (2) promotihg the commercial utilization' of such
- 2 ﬁinvehtions;' . |
'3 | (3)-encoﬁfaging‘parti@ipafibn Bywpfivatefpersons in
4 the Government-sponsored éxperimehtal,.developmental, or
5" :research'programs;-and'-
6 (4) fostefing“competition épd.preventing the.
7 creation or maintenance of situations inconsistent with
3 the antitrust laws.
9 © MARCH-IN-RIGHTS =
‘10 SEC. BOEi (a) Where a contractor or inventor has
11 glected to retain title to an invention under.sectioﬁABOZ or
12 303, the Federal agency shall have the right, pursuant to
13- regulationé and subject tOTthe'ﬁro§i§i0ns of subsection (b),
14 to grant, or require the contractor-to-grant, a |
15 ndnexclusive, partially exclusive, or exclusive license to a
16 responsible applicant'or applicants, upon terms reasonable
17 * under the circumstances, if the agency d;ﬁermines Such
18 action is necessary--
19 ?(1) begause#the~ccntractor has - not taken,.or. is. not
29 ~"expected to take withiﬁ“a'mggspnable time, effective
21 ‘steps to achieve practiéalfapﬁlication of the subject
22 "inventicn;"
23 -(2) to alleviate Serious-health, safety;.ér welfare
24 needs which are not reasonably satisfied by the
25 'céntractor or its licensees or otherwise required for
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the_protecﬁion of nationél security; .
(3) to meet'requirements for public use_sPeeified by
Federel_regulation which are not:feasonably satisfied by
-~ the contractor-or'its licensees, or

(4) because the actions of the contractor beyond the

- exercise of the. exclusive. rlghts in the invention haVe (JJ?qu
Vs
-created or malntalned a 51tuat10n Jinconsistent with the&aé //v;
13 - £
antltrust.laws. . '. : e - J;:'q?(i.

(b).Theudeterminationsurequi;ed;un@grusubseetion_(a)

shall be made upon the basis'of such information as may be

Federal agency.. Such determination shall be made after
public.notice:and opportunity for hearing if'such g.hearing

is requested by any interested peréon justifying such a

~_hearing.
: ' ' _ jran: i
. GENERAL PROVISIONS. o wio ettt
SEC. 305. (a) The allocation of property rights in ' :
subject inventions shall be determined by uniform .
-regulations,-issuediby.the_Administra;or_of.General _ /

.Services, the Adminiskrater of the National Aerenautics and ’?3

'Spece Administration, and the éecretary.of Defense,

employing‘a_single'patent rights clause in all instances

except as may be provided in such regulations. Such a patent

.rights_clause:shall include the provisions required by

sections 301,'302% and. 304, and each contract entered into
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by the Federal agenCy‘shéll:inCIude"provisions to--
“(1)ffeqﬂife’discloéuré“wiﬁhinvaureasonable time by
the.contfactor'of éach subject invention which is or may.
'5e'patentable-under the IAWS'of the United States;

(2)'rQQuire.an éléction, at~the'time of disclosure
or»within@a'reaéonable-time thereéfter, whether the.
contractor intends to file a patent application on the
“subject invention in the United-States or other
- countries; |

(3) require, where the .contractor elects to retain
_title-.- ' |

-(A);the fi1ing of a patent applidation_withiﬁ'a
reasonable time; and . S Aw“_ |

(B) the filing‘of-a-deciératioh of the
contractqr's intent Ep commercialize or otherwise
achieve the'utiiization of the invention by the
publi¢; &

(4) require éniobiigatiOnﬁon the -part of the
‘contracétor;.in the event a Upited*States patent. ..
;appliéétionvis-filed.by?or oﬁcits behalf or by any 4 _
“assigrniee of the cbntractor;'to.include within the’ |
“specifigatioﬁiof such application; and any patent
issuing thereon, a statement épeéifying that the

'.invention was made with Governmen; support and?thétithe

‘Government has certain rights in the invention;
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(5) permit.deviation to the minimum rights acquired|/s

»e

/%3

under.sectionsx301(b)(2);andg304(a),on.a class basis
: . _ : : ot
' f}w(A):¢ontracts involving cosponSorgd,,cost ; Cl“U)é/
~sharing, or joint venture research when the
-a-contractor~is required to‘make_a,substan;ial
contributipn of funds, fa¢iiities; or .equipment to

"~ the workﬂperformed'underhthe;contract;xand

(B) special contracting situations such as .
Federal price or purchase supports and Federal loan

or loan guarantees; and

_rights ofvthe}FéderaleQvernmentzp:ovided for in sectio ol

/301, 303,.304, and 307.. - . ..., - Jpese
' : Sont
No deviation under this. subsection shall waive, in whole: or ﬂ,%h%f"
. . . : tﬂ"’/ﬁ"‘!{; v
in part, the minimum rights to be secured for the Federal y o
- t &
I
Government: set forth in section 304(a)(4). The Federal - fJaj?G i
' . : d
Government shall withhold publication by the Federal -%. ‘
: ' : ' (j./él'flf'
- Government. or release. .to.the public by the Federal o b R
Government of:information disclosing any invention subject i;;ﬁitf

tomthé'unifOrm regulations issued. under this subsection for #¢L/H
a reasonable time in order for a United States. or foreign
patent application to be filed. .- .

(b) :When it is:determined_that.the right;to.réquire :
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'petitiOn‘tOﬂthe'United;States COUrt:of_Customs and Patent '-ﬁ:)O

‘Appeals which shall have jurisdiction to determine the pev o,

" licensing or the fighﬁ_éf-theﬁEederal=agency to.license =

should be ‘exercised pursuant to section 304(a), the Federal
agency may4Specify'terms"and:ébnditions;'including”royalties

to be charged, if any, and the duration and field of use of

the license, if appropriate consistent with the provisions

of title IV of this Act. $gency detgrminations as to ‘the
rights to inventions under this title shall be made in an
expeditiOus,manner‘withogt unneéeSsafy delay.

(c) Regulations issﬁed undef subsection (a) may qontain
provisibns'épplicable only to (l) contractors which.are,
nonprofit Organizations, (2) contractors which.are small
business firms, or (3) other contractors.

(d)'Tﬁe provisions of this Act shall not apply to the
Ténnessee :Valley Authority or to any of its patents, patent
liéenses or éublicenseé;:6r7cpntracts.~

: JUDICIAL REVIEW . _

SEC. 306. Any person adversely affected by.a Federal
agency determination made under:this.Aét‘may,-at any time

A

within sixty days after the determination is. issued, file a GdJ%ﬁa

~ -

1

matter de novo andfto affirm, feverse, or modify -as
appropriate, the determination of the Federal agéndy.
CONTRACTOR\S'PAYMENTS'TO THE GOVERNMENT . .

- SEC. 307. '(a)il) The Administrator of General Services,
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1 the Administrator of the National_Aeronautics_énd Spaée

L2 Admihistrétion,_and the Secretary of Defense shall issue
.3.rregulaﬁions which'will provide for paymenﬁlto the Goverﬁment

4 by the contractor of an gquitable share of royalties or

S -o;her revenues recéived from a patent on a subject invention

6 if--- | |

7 (A) the contract_under_which‘the cbntractor receives

8 ‘titlé-to the patent is iﬁtendéd to produce technology

9 for commercial.usé or prdduce51technology‘readily

10 lfédaptable.to‘commercial use, and such comme;cial use is
11 expected to occur within 8.5 years; and

12 | (B) the-cbntribution by the Goverﬂﬁent to,théa

13 technology hés provided or will provide the contractor & -
14 with a sﬁbstanﬁial near-term commercial advantage. o
15 (2) Such payment 'shall not exceed the amount of . -

16 Government funds expended under such contract in making the

17 subject'inventidn except thét such-paymént-may, under

18 extraordinary circumstances,-exceed the:amount of vaerﬁment

19 funds expended under such contract wheﬁ the agency and the

20 contractof havé:agreed-to a negotiated.amount.which is or

21 may bé in excéss of the-amount‘expended_by the Gove:ﬁment
22 _under the contract. - | |

23 (3) Such'fegulations shall provide, to the extent

24 approPriate;'a-standafd contractual clause to be included in

25 ali Federal reééarch and.developmentacontfacts, but
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1 contractors whiéh'afé;Sﬂéll'busiﬁess”firms or ﬂénpfofit-.
2 organizations shall nbt be requiréd to make any such payment
'3 to the Government. e
4 (b) Such regulations“méj allow fhe'agency to waive all
'5 or part of the payment set forth in subsection (a) at the
6 time of contracting or. at the request of the contractor.
7 where.the agency determines that--
8 (1) the probab1e5administrétive costs are likely to
9 ‘be greater than'thé“éXpeCted amount ‘of ‘payment;
10 | (2) the Federal Government's contribution to.the
11 technology as licensed or utilized is ‘insubstantial
12 éompared'with'ptivaﬁé investment made or to be made in
13 the technology;-
: 114 (3) the total'Goﬁernmént'funding of the technology
z 15 :with the contractor.is 1¢ss'than $500,000;
é 16 (4) the payment would place théscohtfactor at a
% 17 competitive disadvantage or would stifle commercialw
18 - “utilization of the technology; or
! 19 (5 it.ié:otherwisé:in%the=bestginterests of the ..
20 ° Govérnment-and“thé*general‘public; o |
: - 21 (c¢) Such fegulations‘shallfbe promulgated within‘twelve.
i 22 "mdﬁths_of ePactmént'df this section, but shall ﬁotltake
i 23l'effect for a pefiod of sixty days after'ghe daﬁe of their
24 promulgatipn, and shall not take effect if either House of
25 'Congress adopts a resolution dufing such sikxty-day period
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stating in substance that it disapproves of such

.regulations.

(d) Until such regulations become. effective, each agency
shall obtain payment on behalf of the Federal Government for
its‘research and development.activities on a

contract by - contract basis 1n a manner consistent with the

provisions of Subsectlon (b).

BACKGROUND RIGHTS.

SEC. 308 Nothlng contained in this Act shall be

‘construed to deprive the owner of any background patent. oy f{g

of such rights as the owner may have thereunder

TITLE IV--DOMESTIC AND FOREIGN PROTECTION (AND LICENSIVG OF

f

FEDERALLY OWNED INVENTIONS BRI

AUTHORLTY OF FEDERAL AGENCIES I\I
.SEC 401. Each Federal agency is authorlzed to-- ' &’
(l) .apply for, obtain, and maintain patents or othef #
forms of protection.inlthe United States and in fOreign
countries on inventions in which the.Federal_Government
owns a‘right? title, or intereet;
(2) promoteethe,liceneing_of_;nvegtions covered by
- federally owned patent appiications,‘paten;s, or other
forms of pretecrion-obtained wirh the objective of
maxiﬁizing utilizetion,by the public qf_the,inventions
eovered,thereby;

- {3) make market surveys and other investigations for

g@¢
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determining the'poténtial~of inventions for domestic and

*w'foreign-licenSing-and”other:forms;of utilization, and

‘‘acquire technical information and engage in negotiations

and other activities for promoting the licensing and for

- the. purpose of enhancing their marketability and public

utilization;

'(4)‘undertake'the”actipﬁgngscribed:in paragraphs

(1), (2), and (3), and all other‘suitable and necessary

steps - to protect and administer rights to inventions on

behalf of the Federal_Governmént{either directly or

.. /through contract; . - .

v (5)-withhold bublicationiby-the-Federal Government

or releasé-to:theapuﬁlicébywthe Federal Government .of

" information disclosing any invention in which the

Federal Government owns or may own a right, title, or

interest for a.reasonable time in order for a patent
application to be. filed;

. {6) grant nonexclusive, exclusive,-on_pértially‘

‘exclusive licenses under federally owned patent

épplications,,patents, or other forms of pretection

_Obtained,.royalty free or for royalties or other

consideration, and on such terms and conditions,

fincluding'the grént:to;the.licensee of the right of

~-enforcement pursuant to the provisions of chapter 28 of

title 35, United States Code, .as deemed appropriate in
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-thefpublic interest;

~ ' (7) transfer custody ahd-administration; in whole or

in part, to the Department of Commerce or to other

' Federal agencies, of the right, title, or interest in

any invention for the purpose of administering the:
authorities set forth in paragraphs {1y, €2), (3), (4),

and (6) w1thout regard to: the provlslons of the Federal

‘Property ‘and Administrative SerV1ces Act of 1949 (40

u.s.C. 471); and:

- (8) designate thewDepartment'ofsCommércelas
recipient of any or all funds received from fees,
royalties, or other management of federally owned

inventions authorized Under'this‘Act. S 3 SR

14 AUTHORITY OF THE SECRETARY OF GOMMERCE IN. COOPERATION WiTH

15
16

OTHER FEDERAL AGENC!ES

SEC. 402. The Seéretary of-Commerce is authorized in

17 cooperation with other Federal agencies to--

18
19
20
21
22_ 
23
24
25

-(l)'cdordiﬁate a -program for assisting all Federal

'-agenéies-in-carrying out the‘authqrity set forth in:

'sectlon 4015

(¢2) publlsh notlflcatlon of all federally owned .

ilnventlons that ‘are avallable for llcen51ng,

(3) evaluate 1nvent10ns referred by Federal

agenc1es,*and5patent applications filed thereon, in

order to identify those inventions with the gréatest
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19
20
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22
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commercial potential and to insure promotion and

utilization by the public¢ of inventions so identified;

(&) assist the Federal agencies in seeking and

" maintaining protection on inventions in the United

States and in foreign countries, ihcluding-thewpayment

of fees andICOStS'conné¢ted‘therewith;h

(5) accept custody and -administration; in. whole or

'in part, of the right, title, and interest in any

invention for the purpose:of takingfany-action;set forth

in paragraphs (1), (2), (3), (&); and (6) of section~"

401, with;the approval'of“the Federal agency concerned

w1thout regard to the prov1510ns ‘of the Federal Property

“and Admlnbstratlve Service Act of 1949 (40 U.S5.C. 471);

' (6) receive funds from fees, royalties, or other

management'of'federaily'OWned inventions authorized

urider this Act, but siuch funds shall be used only for

the‘purPOSercf*this:Act; and
(7) undertake these and such'’ other: functions either

directly or through such contracts as are necessary and

appropriate tofacéompliSh'thé;purposesﬂof this title.
" AUTHORITY OF THE ADMIN|STRATOR OF GENERAL SERVICES

SEC.'#OB._Thé Administrator of*éenéral“ServiCes is

23 authorized to promulgaté'regulations specifying the terms

24 and conditions upon which any federally owned invention may

25 be licensed on a nonexclusive, partially exclusive, or
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exclusive basis. .

GRANTS OF AN EXCLUSIVE OR PARTIALLY EXCLUSIVE LICENSE

'_SEC. 404, (a) Each Federal agency méy gran;'exclusive or
partially excluéive licehges in aﬁy_invention covered by a
.;federally owned,domestic_pateq; Qr'patent application only
if, after public_notice,and:Qﬁpo;tunity for filing written

- objections, .such agency determines that--

(1) the inte:ests”ofﬁthe“Federal Government and the

public willibest be sgrvéd_by the proposed license, in

~

:”view of the applicant*s.intentions, plans, and ability

to bring the invention to practical application or

otherwise promote the invention's utilization by the

- .public; -

(2) the desired practical application has not been

~achieved, or is not likely.expéditiously_;o be achieved,

-under any nonexclusive license which has been granted,

or which may be granted, on phe;inven;ion;'
”(3).¢xclusive or partially:equusive licensing is.a

reasoﬁable _and necessary inqentive to_gall forth the

inve§;ment_qf:fiék capital and‘expgndituresrto bringlthe

~invention to practical application or otherwise promote

‘,the-inventiop!s.utilization by the public; and

g-(ﬁ);therp;oposed terms and scope of exclusivity are

.not greater than reasonably necessary to provide the

~incentive for bringing the invention to practical .
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‘application or otherwise promote the invention's"

utilization by the public;

_exéeﬁt that é“Fédéféi égéhcj‘shéll'ﬁéf:gféHEVSﬁéhzextiuéﬁve

or pafﬁially.ekélusi@ériiéehSéﬁif‘iffdétefmihéé that the
grant of SﬁCh‘liCense‘Qouid, ébértfffom the exercise of the
exclusive rights in the invention, create or maintain a
sitﬁation'iﬁéonsisteﬁt with thé:antitfﬁSt laws.

(b) After consideration of whether the interests of the

Federal Government or United:-States industry in foreign

commerce willibe énhancéd, Fédéréigégencies may gfant
exdlusive or pértially eXglﬁsiVé IiCénsés.in'éﬁy invention
covered By a foreigﬁ'patght“appiféatioﬂ of-pateht after -
public notice and‘dﬁpértuﬁity“fbr filing written objections,

éxceptfthat a Fedefal.agency shallﬁnot'grant such exclusive

or partially exclusive license if it determines that the -

grant of such license would, apart from the exercise of the
exclusive rights in the invention, create or maintain a{’
Situation inconsistent with the antitrust laws.

(c)'THe Federal agency shal1 maintain a record of g:'

determinations to grant exclusive or partially exclusive

licenses.

(d) Ahy graﬁt 6f an éxdlﬁéiﬁe or partially exclusive’

license shall contain such terms and conditions as the

Federal agéncy:méy detefmine'to“békapproﬁriatérfOr the

protection of the interests of the Federal Government éhd_
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the public,_including pr0v151ons for the follow1ng

(1) perlOdlC written reports at reasonable 1ntervals

_1nclud1ng, when specxflcally requested by the Federal

agency, the extent of the commerc1al or other use by the

public that is being_made or is_intended to be made of

‘the invention;

(2) a nonetc1u51ve, nontransferable, lrrevocable,

. paid up llcense to practice or have practlced for the
Federal Government the_licensed 1nvention throughout the
._world_by or on behalf of the Federal Government

- (including any Federal agency), and the additional right

to suhlicense any-State‘or domeétic local government or

to sublicense any foreign government pursuant to foreignbw

policy con51derations, or any ex1st1ng or future treaty
or. agreement, 1f the Federal agency determines 1t would
‘be in the national 1nterest to retain such addltional

rights;

(3) the_right of the Federal agency to terminate

- such exclusive or partially exclusive license in whole

or in. part unless the llcensee demonstrates to the

satisfaction of the Federal agency that the 11censee ‘has

taken effective steps, or within a reasonable time is
_expected to take such'steps, to. accompllsh substantial

_commerC1a1 or other use of the 1nvention by the public,

and
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) laws.

25
(4) the rlght of the Federal agency, commmenc1n°

three years after the grant of a llcense, to requlre the

11censee to grant a nonexc1u51ve or partlally exclusive

11cense to a respon51ble appllcant or appllcants, upon
terms reasonable under the c1rcumstances, and in

approprlate C1rcumstances to termlnate the llcense in
whole or-in part, after pUbllC notice and opportunlty

for a hearing, upon a petition by an 1nterested person

justifying SUCh‘hearing, if the'Federal.agency
7 determlnes, upon rev1ew of such mater1a1 as it deems
relevant, and after the llcensee, orwother 1nterested
_ person; has had the'ppportunltylto providebeuchtreievant
Tiand materdalrinformation as thenfederal.ageney may

require,'that such license has, apart from the exercise

of the excluslve rlghts in the 1nventlon, created or

'malntalned a 51tuat10n 1ncon51stent w1th the antitrust

N TITLE V—-MISCELLANEOUS

DEFINITIONS

SEC. 501, As uced in thlS Act—-

(l)_The_term "Federal‘agency"dmeans an- - 'executive

agency" as defined by section 105 of title*S'-United.

'States Code, and the mllltary departments deflned by

section 102 of tltle 5 Unlted States Code

(2) The term "contract" means any contract, grant,
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' machlne manufacture, desmgn, or comp051t10n of matter,

26 -

or cooperative agreement entered into between any

rFederal agency and.any.person'for the performance of

experlmental developmental or research.work fundeo by
the Federal Government Such term includes any
assxgnment substltutlon of partles, or subcontractlof
any type entered 1nto for the performance of

experlmental developmental or research work under a

contract.

-' (3} The term-"contractor":means any person, other

than a Federal agency, that 1s a party to the contract.

(&) The.term "1nvent10n" means any invention or

drscovery ‘and - 1ncludes any art, method process,

.

or any new and useful 1mprovement thereof or any

varlety of plant whlch 1s.or may be-patentahle or

otherw1se protectable under the laws of the United

States.

(5).The term "subject invention*' means any
invention or. dlscovery of the contractor conceived or
first actually reduced to practlce in the course of or
under a contract. | N B

(6) The term "practlcal appllcatlon“ means to’

'manufacture (1n the case of a comp051tlon or product),

to pract1Ce (1n the case of a process), or to operate

(1n the case of a machlne or system), and, in each case,
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under such conditions as to establish that the invention

is being"wofkeduand?thatfits benefits are available to

the public éithef én‘feaSOnable termsfof"thréugh
reasonable'licensing:atréhgements.

(7) Thg:term {'person"-means:any person as defined
inlsection l;of title 1, United States Code, or other
entity. - I

(8) The term "méde", when used in relatioﬁ to any

invention, means the.conception or.first actual

- reduction to practice of such invention. -

- (9) The term !'‘'antitrust law'' means the:'laws

included within the. definition of the term ''antitrust

- Yaws!.! in. section:l of the Clayton Act (15 U.S.C. 12},

as amended.

‘(lO)xThe term ''small business firm'' means é small

business concern as defined in section 2 of the Small

Business Act (15 U.S.C. 632) .and implementing

 regulations of the Administrator5of_the;Small Business

‘Administration. |

(11)_The term 'fnonprofit;organization'%~meansw~w
universities and.other insﬁitutions of higher education
or an organization of the tjpe-déscfibed in section-
501(6)(3) of the Internal Revenue Code‘of 1954 (26 U.S.C
501(c)(35} and exempt from”taxatioﬁ under éection 501(&)

of the Internal Revenue Code of.1954 (26 U.S.C. 501(a)),
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1 - Oor any nonprofit scientific or educational organization
2 kqualifiedsunder a State nonprofit organization
"~ 3 statute.ﬁ;mi-,:ﬁ-:“f
4 f RELAT IONSH1P TO OTHER LAWS |
5 SEC. - 502. Nothing in this Acﬁ'sﬁall be deemed to convey
:.6 .to,any individua1, corporation, or other business
7 organization immunity from civil or crimiﬁal liability, or
8 to create defenses to actions, under any anfitrust law. |
Y | |DENT!FIED ACTS AMENDED |
10 SEC. 503.. The following Acts -are hereby amended as’
11 follows: - = o
“12 (1) Section 205(a) of the Act of August 14, 1946 (7
13 U.S.C. 1624(a); 60 Stat. 1090), is amended by striking o
14 out the last sentence thereof.
15 | (2)'Section;501(C).of the-Federal Mine Safety and
16 f:Héalth-Act of 1977 (30 U.S;C. 951(c); 83 Stat. ?42)-is
17 amended by.striking out the last sentence thereof.
18 o (3)_Séctidn_106(c} of the_National Traffic and Motor
19 Vehicle Safety Act of 1966 (15.U.S.C. 1395(c); 80 Stat.
, 20: 721) is repealedJA-,l | |
-211 (4) Section'12 §f the ﬁational Science Foundation
22 - Act of 1950 (42 ﬁ.S;C, 1871(a); 82 Stat. 360) is
23 repealéaﬂ |
24 {5) Section 152 of the Atomic Energy Act of 1954 (42
25

- U.S.C. 2182; 68 Stat. '943) is répealedu“,
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1 (6) The Natlonal Aeronautlcs and Space Act of 1958
2 (72 Stat 426) is amended--w;-vﬂﬁ.
3 (A) by strlklng out section 305 thereof (42
i 4 U.S.C. 2457), except that subsections (c), (d),  and
; 5 (e)hof-suéh section shall.continue“td apply to any
f ' 6 ““appliéatioﬁﬁfor patentS“in'whichwthe'written"
.7. - statement referred to:in subsection (e¢) of such
8 ;section.haabbéenafiledaormrequested to be filed by
9 the CémmiSSioner of#?ﬁf@nts and Trademarks prior to
10 Lthe-effective date of this Ackt; |
11 - JZ(B) by-striking out, inwseétion_306(a) therecf
| 12 (42 U.5.C.: 2458(a)), ' (as defined by section
i 13 '305)",.and'by=5trikingrout~"the Inventions and
14 ~Contributions Board established under section 305
15 "of this Act'! and 1nsert1ng in lieu thereof ''tan
16 Inventions and Contributions Board which shall be
17 established by tﬁé Administrator within the -
i8 - Administration'!'; o . | |
19 (CY by striking out*thé-pefiéﬂﬁatVthe end of-
- 20 paragraph_(l3) of saation 263(0) thereof. (42 U.s.¢C.
] “21 2473(c))'and inserting‘ih lieu thereof a Semicolén
22 and by inserting after such pafagraph.the following:
23 A1 (14) to provide effective contractual provisions:
24 . for the reporting of the results of the activities af
25 ' |

the Administration, including full and complete

w2
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1 techniéal reporting of any innovation made:in the course
2 of or under any contract of the Administration.''; |
3 (D) by adding at the end .of such ééction 203 tﬁe .
'4'  following"néwrsubsection: |
5 *17(d) For purposes of chapter 17 of title 35 of fhe
6 United States;Code, the Administration shall be considered a
7  defense'agency'éfhthé.Uhitédistates.'1; and-
8 - -(E) by striking ;ut_';(including patents and
9 m-righﬁs-thereundef)'{ in subsection (a)(3) of such
10 section 203: | | |
11 ‘-9(75 Section 6 of the Act of July 7, 1960, entitled
:12- "Aﬁ Act té"encourage and stimulate the production and E-
13 conservation of cbal'in the;United_Stétes through
14 " research and development by authorizing the Secretary of
15 © the Interior to contractifér'coal research, and for
16 -other purposes'' (30 U.S.C. 666; 74 Stat. 337), is .
17 repealed. . | |
18 (8) Section & of the Helium Act (50 U.S.C. 167b; 74
19 Sféta-920)nis.aﬁended by striking out both proviSOS-at
261 . theiend tﬁereof;
21 (9) Section 32 of the Arms Control and Disarmament
22 Act (22 U.S.C. 2572; 75 Stat. 634) is repealed.
23 (10} Subsection (e) of the section 302 of_thé
24 ._Appalaéhian Regional Development Act of- 1965 (40 U.S5.C.
25

App. 302(e); ‘79 Stat..5) is repealed.
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{(11) Excépt for'paragraph (I), section 9 of the

f?ederal Nonnuclear Energy Research and Development Act

of 1974 (42 U.S.C. 5908; 88 Stat. 1887) is repealed.

(12) Section'S(d) of the Consumer Prodﬁct Safety Act
(15 U.S.C. 2054(d); 88 Stat. 1211) is repealed. .

(13) Section 3 of the Act of April 5, 1944 (30
U.s.C. 323; 58 stat. l9lx, igjyeggaled.

(14) Section 8001 of the Solid Waste Disposal Act
(42 U.S.C. 6981; 90 Stat. 2829) is repealed.

(15)(aA) ChaptefLBS of title 35, United States Code,
is repealed. Regulations issued under such chapter 38
shall continﬁe in force ﬁntil regulations implementing
this Act have taken.effeét.

(B) The table of chapters of.part IV of title 35,
United States Code, is aﬁended by striking out the item
pertaining to éhapter 38.

(16) Section 6(e) (1) and (2) of the |
Stevenson-Wydler Technology Innovation Act of 1980 (15
U.5.C. 3705(e) (1) and (2);l94 Stat. 2313) is repealed.

EFFECTIVE DATE

SEC. 504. This Act'shallitake effect on the first day of

22 the seventh month beginning after the date of enactment of

23 this Act, except that regulations implementing this Act may

24 be issued prior to such day.
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