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ADDENDA.

In re Brough, 7 Bevan, 104.-—Cgcadition of a patent was, that thé.apeci-
fication be enrolled six months after the date of the grant, 3rd of June, 1843 ;
the 4th of December occurred on a Sunday ; on the following day the gpeci.

fication was sent to the Enrolment Office, and upon it the following instrac-
tions were written :—*¢ Brough’s specification, to be left at the Enrolment

Office; but as yesterdny was the last day, and it being doubtful whether the
patent is not void, although the last day was on a Sunday, we do not wish it
to be enrolled at pzesent, until further adviged as to its utility. If we wish
it to be enrolled, it will, of course, be marked as of to-day.” On the Gth,
application was made by the agent at the office; and again, on the 9th, when
the answer given was, that it had been enrolled. On requesting it to be can .
celled, he wasg informed it could not, without an order from the Master of the
Rolls. On application to the Master of the Rolls, upon petition, the prayer
was refused. (Ex parte Beck, 1 Bro. C. C. 578.) Master of the Rolls-—
¢ ¥ cannot make the order upon petition's I am of opinion tk= specification
can be delivered to the office only for the purpose of being enrolled. I had
rather not say any more npon this mat'er, or as to the effect of tho 3rd of
Decembe. being a Sunday, farther than it appears te me a serious question,
whether the petitioner van be relieved by an nuthority less than an Act of

Parliament.’’

ERRATA.
Page 35, lines 25 and 30, for carbonet of manganese, read carburet of man-
ganese.
53, 1, Jfor probability, read possibility.
58, 4, Jor each would bear, read each ({f more than one was

taken out) would, &ec,
— 20, for being, read afterwards.
e 21, for and it is presumed also for, read or.

60, 2, Jor sulpher, read sulphur.
61, 15, dele of ; for for, read far.

34, 10, for on, read in.
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PREFACE

Trae Patent Law has been the subject of many
treatises, all of which, from their peculiar nature,
have failed in some important particulars; as either
being so {echnical as not to suit all who might have
occasion to consult the contents of such works, or
so general, as not to afford the information required ;
being on the one hand especially intended for the
use of lawyers, and on the other for agents and
patentees. The aufthors of this work felt (and
doubtless others, also, in their several professions,
with them), that a work was wanted which in itself
contained both requisites—the legal knowledge
and the practical utility—an attempt to supply
which has been made in this treatise.

The plan of the work has been to combine the
law with the practice in a running commentary,
treating of the various subjects in the order in
which they would practically oceur. The -design
has beenn so to write the book that it may be
useful to the three classes for which it was written,
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viz. Lawyers, Patent Agents, and Patentees (under
which last are included those who have availed
themselves of the privileges of the 6 & 6 Viet.

c. 100, and 7 & 8 Vict. c. 65). |
The Lawyer, it is trusted, will find it useful, as

being a comment upon all the important cases
which have been decided upon this subject, and
" which, in aid of the text, appear in notes in the
shape of a digest ;

The Agent, in the points of law upon its various
headings being collected and presented in a prac-
tical form;

And the Patentee, frcm the popular mode in
which the matter is presented, and the absence of
all merely technical expressions, excepting in two
chapters, one of which is especially devoted to
pleadings ; the other, to the objections required by
statute to be delivered with the pleadings.

In conclusion, the authors have to acknowledge
the great aid they derived from Mr. Webster’s
collection of cases, and which, excepting in a few
instances, they have availed themselves of, as gene-
rally containing a fuller report.

2, Cryrcuyarn Counrt, TEMPLE,
14, LincouN’s-INN FIELDS,
October, 1845.



CONTENTS.

N S
CHAPTER 1.
PAGE

The Law of Patents—Patent, what—History and Origin—
Digest of the Statutes relating to Patents ees cos 1

CHAPTER 11.

Matters for which a Patent may be granted, and Necessaries
thereto—The Grant—-Manufacture~—Combination—Prin-
ciple—Method—Process—~~Novelty - Publication —Intro-
duction of a New Trade ... 20

CHAPTER III.
Title of a Patent and its Legal Construction . 86
CHAPTER 1V.

Caveat, Entry of—Practice pursued upon Notice being given

of an analogous Invent”  -Costsof ... vee 75
CHAPTER V.

Patents, how obtained, and who may be the Grantee~~Practice 82
CHAPTER VI.

Specification, Necessaries to—-Construction in Law~—~Enrol-
ment and Amendment ... are 89

CHAPTER VII.
Disclaimer—Confirmation ... . 114

CHAPTER VIII.

Extension of Letters Patent cos “ve ese

119



viii CONTENTS.

CHAPTER IX.

PAGE
The Nature of the Property conferred by the Grant of Let-

ters Patent—Rights of the Patentee——Means of Convey-
ance—Partnership—DBankruptcy—Insolvency ... .., 129

CHAPTER X.
Protection of the Patentee in the Enjoyment of his Rigﬁta
—Infringement—Injunction—Proceedings at Law oo 141
CHAPTER XI.
Proceedings at Law to enforce Patentee’s Right ... e 151

CHAPTER XII.

Pleadings—Declarations : Forms—Pleas: Forms ... oo 163

CHAPTER XIII.

Notice of Objections oo 177

CHAPTER XIV.

Securing Property by Registration. Under the 5 & 6 Vict.
C. 100; and 6 & 7 ViCt- C. 65 see e ses * weoe 191

APPENDIX OF FORMS 'oe oo 207



TABLE OF CASES, X1

K. | N.
Kay v. Marshall, 49, 143, Neilson v. Fothergill, 147.
Kay’s Pat. 120. | Neilson v. Harford, 28, 30, 33,
Kemp v. Crewes, 171. 66, 68, €9, 99, 106, 108, 109,

142, 148, 176, 179, 184.
Neil¢son’s Pat. 23, 51.

L.
Neilson v. Thompson, 147, 148.
Lainson ». Tremere, 137. Nicholls v. Hasland, 93.
Lealey v. Browne and Another, | Nickel, in re, 113.
168. Nickell v. Haslam, 189.
Lewis v. Davis, 52.
Lewis v. Marling, 40, 41, 65, 67, | 0

89, §0, 105.
Liardet and Johnson, 25, 89.
Losh v. Hague, 54, 179, 185.
Lomb’s Fat, 128. - P.
Lovell v. Hicks, 138.
Lustring (the) Pat. 128,

O’Reilley, Ex parte, 139.

Page v. Pearse, 186.
Perring, Kz parte, 140.
Perry v. Mitchell, 184.

M. Perry and Others v, Skinner, 115.

Macfarlane v, Price, 51. Pr{;t;l:foe v. May and Others, 130,
Mackintosh’s Pat. 126.
Macnamara v. Hulse, 97, 181. Q.
Makepeace v. Jackson, 63. Quarell’s Pat. 123,
Marling, J. and W. v. Davis,

62. R.
Milligen v. Picken, 203.
Minter v. Mower, 46. Regina v. Neilson, 154, 155, 161,
Minter v. Wells and Hart, 63. 162, +
Minter v. Williams, 141, Regina v. Newton, 160.
Morgan’s Pat. 124, 128. Regina v. Walton, 182.

Morgan v. Seaward and Others, | Rex v, Amery, 152.
25, 46, 53, 61, 64, 97, 106, | Rex v, Arkwright, 88, 97, 108,
145, 148. 106, 159, 161.

Muntz v. Foster, 160, 172, Rex v, Cutler, 45.



x1i

Rex v. Daniels, 157.

Rex v. Klsee, 45.

Rex v. Furnell, 157.

Rex v. Hadden, 157.

Rex v. Huire, 152.

Rex v, Lester, 157.

Rex v. Mctcalf, 71.

Rex v. Wheeler, 21, 22, 25, 32,

- 33,71, 73.

Ridgway v. Phillips, 131.

Robert’s Pat. 121. |

Roebuck v, Starling, 54.

Russell ». Barnsley, 147, 149.

Russel v, Cowley, 27, 41, 87, 109, |
111, 142, 147.

Russell v, Crichton, 171. N

100
LGH-

nusscl v, L.edsam, 97, 111,

Ruberty’s Pat. 112.

S.

Saunders v. Aston, 48.

Savoy v. Price, 93.

Sharpe, in re, 112, 116.

Smith v. Barron, 59.

Smith v. Dickenson, 138.

Smith v. Upton, 161.

Soame’s Pat. 40, 124.

Spilsbury v. Clough, 87, 115, 169.

Stafford’s Pat. 122.

Stead v. Carey, 173.

Stead v. Williams, 38.

Stocker and Another v. Rodgers,
186.

Stocker v, Walter, 115, 171.

TABLE OF CABES,

Sturtz v. De la Rue, 95.
Sumster’'s Pat. 122.
Swaine’s Pat. 122.

T.

Taylor v. Hare, 136. |
Tennant’s Pat. 37, 62, 84.
Turner v. Winter, 97, 99.

U.

Universities of Oxford and Cam-
bridge v. Richardson, 147.

W.

| Walton v. Bateman and Others,

26, 99, 178, 188.
Walton v. Potter, 144, 169.
Watson v. Pearse, 111.
Watte's Pat. 29.
Webb v, Fairmaner, 87.
Westhead v. Keene, 149.
Westrupp and Gibbins, in re, 117.
Whitehouse, 2z re, 112, 127.
Wilkinson v. Hall, 164.
Williams v, Brodie, 103.
Wilson v. Tindal, 147.
Wood and Others v. Zimmer, 54,

96.
Woodruff’s Pat. 123.
Wright’s Pat. 121, 123.

Y.

Young v. Heggon, 87.



LAW OF PATENTS.

———-—*————

CHAPTER L

THE LAW OF PATENTS(@)—PATENT, WHAT—IISTORY AND ORIGIN
—DIGEST OF THE STATUTES RELATING TO PATENTS.

IN the early periods of English history continual men- Patent, origin
; g « ‘ . . of.
tion is made of °¢ monopolies,” which were exclusive rights,
either obtained by purchase or by the favour of the reigning
sovereign ; and to such a height was this presumed privi-

: e Ny T S T T eI .l.‘.- .
lera of the crown carried, and so numercus weie the

grants which had been obtained, that it was found, by the
exertion of their rights by the various grantees, com-
mercial enterprise decayed, and, as a necessary consequence,
trade became almost extinct. By the continual remon-
strances of all classes of the community, the attention of
the legislature was at length directed to the consideratior.

— e e e e P - i

(a) “ Patents whichsecureto the authorsof improvements the profits
of their own ingenuity act as a stimulus to industry and talent ; but
these patents (monopolies) had for their object the private emolu-
ment of certain favoured individuals, to whom they gave, under the
pretence of public utility, the control of some particular branch of
trade, with authority to frame regulations and to enforce obedience
by fines and imprisonments. The committee (instituted to inquire
into abuses) began with three patents, one for licensing’ale-houses,
one for the inspection of inns and hostelries, and another for the
manufacture of gold and silver thread, and the investigation dis-
closed a scene of fraud and oppression such as is seldom to' be
found under the most despotic governments. All these were declared
national grievances, and the patentees, Sir Giles Momnpesson and
Sir Francis Mitchell, were denounced as criminals, A.D. 1621,”
Lingard’s History of England, vol. ix. p, 182. Dolman’s ed.

B




Monopolies are
offences at
common law.

Patent, what.

2 I,LAW OF PATENTS.

of the subject,(b) and in the reign of James I. we meet
with the first statute particularly relating to patents, by
which the power of the crown was in their instance cur-
tailed, and though the power to grant continued to exist, it
was restrained within a reasonable limit, Patents, as now -
recognized by law, still are monopolies, moderated in form,
and granted upon an express consideration, moving not to
the crown particularly, but to the community generally.

By the common law of England monopolies are an
offence,(¢) and are of the same nature in other branches of
trade, as engrossing is in provisions,(d) the latter being an
act of the subject between party and perty, the former
acquired by patent from the king,(¢) which is a licence ob-
tained by a person from the crown of a right of solely
using, buying, selling, or working any thing, as the case
may be, whereby restraint is placed upon the manufac-
turing or trading enterprise oi tiie commuaiiy.

A patent is a grant from the sovereign, and until the
reign of King John, was named therein in the singular num-
ber.(f) The grant is czlled a patent, because it is contained
in a charter or letters patent, (i.e.) open letters (literce pa-
tentes) ; they are not sealed up, but exposed to view, with
the great seal pendant at the bottom,(g) and are usually
addressed by the sovereign to all his subjects at large.(%)

(6) Lingard’s Hist. of Eng. vol. vii, p. 330. Dolman’s ed.
(¢) Wood’s Inst. B, iii c. 3, p. 435.
(d) 4 Bl Com, 159, (¢) Hawkins, P.C. 1, c. 79.

(f) Com, Dig. Patent B.
(¢) Seals, though not common with the Saxons, were used in the

time of King Kdgar, and afterwards inthat of Edward the Confessor.
They were introduced into common usage by Wiliiam the Con-
gueror (Com. Dig. Fact. A. 2), who sealed his patents with an im-
pression upon wax, and his son Rufus also.

Richard L. used a seal of arms, and after his return from Jeru-
salem changed his device from two lions combattant to three lions

passant.—Com: Dig. Patent, ¢. 1. (2) 11 Bl. Com. 346.
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Monopolies were exclusive privileges (usuaily in connec-
tion with commerce, as the importation of or sole right to
“sell certain commodities), (7) granted by the crown to indi-
viduals or communities, and which authority was not the
exertion of any legitimate or Inherent right of the crown,
but arose from its usurpation in an age when the limits of
the authority of the crown or the rights of subjects were ill
understood, and which were greater or less, as the power
of the people or that of the crown predominated. But
when a correct understanding was arrived at, as to the
positive dependence of one power upon the other, and the
necessity of such concessions by either as should make snch
seemingly antagonistic principles combine and form a grand
whole ; it was then Acts were passed, not only to preserve
and protect the liberties of the people in matters of religion
and state, but also in the relations of commerce, for the
vaneful efiecis of monopolies were felt Dy every class of
society, and in every financial department of the state.

The first statute generally relating to the subject of
patents, and which may be said to be the very hinge of the
present patent law, is that of the 21 of Jac. 1, c. 3, whereby
the Crown gave up the right which it claimed to grant mo-
nopolies, ard in lieu thereof, ascertained and fixed a limit
to be observed in the consideration of all such matters,
reserving to itself certain powers, and which exist and are
exerted in the present time, extended as they have been by
certain statutes passed in the reign of the late and the pre-
sent sovereigns, to meet the exigencies of particular cases,
and to render impartial justice between man and man.

It has been thought most convenient to place here a
digest of the various statutes in relation to the subject of
patents, in order to the gradual and thorough development
of the subject.

(¢) Vide Lingard’s Hist. of Eng. vol. vii, p. 247. Dolman’s ed.
| B2



Monopolies to
be void.

4 LAW OF PATENTS.

DIGEST OF STAT. 21J.1, c. 3.

Sec. I. All monopolies, commissions, grants, licenses,
charters, and letters patent, to any person or persons, bodies
politic or corporate, for the sole buying, selling, making,
working, or using of any thing within this realm, or
Wales, are contrary to the laws of the realm, and shall be

void.(7)

(7 I. ¢ Forasmuch as your most excellent Majesty, in your royal
judgment, and of your blessed disposition to the weal and quict
of your subjects, did in the year of our Lord God One thousand six
hundred and ten, publish in print to the whole realm, and to all pos-
terity, that all grants and monopolies, and of the benefit of any penal
laws, or of power to dispense with the law, or to compound for the
forfeiture, are contrary to your Majesty’s laws, which your Majesty’s
declaration is truly consonant and agreeable to the ancient and
fundamental laws of this your realm: And whereas your Majesty
was further graciously pleased expressly to command, that no suitor
should presume to move your Majesty for wmatters of that nature;
yet nevertheless upon misinformations, and untrue pretences of
public good, many such grants have been unduly obtained, and
unlawfully put in execution, to the great grievance and incon-
venience of your Majesty’s subjects, contrary to the laws of this
your realm, and contrary to your Majesty’s most royal and blessed
intention, so published as aforesaid :* For avoiding whereof, and
preventing of the like in time to come, may it please your excellent
Majesty, at the humble suit of the Lords spiritual and temporsl, and
the Commons in this present Parliament assembled, That it may be
declared and enacted ; and be it declared and enacted by authority
of this present Parliament, That all monopolies, and all commissions,
grants, licenses, charters, and letters patent heretofore made or
granted, or hereafter to be made or granted, to any person or per-
sons, bodies politic or corporate whatsoever, of or for the sole buying,
selling, making, working, or using of any thing within this realm,
or the dominion of Wales, or of any other monopolies, or of power,
liberty, or faculty to dispense with any others, or to give license or
toleration to do, use, or exercise any thing against the tenor or
purport of any law or statute ; or to give or make any warrant for
any such dispensation, license, or toleration to be had or made; or
to agree or comypound with any others for any penalty or forfeitures
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II. All such monopolies, &c. &c., ought to be und shall Trial of, ?y
for ever hereafter be tried, &c., according to the common COTAMOR, =xe7e

- law of this realm, and not otherwise.(%)
I1I. All persons to be disabled from henceforth te use Disabling

monopolies.(?) claase.

IV. Any person, after forty days after the then session of Seizure of
goods on pre-

Parliament (1587), who shall be aggrieved, or goods, tence of o mo-
&c., seized, on pretext of any monopoly, &ec. &c., and shall E:;E"’IY ) remedy
sue to be relieved, in.such case he shall have his remedy at
the common law, by action grounded upon this statute, in
the common law courts, and therein he shall recover three
times as much damages as he suffered injury, and double
costs ; and if, after notice of action upon the statute, any

limited by any statute ; or of any grant or promise of the benefit, profit,
or commodity of any forfeiture, penalty, or sum of money, that is or
shall be due by any statute, before judgment thereupon had ; and all

proclamations, inhibitions, restraints, warrants of assistance, and

L
- = - -r.!' J-Lan-
all other mattere and things whatsnever, any way tending to the

instituting, erecting, strengthening, furthering, or countenancing of
the same or any of them ; are altogether contrary to the laws of this
realm, and so are and shall be utterly void and of none effect, and
in no wise to be put in use or execution,

(#) II. And be it further declared and enacted by the authority
aforesaid, That all monopolies, and all such commissions; grants,
licenses, charters, letters patent, proclamations, inhibitions, restraints,
warrants of sasistance, ana all other matters end things tending as
aforesaid, and the force and validity of them, and of every of them,
ought to be and shall be for ever hereafter examined, heard, tried,
and determined, by and according to the common laws of this realm,
and not otherwise, |

(¢) 111. And be it further enacted by the authority aforesaid, That
all person and persons, bodies politic and corporate whatscever,
which now are or hereafter shall be, shall stand and be disabled
and uncapable to have, use, exercise, or put in use any monopoly,
or any such commission, grant, license, charter, letters patents,
proclamation, inhibition, restraint, warrant of assistance, or other
metter or thing tending as aforesaid, or any liberty, power, or
faculty grounded, or pretended to be grounded upon them, or any of
them,
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one seeks to delay or stay such action before judgment, by
means of any order, &c., from any other court than the court

wherein the action is depending, or after judgment, seek
to delay execution by any other means than a writ of ervoror
attaint, he shall incur the penalties, &c., of a oreemunire.(m)

(m) IV. And be it further enacted by the authority aforesaid, That
if any person or persons at any time after the end of forty days next
after the end of this present session of Parliament, shall be hindered,
grieved, disturbed, or disquieted, or his or their goods or chattels any °
way seized,attached, distrained, taken, carried away, or dete.ined, by
occasion or pretext of any monopoly, or of any such commission,
grant, license, power, liberty, faculty, letters patents, proclamation,
inhibition, restraint, warrant of assistance, or other matter or thing
tending as aforesaid, and will sue to be relieved in or for any of the
premises ; that then and in every such case, the same person and
persons shall and may have his and their remedy for the same at the
common law, by any aclion or actions to be grounded upon this
statute ; the same action and actions to be heard and determined in
the Courts of King’s Bench, Common Pleas, and Exchequer, or in
any of them, against him or them by whom he or they shall be so
hindered, grieved, disturbed, or disquieted. or against him or them
by whoin his or their goods or chattels shall be so seized, attached,
distrained, taken, carried away, or detained, wherein all and every
such person and persons which shall be so hindered, grieved, dis-
turbed, or disquieted, or whose goods or chattels shall be 8o seized,
attached, distrained, taken, or carried away, shall recover three
times so much as the damages which he or they sustained by
means or occasion of heing so hindered, grieved, disturbed, or dis-
quieted, or by means of having his or their goods or chattels seized,
attached, distrained, taken, carried away, or detained, and double
costs ; and in such suits, or for the staying or delaying thereof, no
essoin, protection, wager of law, aid, prayer, privilege, injunction,or
order of restraint, shall be in any wise prayed, granted, admitted, or
allowed, nor any more than one imparlance: And if any person or
persons shall, after notice given, that the action depending is
grounded upon this statute, cause or procure any action at the com-
mon law, grounded upon this statute, to be stayed or delayed before
Judgment, by colour or means of any order, warrant, power, or
authority, save only of the court wherein such action as aforesaid
shall be brought and depending, or after judgment had upon such
action, shall cause or procure the execution of or upon any such

&
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V. Provided, &c., such declarati is not to extend to Saving patent
- therein being
any letters patent and grants of privilege, for the term of f; 21 years.
.twenty-one years or under, heretofore made, &c. &c.(n)

VI. Suchdeclarttion not to extend to letters patent, &c., gfﬂi Pﬁ::;_
hereafter to be granted for the term of fourteen years, to factures.
the truz and first inventor of new manufactures within this
realm, for the sole working or making of such manufactures,
no one at the time of the grant making or using the same(o),
they not being contrary to law, mischievous to the state, hurt-
ful to trade, or generally inconvenient; the fourteen years

to run from the date of the letters patent.(p)

judgment to be stayed or delayed by colour or means of any order,
warrant, power, or authority, save only by writ of error or attaint :
that then the said person and persons so offending shall incur and
sustain the pains, penalties, and forfeitures, ordained and provided
by the statute and provision and premusnire made in the sixteenth
year of the reign of King Richard the Second.

(n) V. Provided nevertheless, and be it declared and enacted,
That any declaration before mentioned shall not extend to any
letters patenis and grants of privilege for the term of one and
twenty years or under, heretofore made, of the sole working or
making of any manner of new manufacture within this realm, to
the first and true inventor or inventors of such manufactures, which
others at the time of the making of such letters patents and grants
did not use, so they be not contrary to the law, nor mischievous to
the state, by raising the prices of commodities at home, or hurt of
trade, or generally inconvenient, but that the same shall be of such
force as they were or should be, if this act had not been made, and
of none other ; and if the same were made for more than one and
twenty years, that then the same for the term of one and twenty
years only, to be accounted from the date of the first letters patents
and grants thereof made, shall be of such force as they were or
should have been, if the same had been made but for term of one
and twenty years only, and as if this act had never been had or
made, and of none other.

(o) Vide 5 & 6 Wm. 4, c. 83, 5. 2. .

(») V1. Provided also, and be it declared and enacted, That any
declaration beforc mentioned shall not extend to any letters patents
and grants of privilege for the term of fourteen years or under, here-
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VII. Saving rights then in existence, granted by Parlia-
ment for so long as the act continues in force.(g)

VIII. Not to extend to warrants, &¢., to the judges, &c.,
having power to hear, &c., offences done against any penal
statute, or to compound for forfeiture thereon, depending in

a suit or question before them.(r)

IX. Notto extend to charters granted to cities, boroughs,
or towns corporate, or the customs used by them, nor fel-
lowships of any trade or art, nor companies of merchants,
erected for the maintenance, or enlargement, or ordering any
trade of merchandize, &c.(s)

after to be made, of the sole working or making of any manner of
new manufactures within this realm, to the true and first inventor
and inventors of such manufactures, which others at the time of
making such letters patents and grants shall not use, so as also they
be not contrary to the law, nor mischievous to the state, by raising
prices of commodities at home, or hurt of trade, or generally incon-
venient ; the said fourteen years to be accounted from the date of
the first letters patents, or grant of such privilege hereafter to be
made, but that the same shall be of such force as they should be, if
this act had never bezn made, and of none other.

(¢) VIL. Provided also, and it is hereby further intended, declared,
and enacted by authority aforesaid, that this act or any thing therein
contained shall not in anywise extend, or be prejudicial to any grant
or privilege, power or authority whatsoever heretofore made, granted,
allowed, or confirmed by any act of Parliament now in force, so
long as the same shall so continue in force.

(r) VIIL. Provided also, That this act shall not extend to any
warrant or privy seal, made or directed, or to be made or directed by
his Majesty, his heirs or successors, to the justices of the Courts of the
King’s Bench or Common Pleas, and Barons of the Exchequer,
justices of assize, justices of oyer and terminer and gaol-delivery,
justices of the peace, and other justices for the time being, having
power to hear and determine offences done against any penal sta-
tute, to compound for the forfeiture of any penal statute, depending
in suit and question before them, or any of them respectively, after
plea pleaded by the party defendant.

(s) IX. Provided also, and it is hereby further intended, declared,
and enacted, That this act or any thing therein contained shall not
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X.(¢) Nor to digging, making, &c., saltpetre or gunpow- Gunpowder,

) ordnance, shot
der, making of ordmance or shot, or offices heretofore o; offices,

erected, &c.(u)

X 1. Nor to making alum, or alum mines, &c.(v) Alum.

in any wise extend or be prejudicial unto the city of London, or to
any city, borough, or town corporate within this realm, for or con-
cerning any grants, charters, or letters patents, to them or any of
them made or granted, or for or concerning any custom or customs
used by or within them or any of them ; or unto any corporations,
companies, or fellowships of any art, trade, occupation, or mystery,
or o any companies or societies of merchants within this resim,
erected for the maintenance, enlargement, or ordering of any trade
of merchandize ; but that the same charters, customs, corporations,
companies, fellowships, and societies, and their liberties, privileges,
powers, and immurities, shall be and continue of such force and
effect as they were before the making of this act, and of none other ;
any thing before in this act contained to the contrary in any wise
notwithstanding.

(¢2) Vide 5 & 6 Wm. 4, c. 83, 8. 2.

(2) X. Provided also, and be it enacted, That this act, or any
declaration, provision, disablement, penalty, forfeiture, or other
thing before mentioned, shall not extend to any letters patents or
grants of privilege heretofore made, or hereafter to be made, of, for,
or concerning printing, nor to any commission, grant, or letters
patents, heretofore made, or hereafter to be made, of, for, or concern-
ing the digging, making, or compounding of saltpetre or gunpowder,
or the casting or making of ordnance, or shot for ordnance, nor to
any grant or letters patents heretofore made, or hereafter to be
made, of any office or offices heretofore erected, made, or ordained,
and now in being, and put in execution, other than such offices as
have been decried by any of his Majesty’s proclamation or procla-
mations: but that all and every the same grants, commissions, and
letters patents, and all other matters and things tending to the
maintaining, strengthening, and furtherance of the same, or any of
them, shall be and remain of the like force and effect, and no other,
and as free from the declarations, provisions, penalties and forfei-
tures contained in this act, as if this act had never been had nor
made, and not otherwise.

(v) XI. Provided also, and be it enacted, That this act, or any
declaration, provision, disablement, penalty, forfeiture, or other
thing before mentioned, shall not extend to any commission, grant,
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DIGEST OF STAT. 6 & 6 Wmn. 4, c. 83.

Sec. I. Any person who as grantee, assignee, or other-
wise, who hath or shall obtain letters patent for sole mak-
ing, &c., may, if he thinks fit, enter with the clerk of the
patents of England, Scotland, or Ireland, having obtained
leave, if an English patent, of the attorney.or solicitor-
general ; if a Scotch patent, of the lord-advocate or soli-
citor-general of Scotland; 1if an Irish patent, of the attor-
ney or solicitor-general of Ireland, certified by his fiat and
signature; a disclaimer of any part of either the title of the
invention or of the specification, stating the reason for such
disclaimer—or with such leave as aforesaid, may enter a
memorandum of any alteration in the said title or specifi-
cation, such disclaimer or alteration not to extend (enlarge)
the right acquired by the letters patent; and on being filed
by the clerk of patents, and enrolled with the specification,
shall be deemed a part thereof in all the courts: Provided
always, any person may enter a caveal against such dis-
claimer or alteration, which shall give such person a right
to have notice of the application being heard by the
attorney-general, &c., &c. Such disclaimer or alteration not
to be receivable in evidence in any action or suit (save and
except in any proceeding by scire facias) pending at the
time when such was enrolled ; in such case the original title
and specification alone are receivable in evidence. So also,
before granting such fiat, the attorney-general, &c., may

letters patents or privilege heretofore made, or hereafter to be made, .
of, for, or concerning the digging, compounding, or making of alum
or alum mines, but that all and every the same commissions, grants,
letters patents and privileges, shall be and remain of the like force
and effect, and no other, and as free from the declarations, provi-
sions, penaltles, and forfeitures contained in this act, asif this act
had never been made, and not otherwise.
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require the party applying to advertise his disclaimer or Advertisement
. . may be required
alteration, in such manmer as the attorney-general, &cC. pefore fist.

pleases; and if such advertisement is required, he shall
certify that the same has been duly made.(t0)

(w) I. Whereas it is expedient to make certain additions to and
alterations in the present law touching letters patent for inventions,
as well for the better protecting of patentees in the rights intended to
be secured by such letters patent, as for the more ample benefit of
the public from the same : Be it enacted by the King’s most excel-
lent Majesty, by and with the advice and consent of the Lords spi-
ritual and temporal, and Commons, in this present Parliament
assembled, and by the authority of the same, that any person who,
as grantee, assignee, or otherwise, hath obtained or who shall here-
after obtain letters patent, for the sole making, exercising, vending,
or using of any invention, may, if he think fit, enter with the clerk
of the patents of England, Scotland, or Ireland, respectively, as the
case may be, having first obtained the leave of his Majesty’s attor-
ney-genwral or solicitor-general in case of an English patent, of the
lord-advocate or solicitor-general of Scotland in the case of a Scotch
natent, or of his Majesty’s attorney-general or golicitor-general for
Ireland in the case of an Irish patent, certified by his fiat and signa-
ture, a disclaimer of any part of either the title of the invention or of
the specification, stating the reason for such disclaimer, or may, with
such leave ag aforesaid, enter a memorandum of any alteration in
the said title or specification, not being such disclaimer or such alte-
ration as shall extend the exclusive right granted by the said letters
patent ; and such disclaimer or memorandum of alteration, being
filed by the said clerk of the patents, and enrolled with the specifi-
cation, shall be deemed and taken to be part of such letters patent or
such specification in all courts whatever: provided always, that any
person may enter a caveat, in like manner as caveats are now used
to be entered, against such disclaimer or alteration ; which caveat
being so entered shall give the party entering the same a right to
have notice of the application being heard by the attorney-general or
solicitor-general or lord-advocate respectively : provided also, that
no such disclaimer or alteration shall be receivablein evidence in any
action or suit (save and except in any proceeding by scire facias)
pending at the time when such disclaimer or alieration was enrolled,
but in every such action or suit the original title and specification
alone shall be given in evidence, and deemed and taken to be the
title and specification of the invention for which the letters patent
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Wherepatentes 1I. If it be found by the verdict of a jury, or be dis-

Dl fsvngnﬁe covered by the person (or his assigns) who had obtained
Eggg; of pro- Jetters patent for 2 new invention, that he was not the first -
= inventor thereof, or of some part thereof, by reason of some

one having invented or used the same before the date of
such patent,(#) such patentee, or assignee, may petition his
Confirmation Majesty in council to confirm the same or grant new letters
ofs when. patent ; the matter of such petition shall be heard before the
Judicial Committee of the Privy Council, and if they be
sotisfied that the patentee believed himself the original
inventor, and that such inven‘ion, or part thereof, had not
been in public and general use before the date of the .
letters patent, his Majesty, on such report, may, if he
thinks fit, grant such prayer, and such grant shall confer as
absolute a right as the letters patent would have done sup-

Opl}mlﬂlcr, l:nl-igl:ut posing them to have been originally valid. Persons opposing
vobeletr such petition are entitled to be heard before the Privy

Partics to suit, Louncil, and any person party to the first suit shall be
notice of peti- entitled to have notice of such petition before its presenta-

tion.
tion.(y)

have been or shall have been granted : provided also, that it shall be
lawful for the attorney-general or solicitor-general or lord-advocate, -
hefore granting such fiat, to require the party applying for the same
te ndvartise his disclaimer or alteration in such manner as to such
attorney-general or solicitor-general or lord-advocate shall seem right, -
and shall, if he so require such advertisement, certify in his fiat that
the same has been duly made.

(#) Vide supra, 21 dac. 1, ¢. 8, s. 6.

(v) 11, And be it enacted, that if in any suit or action it shall be
proved or specially found by the verdict of a jury that any person
who shall have obtained letters patent for any invention or supposed
invention was not the first inventor thereof, or of some part thereof,
by reason of some other person or persons having invented or used
the same, or some part thereof, before the date of such letters patent,
or if such patentee or his assigns shall discover that some other person -
had, unknown to such patentee, invented or used the same, or some -
part thereof, Lefore the date of such letters patent, it shall and may be -

'1{[%:5#‘1 wt o
1;-‘.‘ .1_....__._____ | I - - .
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ITI. If an action at law or suit in equity for an account
shall be brought in respect of any alleged infringement of

such letters patent granted or to be granted, or a scire
facias to repeal such, and a verdict or final decree on the
merits pass for the patentee or assignee, the judge shall certify
on the record, or equity judge give a certificate under his
hand that the validity of the patent came in question before
him, which record or certificate being given in any nther
suit or action touching such patent, and a verdict pass or a
decree be made in favour of patentee, &c., he shall receive
treble the taxed costs, unless the judge certifies that he
ought not to have such costs.{(%)

lawful for such patentee or his assigns to petition his Majesty in
council fo confirm the said letters patent or to grant new letters pa-
tent, the matter of which petition shall be heard before the Judicial
Committee of the Privy Council; and such committee, upon exa-
mining the said matter, and being satisfied that such pstentee
believed himself to be the first and original inventor, and being satis-
fied that such invention or part thereof had not been publicly and
generally used before the date of such first letters patent, may report
to his Majesty their opinion that the prayer of such petition ought to
be complied with, whereupon his Majesty may, if he think fit, grant
such prayer; and the said letters patent shall be availablein law and
equity to give such petitioner the sole right of using, making, and
vending such invention as against all persons whatsoever, any law,

wonrn nv ovobam $n tha nnanémaner Fhavanf natoeithobnnrnAinm ¢ vivmnvrednd
“*""“a"', ek T el el P ey et \-Uuﬂl“l; P E R W WL W WY W Y |limu“““lub [ rlu 11\.4.1...-\..’

that any person opposing such petition shall be entitled to be heard
before the said Judicial Committee : provided also, that any person,
party to any former suit or action touching such first letters patent,
shall be entitled to have notice of such petition before presenting the
same.

(#) 1II. And be it enacted, that if any action at law or any suit

in equity for an account shall be brought in respect of any alleged
infringement of such letters patent heretofore or hereafter granted,

or any scire facias to repeal such letters patent, and if & verdict shall
pass for the patentee or his assigns, or if a final decree or decretal
order shall be made for him or them, upon the merits of the suit, it
shall be lawful for the judge before whom such action shall be tried
to certify on the record, or the judge who shall make such decree or

On decree or
verdict of
former suifs
being given in
evidence, pa-
tentee shall be
entitled to
treble costs.
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IV. (a) If a person having letters patent shall advertise
(three times in the Zondon Gasette, and in three London
papers,and three times in some country paper published in the -
town where or near to where he carried on his manufacture
according to his specification, or if there be"“gw paper pub-
lished in the town, then in the county paper, so in case he does
not carry on the manufacture then near to his place of resi.
dence) that he intends applying to his Majesty in council for
a prolengation of his term, &c., and petition his Majesty in
council to the effect—it shall be lawful for any person to enter
a caveal at the council office ; and if his Majesty refers the
consideration of the petition to the committee of the Privy
Council, notice must be given by the petitioner to those
entering the caveats, and he shall be heard by counsel, and
his witnesses, &c., so also those who entered the caveats—
on report of the committee a further extension of the time
for seven years may be granted, if his Majesty thinks fit,
by the issue of a new patent for such period, to take effect
after the expiration of the old patent; no such extension
shall be granted if the petition be not made and prosecuted
with effect before the expiration of the term of the original

patent.(b)

order to give a certificate under his hand, that the validity of the
patent came in question before him, which record or certificate being
given in evidence in any oinier suit or aciton whaiever touching suci
patent, if a verdict shall pass, or decree or decretal order be made, in °
favour of such patentee or his assigns, he or they shall receive treble
costs in such suit or action, to be taxed at three times the taxed
costs, unless the judge making such second or other decree or order,
or trying such second or other action, shall certify that he ought not
to have such treble costs,
(a¢) See 2 & 3 Vict. c. 67, repealing this section by extending
the power of her Majesty to renew patents. :
(6} IV. And be it further enacted, that if any person who now
hath or shall hereafter obtain any letters patent as aforesaid shall®
advertise in the ZLondon Gazeite three times, and in three London
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V. In an actiop for the infringement of the letters patent, Trial
the defendaiit, on pleading, shall give plamtiff, or on a scire
facias to repeal such letters patent, the piaintiff shall file
with his declaration a notice of the objections which he Notice of objec-
means to fely upon at the trial, and such objections only tions to paten.
shall be allowed: provided that judge at chambers may
allow such notice to be altered, and on such terms ag he

pleases.(¢)

papers, and three times in some country paper published in the town
where or near to which he carried on any manufacture of any thing
made according to his specification, or near to or in which he resides
in case he carried on no such manufacture, or published in the
county where he carries on such manufacture or where he lives in
case there shall not be any paper published in such town, that he
intends to apply to his Majesty in council for a prolongation of his
term of sole using and vending his invention, and shall petition his
Majesty in council to that effect, it shall be lawful for any person to
enter a caveat at the council office ; and if his Majesty shall refer the
consideration of such petition to the Judicial Committee of the Privy
- Council, and notice shall first be by him given to any person or per-
sons who shall have entered such caveats, the petitioner shall be
heard by his counsel and witnesses to prove his case, and the persons
entering caveats shall likewise be heard by their counsel and wit-
nesses ; whereupon, and upon hearing and inquiring of the whole
'~ matter, the Judicial Committee may report tohis Majesty that a fur-
-~ ther extension of the term in the said letters patent should be granted,
 not exceeding seven years; and his Majesty is hereby authorized
- and empowered, if he shall think fit, to grant new letters patent for
- the said invention for a term not exceeding seven years after the
expiration of the first term, any law, custom, or usage to the con-
trary in snywise notwithstanding : provided that no such extension
shall be granted if the applicatior by petition shall not be made and
prosecuted with effect before the expiration of the term originally
eranted in such letters patent.

(c) V. And be it enacted, that in any action brought against any
person for infringing any letters patent the defendant on pleading
thereto shall give to the plaintiff, and in any scire factas to repeal
such letters patent the plaintiff shall file with his declaration, a notice
of any objections on which he means o rely at the trial of such
action, and no objection shell be allowed to be made in behalf of
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()

VI. The costs of the action to be regulated according to -
the proofs, and shall be certified by the judge before whom:'
the cause was tried.(d)

VII. Any person stamping, &c. on an article for whlch
he has not obtained letters patent the name, or any ;mltauon
of the name, of another person who hath, w1thout leave m
writing of such patentee, &c., or person purchasmg the 4
same, stamping, &c., without such leave, with words ¢ Let-.
ters pateat,” ¢ By the King's patent,” or the like kind;"
meaning, &c., with a view of counterfeiting the mark, &c., .
or in other manner imitate or counterfeit the stamp; for
every offence he shall be liable to a penalty of fifty pounds,
to be recovered, &c. &c. Provided, not to extend to mark-
ing the word ¢ patent” upen any thing made, of which a’

patent before obtained shall have expired.(e)

“
1

such defendant or plaintiff respectively at such trial unless he prove
the objections stated in such notice : provided always, that it shall
and may be lawful for any judge at chambers, on summons served '
by such defendant or plaintiff on such plaintiff or defendant respec-
tively to shew cause why he should not be allowed to offer other
objections whereof notice shall not have been given as aforesaid, to
give leave to offer such objections, on such terms as to such judge
shall seem fit.

(@) VI. And be it enacted, that in any action brought for infring-
ing the right granted by any letters patent, in taxing the costs.
thereof regard shall he had to the part of such case which has been

proved at the trial, which shall be certified by the judge before whom
the same gholl he ‘1nd, and the coste of each nart of the case shall he
given according as either party has succeeded or failed therein, |
regard being had to the notice of objections, as well as the counts #
in the declaration, and without regard to the general result of the |
trial. - 8
(¢) VIL. And be it enacted, that if any person shall write, paint, -3
or print, or mould, cast, or carve, or engrave or stamp, upon any §
thing made, used, or sold by him, for the sole making or selling of "}
which he hath not or shall not have obtained letters patent, the |
name or any imitation of the name of any other person who hath or §

shall have obtained letters patent for the sole making and vending of ' §
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DIGEST OF STAT. 2 & 3 Vict. c. 67.

| At i 1 Repealed b
I. Reciting and repealing the 4th section of the 5 & 6 of Repealed by

Wm. 4.(f) Wm. 4, c. 83.

such thing, withoutleave in writing of such patentee or his assigns,
or if any person shall upon such thing, not having been purchased
from the patentee or gome person who purchased it frcm or under
such patentee, or not having had the license or consent in writing of
such patentee or his assigns, write, paint, print, mould, cast, carve,
engrave, stamp, or otherwise mark the word Patent,” the words
¢ Letters patent,” or the words “By the King’s patent,” or any
words of the like kind, meaning, or import, with a view of imitating
or counterfeiting the stamp, mark, or other device of the patentee, or
shall in any other menner imitate or counterfeit the stamp or mark
or other device of the patentee, he shall for every such offence be
liable to a penalty of fifty pounds, to be recovered by action of debt,
bill, plaint, process, or information in any of his Majesty’s courts of
record at Westminster or in Ireland, or in the Court of Session in
Scotland, one half to his Majesty, his heirs and successors, and the
other to any person who shall sue for the same; provided always,
that nothing herein contai-:ed shall be construed to extend to suhject
any person to any penalty in respect of stamping or in any way
marking the, word ¢ Patent” upon any thing made, for the sole
making or vending of which s patent before obtained shall have
expired. _

(/) I. Whereas by an act passed in the fifth and sixth years of
the reign of his Majesty King William the Fourth, intituled “ An
Act to amend the Law touching Letters Patent for Inventions,” it
is amongst other things enacted, that if any person having obtained
any letters patent as therein mentioned shall give notice as thereby
required of his intention to apply to his Majesty in council for a
prolongation of his term of sole using and vending his invention,
and shall petition his Majesty in council to that effect, it shall be
lawful for any person to enter a caveat at the council office, and if
his Majesty shall refer the consideration of such petition to the
Judicial Committee of the Privy Council, and notice shall be first
given to any person or persons who shall have entered such caveats,
the petitioner shall be heard by his counsel and witnesses to prove
his case, and the persons entering caveats shall likewise be heard
by their counsel and witnesses, whereupon, and upon hearing and
iquiry of the whole matter, the Judicial Committee may report to

C
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Powent-m renew [I. If a petition for the extension of a patent right has

patent. been preferred but not prosecuted with effect before the Judi- |
cial Committee of the Privy Council before the expiration of
the patent—for any other cause than the neglect or default
of the petitioner—the council may entertain the application,
and report thereon, as in the said recited “act provided, |
though the patent has expired; and her Majesty, on the .
report of the committee, may, if she think fit, extend or grant
new letters patent, for a term not exceeding seven years |

his Majesty that a further extension of the term in the said letters

patent shall be granted, not exceeding seven years, and his Majesty -
is thereby authorized and empowered, if he shall think fit, to grant

new letters patent for the said invention for a term not exceeding
seven years after the expiration of the first term, any law, customn,
or usage to the contrary notwithstanding ; provided that no such

extension shall be granted if the application by petition shall not be .
made and prosecuted with effect before the expiration of the term -
originally granted in such letters patent : And whereas it has hap-
pened since the passing of the said act, and may again happen, that
parties desirous of obtaining an extension of the ferm granted in

letters patent of which they are possessed, and who may have pre- -
sented a petition for such purposes in manner by the said recited |
act directed, before the expiration of the said termn, may never-

theless be prevented by causes over which they have no control from
prosecuting with effect their application before the Judicial Com-
mittee of the Privy Council ; and it is expedient, therefore, that the
said Judicial Committee should have power, when under the circum-
stances of the case they shall see fit, to entertain such application,
and to report thercon, according to the provisions of the said recited
Act, notwithstanding that before the hearing of the case before them
the terms of the letters patent sought to be renewed or extended may
have expired : Be 1t therefore enacted, by the Queen’s most excellent

Majesty, by and with the advice and consent of the Lords spiritual

and temporal, and Commons, in this present Parliament assembled,
and by the authority of the same, that so much of the said recited
act as provides that no extension of the term of letters patent shall

be granted as therein mentioned, if the application by petition for
such extension be not prosecuted with effect before the expiration of

the term originally granted in such letters patent, shall be, and the

same 18 herehy repealed.

1
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from the expiration of the term granted by the said original
Jetters patent ; but if a petition be not presented before the
expiration of the said term, then in no case shall such letters
patent be extended ; and after November, 1839, unless the
petition is presented six months before the expiration of the
letters patent, the period will not be extended. The peti-
tion must also be prosecuted with effect within the period of
the grant ; if not, a satisfactory reason must be given to the
committee why the petition was not proceeded with.(g)

(9) II. And be it further enacted, that it shall be lawful for the
Judicial Committee of the Privy Council, in all cases where it shall
appear to them that any application for an extension of the term
granted by any letters patent, the petition for which extension shall
have been referred to them for their considerztion, has not been
prosecuted with effect before the expiration of the seid term from
any other causes than the neglect or default of the petitioner, to
entertain such application, and to report thereon as by the said
recited act provided, notwithstanding the term originally granted in
such leiters patent may have expired before the hearing of such
application ; and it shall be lawful for her Majesty, if she shall think
fit, on the report of the said Judicial Committee recommending an
extension of the term of such letters patent, to grant such extension,
or to grant new letters patent for the invention or inventions specified
in such original letters patent, for a term not exceeding seven years
after the expiration of the ferm mentioned in the said original letters
patent : provided always, that no such extension or new letters
patent shall be granted if a petition for the same shall not have
been presented as by the said recited act directed before the expi-
ration of the term sought to be extended, nor in case of petitions
presented after the thirtieth day of November One thousand eight
hundred and thirty-nine, unless such petition shall he presented six
calendar months at the least before the expiration of such term,
nor in any case unless sufficient reason shall be shewn, to the
satisfaction of the sald Judicial Committee, for the omission to pro-
secute with effect the said application by petition before the expi-
ration of the sald term.

c 2
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CHAPTER II.
.,H

MATTERS FOR WHICH A PATENT MAY BE GRANTED, {AND NECES~
SARIES THERETO—THE GRANT~—MANUFACTURE—COMBINATION
w—PRINCIPLE =—=METHOD~~PROCESS=—~NOVELTY == PUBLICATION ~

INTRODUCTION OF A NEW TRADE,

‘TroucH monopolies (@) in the eyes of the common law

to a monopoly. were esteemed odimw, yet a patent (as was before said,

Patent right,
grant of.

is a monopoly in a wodified form) is looked upon in
a different light, for Lord Coke says, * The inventor
bringeth to and for the commonwealth a new manufacture,
by his invention, costs, and charges;” and in Hornblower
v. Boulton (b) it was said, ¢ Every new invention is of im-
portance to the wealth and convenience of the pullic, and
when they are enjoying the fruits of an useful discovery,
it would be hard upon the inventor to deprive him of his
reward.”

A patent is not a thing which can be claimed as of right,
but is a grant made by and arises from the good-will of the
crown ; and before the sovereign issues letters patent to any
individual, he in his discretion annexes certain conditions
to the grant, in order that, to the people generally, may be
guaranteed the use -of those arts, manufactures, &c. of
which they are already in enjoyment, and that they may at

(a) All monopolies except those which are allowed by that statute
are declared to be illegal and void ; they are so at cominon law, and
the Gth section excepts only those of the sole working or making any
new manufacture, whether it be with or without principle, produced
by accident or art, it is immaterial, 487, Buller, J., Boulton and
Bul}, infra. .

(&) 8'T. R. 99.
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the end of the time for which the grant 1s limited acquire a
new privilege from the use of the patented discovery;(c)
to effect which, amongst other conditions, it is provided,
« that if the patentee shall not particularly describe and
ascertain the nature of the discovery, and in what manner
the same is to be performed, by an instrument in writing
under his hand and seal, to be enrolled in the High Court
of Chancery within a certain period, then the patent shall .
be void.” (d)

In order to induce the crown to grant the letters patent, Inducement
the discoverer of the invention represents that he is the ﬁrgﬁiﬁmﬁm
first and sole inventor thereof, &c., and the crown, yielding patent.
to such representation and ever being willing to give en-
couragement to all arts and inventions that may be for ihe
public good, grants to the inventor the sole liberty and
privilege of using his invention for a certain given period
(usually fourteen years), and under certain conditions. It
is obvious, therefore, if the patentee has not invented the
matter or thing of which he represents himself to be the
true inventor, the consideration of the royal grant fails,
and consequently it becomes void, and this will not be the
less true if it should happen that the patentee has invented
some other matter or thing for which, upon a due represen-
tation thereof, he might have obtained the grant of the ex-
clusive use;(¢) that is, the patent must not represent the
patentee to be the inventor of one thing, and the specifica-
tion shew him to be the inventor of another thing; and a
sufficient reason for such a distinction seems to be, that if the
matter at first had been properly described, a patent might
not have been granted therefor, for it might have been

(¢) 8 T. R. 100, *
(d) Rex », Wheeler, 2 B. & Ald. 348, vide infra, Specification.

(¢) Rex v, Wheeler, ibid, 349,
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the thing was well known, or of no use, or in common

uee.(f)

Matters which ~ The matters which may be said to be the proper subjects

be the sab.
Ecaty ofa pitse‘;t. for Jhe grant of letters patent by the statute are as follows,

viz. new manufactures (the term manufacture has been di~
vided into many varieties), and the intreduction'of an inven-
tion from abroad, which will be treated of under t“lgeir several
headings. First of manufactures. :

MANUFACTURE.
Manufocture,  Lhe meaning of the term manufacture, introduced into
what. the statute of James I., is a question of law to be decided

by the court and not by the jury;(g) it has been open to
much cavil, but by the repeated interpretation of many-
eminent judges who have adorned the bench, the mere
broad term is now accurately defined.

In Hornblower and Maberly v. Boulton and Watt,(A) it
was objected that the patent being taken out for a way or
mode of effecting certain improvements in an article, and
not for the article itself, that such patent was not granted

Definition of ~ for a manufacture. But Lord Kenyon said, ¢ he had no
Lord Kenyon. goubt the patent was obtained for a manufacture, and which
he understood to be a something made by the hands of man;”
ﬁf;i%iz:tgf_ and Abbot, C.J., said,(?) ¢ The word manufacture in the
den. 21 of Jac. 1, c. 3, 5.6, has been generally understood to
either denote a thing made, which is useful for its own sake,
and vendible assuch, as a medicine, a stove, &c., or an engine
or instrument to be employed in making some previously
known article, or in some other useful purpose, as a stock-

() Rex v. Wheeler, 2 B. & Ald. 350.
(9) Crane ». Price, 4 M. & G. 580 ; 5 Scott, 338, S.C.
(2) 8 T. R.99. (£) Rex ». Wheeler, supra.
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ing-frame, or & ateam-er.gine tc raise waler; or it iiay
perhaps extend alsoto a new process (5) to be carried on by
known implements or elements acting upon some known
substances, but producing it in a cheaper and more expedi-
tious manner, or of & better and of a more useful kind.
But no merely philosophical or abstract principle can
answer the word manufactures; something of a corporal and
substantial nature,(k) something that can be made by man
from the matter subjected to his art and skill, or at the least,
some new wnode of employing practically his art and skill,
is requisite to satisfy this word.”

In Boulton v. Bull, (!) Heath, J., said, ¢ manufactures Definition of
are reducible into two classes : the first includes machinery ; Heath, J.
the second, substances, such as medicines, where the vendi-
ble substance is the thing produced;” and in the same
"case, Buller, J., said, ¢ mechanical and chemical discoveries Buller, J.
all come within the description of manufactures, and it is
no objection to either of them that the articles of which
they are composed were known and in use before, pro-
vided the compound article, which is the object of the
invention, 18 new.” In Huddart v. Grimshaw,(m) Lord
Ellenborough, C. d., in his address to the jury, laid it down
as follows :—¢ There are common elementary materials to Combination,
work with in machinery, but it is the adoption of those
materials to the execution of any particular purpose that
constitutes the invention ; and if the application of them be
new, if the combination in its nature be essentially new,
if it be productive of a new end and beneficial to the
public, it is that species of invention which, if protected
by the king’s patent, should continue to the individual

il

(7) Vide infra, Process. (k) Vide Neilson’s Pat. infra.
(/) 2 H. Bl 482. (m) Webs. Pat. Ca. 86.
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the sole right thereto,” () and which was particularly
illustrated in a late case,(0) where a patent was obtained
for the application of the hot air blast with anthracite
(stone coal), for the purpose of procuring iron from the
ore in a cheaper mode and of a better quality than had
been known before; both the hot air blast and ﬂ]e anthra-
cite had been applied for the purpose of sme]tmg the iron

stone or ore, previously to the patent, but not in con-
Mindal N 3 ssamntian » "t hindol ﬂ- J'i i!}_ de]iveﬁng thP jll(]gmpnt nf

1--1-—“" e W l’“l-lt-r & wyr B8 b | .n““-l-

the court, said, * We are of opinion, if the resuit pro-
duced by such combination is either a new, a better, or a
cheaper article to the public, than that produced before by
the old method, such combination 1s an invention or a
manufacture intended by the statute, and may well become

(2) In Re Cutler’'s Patent (Webs. Pat. Ca. 427), it appears all
chains hitherto have been formed on one of two principles—either by
one branch of the chain being linked in the next which is the
ordinary chain ; or elge the different branches are connected by holes
perforated through each, and connected by a pin or screw. The
present applicant says, ¢ I adopt bolts, and I unite the two, and the
joint of my chain consists not only of that which constitutes a link,
and therefore would be operative without a pin, but is also constituted
of 2 pin ; and instead therefore of having a joint of one character on the
other, my chain has two joints, one consisting of the link-—the ordi-
nary link, the other of the pin;”.—which view the attorney-general
took of the matter on the case being first brought before him, and he
was of opinion that there was an union and combination of the two
principles, such as entitled the party to a patent, which opinion he
afterwards changed. ¢ It is one of those many instances from which
conclusion arises from an inapt use of the same term. Each of the
things used may be called pins ; but because they are so called, are
they identical? Fusell’s patent varies from the original mode of
making chains,” [is Jordship commenied upon the iwo patenis ai
ereat length, and eventually divected the patent to be sealed, and
gave the costs of the proceedings before the attorney-general as well
as the other costs, T.ord Cottenham, Ch.

(o) Crane and Othcers ». Price, supra.
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the subject of a patent.”(p) ~ In the same case it was ob-

jected that the quantity of the invention was so small that Quantity of
it could not become the subject of a patent, (g) and that g tavention.
person who had procured a license to use Neilson's patent

(hot air blast) had a right to apply it to any matter, whe-

ther it were bituminous or stone coal. His lordship, to

this objection, answered, that, ¢ in point of law, the labour

of thought or experiment, or the expenditure of money, are

not the essential grounds of consideration(r) upon which Consideration
the question whether the invention is or is not the proper g;tgeﬁf Hng 2
subject-matter of a patent ought to depend ; for if the in-

vention be new and useful, it is not material whether it be the

result of long experiments, profound research, or whether

of some sudden or lucky thought or mere accidental dis-
covery ; (8) for it is said (#) that where a man, by his own

charge, or industry, or wit, or invention, brings a new trade,

&c., &c., the king may grant him a monopoly (patent)

for a reasonable time.” And Parke, B., in another case,

said, ¢ The word manufacture must be construed in one of

two ways: it may mean the machine when completed, or

the mode of constructing the machine.”(%) In the case of

(») Citing the King », Wheeler, Hill ». Thompson, and referring
to Hale’s, Derosne’s, Hill’s, and Daniell’s Patents,

(¢7) Vide infra, Price’s Pat.

(r) Inventions are of various kinds ; some depend upon the result
of figuring, others on mechanism, &c., others depend upon no reason,
no theory, but a lucky discovery ; water tabbies were discovered by
a man spitting upon the floor.—Liardet 2. Johnson (B. N, P. 76.}

(s) In Crane ». Price (Webs., Pat. Ca. 402), Sir F. Pollock, ar-

guendo, most aptly expressed what kind of invention is particu-
larly the subject of o patent: «The perfaction of invention ig the

A Ly & J-J L " F 3 Wiy VA s

simplicity of the means to the end, and the progress of any par-
ticular invention is always marked by the adoption of simpler and
cheaper methods,”

(¢) Darsy ». Allein, 11 Coke’s Rep. 84.

(%) Morgan ». Seaward and Others, 11 M. & W, 558,
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Walton v. Bateman and Others,(v) Cresswell, J., com-

menting upon the third issue, which was as to whether or
not the invention was a new manufacture, within the mean-

ing of the statute, said, he thought there was a new prin-
ciple carried out and embodied in the mode of using the -

principle, and which was sufficient to sustain the patent
right. '

term ‘ manufacture,” (w) although that term has been held

The above decisions may be said to relate to the bare

to includc other mattors of larwer diamifieation (which it will .

be necessary to discuss); but though they, by the force of
construction, have been held to come within the term manu-

facture, in strictness it is presumed a manufacture cannot be
said to be more than an object effected by mechanical means;
and, if so, it has no relation to the principle of the construe-

tion~—the combination of the parts—the method of effecting
that combination-—of the principle of its action, or the pro-
cess by which it is effected, all of which it will be here neces-
sary, directly or indirectly, to discuss, and which, by the
intendment of the statute, as exemplified by the comments
and decisions of learned judges, have been held to be fitting
subjects for the grant of letters patent. In Boulton v.

Construction of Watts and Bull,(z) Eyre, C.J., said, ¢ there was nothing

the statute.

technical in the composition or language of the Act of Par-
liament ; therefore, in the exposition of the statute, the in-
tention of Parliament is to be the guide.” In Russel .

(#) Which was an action for the infringing of a patent for a new

mede of constructing cards, for the carding of wool, &c.
() Hornblower ». Boulton, in errcr (8T. R. 95).~1t is difficult to
conceive that the legislature, in giving nower to the crown to grant

patents for the sole working or making of any manner of new manu-

facture, intended to give thereby a power to grant patents for any
other purpose than those expressly mentioned by Grose, J.
() Supra, p. 499.
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Cowley (infra), Alderson, B., seid, ¢ We ought not to be
astute to deprive persons of the benefits to be derived from
ingenious and new inventions;” and upon these principles,
upon consulting the various matters contained in this work,
it will be found the courts act.

PRINCIPLE,

A principle is an arbitrary assumption, or the result of Principle, what.
krown attributes, and which is or are adopted as a general
rule for effecting any particular object or thing, or arriv-
ing at any definite conciusion upon any subjeci ; as all men
are presumed to know the law,(y)-—as metal is opaque, dense,
and ductile—such are principles; but such untrue or gene-
ral propositions cannot be received when applied to manu-
factures or arts, nor could such a principle form the subject-
matter of a patent. The first being unreasonable (in
strictness) ; the last, tco general ; for it is clear law that the
subject of every grant must be certain and defined. ()

Buller, J., (a) said, ¢ A patent cannot be maintained for
an ldea or principle alone; the very statement of what a
principle 1s proves it cannot be a ground for the grant of

(v) Such is a proposition of law, and when applied to the Iaw in
its relations with society is most reasonable ; for without such a rule
all things would be in disorder and confusion, and men, upon com-
mitting any fault or infraction of the law, whether of the civil or
criminal code, would plead, by way of avoiding the penalty of their
wrong or error, ignorance; the allowance of such a plea would
be, in effect, to subject the well-ordered and industrious part of the
community to ihe rapacity of ihe designing and base, to avoid which,
the law assumes the proposition in the text as one of its fundamental
principles. “ Ignorantia juris non cxcusat,” 2 Rep. 36.

(¢) Eyre, C.d. Boulton 2, Bull.

(¢) Boulton », Bull (supra), p. 486.
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a patent, for it is the elements and rudiments of the arts

and sciences; a patent must be for a new production from °

those elements, ana not for ine elements themselves.,” ¢ A

principle reduced into practice means a practice founded -

upon principle, and that practice is a thing done or made, -

or the manufacture which is invented.” Heath, J., in the
same case, (a) . said, ¢ There can be no new patent for

a mere principle ; but for a principle so far embodied and
connected with corporal substances as to be in a condition

to act and to produce an effect in any art, trade, &c.,
a patent may bc granted.” Grese; J.; in another case, (b)
said, 1 am inclined to think a patent cannot be granted
for a mere principle; but T think that although in words
the privilege granted is to exercise a method of making or
doing any thing—yet if that thing is to be made or done
by a manufacture, and the mode of making that manufac-
ture is described, it then becomes in effect (by whatever
name it may be called) not a patent for a mere principle,
but for a manufacture, for a thing to be so made;”
and Lawrence, J.,(c) said, ¢ A principle may mean a mere
elementary truth, but it may also mean constituent parts,
as where a specification states the Invention to consist in the
following principles, that is, constituent or elementary parts,
viz., a steam-vessel, in which the powers of the steam are
to operate so as to be kept as hot as the steam, by a case; a
distinct vessel to condense the steam, and pumps to draw
off such vapour asis likely to impede the motion of the fire-
engine, &c.” In the case of Neilson v. Harford (d) (which
appears to carry the law on this point to the furthest limit),
on the argument for making the rule absolute to enter a

verdict on the 4th issue for the plaintiff, much discussion

a—rm

(@) Boulton 2. Bull (supra), p. 496. .
(5) Hornblower ». Boulton, in error, 7 T. R. 105.
(¢) Ibid. 106. (d) Wehster’s Pat. Cases, 273.
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passed as to the claim of the p]amtlﬂ' It was urged by
Sir Wm. Folieit ihat ine cialm of ibe paientee was ior
every vessel, and every shape of vessel (closed vessel), in
which air could be heated between the blowing apparatus
and the furnace. To which Alderson, B., replied, ¢« I
think that is a principle; if you claim every shape, you
claim a principle. There is no difference between a prin-
ciple to be carried into effect in any way you will, and
claiming the principle itself, you must detail some specific
mode of doing it.”(e) It was answered, ¢ The mode 1s,
you must heat the air in its passage from the blowing appa-
ratus to the furnace.” Lord Abinger, C.B., ¢ That brings
the case to the same as Watts® patent for condensing in
another vessel, without describing the shape or size. It
appears to me a man might take out a patent for inventing
a mode of heating air in a separate vessel without stating
the size of it.” (f) Parke, B., in delivering the judgment
of the court on making the rule absolute, said, ¢ that it
was after much doubt and hesitation the court had arrived
at the conclusion. We think the case must be considered
as if, the principle being well known, the plaintift had first
invented a mode of applying it by a mechanical apparatus
to furnaces, and his invention then consistsin this, by in-
terposing a receptacle for heated air between the blowing
apparatus and the furnace; in this receptacle he directs
the air to be heated by the application of heat externally to
the receptacle, and thus he accomplishes the object of

Ay " L

(¢) Boulton », Bull : Buller, J.—The principle was known. before,
and if it be alone the foundation of the patent, though the ad lition
may be a great improvement, the patent must be void ab ¢nitio. The
mere application or mode of using a thing is not sufficient to sup-
port & patent——a man devising means of making double use of a
thing before known is not suflicient for a patent.

~ (f) Webs. Pat. Ca. 355, et seq.
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applying the blast, which was before of cold air, in aheated
state to the furnace.,” His lordship said at the trial he felt
a difficuity as to the wording ef ihe specification, which -
said the shaps of the vessel was immaterial; but that
his brothers thought such a construction might be put
upoea it as would support the patent, and he shll enter-
tained a doubt whether such a construction was correct,
but he was not prepared to say it was not. (g) '

A very clear exposition of the law of patents upon this
head occurs in the address of Lord Chief Justice Clerk
Hope: in his address to the jury in the case of the House-
hill Company v. Neilson, (%) his lordship said, ¢ It is quite
true, a patent cannot be taken out solely for an abstract
philosophical principle—for instance, for any law of nature
or property of matter apart from any mode of turning it to
account in the practical operations of manufacture, or the
business, and arts, and utilities of Jife. T'he mere discovery
of such a principle is not an invention (in law). Stating
such a principle in a patent may be a promulgation, but
it is no application of the process to any practical pur-
pose; and without that application to a practical object
and end, &c., a person cannot appropriate the process in
the abstract to himself,” which exposition of the law
agrees In every particular with the other cases enumerated
above,

If one person discovers a particular principle, whether it
be in mechanics or science, another person may apply that
principle to a particular thing, and such application will
form a good and valid ground for the grant of a patent ; as
in the case of Minter v. Wells and Another, () where it

was objected the plaintiff claimed a principle, Lord Lynd-

(9) Webs. Pat. Ca. 371, et seq.
(%) Ibid. 683. () 1C.M.& R.
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hurst, C. B., said, ¢ Every invention of this kind must
include the application of a principle, which in this case

18 the applwauuu Of L1 1IEVET—L1iic Claiii i5 U sUL L1IT }u sha-

ciple, but for the application of it in a certain manner.”

METHOD.

Method is a matter very nearly allied to a principle, Method, what.
and may almost be said to be the mode of applying it.
Lawrence, J., (7) said, ¢ Engine and method were convert-
ible terms, and meant the same thing, and that they might
be the subject of a patent. Method, properly speaking, is
only placing several things, and performing several opera-
tions, in the most convenient order; but it may signify
a contrivance or device, so may an engine, and there I
think it answers the word method. Some of the difficulties
of this case (as to whether the patent was taken out for a
principle or method) have arisen from considering the word
‘engine’ in Its popular sense, viz., some mechanical con-
trivance to effect that to which human strength, without
such assistance, would be unequal; it may also signify
device, and that the patentee meant to use it in that sense,
and the legislature so understood it, is evident from the
words engine and method being used indifferently.” Rooke,
J., in Boulton v. Bull (%), said, “ A mnew invented me-
thod conveyed to his understanding the idea of a new
mode of construction, and that patents for a method had
been so numerous, that method might be considered as a
common expression In instruments of this kind. A particu-
lar engine or model is not necessary, provided the patentee so
describes his improvement as to enable artists to adopt it when
the patent expires.” Buller, J., denied that a patent could

L L . S

(7) Hornblower v. Boulton, 107, supra. (%) Supra.
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be obtained for a method only; he said it must be carried

into effect, and have produced some new substance. (k) |
Method, tobe  'When a patent is obtained for the invention of a method

tha avhiant nf o

—-— ol el gum

patent, must be only (i.e., of an engine, instrument, or organ, to be used
defined. for the accomplishment of some purpose), it is not borne
out by saying a coffee-roaster, or any thing by which the
grains may be kept in motion and turned, may be used. (2)
iﬂeﬁlzg &:hzn In Boulton v. Bull(m), Eyre, C. J., said, ¢The pa-
good, tent should not be for ai invention, but for the method
of preparing it. In the case of a manufacture, it should
not be for the method of producing, but for the thing.
An invention consisting in the method of disposing of
plates of iron so as to produce a given effect, and it being
an useful and meritorious one, the patent would be pro-
perly granted for the method. It could not be for the
effect produced, for it is a mere negative quality, or for
making the plates, being a manufacture before known, but
for the disposition. So where complicated machinery is
used, which iz not itself newly invented (but only con-
ducted by the skill of the inventor so as to produce a new

effect), the patent cannot be for the machinery.”

PROCESS.

Process, what.  The definition of a process (for the purposes of a patent)
may be a matter of some difficulty. Abbot, C. J., in the case
of The King v. Wheeler(zn), said, “Supposing a new process
to be a lawful subject of a patent, the patentee may represent
himself to be the inventor of a new process, in which it
would seem that the word method may properly be used as

——— - - ———

(1) Hornblower ». Bull (supra), 486.
(/) Rex ». Wheeler, supra. (m) 2 H. Bl. 493. (%) Supra.
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synonymous with process ; and if the patent be for a pro- Patentfor
cess only, such process should be described—as the heat to be E;;"’;;':;,;Qfgf
used, the length of time it is to be continued: &c., (%)

saying the proper degree of heat, and the time of exposure,

may be easily learnt by experience; the colour of the

interior part of the prepared grain affording the best cri-

terion, without mentioning what that colour 1s to be, would

be insufficient, for it would be casting upon the public the

expense and labour of experiment and trial.” (o)

In the case of Gibson v. Brand and Another,(p) (which
was a patent for an improved process of manufacturing
silk, or silk in connection with other fibrous matters), the
jury found the invention was not new, but an improved
process, not a new combination. Coltman, J., in com-
menting upon the finding of the jury, said, ¢ This word
process, must be taken in conjunction with the rest of the
finding, that there is no novelty of invention or of com-
bination, which merely means there is some improvement
in the manipulation. The finding of the jury seems to
be, that the plaintiff has made some slight variation in the
process, whereby an improved article is produced, without

novelty or new combination ;”(q) and Cresswell, J., said,

() Rex v, Wheeler (353).
(o) Neilson 2. Harford (Webs. Pat. Ca. 320).—Parke, B., in ad-

dressing the jury, said, “I have told you that if expcriments arc
necessary in order to construct a machine to produce some heneficial
effect, no doubt this specification is defective., If experiments are
only necessary in order to produce the greatest beneficial effect, In
that case I think the patent is not void.” These observations arose
in commenting upon the evidence of a witness, who said, “ I should
have tried that which produced the greatest heat upon the surface ;
I might have tried a cylinder, or long box, with a blowing apparatus,
without any thing to direct the current of air, in the first instance—
I should have made experiments in the first instance—I should at
first make it 10 or 15 feet long.”
(7) 4 Scott, 844, (7) Ihid, 884.
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“ There are dicta in the books, that a process may be
the subject of a patent, but it has never been so expressly
decided ;” and that he had fqund no case wherein it is
said that the mere omission of a part of a process (which
this is in substance), has been held enough to form the sub-
ject-matter of a patent. (») The Court held that such a

‘.

finding would not support a patent. \
Mere difference LR order to arrive at a thorough understanding of this

of manipulation ymatter, it will be necessary not only to consider some of the
insufficient to

support a pa- cases wherein patents have been granted for processes, but

tent.
also the signification of the word. Gibson . Brand and
Another has clearly shewn that the mere alteration in the
order of the manner of doing a thing with known ingre-
dienis, oi leaving cut a part of the known vrocess, is in-
sufficient to be the subject-matter of a patent.

Process, defini- 4t 1S conceived that a process can be no more than the

tion of, manner of effecting a given object, as for instance,
macerating a body in water to loosen the flesh for the pur-
pose of cleansing the bones; or flax, to sever it from the
vegetable gluten: it is clear the mere immersien could not
be the subject of a patent, for it is an operation well known ;
but if after a short immersion, or an immersion for the usual
period, a something else was to be done, and that something
and the manner of operating was clearly defined, whereby the
cleansing was expedited, and a cleaner bone, or a stronger
or more silky thread, was produced, it is apprehended that
that additional something would form the proper subject-
matter for a patent. 'The patent, it is apprehended, would
not be granted for the improved bone or flax, but for
the process or method by which it was obtained; and
the observations of Eyre, C. J.,(s) when discussing Dr.
Haynes’s patent for the protection of buildings from fire,

T — —

(1) 4 Scott, 889. (s) Supra.
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seemed to point to such a definition. Dr. Haynes could
not have obtained a patent for the manufacture of the
plates, for that was already known, but the arrangement of
them in a particular manner for the purpose of preventing
the communication ot heat was a process, and one new and
beneficial. Abbot, C. J., in commenting upon the dic-
tum of Eyre, C. J., said, ¢ The description given is not
of any thing which can be made. There is nothing cor-
poral, nothing tangible, nothing that can be bought and
sold, no instrument by which the supposed benefit is pro-
duced, and which might as an article of trade be purchased
and used by another person.” With all deference for the
dictum of so great a judge as Lord Tenterden, it is pre-
sumed, if the above definition is correct, that few, if any,
patents, unless for machines, could be supported; for it
would include not only a principle wherein was a combi-
nation, with a defined mode of working it, but every
other patent whereby the subject of it was to be effected
by chemical affinities or new combinations. The case of
Crane v. Price (¢) is directly opposed to the definition in
question : the patent in that case was the application of
the hot blast to the stone coal ; so Heath’s patent, which
came in question in the case of Heath ». Unwin, (%) which
was for an improved method of making steel by adding
thereto when in the crusible carbonet of manganese ; neither
of which patents were for matters tangible, but for pro-
ducing given effects by a particular process. Sc also
Neilson’s patent. In the first case, neither the hot air or
the anthracite were claimed as the subject of the patent ; and
in the second, the carbonet of manganese was not claimed
as the invention, but its application in a particular manner
for the production of steel; and in the last, the hot blast

(¢) Supra. - (2) 9 Jurist, 231.
D 2



Patent for a

process, when
obtainable,

26 LAW OF PATENTS.

was not claimed as the subject of the patent, but the par.
ticular mode of heating the air, and conducting it to the
furnace. So Dr. Haynes’s patent was for producing a given
result from certain known materials., viz., plates of iron of
a particular thickness, disposed in a particul: - mﬁnnel, for
the purpose of preventing the communication of heat or
fire. It is not contended thc merely saying plates af iron,
of a sufficient thickness, placed one upon another 50 as to
stop the progress of flame, would be a matter for which a
patent could be granted; but if the proper thickness was
ascertained, and the mode of fixing them, so as to prevent
the flame passing beyond, was correctly explained and set
out, then such process, it is apprehended, would be the
proper subject for a patent.

As a method and a process are said to be convertible
terms,(v) it follows, all that has been said of a method
applies equally to a process.

It is submitted that a process, when the manner of its
action is particularly set out, and when the result of the
process is the production of a new substance, or the expo-
sition of a new mode for effecting a known result in a readier
and cheaper manner than was before known, whether it be
by the use of new combinations of known materials, or the
intraduction of new ones to effect a particular purpose, or
whether it be by the particular disposition of certain known
materials by which a beneficial effect is produced, as the
prevention of corrosion in the boilers of steam-engines, or
the spreading of fire in the case of the destruction of houses,
though acting negatively, such processes may be the sub-
ject of a patent, for they are all manufactures within the
intendment of the statute (as construed), and are for the
benefit of the public. It may be thought the last modifi.

() Supra, Lord Tenterden.
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cation was introduced to meet Dr. Haynes’s patent; but
the object in view was, the weaving of asbestos into a spe-
cies of cloth, whereby a person clothed therein, in conse-
quence of its being so positively a non-conductive medium,
might stand amid fire uninjured. In this case both weaving
and the substance were known, but had never been applied
to the weaving of asbestos, or of forming it into cloth; yet
it is apprehended, if thought advisable, a patent could have
been obtained therefor. |

Having ascertained what is a manufacture within the
meaning of the statute, it will now be necessary to consider
the next thing essential in order to the obtainment of a

patent.

NOVELTY.

The terms novelty and discovery are distinct terms. g?‘fﬂlty'
. v e . iscovery and

Dolland’s and Tennant’s cases illustrate the distinction: in novelty, differ-
the former, the question was, who was the original inventor ©"°° bet¥een:
within the meaning of the statute? Dr. Hall made the
discovery in his closet, but never made it known, and
Dolland’s patent was confirmed, which was for the same
thing which Hall had discovered, being a new method of
making object glasses ; the latter, the utility of the inven-
tion was proved, and the general ignorance of the bleach-
ers of the subject-matter thereof until after the date of
the patent. But it was also proved, that a bleacher, near
Nottingham, used the same means of preparing his bleach-
ing liquid five or six years before the date of the patent,
and kept his method secret from all but his two partners
and two servants concerned in preparing it. It was held
that such proof militated against Tennant being the dis-
coverer, and vitiated his patent.

Publication in a

It the discovery is mentioned in a book, printed and pub- book.
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lished prior to the issue of the patent, such publication con-
stitutes the discovery, so as to negative the invention by the
patentee,(£) as in the case of the King against Arkwright,()
where it was proved the beater or breaker of seeds, &¢. (which
was a wheel with teeth), was described in & well-known book
of the period, called Emerson’s book. So also in the case of
Steed v. Williams,(v) (which was a case for the infringement of
a patent for paving the public streets with wood) in the latter.
T'o negative the patent, a volume of the Transactions of the
Society of Arts was given in evidence, containing a letter con-
cerning paving roads, &c. with blocks of wood, as practised
at St. Petersburgh ; and also a number of the Mechanics’
Magazine, where Mr. {Iead’s communication was referred to.
Tindal, C. J. (in giving judgment on a motion for a new
.trial on the ground of misdirection), said, ¢¢ We think, if an
invention has been made public in England by a description
contained in a work, whether written or printed, which has
been publicly circulated, in such case the patentee is not the
first and true inventor within the meaning of the statute,
whether he has borrowed his invention from the publication
or not, because the public cannot be excluded from the right
of using such informaticn as they already possessed at the
time the patent was granted. The existence of a single
copy of a work, brought from a depository where it had
been long kept in a state of obscurity, would afford a very
difforont inference than wonld the praduction of an encv-
clopadia, or other work in general circulation. The ques-
tion upon the whole evidente is, has there veen such a
publication as to make the description a part of the public
stock of information?” which is a question that should
have been submitted to the jury.

With all deference to the decision of the learned judge,

(¢) Hil ». Thompson and Foreman, 2 Moore, 454, 8 Taunt.
275, S. C.
() Davies, Pat. Ca. 6l. (v) 13 Law Jour. N, S. C, P, 218,
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it would seem that the qualification, and its inference, con-
tained in the latter part of his judgment, as to the infor-
mation being printed in a work which was not then in
circulation, not having such weight as the publication in
an encyclopadia, is throwing a difficulty in the way of
proof, and drawing a distinction where it is submitted none
shouid exist. 1t 1s presumed a book, when ii is printed, is
printed for the purpose of general circulation; if so, then
the contents of the work (saving the rights of the author)
are public property; and the inference is, any knowledge
which that work imparts becomes immediately the property
of the public; and it is more than douliiful, even if the
work was printed for private circulation, whether that
would at all alter the character of the publication; for, in
the first place, the printers must be parties made acquainted
with the secret, if secret there be; and, in the next, the very
nrinting for the purpose of circulation amongst a few per-
sons would shew such an animus as would amount to a
publication, and would bring the case within, if not go
beyond, the limits of Tennant’s case (w). It is apprehended
the contents of the work having once become public pro-
perty, they would remain so for ever, and the book being
out of print, and only to be met with in rare depositaries,
does not negative the first publication; for, how 1s the
presumption to be overset that the alleged inventor has not
had acrcers tn anv place wherein the work was kept, or had
scen an extract therefrom.(#) The existence of the book
in a rare collection, and the discovery of the secret by one
persoft in private, are totally distinct ; though in the latter
case the publication would be negatived, in the former it
is presumed it could not be overcome; for whether a day
or a century intervened between the publication of the
book and the re-issue of the discovery, it would make no dif-

Ju———

(w) Supra. (¥) Vide 2 & 3 Vict, ¢, 67, s. 2.
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ference. The property in thie work once having been public,
would for ever continue so;(w) and it is considered more
thari doubtful whether in such a case the Privy Council
would, under the provisions of the statute of Wm. 4, inter-
fere to confirm the patent unless there were some important
additions made to the description contained in the bock.(x)
Evidencene.  The evidence to vacate a patent on the score of want of
tive 1 J::;:;ega' noveity must be direct in iis chavacier ; merely inferential
evidence will be insufficient, as in the case of Lewis v.
Marling,(y) (which was a patent for a shearing machine),
It was proved in cvidence that one A. made a machine for
shearing from list to list, which was not approved of and
never came into use. So also that 2 model had been sent
from America, and exhibited to a few persons, but no
machine had been made from it, and that the persons to
whom the model belonged purchased machines from the
plaintiff' ; and also that a specification had been brought over
from America, and that two persons had been employed to
make a machine from it, but which was never completed,
and that until the plaintiff’s invention, no machine was pub-
licly known or used in England for the purpose of shearing
from list to list. Upon this evidence it was left to the jury
Evidence of  to say, whether public use had been made of the machine;

prior ue. they found it had not, which verdict Lord Tenterden said

(1) Vide Junes 2. Bcrger (Webs, Pat, Ca. 550), peri Meule, J,

¢ T av. ..\, P S O L I S Y TY* v 0w
——" A LikdlAm n- i-: it ouu..uuu uu e tluwuu Vil AV AldD LICCHL puuuﬁueu

in such a book.”

(#) Webs, Pat, Ca, 783.—When Soame’s patent was under con-
sideration by the Privy Council, Lord Campbell, the discussion being
as to a prior publication in a work, said, “I should say, sitting here,
if it had been published in a foreign journal, considering whether the
patent should be prolonged, I should be influenced by what I saw in
a foreign journal, withoutinquiring when it was known in England ;
though when sitting in a court of justice, and considering the
validity of the patent, I should require that it should e known in
Iingland.” (¢) 10 B. & C, 22,
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was right; but if there has been a trial of the invention,
and it is known, it is different. In the case of the Househill

Company v. Neilson (which was an appeal from the Court
of Session in Scotland), Lord Lyndhurst, Ch., said, *he
understood the position of the learned judge (C.J. Hope,
who tried the cause) to be this, that if the machine had
been made and had been put in trial, unless those trials had

sone on and the machines had been used up to the time of

granting of the letters patent, it would not be evidence of
prior use so as to invalidate the letters patent. Now, I am
obliged to say, with all deference to the learned judges of
the Court of Session, I think in that respect they are
mistaken ; and if it be proved distinctly that a machine of
the same kind was in existence and was in public use—that
is, if use or if trials had been made of it in the eye and in
the presence of the public—it is not necessary it should come
down to the time when the patent was granted. If it was
discontinued, still that is sufficient evidence in support of
the prior use so as to invalidate the letters patent.”(x)

Where two persons simultaneously discover the same simultaneous
thing, he who first introduces it to the public under the S5V
protection of letters patent becomes the legal inventor and
is entitled to the benefit of the discovery.(a)

If there is a material difference between two patents for Two patents

the same thing, as in the case of Russell v. Cowley and :ﬁ'ﬂglif;::iig

Others,(b) which was a question of infringement. The in- I» an essential
particular,

() Et vide Carpenter ». Smith (Wels, Pat. Ca. 542); Cornish ».
Keene infra. With thisobservationthe Lords Brougham and Campbell
concurred ; and the case was in consequence sent back to be rcheard
on the ground of the misdirection.

(@) Forsyth o. Reviere (Chit. Prerogative of the Crown,182), Abbot,
C. d.;and Bayley, J.,in J. W. Lewis ». Marling, supra, said, “ If I
discover a thing for myself, it is no objection that another made the
same discovery, if I first introduce it to the public.”

(0) 1 C, M. & R. 875.
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ventions of both parties were for manufacturing tubes, and
both patents were held tobe good. The first patent (the
plaintiff’s) described the process of manufacture as by draw-
ing the tubes through rollers, using a mandril in the course
of the operation; the latter (the defendant’s), by.drawing
them through fixed dies or holes, but was silent as to the
use of the mandril. Lord Lyndhurst, C.B., said the specifi-
cation of the latter patent claims the invention of welding the
pipes without the use of the mandril, which, as he read, is
excluded both by the particular and general description, and
that the patent was good, as being limited to the welding of
pipes without the use of internal support. Seoin Hullet v,
Hague,(¢) which was a patent for certain improvements in
cvaporating sugar, and applicable to any other purpose.
The specification set out the invention. Inan action thereon,
to rebut the novelty, another specification was put in, which
described a similar process to that contained in the specifi-
cation in question, but effected in a different manner.
Lord Tenterden held, that it was no vacation of the patent;
and that though the object of the two patents was the
same, the mode by which the object was effected was
different.

Combination of Novelty in an invention is not rebutted by proof that

xnown mate-  come or all the articles which go to form the patented

new menufac- grticle were in use before, as was shown in the case of
Cornish and Another v. Xeene and Another,(d) (which was
a patent for improvements in making elastic fabrics applica-
ble to various useful purposes). The specification described
the invention to be, first, by the introduction of cords of
india-rubber between the stitches of the fabric to form an
elastic band around the top of a stocking, &ec.; secondly,
to manufacture elastic woollen cloth by introducing strands

(c) 2 B. & Adol. 370. (d) 8 Bing. N, C. 570.
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of india-rubber amongst the yarns; thirdly, to produce

cloth from cotton and other articles not capable of felting,

in which shall be Interwoven elastic cords or strands of india-

rubber, coated or wound round with a filamentous material—

after describing the process, the specification continued-—by

which a cloth shall be produced which shall afford any

degree of clastic pressure according to the’proportion of

clastic and non-elastic materials. It was shown in evidence

that winding the strands round with a filamented material

was known.—Tindal, C. J., on a motion for a nonsuit, said,

“The question whether a manufacture is new or not new, or New manufac-
whether it is an 1mprovement of an old manufacture, is a ;‘;gg;l:‘?;rifh‘;
question for a jury ;” and in commenting upon the evidence, jury-

his lordship said, ¢ The use of elastic strands or threads of
india-rubber covered with filaments was known before, so also

were the non-elastic materials ; but placing them alternately

side by side as a warp, and combining them by means of a

weft, when in extreme tention and deprived of their elas-

ticity, appears to be new, and the result a cloth in which the
non-elastic threads form a limit to which the elastic threads

may be stretched.”(¢) So in the case of Bickford and

Others v. Skewes,(f") which was an action for the infringe-

ment of a patent for the miner’s safety fuse for the ignition

of gunpowder when used in blasting ; the specification set

out the process of manufacture, and contained the following

clause: ¢ I embrace in the centre of my fuse, in a contin-

uous line throughout its whole length, a small portion or a
compressed cylinder or rod of gunpowder, or other proper
combustible matter, prepared in the usual pyrotechnic

manner for discharging ordnance.” It was objected that the Specification
plaintiff had failed to show any other material than common f:;limg to mis-
cgunpowder has ever, &c. ; or if used, &c., would answer the

(¢) 3 Bing. N.C. 587. (£) 1 Gale & Davison, 736,
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desired purpose. Lord Denman, C.J., said, *“The first
part of the objection, if true, would be immaterial ; the latter
part, if true, would be material, because it tends to mislead ;
and in reading the specification, some knowledge of the
pyrotechnical art is necessary. ‘The last objection, that
there was a combustible substance prepared and used, as
alleged in the specification, which would not anéﬁver the
purpose, would be fatal; the substance alluded to was port
fire, by whicl formerly cannon were commonly fired. By
the language used we have no reason to infer any fraudulent
intention to mislead, or to make the application of the inven-
tion unnccessarily difficult; gunpowder was the material
most relied on and most easily to be procured; the latter
words were introduced for the purpose of making it an in-
fringement of the patent to use them during its existence,
and directing the attention of the public to them when the
invention became public property. The language so used
ought not to be astutely construed; the port fire used in
the service is a different thing from this fuse, the former
being a convenient match, the latter intended to perform
the operation of a train; and it (the port fire) cannot there-
fore interfere with the claim of novelty.(g)

If the patent or the specification clanns without limi-
tation an old method of effecting a certain object, though
the invention is useful, and differs in the mode of its appli-
cation from the old manner, yet such difference will not be
deemed a sufficient novelty to support the patent ; as where
the claim was for a new and improved method of making
and manufacturing double canvas and sail-cloth, with
hemp and flax, or either of them, without any starch what-
cver. At a trial for the infringement of the patent, it was
proved that sail-cloth was made with starch at a period -

F )

(9) 1 Gale & Davison, 739.
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long anterior, but by a different method to that the subject
of the patent; the jury found a verdict for the plaintiff.
On ‘a rule to set it aside, the court held, the claim of the
patentee was too extensive, which was for making sail-cloth
without starch; it is not confined to an improved method
of weaving the cloth, but comprehends another mode of
proceeding which 1s not new; and it was held such claim
voided the whole patent.{(%)

So also the mere variation of an old principle is insuffi- Vﬁﬁﬂ'{iﬂq C;f an
cient to support a patent.(z) In a case where a patent had O PEREPE
been granted for a newly invented manufacture of lace, and
the claim was generally for the invention of mixing silk and
cotton thread upon the frame ; on the part of the crown (the
procceding being by scire fucias, to repeal the letters
patent), it was shown that, prior to the patent, silk and
cotton thread were intermixed upon the same frame ; it was
held, that as the patent claimed the exclusive liberty of
making lace composed of silk and cotton thread, and not of
a particular mode of intermixing it, it was void.(j)

—

(#) Campion ». Benyon, 3 Brod. & Bing. é.

(¢) Rex ». Cutler, 1 Starkie, 364.—~The coals intended to he con-
sumed in the day to be placed in a chamber and introduced into the
grate by means of a rack and pinion; the air being excluded, the
coals remained unignited, the specification concluded by saying,
“My invention consists in this: the fuel necessary for supplying the
fire shall be introduced into the lower part of the grate in a perpen-
dicular or oblique direction, as to manner of performing it, set forth
in annexed drawing.” To disprove novelty, a grate was introduced,
wherein the coals for the day were deposited, and carried up by
means of a rack and pinion at the discretion of the cook; the lower
part of the grate, when the deor was shut, represenied an enclosed
chamber, to which the air had no access, &c. ; another grate was in-
troduced with two doors on the same construction :—held, the grates
were identical in construction with that described by the specifi-
cation, which was for a mode of supplying fuel from lhelow.—Patent
bad. Ellenborough, C. J.

(J) Rex v, Else (11 East), in notiz Buller, J.
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It is no objection to the novelty of aninvention, that
another person has used the same thing by way of experi-
ment, which he, finding did not answer, abandoned, and that
the patentee invented the same thing and brought it to perfec.
tion ;(%#) but where A. invents a machine and finds out the
principle, but not the practical purpose, to which B, applies
it, who takes out a patent, not for an improvement upon A.’s
invention, but for a leverage so described as to indude it,
the patent cannot be sustained ; but it was said, if the in-
vention had been truly set forth, it might not have been
fatal.({)

If a patent is taken out for several inventions, and one
of the inventions is found not to be new, the patent would
be held bad, not for that only, though it was a distinct
manufacture, but would extend throughout the whole pa-
tent, and would make it void, as well for those things which
were new and meritorious inventions, as for that on
which the proof failed, as was iliustrated in the case of
Brunton v. Hawkes and Others, (m) which was a patent
for improvement iIn the manufacture of chain cables, an-
chors, and windlasses. It was proved at the trial, that the

several articles, SUpport within the links of the chain cable was not new,

gsome of which

are not new,
held void.

but the method of inserting it was; the old plan being by
perforation, the new by the insertion of a bar of iron across
the interior of the links, by welding it to the sides, and that
the patent cable would resist a much greater strain than
those made by the old mode. That the patent mode of
manufacturing anchors had never before been applied to
ships’ anchors, though it had to adze and mushroom an-

(£) Jones v, Pesrce, cited per arguendo in Minter ». Mower, 6 Ad.
& Ell. 735. |

(/) Minter 2. Mower, 6 Ad. & £, 744: Lord Denman, C.J. :

(m)4 B. & Ald. 541, et vide Morgan ». Seaward and Others,
2 Mee & W, 561, C. P. Vide infra, title ¢ Disclaimer.”
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chors, which are used only for the purpose of mooring

floating lights. The windlasses were admitted to be new. Seethe reports.
Verdict at the trial was for the plaintiff. On argument of the

rule to enter a nonsuit, Abbot, C. J., said, ¢ The anchor

is not new, because the same process as that claimed is used

in the manufacture of the mushroom anchor. A patent for Patent for a
a machine, each part of which was in use before, but in Ez: E}’E}’;ﬁ;
which the combination of the different parts is new, and a P*™

new result is produced, is good, because there is a novelty

in the combination ; but here the case is perfectly different.

Formerly, in the manufacture of anchors, three pieces were

united together; in the patented article two only are united;

and if the union had been effected in a mode unknown be- Invention
fore, as applied in any degree to similar purposes, it would Eﬂfﬁéi?im
have been a good ground for a patent. The particular for- P2t
mation of the stay in the link of the chain cable is an inven-

tion sufliciently new to support a patent for that alone, The
consideration for the grant of the patent is the entirety of Entirety of the
the improvement in the three manufactures for which the consideration.
patent was granted ; and if it be proved that there is no

novelty in one of the alleged improvements, the considera-

tion for the grant fails, and the patentee is not entitled to

the benefit of the other of his inventions comprised in the

letters patent.” () Best, J., in the same case, said, ¢« A

patent which 1s too large is not only void for the excess, but

void altogether. I doubt whether the patent could be sup- New combina-
ported for the mooring chain, for the specification cannot ;‘;‘;c?;f;‘:
stand as a description of a new combination of known prin-

ciples. It claims an invention, part of which is not new.

The specification states, the form and construction of a link

which can convert a lateral into an end strain, by yielding

support to the opposite sides of the link, is one that should

be preferred, and which is the claim of originality ; there is

(2) 4 B. & Ald. 550, et seq.
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no doubt that links in this particular form were used be-
fore.”(o)

Where a patent was claimed for an invention, which inven.
tion consisted of old parts, to which there was an addition,
but which addition was not noticed in the specification as part
of the claim, it being possible to produce the effect by other
means, such patent would be insufficient. This position
was illustrated in the case of Saundersand Aston, (p) where
a patent was cbtained for the introduction of a flexible ma-
terial instead of a metal shank, neither of which were new ;
and the only thing new was the use of a toothed ring, or
collet, but which was not stated to be the subject-matter of
the invention. It appeared by the specification that the
efiect might be produced in other modes, which the plain-
tiftf had also used. Lord Tenterden, C. J., held, if there
had been no other mode by which the object of the patent
could have been accomplished than that in which the collet
was used, the patent might have been sustainable.

Where the claim is for an improvement, it must be men-
tioned as an improvement (¢) in the specification, and such
parts of the old process or machine as are used must be dis-
claimed; for without such disclaimer, the new part of the ma-
chine or process will be vitiated, in the same way as when the
claim is for several articles, one not being new ; as where the
claim was for a manufacture, the machine for effecting the ob-
ject consisted of an entire new combination, but the parts
composing it were not new : it was put to the jury, that if
they thought thecombination was new from the beginning, the

(o) 4 D. & Ald. 556, et seq. (») 3 1hid.881.

(7) Boulton ». Bull.—If the position that there can be no patent
for an addition be true, it would go far to repeal every patent thai
was ever granted, A patent for an addition is good,

If & patent be confined to the invention, it can give no right to any
thing beyond the invention itself; and where it is taken out for an
improvement only, the public have a right to purchase that im-

provement by itself. 490, Buller, J.
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patent would be good ; but if only from a certain point, then
it would be bad : the jury found only from a certain point.
On a motion for a new trial, the rule was refused; and
Dallas, J., said, if an invention be for an addition, the pa- E;g;; ;01' an
tent must be for that only (). So where the claim was for
certain machinery for spinning flax, and other fibrous mat-
ters, by a new process, and by a fixed reach of a certain and
specified distance in the spinning machihe, the former ma-
chines having a shifting reach, varying according to the
length of the fibre to be wrought upon, it was proved that
a less reach than two-and-a-half inches (the distance speci-
fied) was sometimes used in spinning some species of fibre.

This proof was held to vitiate the patent (s). So where a

il S—

(r) Bovil . Moore and Others, 2 Marshall, 211. Hill ». Thom-
son and Another, supra. Rex 2. Arkwright, supra.

(¢) Kay v. Marshall and Others, 5 Bing, N.C. 492.—New invention
for spinning flax and other fibrous substances, for which a patent was
obtained ; the invention <laimed was for certain macerating vessels,
and the trough of water (described in the specification), and the
trough to hold the rovings when taken from the macerating vessels,
and placing certain rollers nearer to each other than they ever had
been before, say 2§ inches. Anissue was directed by the Master of
the Rolls, first, to try whether plaintiff had, before and at the time of
making the said letters patent, found out and invented any new ma-
chinery as in the specification alleged ; and second, whether the said
invention was of much or any public utility, asin, &c. The judge
trying the cause was to be at liberty to endorse on the postea any spe-
cial matter. The issue was tried before Parke, B., and a verdict was
found for the plaintiff on both the issues, who endorsed the postea,
that hefore the grant of the patent, flax, &c. were spun with machinery
with slides, and the reach was varied according to the length of the
fibre, &c. to be spun ; that there had been a fundamental principle
known and used before the grant of the patent, the reach having
in various materials differed greatly., Before srant of the patent, i
was not known that flax could be spun (by means of maceration, it
having a short fibre) at a reach of 24 inches. Before this time,
another person had taken out a patent for the application of mois-
ture in spinning flax, to separate the fibres and to reduce the length

E
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patent was taken out for an improved mode of lighting
cities, towns, and villages, it was held the patent could not
be sustained by a specification which only treated of a street
lamp upon a new and ingenious construction (¢), So where

of the staple, and that the machines manufactured in accordance
therewith were constructed with a reach of 43 inches,—Question for
the opinion of the Court was, whether the plaintiff’s patent was void
in point of law. Ileld, the patent was not valid in law. ‘The new
machinery appears to be a subject proper for a patent, but the latter
part of the patent does not appear to be a subject upon which in
law a patent can be taken out. Looking at the whole specification,
it is not the use of the troughs, as used by him, on which he (plain-
tiff ) relies, but it is the placing and retaining the respective rollers
within 2} inches of each other. Whether for such a placing of the
rollers under the circumstance stated in the case, a patent can be
granted, is the real case between the parties. We think it cannot ;
for it appears by the indorsement, before the grant of the patent the
reach was varied, and In cotton-spinning had heen less than 21
inches; therefore, the application of a 2§ inches reach to flax when
in a state of maceration does not appear any new invention or dis-
covery, butis the application of a piece of machinery, hefore in use,
to the new macerated state of the flax ; so also the application of
moisture was not new, though exerted in 2 different mode. Suppose
a patent had been obtained for an entire new method of reducing the
fibres of flax to a short staple, we think a second patent could not
be taken out for an improved mode of machinery in spinning flax,
which consisted of nothing more than spinning of the short staple
of flax by a spinning machine of a fixed reach, not less than already
in use for spinning cotton, for the effect would he to prevent the
patentee of the old machine from using his machine at the proper
reach.,” (500.) Tindal, C.d. (judgment of the Court).

Campion ». Benson (supra), Park, J.—A patent for an im-
provement upon an old discovery may be sustained ; but where in
addition to the merit of the improvement it claims also the old dis-
covery, it never can be permitted to vest in the patentee an exclusive
privilege for the old discovery.

(¢) Lord Cochrane ». Smethhurst, 1 Starkie,.—A patent for an
improved mode of lighting citics, towns and villages. The specifi-
cation stated this was to be effected by a lamp of a new and very
ingenious and simple construction. Held, the patent could nof he
maintained, for the patent was not for a new street lamp, but for an
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the old and new invention are so intermixed, that it cannot
be readily seen which is the old and which is the new in-
vention ().

As a patent may be for an improvement upon a machine
or other matter known to the public, and in use; so a pa-
tent may also be obtained for an improvement upon a pa-
tent ; but, of course, in such case the prior right must be
respected, and a licence obtained from the prior patentee,
or the expiration of his patent must be waited for. In
Crane and Others v. Price,(v) to an objection that a se-
cond patent could not be obtained whilst the first was in
existence, and which could not be used except by means
of the prior invention, Tindal, C. J., replied, ¢ If the
sccond patent claimed as a part of the invention described
therein that which was the subject-matter of a patent then
in force, it would be void ; but here there is an express
disclaimer of the hot air, the subject of Neilson’s patent ;
therefore, the validity of the patent cannot be impeached upon
that ground. Unless the grantee of letters patent 1s bound
to specify whether such former invention which is excepted,

improved method, &c., to be effected by improvements upon the old
street lamp, by a new combination of parts known before. The
patent is too general in its terms; it should have been obtained for
a new street lamp, not for a new mode of lighting, &c. Le
Blane, J.

(1) Macfarlane ». Price, 1 Starkie, 199.—A specification should
state in what an improvement consists. The description should be
by words, if possible, if not, by reference to figures ; otherwise it
would not be in the wit of man to say what was new or what was
old. A description describing the old as well as the new part of a
machine is not true; a person ought to be warned by the specifi-
cation against the use of the particular invention, but it would exceed
the wit of man to discover against what he is warned in a case like
this—which was & pateut for an mprovement in an umbreiia, &c. ;
the specification professed to set out the improvement as specified in
certain descriptions and drawings annexed. Ellenborough, C.J.(120.)

(r) Supra.
E 2 )

Patent for
improvement
upon a patent.
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was 80 on the ground of its being generally known, or be-
cause it was the subject of a patent, the new patent will
be good ; but that distinction is as much in the knowledge
of the puulic as of the grantee, If a new patent had been
taken out for an improvement or alteration of an invention
secured by a former patent, then a greater particularity
would be necessary. It was argued, in point of law, no
patent can be taken out which includes the subject-matter
of a patent still running <nd in force; no authority was
cited in support. The case of Lewis v. Davis (w) affords a
strong inference that the second patent was good. Harmer
v. Playne (#) is a clear authority upon the same point, and
on reason and principle there appears no objection; the
new patent, on expiration of the old, would be free from
objection, and during its existence may be used, by the

(w) Lewisand Another ». Davis, 8 Carrington and Payne, 502,—
Infringement of a patent machine for shearing cloth, which was an
improvement of a former patent. The specification stated :— We
claim as our invention, 1st. The application of a tlat spring for direct-
ing and pressing the cloth to the cutting edges. 2nd. Application of a
triangular steel sire on the cylinder. 8rd. A proper substance to
brush the cloth. 4th. To shear with rotatory cutters from list to list
in the manner specified.” (503.)

The application might bave heen for a patent for their invention
without refecrence to any thing which had gone before., It is
material to show what are the improvements proposed, and it is
impossible to know what are improvements upon a given thing
without knowing what it was before. (504.) Rotary cutters to cut
from end to end were known hefore, and cutting from list to list, by
means of shears, was also known ; but cutting from list to list, and
doing that with rotary cutters, were not combined. Verdict for
plaintiff. Tenterden, C. J.

() Hamer 2. Playne, 11 East, 101.—In the case of a patent upon
a patent, if the improvements are so valuable, and give such an
additional value to the old machine that the public prefer the new
machine, paying for the improvements to the old machine, it is in
respect to their worth the public abstain from the use of the original
machine ; but the choice ought always 10 be left open.
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licence of the first patentee; and the probability of the
rofusal of a licence is so extremely remote, that it can-

not enter into consideration as a ground of legal objec-

tion (y).”

PUBLICATION.

Any publication of which the public can take advan- Publication,
tage will militate against the novelty of an invention. what.
In the case of Carpenter and Smith (2), Lord Abinger,
(.B., said an invention could not be considered new which
had been in public use; the word public was not equiva-
lent to general, but was distinguished from secret use; and
Alderson, B., in the same case, said public use m2ans use
in public, so as to come to the knowledge of others than
the inventor, contradistinguished from the use of himself
(the inventor) in his private chamber. (a)
If the user of the invention is secret, it will not be such User.

What vitiates a

a publication as will void a subsequent patent, as where, patent.
before the patent was obtained, a pair of paddle-wheels were

made by a manufacturer, under an express injunction of
secrecy, (and under the instruction of the inventor), for him

to whom afterwards the patent was assigned, who paid for

them when finished, and had them taken to pieces, shipped,

and sold to a foreign company, and were used after the

date of the patent by the persons to whom they were sold.
Parke, B., held such making and selling was not such a
publication as would make the patent void. (b)

(¢) Et vide Ex parte Fox, 1 Ves, & Bea. 67,

(:) O Mee. & Wels, 300.

(¢) It was proved in evidence that a lock of the same pattern ha.’
heen received from America, and that several dozens had been mad.
from it and exported, and a lock of the like construction was pro-
duced, which had been on a gate in a public road sixteen years.

(4) Morgan o, Seaward, 2 Mee. & Wels. §59.
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Where the subject of the patent had been exposed for sale
Salein public  in the public market some time (any time would be sufficient) -

murket.

previous to the obtainment of the letters patent, such sale,

or exposure for sale, would invalidate the patent ; for if the
law were otherwise, the inventor, possibly, might have a .

monopoly for a time longer than that contemplated and
allowed by the statute, and that it was only through fear
of the discovery of his secret that the inventor was induced
to apply for a patent. (¢) If the user in the market had
g::::I g'fexpomd been by exportation from abroad, and not in consequence
of the plaintiff’s manufacturing, such an exposure would
be subjected to a very different conclusion, for by the in-
troduction of & new trade, a benefit would be conferred upon
the community ; but the berefit conferred must also be
direct in its nature (as by lessening the cost of the article) ;
in such case, the exposure of the imported article would
not vitiate the patent obtained for the home manufac.
User in a small ture.{d) If the user, and sale of the article (afterwards

111 - ok
3?%5::; ;)uten':. natented) was a user, &c., in a very slight degree, there

. eing little or no demnand, it will be sufficient to invalidate |

Userinonepart the patent right;(e) it is no matter in what part of the
ﬁ;;ﬁiﬁ,’:}tﬁg_ kingdom the user took place, for by the construction of the
Eﬁiﬂléﬁiﬂ;ﬁm. patent luw, user in one part of the United Kingdom is a
user in all parts; and a patent obtained subsequent to the
user of the thing (sought to be protected), in any part of
the United Kingdom, will, therefore, be void. This point

was decided by the case of Brown v. Annandale,( /) which

A e —g—

(¢) Wood and Others ». Zimmer, 1T Holt, N.P.C. Hastings's
case, Webs, Pat, Ca, G.

() Dasey v. Alleyne, supra. Edgebury ». Stenhens, 2 Talk.446. The
Smalt Patents, Webs, Pat. Ca. 9and 14, (¢) Losh ». Hague, supra.

(/) Brown v. Annundale, Webs, Pat. Ca, 442.—The case came on
for trial on the 2nd of February, 1842, Sir 19, Pollock and DBiggs
Andrews for appellant.  Kelly and Godson for respondents. The
Attorney -General, on opening the case, described the questions shaply
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was a cause tried before the Court of Session in Scotland, User in Eng-
land vitiates a

on an appeal in the House of Lords for the infringe- scotch patent.

to he, whether, according to the laws of England, Scotland, and
Ireland, as they now stand, with regard to letters patent for inven-
tions, the condition of novelty inserted in the grants extends heyond
those parts of the United Kingdom respectivelv for which the
grants were made—that is, whether it is not sufticient that the inven-
tion he new quoad the country for which the grant is made, and con-
tended the erown has the same right to grant patents with respect
to Seatland as it had before the union of the two kingdoms., ¢ But
it has always been considered that the Gth Article of the Union has
made the law of Scotland the same as in England with reter e to
patents,”—Lord Campbell. ¢ All English cases are cited in =-otch
patent cases as in England.”—Lord Brougham. The Attorney-Gene-
ral continued : “ The Crown of Scotland is in the same situation as
respects granting patents as the Crown of England.” “Then you
must contend, that an invention imported from Scotland into England
is as equally entitled to be patented as if brought from beyond the
seas,’—Lord Lyndhurst, Ch, The answer to which was, “I do.”
(It was admitted the patent was known in kngland bLefore the grant
of the letters patent, but that the patentee, bond fide, took out lhis
patent without knowing that) ; and that, looking at the Janguage of
the statute and the patent, the consideration of novelty applies only to
the country for which the patent was granted, and that was the opi-
nion of all Westminster Hall, The Lord Chancelior said, “The ques-
tion seemed to turn upon the construction of the Act, the Crown
can only grant a patent for what is new ; the question is, where
new?” and “that it would be a monstrous thing if an invention having
full publicity in one part of the kingdom could be made the subject
of a patent in another part of it.,”” Adverting to the case of Stirling
and Roebuck (infra), Lord Lyndhurst, Ch,, said, “If we are to
take that case according to the letter, it is a cistinet decision upon
the point.” (Lords Thurlow and Mansfield were present when
that judgment was given,) Biggs Andrews—It was contended,
that o patent right was a private right, because it is always
seled under the seal of Scotland ; if not, one patent would run over
hoth countries; but in practice, they are confined to the country
from which it issues. Lord Lyndhurst, Ch.—* Patent rights surely
uftect the public, and may be given for a part or the whole of the
vealin 3 for England without the colonies, or for Scotland, and not
Fngland, and, rice versd, they are distinet countries only as to the
form and extent of the grant ; the sealing has only reference to the
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ment of a patented right of making paper. On the plea of
denial that the invention was new, it was proposed to give
in evidence, user in England, which the presiding judge,
Lord Mackenzie, admitted ; whereupon the counsel for the
pursuers tendered a bill of exceptions, which was argued
before the first division of Court of Session, and disallowed :
whereupon the pursuer appealed to the House of Lords,
who confirmed the decision of the Court of Session, and
dismissed the appeal with costs. On the argument, much
discussion took place concerning the Act of Union, and
the general law of user, and reference was repeatedly made
to the case of Roebuck ». Stirling, which was decided by

the House of Lords in 1774.(g)

i el

form of the grant, and the officer who is to superintend the issuing
of it.” ¢ There might be a patent for one country only.”— Lord
Brougham. Judgment :—* As far as I am concerned, I feel bound
by that decision (Roebuck and Another ». Stirling and Another)—
Lord Lyndhurst, Ch., with which Lords Brougham and Campbell
concurred ; Lords Brougham and Campbell added, that without
that decision they should have decided as they had done. The
appeal was dismissed with costs.

(9) Roebuck and Garland, Appellants ; Stirhng and Son, Respon-
dents, Webs. Pat. Ca. 45.—A patent had been granted to the
appellants, for the means of obtaining acid fromm sulphur and salt-
petre in vessels of lead, and likewise of purifying the same also in
vessels of lead. The specification, after declaring the process, stated
the material discovery to he the use of leaden vessels instead of vessels
of glass, in uil or any part of the process. Intheyear 1772, the appel-
lant obtained an injunction to restrain respondent from proceeding
with building certain works in which considerable progress had been
made ; the respondent stated, that the substitution of leaden in the
place of glass vessels was not new : that the appellants had carried
on the method for twenty years preceding the date of the patent:
that at the time of the grant of the patent the process was carried
on by many persons in England and Scotland : that the invention
was not properly described. It was urged by the appellants, that
however invalid the patent right might be in England, it was good
in Scotland. ‘The respondents, in rchuttal, relied on the 6th article
of the treaty of the Union, that the whole United Kingdom being
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It is apprehended, whether the user was by the subsequent Public user.
patentee himself, or by a stranger, that the user would
have the same effect, for in either case it would be a publi-
cation, and the public would have a right to take advantage
of the knowledge thereby communicated, for the publica-
tion, however great may be the merit of an invention, unpro-
tected by a patent, would vest the discovery in the public.

Mr. Webster, in a note upon the case of Brown v. An-
.. ‘ale,(k) seems to doubt the soundness of this proposi-
t... : he says, ¢* And it is to be apprehended that the above
decision would not be held to apply to a case in which the
true and first inventor in one part of the realm, was the
grantee of letters patent in the other part; otherwise, un-
less letters patent in Eogland, Scotland, and Ireland be
sealed as of the same day, there will be a prior publica-
tion in law in one or mor¢ of the countries, for the speci-
fication which relates back to the date of the letters patent
is a publication, though it may be doubted how far such
publication is evidence of public use and exercise.”(i) The
usual course taken by inventors is, to apply for patents in
all three of the kingdoms at one time, whereby an extension

subject to the same prohibitions, restrictions, and reemlatiens, astio
trade, and it being indispensaile suat the making of the oil of vitriol
is free to all men in England, that trade could not be the subject of
a monopsly in Scotland. On the report of the Lord Ordinary, the
following interlocutor was pronounced :—*“In respect it appears,
from the proofs adduced, that the art of making oil of vitriol from
o mixture of sulphur and saltpetre in vessels of lead was, at the
time, and before the date of the letters patent of the appellants,
known to, and actuaily practised by, different persons in England ;
thereiore, the Lords find the letters orderly preceded and decern.
On appeal to the House of Lords, the appeal was dismissed, and
the interlocutors complained of were affirmed.

(k) Webs. Pat. Ca. 454.

(2) Referring to Cornish », Keene, in confirmation of the latter
sentence.
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of the time for specifying 1s cbtained, and the expense very
little increased : if the application was for all three of the

patents at once, though only one was taken out, it is pre-
sumed each would bear the same date. If the application
was for an English patent only, the merely applying and
obtaining a patent would not be considered as a publication, -
unless a public user of the patented article was p'yoved 3 SO,
there being no user, there can be said to be no publication
until the errolment of the specification ; but until that time,
it 1s presumed, the patentee would be at liberty to apply for
a patent in Scotland or Ireland, for no act has been done to
vitiate the grant. But if the specification be once enrolled,
or there be a public user of the patented article, even in the
kingdom wherein the patent is obtained, before the appli-
cation, the enrolment or user would be a publication, and
would bar the patentee, as well as any other person, from
obtaining a patent for either or both the excepted places.(j)
User in the ¥rom the observations of their lordships in Brown v.
‘E;:ﬁﬁ? ;ﬁt‘:;et‘* Annandale, it would appear that an user in any of the
colones would equally vitiate a patent being obtained for
England ; and it is presumed, also, for Scotland or Ire-
land, or any other more limited part of the United King-

dom. (k)

(7) Vide infra, Obtainment of Patents.
(£) Brown ». Aunandale, House of Lords.—A patent for the -

colonics is granted by including them in the English patent, or by an
order of council extending them to certain colonies (Lord Campbell) ;
and o patent which is found not to be new in the colonies would be
void, because they are part of the realm. All became one realm at the
Union.—Lord Lyndhurst, Ch. Lord Campbell said there is no
separate patent for the colonies, upon which Mr. Webster remarks
(Web. Pat. Ca. p. 448, notes), that is to say, there is no great seal
for the colonies 3 hut there are several instances of distinet grants
. for the colonies ; such patents pass as English patents under the
great seal of the United Kingdom : one such was mentioned (it is

presumed in the principal case).
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So it is presumed, any act which shows an intention of gxposurc for
sale, without the actual sale taking place, as exposure in a %€
public shop (!) or market for the purposes of sale, would
be a sufficient publication to avoid the patent, and this
position is supported by the observation of the Court of
Exchequer on an argument upon a demurrer in a very late
case : the Court held, that an open exhibition for sale in a
shop window was a sufficient publication to avoid the

patent.(m)

W here there has been a private user of the discovery, for Private user,
the purposes of commerce, previously to the obtainment ::;‘;ﬁ";;‘cf_“'
of letters patent, it 1s said, and justly, that such user shall
make void the subsequent patent. Upon this point a very
nice question arises, viz., would such secret user be ac-
counted a publication, so as to void a patent obtained by a Ater patent by
stranger, he having discovered the same or a similar mode 2 5*™"&°"

of eflecting tiie same object? If the patent was for a pro-

e

(/) Richardson, o workman, was employed to make a new con-
struction of spectacles by the inventor, and exposed them for sale
previous to the sealing of the patent. Such exposure and sale was
decmed a publication, and the invention was thereby to be thrown
open to the public. But the case was not completely before the
court. It turned out that the supposed invention was not new, and
upon that fact the plaintiff failed.

(m) Vide Bramah . Hardcastle (Webs. Pat. Ca. 194, note n.)

Smith 2. Barron and another (Excheq. Trin. Term, 8 Vict, 1845).
—Action was for infringement of o patent for iron shutters. The
plea alleged that before the grant of the lctters patent, so much of
the patent as is firstly described in the specification was publicly
used and made, and openly exhibited for sale by the defendants ;
the replication merely traversed the puhlic use, and not the open
exhibition for sale. Demurrer for the imuperfect traverse. On the
argument, the court called upon counsel for plaintiff to support his
replication, saying that the open exhibition for sale in a shop win-
dow was a sufficient publication to avoid the patent, and that it
must be traversed. Plaintiff t¢ amend. In this case the exhibition
was not of the article itself in a state fit for sale, hut of a pattern
from which a person might choose.
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cess, that is, for a particular mode of effecting an object, as
obtaining sulphuric acid by means of sulpher and salt, and
the use of leaden vessels, or other such operation, where the
ohject was effected by means of chemical affinities, and the
process could be kept secret; in such a case, it is apprehended
that the subsequent patentee would be protected, and such
secret user would not be deemed a publication as against the
patentee, and this position seems to be confirmed by the ob-
servation of Dallas, J., in the case of Hill v. Thompson and
Foreman,(7) and which was admitted to be law by the coun-
sel engaged in the cause, viz., “ If a person in secret had
done all that the plaintiffs are specified to have done,
and had not communicated 1t to any one, could he be pro-
hibited by the after patent from doing that which he had
done before, though knewn to no one but himself ? or could
it be considered as new, if practised by only one person, but
not communicated to the world #”—and these observations
are much strengthened by the dictum of Tindal, C. J.,
in Cornish v. Kecne. (6) In addressing the jury, his
lordship said, ¢ If the defendants could show, that they
practised and produced the same results (as in the specifi-
cation expressed) In their manufactory, before the time the
patent was obtained, they cannot be prevented by a subse-
quent patent by going on with that which they have
done.”(p)

These dicta above cited show, not that the patent
would be avoided, but that those persons who had the
knowledge of the means by which the patented process was
effected, and practised that knowledge in secret, even for
the purposes of trade, would be protected in the use of
their particular processes after the patent was obtained,

(n) Supra, (o) Supra,
() Ihid. 511, And sec also the dictum of Patteson, J., in the
case of Jones o, Pearce, supra.
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which protection must be an admission that there was

an user in secret, and such a one as, if made public,

would destroy the patcnted right; for it is clear, unless the

secret process was like to that specified, there would be no

need of protection, for if they differed, no action would

hold. Therefore, it is submitted, that a secret user, though felf::;c‘;:ﬁ;ﬁlf
for the purposes of commerce, of a particular process, will not void a sab-
not vacate a subsequent patent obtained by another person ;%qt:iﬁiplf;e ,f t
for the same process ; for the argument usually applied to stranger.

the secret user and the after obtainment of letters patent

would not apply here; viz., that it would be the possession

of a monopoly for a greater period than that allowed by the

statute.(q) But where the secret user was not of a particular

process or manipulation, but of a machine, or the mode of
constructing of a machine, for different considerations would g..ret user of o
be brought to bear upon the subject, for the machine itself machine, effect.
could not be a secret from the workmen ; so it may be said

of a process:—but, In the first case, the entire object is

presented to his view; in the latter, only parts. For it

may be the secret addition of a drug works through

chemical combinations and affinities, the whole change;

or that part of the men are employed on one part of the

process, and part upon another, and therefore no particular

man had a knowledge of the whole process ; and as it would

be only parts of the process with which they were acquainted,

there could be said to be no public user or publication ; but

as to the case of the person in possession of and practising

the secret, a different construction would, of course, apply.

In the case of an invention, or manufacture, carried on by

the use of a machine, the whole of the machine is pre-

sented to the view of the workmen; or, if not, still they

would be enabled to see that a certain effect was produced

(7) Morgan r, Seaward, supra.
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by the use of the machine, and which, to an intelligent or
educated mind, would afford a sufficient hint for the con-
struction of a similar machine; therefore, it 1s presumed,
it may be said, if the secret user (that 1s, an user confined
to one manufactory) of a particular object effected by a
machive, or (if it were) to make a machine, that such use
would be a publication,() and a sufficient use to vacate any
subsequent patent, and that whether it was obtained by the
proprietor of the manufactory, or by a stranger.(s)

The animus with which the publication is made is
the medium through which the act is judged. A private
user,(¢) by way of experiment, would not be deemed a public
user ; or employing a workman() to perfect an idea under
the direction of the inventor, in order to complete an in-
vention, as to make certain parts of a machine, or even the
whole—the inventor having conceived the priuciple; or to
work from a model obtained from abroad ;(v) but if the
party employed suggests any important part of the pro-
cess, such suggestion(2v) would invalidate the after patent,
unless it was obtained in the joint names of the inventor
and the improver; (#) but where the improvement was
the result of certain suggestions, and was only discovered
in the course of the experiment, though made by the em-
ployer, but under the inspection of the inventor, in such
case, 1t is conceived, the improvement would be taken to be

e el

(») Vide J. and W. Marling ». Davis, supra.

(s) Vide infra. Publication, as to what publication is protected.

(¢) Gibson 2. Brand, supra.—An act done in secret (though
long hefore patent) is insufficient to constitute such a practising of
an invention or process as will prevent another from afterwards
making it the subject of a patent, for it is unknown to the public.
(888). Erskine, J.

(#) Barker o. Shaw, 4 Taunt. 770. DBayley, J.

(v) Carpenter v, Smith, Webs. Pat. Ca. 536. Abinger, C.B.

() Tennant’s case. (z) Infra.
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the result of an experiment made by the inventor,(y) which
position is illustrated by Gauble patent, which was for
making paper in continuous sheets Mr. Dorkin, a cele-
brated engineer, was professionally engaged to advise means
of carrying the principle into practice ; some of the
mechanical detials for this purpose were of his invention.
It was held, such details were but subsidiary and inci-
dental to the main idea, and did not vitiate the patent.

When an inventor employs another person for the pur- Employment
pose of making a machine according to his design, or of 12&"2?'; ‘0
helping to complete an invention, great care should be Principle:
taken in making choice of a person for that purpose; for
should the invention be disclosed by his means, whether
through indiscretion or intentionally, the right to the patent
is thereby gone,(2) and the invention is open to the public.

If the disclosure was to one person only, and he frau- Disclosure of
duently represented himself to be the inventor, and obtained the secret.
the patent previously to the true inventor, he would be
entitled to the patent, unless the true inventor should show
the source whence the invention was derived, and prove the
collusion between his employee and the patentee. In such
case, it is apprehended, the invention would be thrown
open, for such an imparting of the secret would be deemed
a publication, and the inventor would be without remedy,
unless by an action against his employee for breach of
duty. Exhibition in a public room, before the obtainment
of a patent, has been deemed a publication.

It has been held, that where a person had a glimpse of a
principle, and proceeded to try experiments, the results of
which were used in public but were never completed, and
finally abandoned by the inventor on the supposition of being

(y) Minter ». Wells and Hart, supra. Makepeace ». Jackson,
4 Taunt. 770.
(2) Vide infra, Caveat.
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uscless; another person afterwards conceived the same idea
and perfected it, such prior experiments were no publica-
tion, so as to invalidate a subsequent patent.(a) This
position was exemplified by the decision of Tindal, C.J.,
in the case of Galloway v. Bleadon. (b) 'To the jury his
lordship said, ¢ A mere experiment, or mere course of ex-
periments, for the purpose of producing a result which 1s not
brought to its completion, but begins and ends in uncertain
experiments, is not such an invention as should prevent
another person, who is more successful, or pursues with
greater industry the chain in the line that has been laid out
by the preceding inventor, from availing himself of 1t, and
having the benefit thereof.” ¢ He may avail himself, as far as
his predecessors have gone, of their discoveries, and add the
last link of improvement in bringing it to perfection.”(c)

It is scarcely necessary to say, after what has gone before,
that matter included in any prior specification would be
deemed a publication, for a specification is a matter of
record, and is therefore presumed to be known to all per-
sons, for the filing it of record is a notice to all the world.(d),

The question of what is a publication and user is one
for the consideration of the jury and not of the court.(e)

It will be gathered from the preceding remarks and
cases, that novelty is a most indispensable requisite to the
validity of the grant of letters patent, and to novelty

(a) Morgan ». Seaward, supra.—It may be doubted whether the
question of utility is any thing more than a compendious mode
introduced in comparatively modern times of deciding the question
whether the patent be void under the Statute of Monopolies.

Claim was for an improvement in steam-engines, and not in the

propelling wheels.

(b) Webs. Pat. Ca. 525.
(¢) Et vide The Househill Company ». Neilson, supra.

(d) Huddart ». Grimshaw.
(e) Elliott ». Aston, supra. Cornish v. Keene, supra.
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another incident is attached, viz., that it shall be usec-
ful.(f)
~ An exclusive privilege for an useless invention would be
an inconvenience to the state, by fettering genius and pre-
venting improvements in any particular art or branch of
manufacture; for the prior patent, though useless, might
stand in the way of improvement either by the comprehen-
siveness of its title, or some other cause.
The existence of the patent in the first instance might Patent for an
. . s .____ useless inven-
prevent the attention of machinists or manufacturers being ¢op.
directed to that particular object; for an after-invention, if -
it trenches upon the claim of the prior patentee, could not
be used without his license ; and so if the discovery was the
result of accident, still the useless patent would stand in the
way, for possibly the patentee might demand such a sum

for the use of his invention as would effectually prove a bar
to its use.

. L ol S

(f) Jones v, Pearce, Web, 122.—As for infringing of patent
for making carriage-wheels—declaration averred infringing—plea
not guilty. At the trial the infringement of the plaintiff’'s patent
was proved. On the part of the defendant it was contended the
invention was not new, because wheels according to the alleged
infringement were made by C. many years before, and publicly
used near Derby for two years; that the wheels so made were put
to a cart, which was used to draw great weights (30 cwt.), the
spokes got bent, and the box or nave hecoming broken, the cart was
laid by ; and that a pair also were used to a milk-cart. Patteson, J.,
in summing up, said, “ If you are satisfied that C.’s wheel was upon
the same principle in substance as piaintiff’s wheel, and that it was
used openly in public, and continued in use up to the time of taking
out the patent, then that would be a ground to say that the plain-
tiff’s invention is not new ; but if you are of opinion C.’s was only
an experiment, and did not answer, and was abandoned as useless,
and nobody followed it up, and that plaintiff’s invention which came
afterwards was his own invention, which he perfected, then you will
find for the plaintiff.” Jury found for the plaintiff,—Vide Lewis
v. Marling, supra.

¥
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It is apprehended the principle extends to this length:
a patent obtained for a machine which was most inge-

nious in its parts, but entirely useless to effect the proposed
object, would be void, even though it wanted, comparatively
speaking, a very trifling alteration in its construction to
make it a reallyingenious and useful invention ; tl:e patent,
being useless, and therefore void in its supposed perfected
state, could have no relation to the after-discovery, and for
thar, the discoverer, whoever he might be, could take out a
patent ; but if a beneficial effect could be produced of the
smallest kind, it would be a proof of the utility of the prior
patent. "The case of Neilson v. Harford (g) 1s precisely in
noint ; it was proved that a benefit, but not at all to the
extent contemplated, could be produced by following the
specification, but by an improvement (which might have
been patented subject to the prior patent) the principle
was carried to perfection ; it was held, the use of the im-
provement without the license of the prior patentee was an
infringemeat of his patent. (%)

It is submitted that if an invention was proved to be
entirely useless without the addition of a something else,
the patent might be voided, on the ground of its want of
utility, and that a subsequent improver, for his improve-
ment, might take out a patent, taking care, though he
uses the prior invention and recites it in his spectfication,
to disclaim that as a part of his claim. (2)

. i i

(9) Supra.
(%) Vide infra, Specifications, as to the inutility of parts of an

invention.

(¢) It would not, it is conceived, be necessary that the prior
patent should be repealed by scire facias, before the latter grant took
effect ; for on an action by the prior patentee, the utility of the in-
vention could bhe brought in issue by a plea to that effect, and its
utility or non-utility would be a question for the jury.
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INTRODUCTION OF A NEW TRADE FROM ABROAD.

The introduction of a new trade from abroad is an in- Introduction of
a new trade

vention within the meaning of the statute,(7) though the g abrosd.
articles, the production of such trade, had been introduced
into England before; but there must have been no prac-
tising or using of the trade within the realm or its depen-
dencies; so the introduction of a mnew machine is also an
invention within the statute, and can be the subject of a

patent. (/)

(7) Edgebury ». Stephens~—A grant of a monopoly (patent)
may be to the first inventor, and if tle invention be new in Eng-
Jand, a patent may he granted though the thing was practised before
beyond the sea; for if it be new here, it is within the stat-:te—
whether learned by travel orstudy, it is tuesame thing.—2 Salk, 446.

(%) J.and W. Lewis ». Marling, supra.

Bentley ». Fleming, 1 C. & K. 587, Case for infringement.—It
was proved the invention, a earda machine, was lent by the inventor
to one N., in order to have its powers tested ; the machine was placed
in a public room, which was accessible to the workmen employed in
the establishment, and that some weels before its loan te N. it was
in complete working condition. Upon this proof, it was submitted
the plain{iff should be nonsuited, which the judge refused (Cresswell,
J.). It was also submitted, as the machine was complete long hefore
Jetters patent were taken out, the patent was void. “ A man cannot
enjoy his monopoly by procuring a patent after having had the
benefit of the sale of his invention ; but you cannot contend, that if
a man were to keep his invention shut up in a room for twenty years,
that circumstance merely would deprive him of his right to obtain
a patent.”—Cresswell J, (584.)

The rcporter does not record the verdict, but it is appre-
hended, that tlie use in a public room is such an use as would
be deemed a publication. Ifithad been used in a private room, under
an injunction of secrecy, and one of the workmen had behaved
falsely and pirated the invention, and disseminated a knowledge of
its parts before the patent was obtained, such dissemination would,
it is conceived, be suchapublication as would make void the future
patent. If so, with how much greater force would the argument
apply to the exposure in & public room, where it was liable to be
copied by any person who chose so far to trouble himself.—Vide
supra, pages 53, 59, 63 ; infra, p. 78.
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CHAPTER III

TITLE OF A PATENT AND ITS LEGAL CONSTRUCTION,

Havixe considered what matters and things ﬁmy be the
subject of a patent, it now becomes necessary to treat of
the patent itself. The first thing, therefore, to be done
after the discovery of the invention is to entitle it, which
is sometimes a matter of much difficulty; for as great care
must be taken, in the selection of the title as in the speci-

fication, not to make the claim too large, (@) i.e. include

e

(a) In the case of Neilson and Others v. Harford and Oilers
(Webs. Pat. Ca. 833), Sir John Campbell, A. G., arguendo :—
Such of your lordships who have served the office of law offi-
cer to the Crown must be fully aware of the constant attempts
that are made by those who apply for patents to produce a title that
may entirely mislead—that may not give the remotest notion of
what they intend, and which may enable them for six months, or
whatever period it may be, to gather together whatever they can
collect, and to specify it at the end of that period. Great frauds
have been committed upon that subject, and it would be a most
salutary decision, and most wholesome and beneficial, if your lord-
ships were to lay down a rule that the title of a patent should at
least convey some idea of the invention for which the patent is sup-
posed to be granted. Until there is a judicial decision upon taat
subject, I am afraid that all the efforts which may be made to resist
these attempts will Le entirely ineffectual.” Lord Abinger, C. B,
in reply, said, “ If the specification is consistent with the title, 1t
would be sufficient.”” The Attorney-General continued, ¢ It would
not be necessary to disclose the mode by which the invention wasto be
effected, or fraudulent persons who have patents in progress would
specify those 'nventions.” Parke, B, said, ¢ It would be for the
Crown to adopt that (the suggestion of the Attorney-General), by
requiring the specification to be enrolled within a less period than
six months.”

It would be & great preventive to fraud if it were required that the
specification should be enrolled when the patent is obtained.—5. B.
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within it matters before known to, or which have been in use
by, the public, or to which the invention will not apply.(b)
Yet, at the same time, care should be taken to have the
title sufficiently large to embrace all matters which can
fairly be brought within the scope of the invention,{c) not
only for the purpose of securing the fruits of the invention
to the discoverer or introducer, but to prevent infringement
by such imitations as the law would not decree to be
merely colourable, (@) whereby the patentee would be de-
prived not only of the profits of his invention, but the

(4) Felton », Greaves, infra.

(c¢) Neilsen 2. Harford, supra. Parke, B. (addressing jury).—< It
is said the title of the patent renders the patent void, because no
onte would conclude from that title (a patent for the improved appli-
cation of air to produce heat in fires, forges, and furnaces) that {lhe
invention was the discovery of a process for introducing hot eir into
g furnace. My opinion is, that the title is not defective, and that it is
capable of embracing an alteration by introducing hot air. It will
suit one or the other, and the patent and specification together make
it clear what it was ; it was the introduction of hot air by means of
heating it before it was introduced into the furnace between the
blowing apparatus and the furnace, and unless this title has been
meant to he applied to some other discovery of a quite different
nature, and by the specification afterwards applied to this, it does
not appear to me that the generality of the title would make the
patent void 3 and in delivering the final judgment of the Court,
after a long argument at bar, his lordship said, “though the title
is ambiguous, it is sufficiently explained by the specification, and is
not at variance with it.,”’—1Ib. 373.

(d) Asif the title to a patent expressed it to be a patent for certain
improvements in watches, the invention being applicable to time-
keepers generally, the patent could only be held to extend to
watches ; and if the specification extended the invention to time-
keepers generally, it would be void, as not according with the title ;
but now, by the operation of the stat. 5 & 6 Wm. 4, the patentee
could disclaim the latter part of the specification relating to time-
pieces, and the specification would be good for the prior patent.—

Yide Disclaimer, infra,
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time and money which he may have expended in t)erfecting

the same would be entirely lost.
In the case of the King v. Wheeler, the title described

the patent to be a new and improved method of drying
malt ; when the patent, as it appeared by the specification,
was for a method of giving to malt when dried a new
quality, viz. a power to impart colouring matter, for which
misdescription the patent was held to be void on the ground
of deceit.(¢) The case of Cooke v. Pearce, in error,(f)

(¢) Rex ». Wheeler, 2 B, & Ald, 345.—Malt was an article in
common use before the patent, possessing qualities, &c. well known ;
by the specificat’on the patentee ¢laims to be the inventor, not of a
method of drying, &c., but of a method of giving to it when dried some
properties which it did not possess before, or only in a very slizht
degree, viz. qualities of colouring and being soluble in water. (3551.)

In gencral the purpose of a patent need nc* be mentioned . a
grant 3 hut if the mention of the purpose be necessary to explain the
words previously used, to shew they are not used in their ordinary
and obvious sense, but in a sense limited and confined to that parti-
cular purpose ; in s> °. case, we think, the purpese erght to be men-
tioned, (352.)

(f) Cooke ». Pearse and Another, 13 Law Jour. N.S,, 189, Q.B.
Error, Case for infringement of patent for improvement in car-
riages.—~The sixth plea set out specification, and alleged, that though
in the specification, the invention was called an improvement in car-
riages, it was not, but only of certain improvements in fixing and
adapting German shutters to those carriages in which only German
shutters are used, and which was the finding of the jury ; and the
question was, whether, by ieason of the title being too large, the
patent was void. The Court below held the finding to be in favour of
the defendants, and gave judgment accordingly, on the ground of the
title being too general, therefore the patent itself must be void,
“ This vagueness appears to he an vbjection, which may well be
taken advantage of on the part of the crown, before the grant, but
can afiord no ground for voiding the patent. Any evidence of design
on the part of the inventor, by the choice of 2 vague and general
title to avail himself at the time of enrolling the specification of an
invention not discovered hy him at the time of taking out the
patent, or to prevent others from making or availing themselves of
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appears to be direct] pposed to the doctrine of Rex v.
Wheeler. Tindal, C.J., held that vagueness was a matter
for objection before the grant of letters patent, but no
ground for voiding the patent.(g)
In the case of the King v. Metcalf, it was held a title
describing an invention as a tapering brush, which nroved
to be an expanding brush, with hairs inserted of unequal
height, was a variation, and the description insuflicient to
support the patent.(/%)
From these observations and cases it will be gathered Title, of what it
. qe : . e : should consist,
that the entitling the invention is a matter upon which the
arcatest care should be bestowed; for the benefit to be
derived from the invention is often defeated by a misnomer,
and which may arise from ignorance of the meaning con-
veyed by the terms used, or from an avariclous grasping at

T e —

any discovery, on the ground of falling within the general terms of
the title, though diffeving from that for which the patent was taken
out, might afford such proof of fraud and injury as to avoid the
patent.” Judgment for plaintiff, non obstante veredicto—Tindal, C.J.,
judgment of, &e.

() Both these cases were claims of general, instead of particular
titles. In the prior case the proceedings were by scire facias; in the
latter, action on the case for an infringement, It is presumed the
distinction 1s to be traced to the different manner in which the pa-
tent law is now construed. Formerly the endeavour was to overset
patents as being monopolies, and contrary to the spirit oi the com-
mon law ; the present, that they may, if possible, be upheld.

(%) Rex v, Metealf, 2 Starkie, 246.~—~S¢i. fa. to repeal a patent for
manufacturing of hair brushes, which were described to be tapering
brushes. The specification stated the process to differ from the
common method, by placing them in the stock in such a manner as
to he of unequal length. (250.) If the word tapering is to be used
in the general sense of the word (which is converging to a point),
the description is defective: if, by the usage of the trade, it have
a different meaning, it may be received in its perverted sense
(which wns not proved), Verdict for the Crown.— Ellenborough,
C. J. (248.)
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too much, or from an over-care in not claiming a title suffi.
ciently extensive to protect the patent when obtained.

Cholce of a It is, therefore, suggested, a sound practical title should

be such an one as, without being too restrictive in its terms,
would be sufficient to warn the public of the probable
object of the invention, but yet not be enough to indicate
the mode by which the invention was to be carried into
effect.

Protectior against fraud, it is trusted, will ever be
deemed a sufficient reason for construing any particular
point or matter of law with strictness, and perhaps no
subject presents such temptations or facilities for fraud as
that of the entitling of patents.

Necessityof a ~ The title of a patent, from the great importance of its

strict construc. , . . ‘ .

tion of the title. Cject, and as being opposed to the common right, is a
matter which should be construed with the greatest strict-
ness; for it is only by such &  :de of construction the inge.
nious mechanic or fortunate aiscoverer (and the public) are
protected in that which is on the one hand the produce of
his ingenuity and skill, and on the other, thoug!: resulting
in accident, the adaptation of a chance to a particular use,
through analogyand the quickness of intellect. This position
was3 particularly illustrated in the case of the discoverer of
the water-tabbies, for doubtless the effect created by placing
a hot iron upon a wetted surface had occurred thousands of
times to the unobserving and unthinking; but when the
effect was accidentally produced before the eye of an intel-
ligent mind, it was a result which was seized upon, and
led to the realization of a large fortune.

Vague title. Where an inventor adopts srich a title as may afford
a reasonable ground that his intention 1s to receive and avail
himself of any hints which might be presented during the
time allowed for the specification, whether such matters

were within his intention at the time of applying for the
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ratent or not,(#) it is right that the title should be can-
vassed with strictness, for it is impossible to distinguish
‘Letween an intended fraud and a vague title. If a really
innocent party, from over anxiety, falls into the dilemma,
it is a matter which, though it may be a subject of regret,
should not have any effect on the construction of the law,
for his misfortune may be said to be the protection of the
public.

By the adoption of a vague or incomprehensive title, an Evilofadopting
inventor works wrong to bimself; for if he had entered a" ' ° fte.
caveat against the grant o, another patent upon the parti-
cular matter of his invention (the title of which did not
embrace, as In the case of Rex v. Wheeler, (j) the matter
he intended to specify for), no notice would be given to
him of another application for a patent which was of the
same character as his invention, the crown officers having
only his title for a guide,

If (in the one case) the title was entered before the
invention was complete, and another person applied and
obtained a patent for the same subject, the original party
would be forestalled ; for if his title was incorrect, his caveat
would afford him no protection, and he would receive no
notice of a matter which really affected him, and he might
go on expending his labour and time in experimentalizing,
and his money in obtaining a grant, bath of which wouid be
thrown away (unless he discovered some really new feature,
which of itself was sufficiently important to form the subject
of a patent), for, in consequence of his erroneous title,
another person may have obtained a patent for the same
subject, and which would make his void ; so in another view,

(¢) An instance of this occurred recently within the knowledge
of the author; but as the subject is likely to be a matter of future
litigation, it is deemed prudent to be silent.—S. B.

(7) Supra.
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the vagueness of his title might tend to injustice by lead.
ing on other persons to prosecute researches, the subject of
which was to constitute the prior patent, but which would
not be known until the enrolment of the specification,
Good faith, even in the selection of a title to a patent, it
will be seen, is a matter which generally conduces to the
advantage of the inventor, though a contrary '‘course is
sometimes successful.

As the title to a patent is a matter of such great impor-
tance, not only as regards the future stability of the right,
but also in protecting theinventor in the initiatory proceed.
ings, it therefore should be adopted only upon the nicest
deliberation, and under the advice, in all cases, of competent
persons, for often the very right to the invention depends
upon the title chosen.

A caveat 1s sometimes entered before the intended title is
actually assumed; it will form the subject of the next
heading.
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CHAPTER 1V.

CAVEAT, ENTRY OF—PRACTICE PURSUED UPON NOTICE BEING
GIVEN OF AN ANALOGOUS INVENTION-—COSTS OF.

A cAVEAT is an instrument which 1s entered at various Caveat, what.
stages of the proceedings instituted for the purpose of ob-
taining a grant of letters patent, and can be entered at any
time before it receives the impress of the great seal at the
hands of the Lord Chancellor.

The description of caveat which is 1n the most common GeneralCaveat.
use is that termed the GENERAL CavEAaT ; it will be neces-
sary particularly to treat of it, not only because it is usually
the first step taken towards the obtainment of the grant,
but also on account of the erroneous and often dangerous
notions entertained of the security which is obtained by its
use. It confers no actual protection ; its obtainment does
not warrant the “jublic exhibition of an invention, its mere
effect being to entitle a person to notice of any application
for a patent referring to any object or intention similar to
that expressed by the title of the invention lodged. It
may be renewed as often as required in England, Scot-
land, or Ireland, and on its issue continues in force twelve
months.

When a caveat has been entered, notice is given to the Practice.
party entering it of any application for a patent for a mat-
ter of a similar character, to protect which the caveat was
obtained. The course of proceeding is, upon recelving notice
to attend at a time appointed for the hearing by the attorney
or solicitor general: the respective parties and their agents
then meet. "The applicant for the patent first shews the
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particulars of the invention for which he seeks a patent;
the opposing party then states the nature of his invention,
and sets forth the matter upon which he grounds his oppo-
sition. If the inventions are similar, the patent applied for
is stopped, and the parties are recommended to make terms
amongst themselves, or to agree upon taking a joint patent;
if the attorney or solicitor general does not recommend a
compromise, the practice is usually as follows :—The per-
son seeking the patent deposits with the attorney or soli-
citor general a clear description of the particulars of the
invention for which he seeks to obtain the patent, which,
when deposited, is sealed up, and kept by the Crown offi-
cer, as a guarantee to the opposing party (i. e. he who has
lodged the caveat), that the intending patentee will, when
his specification is due, specifyin accordance with the descrip-
tion deposited at the time of opposition. Without this pre-
caution, great frauds might be practised, as a party might
purposely, by the generality of his title, misrepresent the
nature of the invention ; and when the time to specify came,
he might do so in such a manner as to include the inven-
tion, to protect which the caveat is lodged ; in such case,
if the patent obtained did not confer on the person obiain-
ing it the right to the invention, it would, at least, deprive
the other of his right ; for the specification, when lodged,
would be a publication to the world, and it is doubtful
whether the caveat would have the same force as a patent

to protect the first inventor.
This caveat is entered at the chambers of the legal ad-

visers of the crown (at the chambers of the attorney or so-
licitor general), the object being, that they shall not give
the report which is nccessary in favour of any grant for a
similar object or purpose to that stated in the description
given in on entering the caveat, without apprising the per-
son entering the caveat of the application made, who may
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thereupon attend, and oppose the passing of the patent: and
if, on the hearing, 1t 1s decided that it interferes with the
prior intended patent, it will, unless terms be made, stop e
latter altogether.

By putting a hypothetical case, a succinct view may be
obtained of the use of a caveat, and the practice thercon,
Thus A. has invented an improvement on the steam-
engine, and he being prevented by circumstances (as want
of money, or non-completion of the experiments necessary)
from taking direct steps to obtain the grant of letters pa-
tent, to prevent any one forestalling him, enters a caveat
against the passing of the report in favour of the grant of
any letters patent for ¢ improvements in steam-engines;” in
the meantime, with the assistance of certain workmen, and
others, bound to secrecy, he carries on his experiments in or-
der to test his Invention. In a short time he receives a notice,
that B., whom he has reason to suppose has become ac-
quainted with his secret, is applying for letters patent for
the same object. A. determines to oppose him; he r-
ceives notice of an appointment for hearing the matte.
from the crown officers, at the expiration of eight days from
the date of his notice, at which time both of the v "
appear before the proper officer named therein; then .
party state their several reasons for and against the g

&e. &c.
If the object of the patent is the same, and one of =~ ™ <., course
. . . i .. .ed by the
parties is able to prove that he is the fir. inventor, the other ~ "~ gcers.
will then be stopped altogether from :.roceeding; and, if
necessary, bound over not to disclose the invention until
the true inventor has obtained his letters patent. This
will, on consideration, be found to be a most equitable rule;
for it might be, B. was experimentalizing, but dic not, for
some reason or other—as reliance upon his assi:tants, or

other causes—choose to enter a caveat, and the secret was

/
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communicated to A. by some one in the confidence of
B.; therefore, if A. merely for entering the caveat was

' eateemed the true inventor, it would be working a great

Coalescing.

Inventions
differing.

Caveat, use of.

Costs of enter-
ing the caveat.

Opposition,

when best to he

entered, and
the expenses.

injustice to B., though he who enters the caveat has
doubtless the advaniage, if any, because fraud would not
be presumed unless such circumstances wei-e adduced as
would amount to something mozre than mere S\YIBPICIOH

YVhen the law officers reoommend a coalescing, or, as
it is termed, interfere, the recommendation may he said
to be a command; for on refusal, it is doubtful whether
either would obtain the necessary report; for a patent is
not a thing which can be claimed as of right, but is a
grant ex gratia domin: regis.

If, on the hearing, the improvements are found to be
essentially different, then, of course, the party obtains the “
necessary report. |

Though a person has obtained a caveat, he must be as
careful of disclosing his invention as though he had none;
for if his secret is suff’ered to transpire, his intended patent
would be void for want of novelty. The whole use thereof
is to prevent another person obtaining a patent for the
same thing over the head of him entering it. It 1s useful
for this reason; there is no other mode of obtaining
notice of the application for a patent by another person,
the law generally recognizes the title to be the right in
him who first obtains letters patent—not in him who first
applies for them.

The cost of entering this caveat is one guinea for each
of the three kingdoms, and is in force twelve months, and
the cost of opposition is usually 4. 10s.

The usual and cheapest stage of oppositica is at the
report, for which the costs are as above, but they may be
opposed at later -cages; the next is when at the Bill-
office. In this case, the opposing party has to pay the ex-
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penses on both sides, which in the case of no inferfer-
ence (i. e. no recommendation) amounts to about 104 ; but
if there is any interference so as to cause the stoppage of
the intended patent, the opposing party has to pay 301,
being the ordinary expenses of opposition on both sides;
also the extra fees and expenses incurred by the applicant
since the ordinary period of oppositon, which is before the
issue of the report by the attorney or solicitor general.

A patent also may be opposed at the Great Seal; (a)

(¢) Fox ex parte, 1 Ves, & Bea. 67. Applicztion for a patent
on steam-engines~—A caveat was entered under an existing patent,’
from which it was alleged the new patent was borrowed, and with
which it would interfere ; the affidavit of an engineer stated, they
were not the same, or in any respect resembled each other, “If
petitioners have invented certain improvements on an engine for
which a patent bas heen obtained, and which cannot be used without
the original engine ; at the end of the period of the original patent,
the petitioners could use their patent (taken outupon their improve-
ments), though, vefore the expiration of the period, they have no
richt to use the other’s substratum. At the end of the time, the
public has a choice between the patents ; my present opinion is, this
patent must go.”’—Lord Eldon. The costs of the opposition were not
allowed, for the jealousy was not unreasonable.

Cutler’s Patent, Webs. Pat. Ca, 418.—Proceedings were on
netition to the Lord Chancellor to affix the great seal to letters
patent (egainst which a caveat had been lodged), which was for an
improved method of constructing chains for suspension-bridges,
cables, mining and other purposes, and for an improved method of
making the bars, links, and bolts thexreof. There had been no oppo-
sition on the caveat, and the patent would have been engrossed aund
sealed on the 12th ; on the 1ith, notice was received of a caveat hav-
ing been entered on the 9th, whereby patent was stopped on 12th.
A petition was presented that the caveat might be discharged ; the
opposer filed an affidavit stating he had invented a chain, which he
believed petitioner to have pirated. On hearing, Lord Cottenham,
Chancellor, directed a reference to the attorney-general, and if he
replied the patent ought to issue, then the same should be sealed
as of the 12th of March, but not to be sealed until further orders;
question of costs to be reserved. At thehearing before the attorney-
general, each produced a model ; the applicant admitted there was no
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the matter then comes under the cognizance of' the Lord
Chancellor, and is decided upon its merits, the question of
costs resting with the Court; but generally, unless in cases
of vexatious opposition, both parties have to pay their own
costs; and unless the opposing party succeeds in his opposi-
tion, the patent is ordered to bear date on the day it would
have been dated, had no opposition at the office of the Great
Seal been entered. () .

similarity, but attacked the novelty ; the attorney-general decided
the patent should be allowed, but required an outline of the specifi-
cation should be left with him, which was, and he required a further
specification, which was supplied by certain drawings. Opponents
obtained another hearing before the attorney-general, on statement
that the drawing exhibited of the patent which was produced, im-
peaching the novelty, wis not correct; and on examination of the
original specification, it appeared the invention for which Cutler ap-
plied was old ; on hearing this, Cutler had some models made, and
requested the attorney-general to see the models before making the
report, which he refused to do ; he reported the invention should not
issue because it was not new and useful, and certified the refusal
was upon different ground from that for which the caveat was
lodged, and that it was not until the second meeting the party
objecting to the said patent was prepared to substantiate the
ground of objection thereto, ¢ The first proposition was not sup-
ported; but in discussing the miatter between the parties, an ob-
jection of & general natunre is raised not growing out of the patent
right, but an objecticn to the patent on two grounds—First,
it is not now; sccondly, not useful: if useless, 1t would inter-
fere with no man’s rights—it would be a mere dead letter.”” His lord-
ship continued: he thought the invention was useful, and directed,
after commenting at great length upon the difference of the patents,
that the patent should be sealed.—Supra, et vide Ex parte Henson,
in re Alcock, 2 Newton’s Lond. J. Cong, Ser. 32.

(6) In Ex parte Bech (1 Br. Ch. Ca. 578), a caveat had been
entered against putting the great seal to a patent bearing date 12th
August, Thurlow, Chancellor. His lordship took time to consider,
and on the 27th dismissed the caveat, and patentee did not enrol his
patent until 18th of December, supposing the patent would bear
date from the final order. When he was told the {ime for the enrol-
ment had elapsed (four months), on application to the Chancellor, he



CAVEAT. §1

Opposition may be entered at the Great Seal, not only
because the allegation in the petition is that the inventions
are the samu, but also if the grant is against public policy.

In the time of Lord Chancellor Eldon a case occurred
where the patent recited that the specification should not be
entered until fifteen months after the grant of the patent, and

this was held to be a good ground of petition. (¢)

said, though he was perfactly satisfied the applicant was entitled to
the patent, yet he could not, s keeper of the great seal, alter a
pa‘ent upon an application of thia sort, though perhaps on the peti-
tioner appl;ing for a new patent tho officers might remit their fees,
but that he could give no relief.

(¢) Ex parte Heathcote, in re Lacy, Webs. Pat. Ca. 431.—Appli-
cation prayed the Court would not affix the gre~t seal to a patent
which gave & party fifteen months to specify : it was contended the
matter was of great importance in a national point of view ; his
lordship refused, saying, ¢ The patent could not pass without the
responsibility ot the Great Seal, and if he could bring himself to
pass it, he might be called apon in his place in parliament to say
why he had extended this privilege to an individual contrary to
the usual policy of law,”
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CHAPTER V.

PATENTS, HOW OBTAINED, AND WHO MAY BE THE GRANTEE,—-
PRACTICE, | |

Havine explained what a patent is, and for what it
may be granted, it becomes necessary to explain the way
in which it is obtained, and what manner of person is en-
titled to the privilege.

Patents not Patents are not matters which are demandable as of
gg’:}gf‘:b}fo‘;: right, but may be granted or witlheld in the discretion of
obtained. the Crown, though, if the attorney or solicitor general make
the necessary report, the grace is never refused. It is
upen the suggestion of the party that the patent is granted :
without examination (unless & caveat has been entered
against the particular invention), and he of course has to
take all risk and to support the patent at all points, viz.
that 1 all things he has complied with the requisites of
the law, and that he has not infringed upon the public
right. If for any laches, infringement, or other reason, the
patent is afterwards avoided, the patentee has no remedy,
and the money he has expended in obtaining the grant is
forfeited ; it therefore behoves a person to examine well
the various matters connected with his invention before he

applies for a patent.

Personsentitled The persons who are entitled to apply for patents are

to ﬂ-pply fﬂl‘ o . * » ’

patents. the Zirst inventor and improver upon an invention, who
may be said to be an inventor, at least of the improve-
ment ; and the introducer of a foreign invention, which last

1s in virtue of the statute of 21 of Jac. 1. (@)

(¢) Brunton ». Hawkes, supra.—Upon an application for a
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The quality required, 1s, that the invention be a manu~ The quality of
facture, which may be divided into mechanical contrivance, th¢ invention.
and ti:e elucidation of a principle, method, or process, ein-
bodying them and shewing a mode of applying them to
some art or manufacture.

The conditions required are—novelty, utility, and an Conditions
exposition of the mode of effecting the particular invention, of the grant,
all of which have been treated of excepting the latter, for
which, see Specification; (b) and therefore it will be un-
necessary, unless incidentally, to speak more of them.

A patent is a grant, and therefore follows the rules of A patentisa
law relating to grants——a necessary consequence of which gran.
is, that if any false or untrue averment be made in the
suggestions upon which the grant is made, it (the grant)

will be void for deceit.

A very common and dangerous custom as far as regards Joinder of the

‘ « s N name of a per-
letters patent exists, and is in very general use :—a man son in the

who is poor invents, and another having money, but ?J??ﬁ?a?iiﬁ?ds
who does nothing to further the process of the inven- the patent.
tion, joins with him, and the patent is obtained and issues
in their joint names, and upon the suggestion that they
jointly invented, &c. Such a suggestion not only voids the
patent upon the ground of fraud and deceit, but it is pre-
sumed would subject the party to an indictment for per-
Jury; for a declaration is made that they are the firs¢ and
true inventors.
This practice is also bad as regards the property itself,
and tends only to defeat its very object; as in the case of
an infringement, the patent would be unprotected, for the

plea that they did not invent would directly put in issue the

e

patent, though the thing may ne new in every particular, it is in the
judgment of the Crown whether it will or not, as a matter of favour,
make the grant to the person who made the discovery.—Bailey, J.
(0) Infra.
G Z
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question who were the inventors, and if it was proved that
one only invented, the grent being joint, the patent would be
void, for the patent is an entire thing, and granted upon a
falsehood of which both were cognizant, therefore, igno.
rance could not be urged in extenuation, and would not be
allowed (it is conceived) even on a petition to the Privy
Council to confirm the patent, for the oflice of the council
is not to encourage frauds, but to confirm useful inven.
tions of which there has been a prior publication, the in-
ventor being in ignorance thereof. Nor could the action
be brought for the infringement in the single name of the
true inventor; for the defendant would plead the non-joinder
of the other person in abatement, and even if advantage
was not taken then, the parties a: the trial would be de-
feated on the ground of a variance.

We have seen in the prior discussion (and shall further
when the proceedings upon a scire facias come to be dis-
cussed). that a patent will be voided if the party is not
the true inventor, and that where it is proved he di:-
covered all the process, except one particular and important
part, as in the case of Tennant, (¢) where it was proved
a chemist had suggested to him that to perfect his in-
vention it would be necessary to keep the lime-water in
motion ; it was held such suggestion proved he (Tennant)
was not the inventor. If then in the case of an inventor
of a greater part of the process, such a suggestion should
have weight, how much greater would be its effect in the
case of a person who has not invented or forwarded the
invention in any way, except by advancing money. It will
be admitted the advance was for a meritorious object,
viz. the advancement of manufactures, and consequently,
commerce, still it would not, and indeed should not be,
any shield for duplicity and deceit.

(¢) Supra.
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Persons advancing muney in aid of inventions shouid ﬁmrgng
secure themselves by taking an assignment of the patent money to aid
obtained in the name of the real inventor, and not destroy inventors.

- the property of both by an over anxiety: the advance is

secured by the assignment, and by that mode only.

PRACTICE,

In applying for a patent, no specific description of the Practice.
nature of the invention sought to be protected is required,
such general Information as expresses the object and
intention of the invention is sufficient, (d) but such
object and intention must be clearly expressed. The
inventor having fixed upon the title, the first step in the
matter is to go before a master in chancery and declare that Declaration.
he is the inventor of the improvement as set forth in the
title, and that he believes the same has never been known
or practised before; and if the patentee states in his decla-
ration that he intends to apply for patents in Scotland and
Ireland (which if he find afterwards would not be to his
advantage, he need not take), he will be allowed the
full term of six months before he specifies, or otherwise
some shorter period, as two months, will be allowed. This
declaration has to be annexed to a petition to her Majesty
to the same effect.

Though patents in all of the three kingdoms, namely,
England, Scotland, and Irelanu, are governed by the same
law, yet they are conierred by separate instruments, and
the practice varies in each of the kingdoms.

in England, the declaration is annexed to a petition to England.
her Majesty praying the grant of her royal letters patent,

(@) See title, supra.
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which is laid before the Secretary of State. This.document
1s obtained again in a few days, with a reference upon it
addressed to either of the law officers of the Crown. I:ig
at the option of the applicant for letters patent to whom he
will take it. The papers remain in the chambers of the

Crown officer for a week, to give an opportunity to these
who have entered caveats (¢) to come in and oppose,

Should there he no opposition at the expiration of
that period, a report in favour of the grant may be ob-

tained.
The report, when obtained, is taken to the office of the

Secretary of State, for the warrant, which issigned with the
Queen’s own sign-manual, and scaled with the private signet,
(f) and countersigned by the Secretary cf State.

The warraut. "The warrant is then taken to the proper office for the
preparation of the bill {(a draught of the letters patent),
which is signed by one of the law officers of the Crown.

The bill, This bill is then taken to the office of the Secretary of
State, where it receives the royal sign-manual, and is called
the Queen’s bill.

The Queen’s The Queen’s bill is then taken to the Signet Office ; here

oill the signet bill is prepared (a copy of the Queen’s bill under
the signature of one of the clerks of the signet, sealed with
the Queen’s signet).

Thesignetbill.  T'he signet bill then goes to the Lord Keeper of the
Privy Seal, who affixes the privy seal, with a warrant di-

recting letters patent for the same.

The report,

(e) Vide Caveat, supra.
(f) The law notices three seals of the king,—the great seal, the

privy scal, and the signet ; and if mention be of the king’s seal gene-
rally, it shall be understood of the great seal, which is in the cus-
tody of the Lord Chancelior ; the privy seal in the custody of the
clerk, or lord keeper of the privy seal ; and the signet in the custody
of the principal secretary, who has four clerks of the signet.—Com,

Dig. Patent, c. 1.
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This privy seal bill is taken to the Lord Chancellor’s Privy seal bill,
office, which is the final stage; formerly it afterwards went
to the Hanaper Office; this is dispensed - with, though the
fees are still exacted.

The date of the letters patent (which is usually the day The date of the
of sealing the same)(g) is the commencement of the right ; letters patent.
and here it may be remarked, that in case special circum-
stances may require it, the Lord Chancellor can cause this
document to bear date the day of receiving the privy
seal warrant, but not earlier. ._

If the applicant requires the patent to extend tc the Extension of
Colonies and Channel Isles, he must state the same in the :lﬁg E;f::ite;?

report ; the additional expense is about 10/

(9) Russellv. Ledsam, 9 Jurist, 5667.—In order to decide whether
an invention 18 new, it is necessary to define of what nature it was;
and which was decided in the case of Russel 2. Cowley (1 C. M.
& R. 864). The original letters patent were dated 26th Feb, 1825,
the recond 26th Feb. 1839 ; the question is, is the day of the date of
the first letters patenc inclusive or exclusive? The usual cousse in
recent times has been fo construe the day exclusively, whenever any
thing is to be done In a certain time, after a given event or date;
and, consequently, the enrolling a specification within six months,
given by the proviso, is reckoned exclusively of the day of the date.
(WebDh o, Fairmaner, 3 M. & W, 473; Young ». Heggon, 6 M. &
W. 49.) The day of the date of a patent is included, and the patent
would expire at midnight on the 25th day of Feb. 1839 ; for the
law never notices fractions of days, unless there are conflicting rights
hetween subjects. A defendant, in order to avail himself of the
proviso (7 & 8 Vie. ¢. 69, s. 7), should have pleaded that the petition
was not prosecuted with effect within the term of the first patent ;
compliance with the condition need not be averred by the plaintiff.
The power of renewal is not confined to grantees, but extends to
assignees (the defendant doubted the construction put upon the
clause by some of the judges, in the case of Spilsbury ». Clough (2
Q. B. Rep. 4606), viz,, that the words referred to the assignee of a
foreign invention, who obtains a patent here) ; the clause, we consi-
der, has been introduced for the sake of removing all doubt as to
the title of an assignee of & renewed patent, leaving the question, as
to the titles then in litigation, exactly as it stood before.
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Time takento  The time taken in obtaining letters patent 18 from one

btain lette
Eaten'i. % month to about six weeks, and the expense 110/,
Scotland, In Scotland, the proceedings for obtaining leiiers patent

are commenced in the same way as in England, but the

reference is addressed to the Lord Advocate, and must he*

transmitted to him at Edinburgh, where it rests, about tep
days; upon receipt of his report it is taken to‘”i;he Secre.
tary of State’s office, and the Queen’s warrant is then pre.
pered, which is a substitution for the Queen’s bill, and is the
warrant for the grant of letters patent, which are passed st
Edinburgh under the seal appointed by the treaty of the
union to be kept and used in the place of the great seal of
Scetland.

Time required,  'The time for passing a Scotch patent is about six weeks,
2?,&%?,;“:" " and the expense about 751.

scotchpatent. T Jreland the routine of practice is principally per-

Ireland.
formed in Dublin. The first step is a similar petition to

Quere, is not the Lord Lieutenant of Ireland, praying him to recommend

th rt mad . ]
byet;eﬂpgoﬁgmf to the Queen the granting of letters patent. On his report

m;’f the Queen’s letter is granted, which is the corresponding
document to the Queen’s warrant ; this goes back to Ire
land, and the letters patent are granted under the great
seal of Ireland.

Time required, - The time required for obtaining an Irish patent ie from
and expense in

obtaining an 51X Weeks to about two months, and the expense since the -

Irish patent.  New Stamp Act, 1351.

1¢
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CHAPTER VI

SPECIPICATION, NECESSARIES TO~—CONSTRUCTION IN LAW—ENROL- o ‘-{,}"*‘ a
MENT AND AMENDMENT, *
A paTENT being a grant, it must necessarily proceed from Pai-nt a grant.
- favour, thercfore, not being demandable as a right, the
Crown, on making the grant, can annex thereto such condi-
tions as it pleases. One of the conditions which the Crown
anuexes, on making the grant, is that the grantee shall,
within a certain period, specify (which period varies
according to circumstances), (@) #. e. enrol in the High
Court of Chancery a detail of the process by which the
object of the patent is effected, and which must be so clear, |
and explicit () that an ordinary workman, engaged in the Construction of

particular trade in or of which the invention is an improve- tt:;i Bpec:lﬁca-.

(a) Supra, Mode of obtaining Patents. _,
() Liardet ». Johnson, B. N, V. 76.—*“Th2 me #?ﬁ ec’ -
fication is that others may be taught to do the thi Mﬁg‘ﬁaaf \\
Bpeclﬁcatlon is granted ; and if it be false, the patent 13 void, for the {

or other appellation, we are not bound to consider hic term, bd
real nature of the improvement, and the description he has given of
it. Articles of specification which denote intention only, would not
maintain an action, for he cannot anticipate the protection before he
:s entitled to it by practical accomplishment. ;
Lewis ». Marling, supra.—If he represents several things are
neesssary to produce s certain effect, and one will answer, it is bad ;
and if he suppresses any thing which he knows will answer, it is

also bad.
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ment, may, by means thereof (without first experimentaliz- -
ing), make the article for which the patent was obtained ;(c)
or, if the patent be obtained for a process-—carry it out
by means thereof ; if for a principle—apply 1t in the mode
pointed out by the direction or specification.
Grant of letters  'T'he grant of letters patent may, in truth, be considered
patent, Whnt: a5 a bargain on the part of the Crown, acting for the public
and the inventor, that, upon his making a full disclosure of
his secret, he shall enjoy 2 monopoly of his invention, and
be protected therein for a period of fourteen years.
Specification, ~ 'T'he specification, ¢ which must embrace two objects——
uge of. the nature of the invention and the manner in which it
must be performed,”(d) is requisite not only for these pur

(¢) Boulton ». Bull, supra.—The term manufacture in the statute
precludes all nice refinements, and shews the proviso was introduced
for the benefit of trade, and that which is the subject of a patent
ought to be specified. His lordship, speaking of the patent then
under consideration, said, ¢“Thispatent extends to 2!l muchinery that
may be made on this principle, so the patentee has taken a patent
for more than he has specified ; and as the subject of the patent is an
entire thing, the want of a full specification is a breach of the con-
ditions, and avoids the patent ; the patent and specification must
contain a full description. If it appeared that a mechanic could not,
from the specification, make an engine with equal effect, or if it re-
quired experience and experiments before it could be done, either of
these facts would avoid the patent.”’

(d) Per Best, J., Brunton », Hawkes, supra.

Gibson and Arother o, Brand, Webs, Pat. Ca. 629.—A speci-
fication should be so clearly worded, as to lead, without doubt or
difficulty, to that result (enabling a person of competent knowledge
in the menufacture, to make the article from the specification) ; be-
cause it is the price that the man who takes out his patent pays the
public for their being so long kept out of the enjoyment of the com-
modity or manufacture thut is protected. Therefore every man who
is an honest man, is bound to pay that price justly and fairly, and
to word his specification in such a way as to be clear from all doubt.
—Tindal, C, J.

Campion ». Benyon, supra.— With respect to patents, every
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poses, but algo that it may be a record of what matters in
the particular art or manufacture have been effected, and
to serve as a safeguard to the public, that the Inventor is
not pirating a privilege which was public property, either
by publication, by user, in books, or by specification. (¢)
By a reference to the words of the letters patent, (f) it
will be seen that the Crawn does not merely provide for the
fulfilment of this bargain, but requires the patentee shall
give a more full description of his invention thar his title
contains, and appoints a time for the lodgment thereof, evi-
dently intending to mete out the bounds of the invention
and to protect the public in the enjoyment of that which
they already possess, (g) and to warn future inventors

against infringing upon the rights thereby granted.

The origin of the introduction of the clause into letters Period of the

patent respecting the specification and its enrolment, is not (v uue for

with any certainty known ; in the early patents it is not intro- enrolling
duced; but those who were in possession of such an exclusive patent
privilege were compelled to take apprentices, that the art, the

subject of the letters patent, might be perpetuated, and that

the public might have the advantage thereof. The introduc-

tion of the clause seems to take date about the time of the

patent, being a monopoly, is an infringement of public right. If the
instrument contains any ambiguity on a material point, it is a
ground on vhich it may be avoided altogether.—Dallas, C. J.

Lewis arling, supra.——To support a patent, specification
should ms... a full and fair disclosure to the public, of all that 1s
known respecting his inveation ; if it does not, the condition upon
which he obtains his patent fails.

(¢) Supra, Publication. (f) Vide Appendix.

(9) Gibson ». Brand, supra.— A party who obtains a patent is
bound clearly to define in his specification what he claims as his in-
vention, that the public may know with certainty what they may or
may not do, without incurring risk of an action for the infringement

of a patent.—(890) Cresswell, J.



992 LAW OF PATENTS.

reign of Queen Anne, for from the middle of her reign it
appears to have been an usual clause in the letters patent
then granted, and has been continued ever since, and is
recognized by the statute 5 & 6 Wm. 4, c. 83.
Sufficiency of ~ From what has been said it will be gathered that the
2?;:5?.?:;; sufficiency of the specification is a matter of the very
;;flptg;;l‘ﬁ:‘im greatest importance, and care must be taken not only fully
to set forth the modus operandsi, but also that no previously
known matter is assumed, the difficulty in which respect is
aided by the 5 & 6 of Wm. 4, ¢. 83. (2) Still it is a sub-
ject of the greatest importance and difficulty, and it is
therefore a matter of urgent necessity that the mpatentee
should become acquainted with all which has been done
before, or written upon the particular object of his inven-
tion; for an idea, which is to him entirely new, may, in
various forms, have Leen the subject of a dozen patents, or
may be, cr have been, in such use {without being patented)
as shall in law be deemed a publication ; or it might be that
the invention is an addition to something oid, or ancther
mode of effecting the object of an existing patent, and be
what the law terms a merely colourable difference. (7)
Great care It will be seen great care must be taken that the manner
necessary it 1,y which the object of the patent is effected shall be accu-

preparing the _ ] )
specification.  rately stated, () and in sufficient words; where the word

i Sl

(%) Vide infra, Disclaimer, (¢) Supra, Infringement.

(7) Hill ». Thompson and Foreman, 2 Moore, 424, and 1 T. R.—
A slight departure from & specification for the purpose of evasion
only, would be a fraud on the patent, and the question * would ” be
whether the mode of working has or has not been essentially or sub-
stantially different ; and if the mode of effecting a patent be essen-
tially different from the specification, the patent 18 void,. Whenever
a patentee brings an action on his patent, if the novelty or effect of
the invention be disputed, he must shew in what his invention con-
sists, and that he produced the effect proposed by the patent, in the
manner specified. (Aling. 1 T, R. 607, et seqq.) Slight defects in the
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1mprovemepts is used, and it is proved that only one im-
pmvement is intrcduced, and it is shewn that the use of the

word in the plural instead of the singular number was not

for the purposes of fraud, such an ebjection will be over-

ruled. () The plamest and easlest words should be chosen, Prolixity in a
and if a mystery is assumed and a difficulty presented specification.

where none really exists, and a difficult process pointed out

as necessary to prepare the ingredients to be used, when
they in the proper form (that 1s, in the form necessary to
effect the object of the patent) are in common use, and may
be purchased at any shop selling the particular character of
article, such prolixity or rather mystery will be fatal. (7)

L i — . EEE——

specification would be sufficient to vacate the patent; words in a
specification directing the public to continue the heat, until the effect
was produced, which must necessarily lead to fusion, are insufficient;
for the specification should have shewn by what degree of heat the
effect was to be produced.

(k) Nichols v. Haslam and Others, 8 Scott, 87.—Case : infringe-
ment of a patent ; improvement in manufacturing of plaited fabrics,
declaring in usual form. 'The fifth plea set ovt the specification, and
concluded by stating that the specification and a copy drawing there-
unto annexed were all, &c. Verification ; to which was a general de-
murrer.~—Iit was contended that the title of the letters patent was
too large ; it described them ag grented for improvements in the
manufacture of plaited fabrics, whereas there is but a single im-
provement suggested by the specification. “In Cooke and Pearse it
was held by the Exchequer Chamber, that mere generality in title
will not invalidate the patent, unless it be shewn some fraud has been
practised upon the Crown ; the objection is, that the title describes
the patent as taken out for improvements, and the specification dis-
closes facts which amount only to one improvement; the word
improvement would have sufficed, however numerous they might
have been ; there is no such discrepancy as will invalidate the pa-
tent.”’—Tindal, C. J. (103.)

() Savory . Price, 1 Ryan & Moody.——A patent was granted
for a method of making a neutral salt, called seidlitz powders; the
specification enrolled set out three distinct receipts, and described
the modes and proportions in which the results were mixed, in order
to produce seidlitz powders ; proof was, the three products so mixed
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The description should also be so clear that it should not

at all be calculated to mislead ; as saying in general terms g
certain end is to be accomplished by the aid of a particular

in Englend un- gybstance freed from certain impurities, the modes of doing

der the name.

which are not known to any. scientific men in this country
(though the article is in existence here, but in, the impure
state), though abroad it may be obtained freed from the
impurity ; in such case, if the article is not obtzinable in
England, and the inventor knew it was procurable from
abroad, he should state the fact on his specification, other-
wise the public are not in possession of his knowledge, (m)

answered the purpose professed in the patent, and that the combi-

nation was new and useful.
‘“In a specification the plainest and easiest way should be chosen

to make the public acquainted with the mode the patentee adopts;
and if a person, on reading the specification, would be led to sup-
pose a laborious process necessary for the production of the ingre-
dient, which might be easily purchased in any chemist’s shop, the
public are misled. If the production of the receipts, or any of them,
can he so purchased, the spocification cannot be supported.”—Ab-
bot, C. J.

Galloway ». Bleaden, Webs, Pat., Ca. 524.—If there is a want
of clearness in the specification, so that the public cannot after-
wards avail themselves of it, much more if there is any studied am-
biguity, so as to conceal from the public that of which the patentee
for a time is enjoying the exclusive use, no doubt the patent itself
would be completely void ; this is a question to be decided hy evi-
dence brought before you.—Tindal, C. J.

(m) Derosne v, Fairlie and Others, Web. Pat. Ca.154.—Case: in-
fringement ; using patent without license. Pleas: not gnilty; that
first and true inventor did not describe, &ec.; did not enrol, &e.
Issue on the pleas: the first and second issues were directed to be
found for plaintiff.—Lord Abinger, C. B., in addressing the jury,
said, “The great question turns on the third and fourtlpissues. It
must be admitted, the specification is obscure : the werd baked is used
for boiling, and discoloration for discharge from colour, But one would
not be disposed from an obscure word, which might be interpreted in
favour of plaintiff, taking the spacification altogether, to deprive him
of his patent. The specific point reqairing your attention is as to the
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for where an article is mentioned in general terms, the mean-

bitumincus schistus, and whether the specification sufficiently
discloses the object of the patent. For if he leaves any part of
his invention in & state of obscurity, and pives no definite directions
how to perform it, he loses the advantage of his patent. The bitumi-
nous schistus forms the important part of the invention, of which
there are many kinds, and vary very much in the quantity of sul-
phuret of iron they contain ; and Mr, Faraday (an eminent chemist),
and others, say, they do not know any process by which the sul-
phuret of iron may be completely expelled. The plaintiff says it
should he expelled, but does not say how nor which of the bitumi-
nous schistus he uses. If experiment was necessary to prove which
of the bituminous schistus were to be used, the object of specifi-
cation would be frustrated. If, on the other hand, there are none
except those which plaintiff himself supplies ; or if he contemplated
the use of his own, and hence his general mode of explanation ; and
that persons being unable to procure it in England, should apply
to him, who manufactured it abroad. If such was his intention,
that would destroy the patent. The process for its production may
be known in I‘rance, and plaintiff might suppose it might be found
anywhere capable of performing the object ; he should have inquired
whether this country could produce the same ; if he had said that
such schistus may be imported from France. his patent would have
veen good.” Verdict for plaintiff, And ona question from the C. B.,
the jury said, they were satisfied the bituminous schistus obtained
in England might be adopted. On argument for a rule nisi for en-
tering a nonsuit, his lordship said, his Impression was that plain-
tiff ought to have been nonsuited, but that he was anxious to prevent
further proceedings, so put the case entire to the jury. “An improve-
ment in the final result may be considered to be an improvement in
every intermediate stage. Plaintiff should have given some evidence
to shew that bituminous schistus, in the state which it is found and
known in England, could be used in this process with advantage (vide
Sturtzv.De la Rue, infra, p.96) ; and as hehas not doneso,defendants
are entitled to a nonsuit.”” Bolland, B., said, *“He should have shewn
the substance named would have succeeded ; shewing that which was
procurable from persons selling the article, would have succeeded ;
he has merely shewn a preparation made by himself (with which we
are unacquainted) produced the desired effect.”” ¢ The specification
must state one or more methods which can be followed for the pur-
pose of accomplishing and carrying into effect the invention.”
Alderson, B. Rule for a nonsuit absolute. No new trial followed,
but part of the specification was disclaimed.
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ing is, that the substance procurable in the market under

that descripion is intended. (%)
‘The omission to state the use of any particular article or

thing in the knowledge of the inventor by which the object
of the invention may be effected in a more expeditious (o)

(n) Sturtz». De la Rue and Others, § Russ. 322. Patent for
improvement in copper and other plate printing.—Specification de-
clared nature of invention consisted in putting a glazed or enamelled
surface on paper to be used for copper and other plate printing, by
means of, &c., whereby the finer lines of the engraving were better
exhibited than heretofore, and for polishing same after impression
directions were given for preparation, and an ingredient was de-
scribed as the finest and purest chemical white lead, previously
ground fine ; and then description how to be used. An injunction
had been obtained, ex parte; motion was to dissolve the injunc.
tion, (323.) The description in the patent must give, as far ag
it goes, a true idea of the alleged invention, though the specifi-
cation may be brought in aid to explain it. If by adding any thing
to the surface of the paper more clearness is given to the lines, it is
an improvement in copper-plate printing. (325.) It isa principle
in the patent law, that there must be the utmost good faith in the
rnecification : it must =5 deseribe tho inventivn, that o person of
ordinary skill in the trade may carry on the process. The purest
and finest chemical white lead must mean the finest and purest
white lead usually gotten in the general market for that commodity,
(327.) Unless a guard be put upon the words, that which in the
ordinary sense of the trade would be called fine and pure would
not answer ; but that it must be superlatively pure, and prepared in
a particular way, and to be gotten only in & particular place. If the
article is to be imported, it should say so. It appears thespecification
does not give that full and precise degree of information, which the
public have a right to desire.

(0) Wood . Zimmer (Holt’s N. P. 60), which was & patent for
making verdigris.”—The patentee had been accustomed to put
aquafortis clandestinely into the boiler, for the purpose of mora
quickly dissolving one of the ingredients used, copper, but the verdi-
gris produced was neither better nor cheaper than that made accord-
ing to the specification, Gibbs, C. J.—A “man who appliea for a
patent, and possesses a mode of cairying out that invention in the
most beneficial manner, must disclose the means of producing it in
equal perfection, and with as little expense and labour as it costs
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or more perfect manner (p) ‘is also -a ground of void-
ance; or if the effect can be produced by the ‘use of

cheaper materials than those mentioned in the specification,
which the patentee knew, the suppression of such know-
ledge would be a fraud upon the public, and vacate the
patent.(g) So if a certain temperature is necessary for
effecting a given object, some guide must be given to
enable a person to perform the object with certainty and
without the aid of experiment; if the particular tempera-
~ ture cannot be ascertained, or it varies, according to circum-
stances, then if the object upon which the heat works
changes its colour by the applicition, such colour or change
must be described ;(7) or even not stating at what angle
certain matters were to be placed will void the patent ;(s)

himself. If any thing, which gives an advantageous operation to the
thing invented, be concealed, the specification is void : as if verdigris
is made with more labour by the omission of aquafortis, it is a pre-
judicial concealment.

(») In a patent for trusses for ruptures, the specification omitted
to mention a thing which vas very material for tempering steel,—
rubbing it with tallow ; for the omission, Lord Mansfield held the
patent was void, (Buller’s N. P, 76.) And in Morgan ». Seaward
(supra), Alderson, B., in commenting upon this case, said, the
patentee “ought not to have put people to find out that tallow was
useful in carrying into effect the invention of steel trusdes. The
public should be told so, if it be the best mode of doing if, for the
patentee is bound bona fide to make a full and candid disclosure,—
Vide Rex ». Arkwright, in notis infra.

(¢) Turner ». Winter, infra.

() Rex ». Wheeler, supra, Thomson ¢, Forman, supra. S.P,

(s) Macnamara v. Hulse and Another, 1 Carrington & Marshall,
471,—Defendants cannot go beyond their pleas, be the objections
they have detailed what they may. ¢ The statute, I apprehend,
- does not make the notice of objection stand in the place of pleas.”
—Abinger, C. d. (474.) If the specification leaves it to experiment
to determine what angle is the proper angle, it is not good ; but if
any angle will be of benefit, it will do. (477.) Any other suitab.e
material, includes words not in contemplation at the time of the

H
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Statinge pre- so also the stating that the patentee prefers a certain

f : : :
knows only that Material, knowing that only will effect the purpose, would

thing will an. 1,5 fatal to the validity of the patent. (2)

swer the pur.

pose. If words are inaccurately used, but the meaning can ko
Inaccurate use arrived at by taking the whole of the specification together,
of words, such error, unless inserted with an evident intention to mis-

lead, will not affect the patent ;(z) as calling air an impon.
derable substance, or sulphur a mineral ;(v) ‘the state.
ment of an error in respect of a matter foreign to an in-
vention, which cannot mislead, will not vitiate the specifi-

Evidence as 0 cation.(w) In the absence of evidence on the part of the

intention to . .
mislead, defendant, that persons have been misled by the misstate.

ments, it is sufficient for the plaintiff to call persons who

patent. (477.) “I may now say, my opinion was against the plain-
tiff as to the angle not being stcted, and that the specification was,
in that respect, insufficient.””—Abinger, C, J. (478.)

(¢) Crompton ». Ibbotson; 1 Dawson & Lloyd, 33.~Patent for
an improved method of drying and finishing paper.~—The spe-
cification described the invention to consist in conducting paper
by means of & cloth or cloths against a heated cylinder, which
cloths may be made of any suitable material; but “Z prefer”
it to be made of a linen warp and a woollen weft. It ap-
peared in evidence, that no other medium than that the plaintiff
said he sheculd prefer was suitable as a conducting medium;
and & nonsuit was against plaintiff, because his specification
was uncertain : he should not only have stated what would do,
but have excluded that which would not do. Moetion was to set
aside the nonsuit, on the ground that the important part of the
invention did not consist in the material interposed, as the mode of
applying the paper to the cylinder.

« The patent was obtained for the discovery of a proper conducting
medium. The plaintiff, after repeated trial, found nothing would
serve but that which he said he preferred; others, being misled

- by the terms of this specification, may make experiments, which the
plaintiff knows must fail ; the public have not the entire benefit
of the invention.” Rule refused. Lord Tenterden, C. J.

(4) Derosne v. Fairlie, per Lord Abinger, C.B. Neilson v, Har-
ford, supra. ,

(v) Neilson ». Harford, Webs. Pat. Ca, 340. (w) Ibid. 353.
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say that to them the description contained in the specification

was clear.{#) Where a specification is so worded that it %ﬁﬁiﬂg -
tends to mislead, it will be void as by a misstatement. (%) 1ead.

So where a specification, in setting out the mode by which

the effect is produced, states that three articles (naming

them) are necessary ¢o be used in order to obtain the desired

result, and it is found that two of them are sufficient for

that purpose ; the statement that the three articles were neces

sary, when it is proved that two are sufficient, will be pre-

sumed to be inserted merely for the purpose of mislead-

ing.{z) So if the representation be that a certain invention is

il

(#) Cornish 2. Keene, supra.

() Walton 2. Bateman, Webs. Pat. Ca. 62.

(z) Turner o. Winter, 1 T. R. 602.—Patent for producing a
vellow colour for painting in oil or water, making white lead and
separating the mineral alkali from the common salt, all by one pro-
cess,~—The specification gave directions for carrying cut the process.
For the plaintiff it was proved that some persons had made the colour
by the specification, after trying some experiments ; for the defendant,
it was proved that the patent colour could not be made by following
the directions of the process, &ec. ; that white lead could not be made
by folowing the specification. (603.)

“I think every patent is a monopoly for the patentee, and so far
contrary to the principles of law, and would be a reason against it,
if it were not for the advantages the public are to derive from it after
the expiration of the time limited. The specification of the inven-
tion must be in the clearest and most unequivocal terms of which
the subject is capable, and if any unnecessary ambiguity be un-
necessarily introduced into the specification, or any thing which
tends to mislead the publie, the patent is void. (605.) Sal pum is the
only salt applicable for the purpose ; fossil salt, therefore, can be only
calculated to raise doubts and mislead. If a process as directed by
the specification does not effect the purpose proposed, the patent is
void.”—Ashhurst, J. “ Where the discovery is not fully made, the
Court should look with a very watchful eye to prevent imposition
upon the public. (606,) Whenever the patentee brings an action on
his patent, if the novelty or effect of the invention be questioned, he
must shew in what his invention consists, and that he produced the
effects proposed in the manner specified. Slight evidence is suffi-

H 2
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to be carried out by means of one machine, and it is proved
the invention is not effected by one, but by several ma-
chines, though of the same character, it will be fatal.(a) In
this case the matter was one of particular hardship; the
usefulness of the inventior was afterwards acknowledged by

Scekingtocover a parliamentary grant. 11 more is sought to be covered by

more than pa-
tentee is en-

tled to.

Patent for an
umprovement.

the patent than the patentee is strictly entitled to, it will be
bad, not only for the extra claim,(b) but for that also to

which he is fairly entitled.
When the patent is for an imprevement upon a machine

or other matter, the improvement only should be speci-
fied ; (c) but where a person obtained a patent for a machine,

cient, and then defendant must falsify the specification. If patentee
could makethe article with two or three of the ingredients specified,
and he inserted others which will not answer the purpose, that will
avoid the patent. Soif he makes the article with cheaper materials
than specified, though they will do equally well, the patent is void,

(607.) If a patentee by one process says he can produce these things,
and fails in any one, the consideration of his merit falls, and the

Crown has been deceived.,” (608.) Buller, d.

(2) Bloxam ». Elsee, 6 Barnewall & Cresswell, 169.—* Patentee
represented to the Crown he wasin possession of a machine for mak-
ing paper in single sheets from one to twelve feet and upwards wide,
and from one to forty-five feet and apwards in length; on which
representation the patent is grounded. The consideration for the
grant is the invention of a machine for making paper in sheets vary-
ing within the limits designated ; if any material parts be not true,
the consideration has failed and the grant is void. Length and width
are important partsof this representation. (178.) If width is not con-
sidered material, length cannot, and the representation wiil then be,
that machines are invented, by the use of several of which paper of
various lengths may be made without seam or joining, and this is
at variance with the specification, which plainly shews that whatever
was to be done, was to be done by one and the same machine. (The
patent was extended by Act of Parliament.) If the first grant was
void, the subsequent grants by the patent and the statute must fall
to the ground, as having nothing to support them.”’—Abbott, C. J.
Vide infra, Pleading. (b) Sec Disclaimer, infra, p. 114.

(c) Hill ». Thompson and Another, 3 Meriv. 622.—“ A specifi-
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and afterwards. another for an improvement thereon, the
specification of which recited the grant of the former patent,
and gave a full description of the machine in its im-
proved state, and not of the improvements only, this was
held sufficient,(d) it 1s presumed, on the ground of the

cation must not attempt to cover more than that which, being both a
matter of actual and useful discovery, is the only proper subject for
the protection of a patent; and if more is sought by the specification
than the patentee is strictly entitled to, his patent is thereby rendered
ineffectual, even to the extent to which he would otherwise be
fairly entitled, There may be a ncw combination of materials
previously in use for the same purpose, or for & new method
of applying such materials; but in order to its being effectual,
the specification must clearly express that it is in respect of such
new combination or application, and of that only. If there
be a patent both for a machine, and for an improvement in the
use of it, and it cannot be supported for the machine, though
it might for the improvement, it is good for nothing altogether, on
account of its attempting to cover too much. (629.) The utility of
the discovery and the intelligibility of the description are all matters
of fact for a jury ; bul whether the specification i1s defective in
attempting to cover too much is a matter of law.”—Eldon, L.C.
(630.)

(d) Harmer ». Plane and Another, 11 East, 101.—A, having
obtained a patent for manufacturing a certain machine, of which he
duly enrolled the specification, and afterwards obtained another
patent for certain improvements in the same machine, in which the
grant of the former patent was recited, and the latter patent con-
tained a condition that it should be void if the patentee did not
within one month enrol a specification, particularly deseribing and
ascertaining the nature of the said invention, and in what manner
the same is to be performed ; it was admitted that the improvements
for which the second patent was granted are included in the general
description of the improved machine and set forth in the specifi-
cation, and that it contains a full and proper description of the whole
machine in its improved state, but it does not point out or describe
In any manner the improvements upon the former machine; the
drawing on the second specification is not & drawing of the improve-
ments only, but of the whole machine, and no indication is made hy
a mark or other means. (106.) “It may not he necessary, in stating
a specification of a patent for an improvement, to state precisely
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citation of the prior grant in the subsequent specification,
The ease afterwards came under the consideration of Lord

Eldon in the Court of Chancery, where his lordship ex-

pressed a doubt as to the goodness of the specification. (e)
Rule oflawre.  The direct rule of law is, that where a patent is taken

specting im- . . e . .
be for the improvements, and not for the machine or

thing in its perfected state;(f) as where a patentee claimed
generally the admixture of cotton and silk as an inven.
tion, and not any particular mode of effecting 1t, such claim

was held to vacate the patent ;{g) so where the claim was
for a stove, and the invention consisted only of an improve-

ment by the addition of a pipe to an old stave.(A)

all the former known parts of a machine, and then apply them to
those improvements, but it may be sufficient to refer generally ; as in
the instance of a common watch, it may be sufficient to say, take a
common watch, and add or alter such parts, describing them,”’~
Ellenborough, C.J. (107.) Held, the proviso or condition in the
last letters patent hias been performed by the enrolinent as set forth
in the case,

(¢) Harmer ». Plane, supra.—An argument was held, that where
there is a prior patent, and the later specificstion (for im-
provements) ipcorporates the former by reference or repetition,
as part of its own description, and proceeds to shew what
are the improvements, that would be a good specification. His
lordship said, he doubted whether the improvements must not
appear in the specification as improvements, and whether they
must not be so exhibited as to shew that it is for improvements for
which the patent is granted, or it would have a tendency to mislead.
(135.} A patent for a machine, with & due specification, having been
granted, and a subsequent patent for improvements, his lordship
said, * he felt a very considerable doubt whether it is good or compe-
tent in law to represent in the spccification that the latter patent
was granted not for an improvement, but for the machine carrying
forward that idea, and describing the invention as one entire machine,
not as improvements contradistinguished from the other machine,”
(136.) Lord Eldon, Ch.

() Hill ». Thompson, supra. (¢) Rex v, Elsee, suprs.

(%) Williams », Brodie, Webs, Pat. Ca. 75, in notis,
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The case of the King against Arkwright () did more to--
wards the settlement of the law of patents as regards the

({) Davies, Pat. Ca. 61. Webs. Pa. Ca. 66 S. C.

The King o, Arkwright, Davies, Ca, 61.—This was a case
instituted by the attorney-general by sci. fa. to repeal a patent.
The proceeding originated in the petty bag in Chancery, and
was sent to the King’s Bench to be tried. Allegations on writ
were: 1. Grant was prejudiced ; 2. Invention was not new in Eng-
land ; 3. That it was not invented by Arkwright; 4. That it was
not enrolled in the High Court of Chancery, and sufficiently de--
scribed. “ A man, to entitle bimself o the benefit of & patent for a
monopoly, must discl ,ee his secret, and specify his invention in such
s way that others may be taught by it to do the thing for which
the patent is granted, and what the art is, and it must put the
public in possession of the secret in as ample and beneficial a way as
patentee himself uses it ; for the patent is the reward which is held
out for a discovery, and unless it be true and fair, the patent is
void. If the specification in any part be false or defective,. the
patent is against law, and cannot be supported. If it he such as
mechanical men of common understanding can comprehend to
make such a machine, it is sufficient. It must be such that mecha-
nics may be able to make a machine by following the directions of
the specification without new inventions or additions of their own.
(106.) The proof was, the old feeder was made by a person named,
but he (witness) could not make a new feeder from the specification.
The rollers were made the same as these, but of different kinds of
materials. If amaterial alteration was made, it should be specified
in the patent; but it is silent as to the material or the form,—so
also of the motion (107)—so also of difference of size, It was
proved by various witnesses that a machine could not be made from
the specification. (107 et seq.) If things of no use are thrown ints
the specification merely to puzzle, I have no diffculty in saying, upon
that ground alone the patent is void, for it is not that fair and full
discovery which the public has a right to demand. (118.) If four
things only are necessary instead of ten, the specification does not
contain a good account of the invention, (125.) Is this specification
such, as with the plan, a machine may be made from it, taking the old
machine into its assistance, which, by the bye, the specification has
not taken notice of as known? If you think it is not sufficiently
described, that alone puts a complste end to his cause. As to the
otlier points, there are two: first, is it a new invention? and next,
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specification: than perhaps any. other case upon record. It
was instituted. by the attorney-general to repeal letters
patent, which it was proved, on the hearing of the case, the
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was it made by the defendant? (128.) In the case of an invention,
many parts of a machine may have been known before, yet, if there
be any, thing material and new, which is an improvement of the
trade, it will be sufficient to support the patent; but whether it must
be for the new addition only, or for the whole machine; would be.
another question, 1. The beater or breaker of seeds, &c., is a wheel
with teeth, which is admitted is not new, being described in Emer-
son’s book. (128.) 2, An iron frame with teeth working against 4
lower frame with teeth, which is proved not to be used at all, ¢If
it had nothing to do with the machine, it is difficult to say how,
with a good invention, it ever caie info the specification or plan.
(130.) 3. Is the feeder proved not to be new? (131.) 4. Is a
crank not new? (184.) 5. The filleted cylinder not new without
the stripe, whether it makes any material alteration. Some say it
does as well witkout as with the stripe ; if you suppose stripes were
never used before, it is not such an invention as will support a
patent, (137.) 6. Rollers not new. (138.) 7. The can. Witness says
the only difference between the spinning and roving machine is
that the Iatter has a can ; if so, it brings the case to a short point
indeed ; for if nothing else be new, the question is whether it be
material or useful (138), and evidence proved, if new, it is useless,
Nos. 8 and 9 are admitted to be entirely out of the case, and may be
used, says defendant’s counsel, instead of No.7. The question
in issue is, the specification does not import that No.8 or 9 was
necessary to be used, and because No. 10 is to be fixed to No. 6, to
work Nos..7, 8, or 9. Now the words of the specification are
these : * No. 8 isa machine for twisting the contents of No, 6, in
which is a frame of iron, dd; B, a roller, upon which a bobbin
is fixed ; this is turned the same as No. 7—that is, by a dead pulley
or wheel fixed to a wooden frame at ¢g; No.9 1s a spindle and
flyer fixed to No. 6 ; @ is & pulley under the bobbin, which hath a
communication by a band to No. 10 at dd, it being a conical or
regulating wheel, which moves the bobbin quicker or slower as
required” This is the account given of those two, viz. that
nothing imports to be used with No. 7, but, on the contrary, that
was to be used instead of them—therefore, you may take any one
of these things and it will do.” Verdict for the Crown. (139.)
Buller, J.
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patentee had most improperly obtained. The. patent was
proved to be void on many greunds it is cited at greater
length than usual on account of its great practical import-
ance; it proves that any material alteration made in any
existing apparatus or machine should be stated in the spe-
cification, with reference to the materials to be employed,
the form of the various introductions—the particular speed
of certain parts, or their relative dimensions, and that men-
tion of more parts than are needed to effect the purposes of
the patent, or prior publication in a book, or by user,

would void a patent.
A thing mentioned in the specification, but not stated to

be essential and not the subject of a particular claim, unless

inserted for the manifest purpose of misleading, will not be
sufficient to avoid a patent.(j) The claim must not be too The claim must

large ; asif the claim be for effecting several things, and it ot betoo large.
is found useless for one of them, such failure would be
fatal, for the usefulness of the whole was the consideration
for the grant, which isentire and cannot be severed. (k) So

(7) Lewis ». Marling.—*There is no case deciding that a patent
for several things, one of which was supposed to be useful, but was
found not so, is therefore void ; though it has been decided, if a
patent be granted for three things, and one is no’ new, it fails in
toto. The restriction by statute is to the new and first inventor of
manufactures, which others, at the time of granting the patert,
shall not use. The condition imposed by the statute has been com-
plied with when it has been proved to be new.”—Parke, J.

(£) Felton v, Greaves and Another, 3 Carrington & Payne, 611.—
Datent for a machine for giving a fine edge to knives, razors, scissors,
and other cutting instruments, The specification described a ma-
chine for sharping, &c., by passing their edges backwards and for-
wards in an angle formed by the intersection of two circular files
it also stated that other materials besides steel might also be em-
ployed, according to the delicacy of the edge required. The machine
proved well adapted for sharpening knives, but not for scissors ; for
them, one of the rollers should be quite smooth,

“ The specification describes hoth rollersas files. I cannot find that
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Description of If & specification describes certain means of effecting an

old modes to ef-
fect a patent,
and non-claim
of a new inven-
tion.

object, which means are old ; if the specification mentions a
mode which, if claimed, might Lhave been the subject of a
patent, still, not being claimed, it will not be considered as
part of the invention ; and if the specification is held to be
void on the ground of the want of novelty, it will not be-

L
the scissors sharpener is described as having the rollers different ;

the specification is insufficient.,”~—Tenterden, C.J. (et vide Title,
supra).

Brunton ». Hawkes, supra.—“A patent cannot extend beyond
the consideration of a patent, and for a new invention in one
article the grant could not be for that and another. The patent
is granted on recital of improvements in three articles, and that
they are new.”

Morgan o, Seaward, supra.—“ If certain inventions are sug-
gested to be improvements, and one is not so, we think the patent
would be void, on the ground of fraud upon the Crown, without
entering into the question whether the utility of each and every part
of the invention is essential to a patent, where such utility is not
suggested in the patent itself as the ground of the grant. In the
case of Lewis 0. Marling, that the patent was void for false neglect,
was not pressed upon the Court; the decision was, that want of
utility of part did not vitiate a patent.” |

Bickford v. Skewes, supra.~— Some knowledge of the pyrotech-
nic art is necessary in the person who is required to read the
speci‘ication for the purpose of making the insertions. The speci-
fication is addressed not to persons entirely ignorant of the subject
introduced, but to artists of competent skill in that branch of manu-
facture to which it relates, and such persons would be at no loss to
select the proper combustible material,”—Lord Denman, C. d.

Arkwright v, Nightegate, Dav. Pat, Ca.—The clearness of a
patent must be according to the subject-matter of it. It is addressed
to persons in the profession having competent skill in the subject,
not to men of ignorance; and if it be understood by those whose
business leads them to be conversible with such matters, it is intel-
ligible.”—Lord Loughborough, C.B. Huddart ». Grimshaw (supra),
per Lord Ellenborough. Rex 2. Arkwright (infra), Buller, J.
Morgan v, Seward (supra), Parke, B. Neilson v, Harford (supra).
Derosne v, Fairlie (supra), S. P.
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made valid by the invention, without claim of that which

would otherwise have supported the patent. (!)

It has been before said, that the specification is not to be Omitting to
mention in the

read by persons unskilled in the particular art ; therefore, if specification a

a specification does not mention a particular thing which a ﬁzﬁrs‘?ﬁh&e

workman skilled in the particular manufacture would know knowledge of
any workman,

to be necessary, such an omission will not void the patent ;(m) effect.

(1) Sanders and Aston,supra. Bramah v. Hardcastle, Webs. Pat.
Ca. 76, in notis, 8. P.

(m) Crossley . Beverley, 2 Car. & P. 513.~—~Patent for making an
improved gas apparatus. Specification described as follows :(— My
improved gas apparatus is for the purpose of extracting inflammable
gas by heat from pit-coal tar, or any other substance from which
gas or gases capable of being employed for illumination can be ex-
tracted by heat, for purifying,” &c, &c., and described the machines
necessary. “Other substances,” coupled with pit-coal tar, mean
ejusdem generts—Tenterden, C.J. (51%.) It was proved, gas, by the
apparatus, could not be made from oil, and that the specification did
not include a condenser, “A workman who could make the appa-
ratus, would know that he must put that in”> fhe inventor was
called, who stated, he invented some of the meciianical parts of the
apparatus at a time subsequent to taking out the patent, but that he
had the general idea of the apparatus in his mind. The jury stopped
the summing-up, and gave verdict for the plaintiff, on motion for a
new trial on the ground that the apparatus described in the speci-
fication was invented at a time subsequent to taking out the patent.
“ The person’s mind was directed to the invention, and in the inter-
val between the taking out of the patent and the enrolment of the
specification, he perfects it in some mechanical parts—will it make
his patent void? Why is any time allowed to an inventor to pre-
pare his specification, unless to allow him to mature the mechanical
parts of his invention {”—Tenterden, C.J. (517.)

“It is the duty of an inventor, not only to state what he knew at
the time of the patent, but the public have a right to be put in pos-
session of all that he knows at the time of the specification.”’—
Bayley, d.

“The public ought to have advantage of improvemenis up to the
time of specification,”~Littledale, J. Parke, J.concurred. (517.)
Rule refused,

In a report of the same case (Moody ». Malken), Lord Tenterden is
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but if it contains any untrue statement, though the jury
find that a competent workman would not be misled by the
error, the patent would nevertheless be void. (%)
Stﬂﬂﬂg any fit  Patentees, in their anxiety to prevent an infringement of-
and proper ma- . . . . .
terial may be their patent, by not claiming a sufficiency to protect it, are
usedisbad.  ant to run into the opposite extreme, and which is as fatal
| an error; for by too large a claim, as before stated, though
in a different sense, the patent would be rendered nuga-
tory.(0) A mode of specification which is a very general
favourite with inventors, and one which on casual observa-
tion does not appear to be fraught with danger, but when
examined by what has here been before stated, will be
found to be contrary to all the principles upon which
patents are granted; for it evidently tends, if mnot to
mislead, at least to experimentalize. The mode in ques-
tion is, where, after the inventor has stated those matters
which he knows will ‘be ecffectual for the purpose
of carrying out his invention, he winds up his claim by

saying that any other fit and proper materials may be

T

reported to have said, that “oil was not then generally considered
such a substance (as that from which gas is to be extracted), and
the fact that some experiments were going on at the time with respect
to its being so will make no difference; the patentee cannot be
required to foresee the success of those speculations, if they have suc-
ceeded, but I must consider him, as a practical man, to have spoken
of those things w Iuch practical men then treated as usable for the
purpose.”

(n) Neilson ». Harford, 8 M. & W. 806.—~If a specification con-
tain an untrue statement in a material circumstance, of such a
nature, that if literally acted upon by a competent workman it
would mislead him and cause the experiment to fail, the specification
i8 bad and the patent invalid, although a jury, on the trial of an
action for an infringement of the patent, find that a competent work-
man acquainted with the subject would not be misled by the error,
but would correct it in practice.

(o) Vide Disclaimer, infra.
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