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the passages on which they were to decide the sufliciency of
the specification, was also for the jury, who were to say whether
the words were or were not sufficient for carrying into practical
effect the invention or discovery, which the patentee supposed
he had made. It was further argued, that the meaning of the
words depended upon evidence ; whereas, if the court were to
pass upon the meaning of the paper, they must act upon the
written paper alone, without evidence. But the court laid down
the doctrine that in all cases the meaning of the specification is
for the court ; and, although the question which goes to the jury
18 whether the directions in the specification are sufficient or
not, 1t 1s necessary for the court to declare what the specifica-
tion has said. This must be done, either by taking into view
at the time the evidence which bears upon the meamng, where
it is not controverted, or by leaving to the jury, as matters of
fact, to pass upon that evidence, in order to ascertain the mean-
ing of scientific words, or the surrounding circumstances on
which the construction depends. In the one case, the construc-
tion is given absolutely ; in the other, it i1s given conditionally,
because dependent upon facts to be found by the jury.!

L

! Neilson ». Harford, Webs. Pat. Cas. 295, 349. Sir W. Follett argued
as follows : ¢ I submit to your lordships that the whole question upon the
validity of the specification, that is, on the meaning of the specification, and
whether it can or cannot be carried into effect, is a question for the jury and
not for the court, and that the jury are to put their construction upon the
meaning of the words, and that the jury are to say whether the words are
or not sufficient, and that it is for them to say, whether the specification does
sufficiently show the mode of carrying the invention and discovery which the
patentee supposed he had made, into practical effect. [Lord Abinger, C. B. :
Why is the specification, which is a written instrument, more particularly to
be considered by a jury, than any other instrument? The meaning of sci-
entific words must be matter of evidence.] [Alderson B.: The construction
of it is surely for the court.] * I do not know quite the extent to which it is
supposed the'authorities have gone in stating that certain papers are for the
court. - In many cases, undoubledly, written papers are for the court, but I
apprebend that is by no means a general doctrine of law ; but that written
papers, which involve a' quesuon of fact like this, whether or not the party

has'sufficiently described the invention; that that written paper is for the jury .
38
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& 401. The question whether the invention disclosed by the
specification is a proper subject for a patent, is a question of

and not for the court, because it is for the jury to say, as a matter of fact,
whether there be or not a sufficient description in that instrument to enable
parties to carry it into effect. That I apprehend to be a question entirely
for the jury. Certainly, the whole of this is a question of evidence, and a
question of fact. It is a question of fact as relates to the paper; itisa
question of fact as regards the evidence at the trial; it is not a question of
law at all; and I do not know any rule which is to say that the court is to
construe that specification, and to take it from the jury, because, supposing
the fact to be that evidence was given at the trial on scientific matters, which
évidence would aid the meaning or the construing of the instrument, your
lordships can have no judicial notice of that at all. If it be a written paper
for your lordships to decide upon, it must be without evidence. It is not
that your lordships can come to a conclusion upen the meaning of the paper
by looking at the evidence at the trial, but if it comes within the rule, that
is a written paper which the court is to act upon, then it must act upon the
written alone. I think I can show your lordships that in every single case
in which any question has arisen, it has been submitted to the jury, not
decided by the court. [Lord Abinger, C. B.: Not consistently with my
recollections ; I have always thought that the meaning of the specification
was to be determined by the court. That meaning may be varied by the
evidence of particular words. A man must gather as he goes along in order
to construe the written instrument. It is quite new to me that it is not to
be considered by the court.] [Alderson B.: Surely the court is to tell the
jury what the specification has said. If the specification contains words of
art, the court is to say — If you believe these words of art to mean so and
80, the specification has said so and so; leaving the question of words of art
t0 the jury. DBut if there arg no words of art, what the specification has
said is to be construed by the court. Then it is to be left to the jury, whether
the specification having so said, it is or not a sufficient description of the
invention according to their judgment.] I do not mean the validity of the
specification as tn questions in which you may direct nonsuits in point of
law arising out of objections of a different kind, but that this question,
whether or not the specification sufficiently describes the mode of carrying
the invention into effect, that every thing relating to that is for the jury, and
not for the court —the meaning of the passages in the specification, and
every thing. I should submit to your lordships that the whole of it was for

he jury, and not for the court. [Alderson, B.: That there are some things
n the specification which are questions of fact is true, and there .are some
things in the specification which are questions of law ; the.construction is to

e given by the court, but the intelligibility of it is for .the jury.] That is
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law, on which the court will instruct-the jury. It may involve
the finding of a variety of facts; but when the facts are all
ascertained, it 1s purely a question of law, whether the inven-
tion or discovery is a patentable subject. This 1s a distinct and
very different question from that of the novelty of the inven-
tion. The thing claimed as the subject of a patent may be
entirely new, and yet it may not fall within that class of discov-
eries or inventions recognized by the patent law as the subjects
of patents, and as such comprehended within the description of
the -statute. Thus, the subject-matter may turn out to be the
application of an old or well-known thing, to a new purpose,
constituting a new use only so far as the occasion is concerned ;
which the law decides is not the subject of a patent.! Or, on
the other hand, the claim may be for the use of a known thing
in 2 known manner, to produce effects already known, but pro-
ducing those effects so as to be more economically or benefi-
cally enjoyed by the public; which the law decides is a
patentable subject.? 1In these and other cases, where the ques-
tion arises, upon all the facts attending and surrounding the
alleged invention, whether it is a patentable subject, it is for the
court to settle that question. Of course, the novelty of the
invention is a pre-requisite to the validity of the patent, and
this is a question of fact ; but the alleged invention being ascer-
tained to be new, it is still to he determined whether it is that
species of invention to which the law gives the protection of a
patent.

all I am contending. [Lord Abinger, C. B. ; The intelligibility means with
reference to words of science, or matters in it which persons may explain so
as to satisfy the jury. You are discussing an abstract principle where it is
not necessary ; if you take an abstract principle, I must say the meaning of
the specification is a matter of law, and that the judge must be informed, by
evidence, of the facts, and then he must leave those facts to the jury, for
them to find whether they be true or not.] See also Ante, note.

! Losh v. Hague, Webs. Pat. Cas. 202, 207; Howe v. Abbott, 2
Story’s R. -

* Crane v. Price, Webs, Pat. Cas. 408, 409,
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$ 402. The question of infringement is, as has already been
stated, a question whether the invention of the defendant is sub-
stantially the same thing as that of the plaintiff. The identity
of two things is a matter of fact, depending upon evidence;
and although it is to be determined under the guidance of those
principles which determine what constitutes idéntity and diver-
sity in the sense of the patent law, yet it is for the jury to deter-
mine, as matter of fact, under proper instructions, whether the
two things are the same or different.’

! Boulton ». Bull, 2 H. Bl 4 ; Whittemore v. Cutter, ! Gallis. 478; Pen-
nock v. Dialogue, 4 Wash, §38; Lowell v. Lewis, 1 Mason, 191 ; Phillips
on Pateats, 131.



CHAPTER VI.

JUORISDICTION OF CONGRESS AND THE FEDERAL COURTS.

$ 403. TuE Constitution of the United States confers upon
Congress power “to promote the progress of science and useful
arts by securing for limited times to authors and inventors the
exclusive right to their respective writings and discoveries.”
This power is general ; there is no distinction which limits it
to cases where the Invention has not been known or used by
the public. Accordingly, it is well settled, that Congress may
pass general or ,special laws, in favor of inventors; and they
may leave a particular inventor to the protection afforded by a
general law, or they may specially exempt his case from the
operation of a general law, by extending his exclusive right
beyond the term fixed by such general law. This may be done
after the invention has been in the possession of the public, as
well as before; for when the exclusive privilege has once been
secured, the grant does not imply an irrevocable contract with
the public, that, at the expiration of the period, the invention
shall become public property.! |

' \

~ $404. Congress, therefore, has power to pass an act which
will operate retrospectively to give a patent for an invention which
s already in public use; but no act, it has been said, ought
to be construed to operate retrospectively, unless such a con-
struction is unavoidable.?

- 1 Evans v. Eaton, 3 Wheaton, 545 ; S. C. Peters Circ. C. R. 322 ; Evans

v. Hettich, .7 ‘Wheat. 453 ;- Blanchard v. Sprague, 2 Story’s R. 164; S, C.

3 Sumner, 535 ; Woodworth v. Hall, 1 Woodb. & M. 248. |
* Blanchard v. Sprague,. ut supra. Letters-patent were granted to the

38 *
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$ 405. The Act of Congress, of July 4, 1836, § 17, declares,
““that all actions, suits, controversies, and cases arising under

.

plaintiffiy Thomas Blanchard, on the 6th of September, 1819 ; and being
deemed inoperative, by reason of defects in the specification, new letters.
patent were granted on the 20th of January, 1820, for the space of fourteen
years. Afterward, by Act of Congress, passed the 30th of June, 1834, the
sole right was granted to the plaintiff, to make, use, and vend his invention
for the term of fourteen years, from the 12th of January, 1834, This act
not being thought to describe with sufficient accuracy the letters-patent, to
which 1t was intended to refer, an additional act was passed on the 6th of
February, 1839, renewing the act of the 30th of June, 1834, and correcting
the date of the 12th of January, 1834, to the 20th of January, 1834. This
iast act was as follows: * An Act to amend and carry into effect the intention
of an Act entitled An Act to renew the Patent of Thomas Blanchard, approved
June 30th, 1834. Sec. 1. Be it enacted, &c., That the rights secured to
Thomas Blanchard, a citizen of the United States, by letters-patent granted
on the sixith of September, eighteen hundred and nineteen, and afterwards
on a corrected sfneciﬁcation on the twentieth day of January, Anno Domini
eighteen hundred and twenty, be granted to the said Blanchard, his heirs and
assigns, for the further term of fourteen years from the 20th of January,
eighteen hundred and thirty-four, said invention so secured being described
In said last-mentioned letters as an engine for turning or cutting irregular
forms out of wood, iron, brass, or other material which can be cut by ordi-
nary tools, Provided, that all rights and privileges heretofore sold or
granted by said patentee to make, construect, use, or vend the said invention,
and not forfeited by the purchasers or grantees, shall enure to and be enjoyed
by such purchasers or grantees respectively, as fully and upon the same
conditions during the period hereby granted as for the term that did exist
when such sale or grant was made, Sec. 2. And be it further enacted, that
any person who had bond fide erected or constructed any manufacture or
machine for the purpose of putting said invention into. use, in any of its
modifications, or wes so erecting or construeting any manufacture or machine
for the purpose aforesaid, between the period of the expiration of the patent
heretofore granted on the thirtieth day of June, one thousand eight hundred
and thirty-four, shall have and enjoy the right of using said invention in any
such manufacture or machine erected or erecting as aforesaid, in all respects
as though this act had not passed. = Provided, that no person shall be entitled
to the right and privilege by this section granted, who has infringed the
patent right and privilege heretofore granted, by actually using. or vending
said machine before the -expiration of said patent, without grant or license
from said patentee or his assignees, to use or vend the same.*’
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any law of the United States, grariting or confirming to inven-
tors the exclusive right to their inventions or discoveries, shall
be originally cognizable, as well in equity as at law, by the Cir-
cuit courts of the United States, or any district court having

A s B e T —

]
it

Upon this Act, Mr. Justice Story said, ‘Then it is suggested, that the
grant of the patent by the Act of Congress of 1839, ch. 14, is not constitu-
tional ; for it operates retrospectively to give a patent for an invention,
which, though made by the patentee, was in public use and enjoyed by the
community at the time of the passage of the act. Buat this objection 1s
fairly put at rest by the decision of the supreme court in the case of the
Patent of Oliver Evans. Evans v. Eaton, 3 Wheat. 454. For myself 1
never have entertained any doubt of the constitutional authority of Congress
to make such a grant. The power is general to grant to inventors ; and it
rests in the sound discretion of Congress to say, when and for what length
of time and under what circumstances the patent for an invention snall be
granted. There is no restriction which limits the power of Congress to
cases, where the invention has not been known or used by the public. All
that is required is, that the patentee should be the inventor. The only
remaining objection is, that the act is unconstitutional, because it makes the
use of a machine constructed and used before the time of the passage of the -
Act of 1834, ch. 213, and the grant of the patent under the act of 1839,
ch. 14, unlawful, although it has been formerly decided, that under the Act
of 1834, the plaintiff had no valid patent; and so the defendant, if he con-
structed and used the machine during that period, did lIawful acts, and cannot
now be retrospectively made a wrong-doer. If this were the true result of
the language of the Act, it might require a good deal of consideration. But
I do not understand, that the act gives the patentee any damages for the con-
struction or use of the machine, except after the grant of patent under the
Act of 1839, ch. 14. If the language of the act were ambiguous the court
would give it this construction, so that it might not be deemed to create rights
retrospectively, or to make men liable for damages for acts Jawful at the time
when they were done. The Act of Congress passed in general terms ought
to be so construed, if it may, as to be deemed a just exercise of constitutional
authority ; and not only so, but it ought to be construed, not to operate retro-
spectively or ex post facto, unless that construction is unavoidable ; for even,
if a retrospective act is or may be constitutional, I think I may say, that,
~ according to the theory of our. _]urmprudence, such an interpretation is never
~ adopted without absolute:’ necesslty, and courts of justice always lean to a
more benign construciion. But in the present case there is no claim for
any-damages but such’ as have accrued to the patentee from a use of his

machine since the grant of the patent under the Act of 1839, ch. 14.
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the powers and jurisdiction of a circuit court, which courts
shall have power, upon bill in equity filed by any party aggrieved,
in any such case, to grant injunctions, according to the course
and principles of courts of equity, to prevent the violation of
the rights of any inventor as secured to him by any law of the
United States, on such terms and conditions as said courts may
deem reasonable : Provided, however, that, from all judgments
and decrees, from any such court rendered in the premises, a
writ of error or appeal, as the case may require, shall lie to the
Supreme Court of the United States, in the same manner and
under the same circumstances as is now provided by law In
other judgments and decrees of circuit courts, and in all other
cases in which the court shall deem it reasonable to allow the

same.”’ 1

$ 406. The jurisdiction of the circuit courts of the United
~ States embraces, therefore, all cases, both at Jaw and in equity,
" arising under the patent laws, without regard to the citizenship
" of the parties or the amount in controversy; and it seems to be
the better opinion, that this jurisdiction is exclusive, and that
the state courts cannot entertain a suit for the infringement of
a patent, or to declare a patent void.”

$ 407. When a‘case is sent to the Supreme Court of the
United States, under the discretion conferred upon the court
below by the seventeenth section of the Act of 1836, the whole
case 1s to go up. The word ¢ reasonable” in the statute
applies to the “cases” rather than to the points of the

cases.?

T P el - ' il T TR T - il —.

! See also the Act, Feb. 15, 1819, c. xix.

2 3 Kent’s Com. 368; Story’s Com. on the Constitution. The course
of legislation on the subject of patents may be seen in the Appendix of this
work. -

* Hogg v. Emerson, 6 Howard, 439, 478.

The court there said, ¢‘It may be very proper for the court below to
examine those points separately and with care, and if most of them present
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questions of common law only, and not of the construction of the patent
acts, and others present questions under those acts, which seem very clearly
sottled or trifling in their character, not to grant the writ of error at all. It
might, then, well be regarded as not ‘reasonable’ for such questions, in a
controversy too small in amount to make the writ a matter of right to per-
sons, if standing on an equal footing with other suitors. But, we think,
from the particular words used rather than otherwise, that the act intend&d,
if the court allowed the writ as ‘reasonable’ at all, it must be for the
whole case, or, in other words, must bring up the whole for consideratton.’’
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APPENDIX.

LAWS OF THE UNITED STATES RELATING TO PATENTS
AND THE PATENT OFFICE.

CONSTITUTION OF THE UNITED STATES.
ARTICLE 1st, SecTION 8th.

“The Congress shall have power, &c., to promote the
 progress of science and useful arts, by securing for lim-
“ited times to Authors and Inventers the exclusive right
‘“to their respective writings and discoveries.”  Also,
“ to make all laws which shall be necessary and proper
' for carrying into execution the foregoing powers.”

CHAP. VII.— Ax Acr to promote the progress of useful arts.

Secrion 1. Be it enacted by the Senate aud House of uqi”&l‘eg‘;cgﬂ'

Representatives of the United States of America in Con- eries, how ap-

gress assembled, That upon the petition of any person or P”el?leg’-n and

persons to the Sccretary of State, the Sccretary for the de-  Repealed by

. : 0
partment of war, and the Attorney General of the United 'F'i‘:b?,.‘;‘ff,,;’;f

v ? 3 . ll-
. States, setting forth, that he, she, or they, hath or have in- chfi[f,e Secre-

vented or discovered any uscful art, manufacture, engine, tary of State,

machine, or device, or any improvement therein not before Li;e ‘3‘:,’.:“3;5

known or used, and praying that a patent may be granted g:n,]AgI?TSEY
therefor, it shall and may be lawful,to and for the said 1o of them

Secretary of State, the Sccretary for the department of (iil:ae:rl:e{h:hit:ll!

war, and the Attorney General, or any two of them, if vention, L,

they shall deem the invention or discovery sufficiently ;ﬁ:,:“z" e

useful and important, to cause letters patent to be made caure letters
. . patent to be

out in the name of the United States, to bear teste by jssued.

the President of the United States, reciting the allega-

tioffs and suggestions of the said petition, and describing

39
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the said invention or discovery, clearly, truly, and fully,
and thereupon granting to such petitioner or petitioners,
0?3‘;}&'{‘:&‘}‘:& his, her or their heirs, administrators or assigns for any
term not exceeding fourteen years, the sole and exclu-
sive right and liberty of making, constructing, using,
and vending to others to be used, the said invention or
discovery ; which letters-patent shall be delivered to the
Attorney General of the United States to be examined,
who shall, within fifteen days next after the delivery to
him, if he shall find the same conformable to this act,
Attor'y Gen- certify it to be so at the foot thereof, and present the
eral to certify 1 tters patent so certified to the President, who shali cause
ty of the pa- the gegl of the United States to be thereto affixed, and
tent with this X
act. the same shall be good and available to the grantee or
grantees. by force of this act, to all and every intent and
purpose herein contained, and shall be recorded in a book
to be kept for that purpose in the office of the Secretary
Patentstobe of State, and delivered to the patentee or his agent, and
recorded.  the delivery thereof shall be entered on the record and
endorsed on the patent by the said Secretary at the time of
granting the same.
_Specification  Sgc. 2. And be it further enacted, That the grantee or
ﬁilh ;ﬂ:}fﬁ; grantees of each patent shall, at the time of granting
:‘;‘fﬂfe’l‘gggg the same, deliver.to the Secretary of State a specification
and filed inin writing, containing a description, accompanied with
the g;"f;;:,a;’j drafts or models, and explanations and models (if the
of State,  pature of* the invention or discovery will admit of a
model) of the thing or things, by him or them invented
or discovered, and described as aforesaid, in the said
patents ; which specification shall be so particular, and
said fnodels so exact, as not only to distinguish the inven-
tion or discovery from other things before known and
used, but also to enable a workman or other person skilled
in the art or manufacture, whereof it is a branch, or
wherewith it may ‘be nearest connected, to make, con-
struct, or use the same, to the end that the public may
have the full benefit thereof, after the expiration of the
patent term ; ‘which 'specification shall be filed in the
Certified co- office of the .said Secretary, and certified copies thereof,
pies, in what - . .
cases to.be cv- shall be competent evidence in all -courts .and before all
idence. jurisdictions, where -any matter or thing, touching or con-
cerning -such patent, right,-or privilege; shall- come in
question, - - L N S
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SEC. 3. And be it further enacted, That upon the appli- Copies of spe-
cation of any person to the Secretary of State, for a copy &heation Iﬁg‘;
of any such specification, and for permission to have simi- be taken.
lar model or models made, it shall be the duty of the
Secretary to give such copy, and to permit the person so
applying for a similar model or models, to take, or make,
or cause the same to be taken or made, at the expense of
such applicant.

Sec. 4. And be it further enacted, That if any person Penalty for

. j making, &c.,
or persons shall devise, make, construct, use, employ,any art, &e.,
or vend within these United States, any art, manufacture, ﬁ;‘;en‘f h“:hhaz
engine, machine, or device, or any invention or improve- been granted.
ment upon, or in any art, manufacture, engine, machine,
or device, the sole and exclusive right of which shall be
so as aforesaid granted by patent to any person or per-
sons, by virtue and 1n pursuance of this act, without the
consent of the paientee or patentees, their executors, ad-
ministrators or assigns, first had and obtained in writing,
every person so offending, shall forfeit and pay to the
said, patentee or patentees, his, her, or their executors, Darnawes to
administrators or assigns, such damages as shall be as- he psﬁ:ssed
sessed by a jury, and moreover shall forfeit to the person bY 2 Jury-
aggrieved the thing or things so devised, made, con-
structed, used, employed, or vended, cortrary to the true
intent of this act, which may be recovercd in an action
on the case founded on this act.

SEC. 5. And be it further enacted, That npon oath or
affirmation made before the judge of tiie district court,
where the defendant resides, that any patent which shall

. . _ . ) atents sur-
be issued in pursuance of this act, was obtained surrepti- reptitiously
tiously by, or upon false suggestion, and motion méde to °Ptained
the said court, within one year after issuing the said
patent, but not afterwards, it shall and may be lawful to
and for the judge of the said district court, if the matter
alleged shall appear to him to be sufficient, to grant a rule
that the patentee or patentees, his, her, or their executors,
administrators or assigns, show cause why process should
not issue against him, her, or them, to repeal such pa- How to be
tents ;- and if sufficient cause shall not be shown to the repealed.
contrary, the rule shall be made absolute, and thereupon
the. said -judge shall order- process to be issued as afore-
saig, against such patentee or patentees, his, her, or their

executors, administrators, or assigns. And in case no
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sufficient cause shall be shown to the contrary, or if it
shall appear that the patentee was not the first and true
Inventor or discoverer, judgment shall be rendered by
such court for the repeal of such patent or patents ; and
if the party at whose complaint the process issued, shall
have judgment given against him, he shall pay all such
costs as the defendant shall be put to in defending the
suit, to be taxed by the court, and recovered in such
manner as costs expended by defendants, shall be recov-
ered in due course of law.

fm!n pz;taif:;s' Sec. 6. And be it further enacted, That in all actions

patents 1o be to be brought by such patentee or patentees, his, her, or

decmed primi ¢ 6ir execntors, administrators or assigns, for any penalty

facie evidence | ) ) _ ‘
of the firstdis- incurred by virtue of this act, the said patents or specifi-

;’;',25{3'1 ;m}{';,‘. cations shall be primd facie evidence, that the said pa-

Eﬂyemegni::'j tentee or patentecs was or were the first and true inventor

and to what or inventors, discoverer or discoverers of the thing so

effect. specified, and that the same is truly specified ; but that
nevertheless the defendant: or defendants may plead the
general issue, and give this act, and any special matter
whereof notice in writing shall have beeu given to the
plaintiff, or his attorney, thirty days before the trial, ip
cvidence, tending to prove that the specification filed by
the plaintiff does not contain the whole of the truth con-
cerning his invention or discovery ; or that it contains
more than is necessary to produce the effect described ;
and if the concealment of part, or the addition of more
than is necessary, shall appear to have been intended to
mislead, or shall actually mislead the public, so as the
effect described cannot be produced by the means speci-
fied, then, and in such cases, the verdict and judgment
shall be for the defendant.

Patent fees.  Sgc, 7, And be it further enacted, That such patentee
as aforesaid, shall, before he receives his patent, pay the
following fees to the several officers employed in making
out and perfecting the same, to wit: For receiving and
filing the petition, fifty cents; for filing specifications,
per copy-sheet containing one hundred words, ten cents;
for making out patent, two dollars; for affixing great
seal, one dollar; for.indorsing the day of delivering the
same to the patentee, including all intermediate services,

twenty cents. *
Approved April 10, 1790.
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CHAP. IX. — A~ Acr to promote the progress of useful arts, und to
repeal the act heretofore made for that purpose.

SECTION 1. Be it enacted by the Senate and House of Actof1790,
Representatives of the United States of America in chap. 7.
Congress assembled, That when any person or persons,
being a citizen or citizens of the United States, shall .
allege that he or they have invented any new and useful
art, machine, manufacture or composition of matter, or wlﬁftﬁﬁﬁ L
any new and useful improvement on any art, machine, !y = Whom
manufacture or composition of matter, not known or used  Act of April
before the application, and shall present a petition to the ;g: l':!?l’)ge(;'le;th.
Secretary of State, signifying a desire of obtaining an
exclusive property in the same, and praying that a patent
may be granted therefor, it shall and may be lawful for
the said Secretary of State, to cause letters-patent to
be made out in the name of the United States, bear- ,,',‘,"’JQE“},‘,?;‘;E
ing teste by the President of the United States, recit- dent, and
ing the allegations and suggestions of the said petition,
and giving a short description of the said invention or
discovery, and thereupon granting to such petitioner,
or petitioners, his, her, or their heirs, administrators or
assigns, for a term not exceeding fourteen years, the
full and exclusive right and liberty of making, con-
structing, using, and vending to others to be used, the
said invention or discovery, which letters-patent shall
be delivered to the Attorney-general of the United E‘;’, lﬁi“‘m‘gﬂ
States, to be examined; who, within fifteen days after ney-general.
such delivery, if he finds the same conformable to this
act, shall certify accordingly, at the foot thereof, and
return the same to the Secretary of State, who shall pre-
sent the letters-patent thus certified, to be signed, and
shall cause the seal of the United States to be thereto
affixed : and the same shall be good and available to the
grantee or grantees, by force of this act, and shall be 1800, ch.25.
recorded 1n a book, to be kept for that purpose, in the
office of the Secretary of State, and delivered to the
patentee or his order.

SEC. 2. Provided always, and be it further enacted, The liberty
‘ of using an

That any person, who shall have discovered an IMProve- jmprovement
ment in the principle of any machine, or in the process defined.

of any composition of matter, which have been patented,
9%



462 LAWS GF THE UNITED STATES

and shall have obtained a patent for such improvement,
he shall not be at liberty to make, use or vend the origi-
Changing the N2l discovery, nor shall the first inventor be at liberty to
form or pro- yse the improvement: And it is hereby enacted and
portions  of . :
any machine, declared, that simply changing the form or the propor-
fﬁ'i*s';;‘:,e‘r‘;,‘be tions of any machine, or composition of matter, in. any
degree, shall not be decmed a discovery.
ce5°$?b?£?ﬁ Stc. 3. And be it further enacted, That every inventor,
letters-patent. before he can receive a patent, shall swear or affirm, that
he does verily believe, that he is the true inventor or dis.
1500, ch. 25, COVerer of the -art, machine, or improvement, for which
sec. 2. he solicits a patent, which oath or affirmation may be
made before any person authorized to administer oaths,
and shall deliver a written description of his invention,
Specification. and of the manner of using, or process of compounding
the same, in such full, clear, and exact terms, as to dis-
tinguish the same from all other things before known,,and
. to erable any person skilled in the art or science, of
which it is a branch, or with which it is most nearly con-
nected, to make, compound, and use the same. And in
the case of any machine, he shall fully explain the prin-
ciple, and the several modes in which he has contem-
plated the application of that principle or character, by
which it may be distinguished from other inventions ;
and he shall accompany the whole with drawings and
wrilten references, where the naturc of the case admits
of drawings, or with specimens of the ingredients, and of
the composition of matter, sufficient in quantity for the
purpose -of experiment, where the invention is of a com-
position of matter ; which description, signed by himself
and attested by two witnesses, shall be filed in the ofhice
of the Secretary of State, and certified copies thercof
shall be competent evidence in all courts, where any
matter or thing, touching such patent right, shall come In
question. And such inventor shall, moreovbr, deliver a
model of his machine, provided, the Secretary shall deem
such model to be nece¢ssary.

Inventors  Sgc. 4, -And be it further enacted, That it shall be

may  assign . . ..
their titles. - lawful for any inventor, his executor or administrator, to

Record of agsign the title and interest in the said invention, at any
assignment to , . .« . ‘
be made intime, and the assignee having' recorded -the said assign-

:}‘lg S"eﬁ.?m:’; ment in the office of the Secretary of State, shall there-

of State. "~ after stand in the place of the original inventor; both as to

!

Specification.

\,

\
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right and responsibility, and so the assignee of assigns, to
any degree.

Sec. 5. And be it further enacted, That if any person Forfeiture on
shall make, devise, and use, or sell the thing so invented, o5, IR
the exclusive right of which shall, as aforesaid, have been without leave.
secured to any person by patent, without the consent of
the patentee, his execcutors, administrators, or assigns,
first obtained in writing, every person so offending, shall
forfeit and pay to the patentee a sum, that shall be at
least equal to three times the price, for which the thf';?ﬁg‘f;"ﬁ:
patentee has usually sold or licensed to other persons, ite peualty.
the use of the said invention ; which may be recovered
in an action on the case founded on this act, in the cir- e,-elfl?w recor:
cuit court of the United States, or any other court having
competent jurisdiction. -

SEc. 6. Provided always, and be it further enacted, nﬁf;“’m‘iiff"i‘i
That the defendant in such action shall be permitied to this act iu ev-
plead the general issue, and give this act and any special 1424
matter, of which notice in writing may have been given
to the plaintiff, or his attorney, thirty days before trial, in
evidence, tending to prove that the specification, filed
by the plaintiff, docs not contain the whole truth relative
to his discovery, or that it contains more than is necessary
to produce the described effect, which concealment or
addition shall fully appear to have becn made, for the
purpose of deceiving the public, or that the thing, thus
securcd by patent, wus not originally discovered by the
patentee, but had been in use, or had been described in
some public work anterior to the supposed discovery of
the patentce, or that he had surreptitiously obtained a
patent for the discovery of another person: in eithgr of And jude-
which cases, judgment shall be rendered for the defend- g}‘;gl‘l_"h““ be
ant, with costs, and the patent shall be declared void.

Sec. 7. And be it further enacted, That where any Staterights
State, before-its adoption of the present form of govern- when 1o be
ment, shall have granted an exclusive right to any inven. deemed void.
tion, the party, claiming that right, shall not be capable
of obtaining an exclusive right under this act, but on
relinquishing his right under such particular State, and of
such. relinquishment, his obtaining an exclusive right
under this act shall be: sufficient evidence.

Sec.8.. And -be it further enacted, That the persons, ]

: tions depend-

whose ‘@i plications for patents, were, at the time of pass- ing under for-

']

How applica.
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mer law shall ing this act, depending before the Secretary of State,
be prosecuted geocretary at War, and Attorney-general, according to
the act, passed the second session of thc first Congress,

1790, ch. 7. Intituled * An act to promote the progress of useful

arts,”’ on coraplying with the conditions of this act, and
paying the fees herein required, may pursue their respec-
tive claims to a patent under the same.

mP {]‘;“Elf:&“zs Sec. 9. And be it further enacted, That in case of in-

interfering ap- terfering applications, the same. shall be submitted to the

plications. o }uiravion of three persons, one of whom shall be chosen
by each of the applicants, and the third person shall be
appointed by the Secretary of State ; and the decision or
award of such arbitrators, delivered to the Secretary of
State in writing, and subscribed by them, or any two of
them shall be final, as far as respects the granting of the
patent: And if either of the applicants shall refuse or
fail to chuse an artitrator, the patent shall issue to the
opposite party. And where there shall be more than two
interfering applications, and the parties applying shall
not all uvnite In appointing three arbitrators, it shall be
in the power of the Secretary of State to appoint three
arbitrators for the purpose.

Andagainst  Sgc, 10. And be it further enacted, That upon oath or
persens  sur- . . . : L
reptitiously ~ afficmation being made before the judge of the district
gﬂg‘“"“g Pat- court, where the patehtee, his executors, administrators,

or assigns res.de, that any patent, which shall be issued
in pursuance of this act, was obtained surreptitiously,
or upon false suggestion, and motion made to the said
court, within three years after issuing the said patent,
but not afterwards, it shall and may be lawful for the
judge of the said district court, if the matter alleged
shall appear to him to be sufficient, to grant a rule, that
the patentee, or his executor, administrator, or assign
show cause why process should not issue against him to
repeal such patent. And-if sufficient cause shall not be
shown to the contrary, the rule shall be made absolute,
and thereupon the said judge shall order process to be
issued against such patentee, or his executors, adminis-
tors, or assigns, with costs. of suit. And in case no suf-
ficient cause shall be shown to the contrary, or if it shall
appear that the patentee was not the true: inventor or
Repeal of 5 discoverer, judgment shall be rendered by such court for

f;‘:ﬁﬁ;: al- the repeal of such patent; and if the. party, at whose
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complaint the process issued, shall have judgment given
against him, he shall pay all such costs as the defendant
shall be put to in defending the suit, to be taxed by the
court, and recovered in due course of law.

Stc. 11. And be it further enacted, That every inven- Inveator, he-
tor, before he presents his invention to the Secretary of fﬁ:;' Detition.
State, signifying his desire of obtaining a patent, shall pay to pay $30 is-
. . : to the treasu-
into the treasury thirty dollars, for which he shall take ry.
duplicate receipts ; one of which receipts he shall deliver
to the Secretary of State, when he presents his petition ;
and the money, thus paid, shall be in full for the sundry
services to be performed in the office of the Secretary of
State, consequent on such petition, and shall pass to the 2
account of clerk-hire in that office. Provided, neverthe-
less, That for every copy, which may be required at the Copying fees.
said office, of any paper respecting any patent that has
been granted, the person, obtaining such copy, shall pay,
at the ratc of twenty cents, for every copy-sheet of one
hundred words, and for every copy of a drawing, the
party obtaining the same, shall pay two dollars ; of which
payments, an account shall be rendered, annually to the
treasury of the United States, and they shall also pass to
. the account of clerk-hire in the offici: of the Secretary of
State. ~

Sec. 12. And be it further enacled, That the act, passed Oﬂctl 7091'0441:;&1
the tenth day of April, in the year one thousand seven 7z, repealed.
hundred and ninety, intitled *“ An Act to promote the
progress of useful arts,” be, and the same is hereby re-
pealed. Provided always, That nothing, contained in this Proviso.
act, shall be construed to invalidate any patent that may
have been granted under the authority of the said act;
and all patentees under the said act, their executors, ad-
ministrators, and assigns, shall be considered within the
purview of this act, in respect to the violation of their
rights ; provided, such violations shall be committed after
the passing of this act. -

- Approved February 21, 1793.

CHAP. LVIIIL — Ay Ac‘r supplementary to the act, intituled * An Act
to promote the progress of useful arts.” (Obsolete. )

- Be it enacted by the Senate and House of Represema.,h (Sl-uilz, e,
tives of the United States of America i Congress assem- ne HRaeresr
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:aii‘;d'm re- bled, That all suits, actions, process and proceedings,
heretofore had in any district court of the United States,
under an act passed the tenth day of April, in the year

Act of Feb. one thousand seven hundred and ninety, intituled ¢ An

21, 1793, ch. ;

11. Act to promote the progress of useful arts,”” which

m:“lt?%g:‘l;ﬁ'l may have been set aside, suspended or abated, by rcason

7. of the repcal of the said act, may be restored, at the in-
stance of the plaintiff’ or defendant, within one year from
and after the passing of this act, in the snid courts, to
the same situation, in which they may have been, when
they were so set aside, suspended, or abated ; and that the
parties to the said suits, actions, process or proceedings,

#  be,and are hereby intitled to proceed in such cascs, as

if no such repeal of the act aforesaid had taken place.
ng_Whmman' Provided always, That before any order or proceeding,
other than that for continuing the same suits, after the

reinstating thereof, shall be entered or had, the defend-

ant or plaintiff, as the case may be, against whom the

same may have been reinstated, shall be brought into

court by summons, attachment, or such other proceed-

ing, as Is used in other cases for compelling the appear-

ance of a party. ,
Approved June 7, 1794.

CHAP. XXV, — A~ Acr to extend the privilege of obtaining patents
for useful discoveries and inventions, to certain persons therein men.
(Repealed.)  tioned, and to enlarge and define the penalties for violating the rights

of patentees.

Aliens hav- :
ing resided 9 SECTION 1. Be it enacted by the Senate and House of

years within Representatives of the United States of America in Con-
the U. States, , :
entitled to the 87¢8s assembled, That all and singular the rights and

P;,':EE: qocl; the privileges given, intended or provided to citizens of the

Act of Feb, United States, respecting patents for new inventions, dis-
?}: 1793, <. coveries and improvements, by the act, intituled *“ An Act
to promote the progress of useful arts, and to repeal the

act heretofore made for that purpose,” shall be, and hereby

are extended and given to all aliens, who at the time of

petitionhg in the manner prescribed by the said act,

shall have resided for two years within the United States,

which privileges shall be obtained, used, and enjoyed,
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by such persons, in as full and ample manner, and under

the same conditions, limitations and restrictions, as by

the said act is provided, and directed in the case of citi-

zens of the United States, Provided always, That every Oath to be
person petitioning for a patent for any invention, art or 23:1[3:,}?: S:;,i':
d.iscovcry, pursuant to this act, shall make oath or aflirma- })'l{" H::EE:::_;
tion before some person duly authorized to administer hath not been
oaths before such patent shall be granted, that such in- used.
vention, art or discovery hath not, to the best of his or

her knowledge or belief, been known or used cither in

this or any foreign country, and that every patent which

shall be obtained pursuant to this act, for any invention,

art or discovery which it shall afterwards appear had been

known or used previous to such application for a patent

shall be utterly void.

SEC. 2. And be it further enacted, That wherc any Thelegalre.
person hath made, or shall have made, any ncw inven- Efezeﬂiﬂ:::d
tion, disc'ovcry or improvemer.]t on account of whici: ai';;';?&"’a "‘p‘g
patent might, by virtue of this or the above-mentioned teat.
act, be granted to such person, and shall die before any
patent shall be granted therefor, the right of applying
for and obtaining such patent, shall devolve on the legal
representatives of such person in trust for the heirs at
law of the deceasced, 1n case he shall have died intestate ¢
but if otherwise, then in trust for his devisees, in as full
and ample manner, and under the same conditions, limi-
tations and restrictions, as the same was held or might
have been claimed or cnjoyed by such persen, in his or
her lifetime 5 and when application for a patent shall be
made by such legal representatives, the oath or affirma-
tion, provided in the third section of the before-men-
tioned act, shall be so varied as to be applicable to
them, |

Stc. 3. And be it further enacted, That where anthﬁmﬂgﬂs for

reach of pat-

patent shall be or shall have bcen granted pursuant toeuy right.
this or the above-mentioned act, and any person without

the consent of the puatentee, his or her exccutors, admin-

Istrators or assigns first obtained tn writing, shall make,

devise, use, or sell the thing whereof the exclusive right -

is secured to the said patentce by such patent, such per-

son so offending, shall forfeit and pay to the said paten-

tee, his executors, administrators or assigns, & sum cqual

to three times the actual damage sustained by such paten-
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tee, his executors, adminisirators or assigns, from or by

To he recov- yenson of such offence, which sum shall and may be re-

ered hiy action _ . ‘
on the case m covered, by action on the case founded on this and the

the — circull 415ve.mentioned act, in the circuit court of the United

court. Stab it I
States, having jurisdiction thercof.

Repeal of SEgc. 4. And be it further enacted, That the fifth scc-

-:,.",;t.;{ﬂ_""’ tion of the above-mentioned act, intituled * An Act to

Act of Feb. nromote the progress of useful arts, and to repeal the act

21, 1793, ch. .
i’ " heretofore made for that purpose,” shall be and hereby is

repealed.
Approved April 17, 1800.

CHAP. X1X.— Ax Acr to extend the jurisdiction of the circuit courts
of the Uniled States to cases arising under the law relating to patents.

The cirenit — Be 4t enacted by the Senale and House of Represent-

courts to have - . i
original cogni- atives of the United Slates of America in Congress

f;':’lfd"i‘“"ﬂ;g: assembled, That the circuit courts of the United States
in controver- shall have original cognisance, as well In equity as at
f;;.s ‘he ”E::,:t law, of all actions, suits, controversies, and cascs, arising
:1?1[!":;':::;::5 -under any law of t'he United States, granting or confirm-
Act of Feb, Ing to authors or inventors, the exclusive right to their
0 1795, ch. respective writings, inventions, and discoveries: and
31:“011?32’1\13{ upon any bill in cquity, filed by any party aggricved In
15. any such cases, shall have authority to grant injunctions,
according to the course and principles of courts of cqui-
ty, to prevent the violation of the rights of any authors
or inventors, secured to them by any laws of the United
States, on such terms and conditions as the said cotrts
Proviso. may decm fit and reasonable: Provided, however, That
from all judgments and decrees of any circuit courts,
rendered in the premiscs, a writ of crror or appeal, as
the case may require, shall lic to the Supreme Court of
‘ the United States, in the same manner, and under the
same circumstances, as is now pruvided by law in other

judgments and decrees of such circuit courts.

Approved February 15, 1819,
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CHAP. CLXIL—Ax~ AcT concerning patents for useful inventions.

Be it enacted by the Senate and House of Representa- Act of July
' . , ] A 4, 18335, chap.
tives of the United States of America in Congress assem- 357,
bled, That it shall be the duty of the Secretary of State,
annuatly, 1n the month of January, to report to Congress,
and to publish intwo of the newspapers printed in the city
of Washington, a list of all the patents for discoveries, - i'rLei?t ?1‘;‘:11:5'
ventions and improvements, which shall have expired lo be sunual.
within the year immediately preceding, with the names of Iy reported to

Congress.
the patentees, alphabetically arranged.

Suc. 2. And be it further enacted, That application to ‘ormofap-
Congress to prolong or renew the term of a patent, shall Erul?mg or re-
be made before its expiration, and shall be notified at least "™ P!
once a month, for three months before its presentation,
in two newspapers printed in the city of Washington,
and in one of the newspapers in which the laws of the
United States shall be published in the State or territory
in which the patentee shall reside. The petition shall set
forth particularly the grounds of the application. It shall
be verified by oath; the evidence in its support may be
taken before any judge or justice of the peace ; itshall be
accompanied by a statement of the ascertained value of
the discovery, invention, or improvement, and of the
receipts and expenditures of the patentee, so as to exhibit
the profit or loss arising therefrom.

Sec. 3. And be it further enacted, That wherever any _ Patent to he
patent which has been heretofore, or shall be hereafter, ::}T::ngn'&,:%?ﬁ
eranted to any inventor in pursuance of the act of Con- gﬁzh“%hﬁ‘m;
gress, entitled * An act to promote the progress of useful terms, &ec.
arts, and to repeal the act heretofore made for that pur- 1793, cb. 11.
pose,” passed on the twenty-first day of February, in the
year of our Lord, one thousand seven hundred and ninety-
three, or of any of the acts supplementary thereto, shall be
invalid or inoperative, by reason that any of the terms or
conditions prescribed in the third section of the said first
mentioned act, have not, by inadvertence, accident, or
mistake, and without any fraudulent or deceptive inten-
tion, been complied with on the part of the said inventor, Secretary ot
it shall be lawful for the Secretary of State, upon the sur- ssé?::;lde: Koo,
render to him of such patent, to cause a new patent to be ;‘;{ﬁeﬁtﬂmﬂew
eranted to the said inventor for the same invention for the |

40
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residue of the period then unexpired, for which the

original patent was granted, upon his compliance with the

terms and conditions prescribed in the said third section of

In case ofthe said act. And, in case of his death, or any assignment
v &c': by him made of the same patent, the like right shall vest

right to vest
In execulors, in his executors and administrators, or assignce or as-

&e. _
Proviso.  signees: Provided, however, That such new patent, so
aranted, shall, in all respects, be liable to the same matters

of objection and defence, as any original patent granted

under the said first mentioned act. But no public use or

* privilege of the invention so patented, derived from or after

the grant of the original patent, either under any special

license of the inventor, or without the consent of the

patentee that there shall be a free public use thereof, shall,

in any manner, prejudice his right of recovery for any use

or violation of his invention after the grant of such new

patent as aforesaid.
Approved July 3, 1832,

CHAP. CCIIl. — Ax AcT concerning the issuing of patents to altens,
for uscful discoveries and inventions.

Be it enacted by the Senate and House of Representa-

The privi- tives of the United States of America in Congress assem-
{i,“;ﬁ;;‘“@;‘} bled, Thot the privileges granted to the aliens described
tended. in the first section of the act, to extend the privilege of
obtaining patents for useful discoveries and inventions to

certain persons therein mentioned, and to enlarge and

define the penalties for violating the rights ‘of patentees,

Actof April approved April seventeenth, eighteen hundred, be extend-
17, 1800, ch. o4  in like manner, to every alien, who, at the time of
petitioning for a patent, shall be resident 1n the Umted

States, and shall have declared his intention, according to

Proviso.  law, to become a citizen thereof: Provided, That every
patent granted by virtue of this act, and the privileges

thereto appertaining, shall cease and determine and be-

come absolutely void without resort to any legal process

to annul or cancel the same in case of a failure on the

part of any patentee, for the space of one year from the

issuing thereof, to introduce into public use in the United

States the invention or improvement for which the patent

shall be issued; or in case the same for any period of six
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months after such introduction shall not continue to be
publicly used and applied in the United States, or in case
of failure to become a citizen of the United States,
agreeably to notice given at the earliest period within
which he shall b2 entitled to become a citizen of the United
States.

Aporoved July 13, 1832.

CHAP. CCCLVII. — A~ Act to promote the progress of the useful
arts, and to repeal all acts and parts of acts heretofore made for that
purpose.

Be it enacted by the Senate and House of Representa- ?‘l‘ﬂrt_h 3, 1337,
tives of the United States of America in Congress assem- eh- 25
bled, That there shall be established and attached to the
Department of State an office to be denominated the
Patent Ofhce, the chief ofticer of which shall be called
the Commissioner of Patents, to be appointed by the Commission.

. : : er of Patents

President, by and with the advice and consent of the 1o be appoint-
Senate, whose duty 1t shall be, under the direction of fi; f_‘“d Is du-
the Secretary of State, to superintend, execute, and per- August 29,
form all such acts and things touching and respecting 1342, ch. 263
the granting and issuing of patents for new and useful
discoveries, inventions, and improvements, as are herein
provided for, or shall hereafter be, by law, directed to
be done and performed, and shall have the charge and cus-
tody of all the books, records, papers, models, machines,
and all other things belonging to said office. And said
Commissioner shall receive the same compensation as is
allowed by law to the Commissioner of the Indian Depart-
ment, and shall be entitled to send and receive letters and
packages- by mail, relating to the business of the ofhce,
free of postage.

SEC. 2. And be it further enacted, That there shall be Chief clerk.
in said office an inferior officer, to be appointed by the
sald principal officer, with the approval of the Secretary
of State, to receive an annual salary of seventeen hun-
dred dollars, and to be called the chief clerk of the
Patent Office, who, in all cases during the necessary
absence of the Commissioner, or when the said principal
office shall become vacant, shall have the charge and cus-
tody of the seal, and of the records, books, papers,

Q
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machines, models, and all other things, belonging to the

said office, and shall perform the duties of Commissioner
Examining during such vacancy. And the said Commissioner may
E}fiﬂlé;f’ other 4150, with like approval, appoint an examining clerk, at
an annual salary of fifteen hundred dolliars; two other

clerks, at twelve hundred dollars each, one of whom

shall be a competent draughtsman ; one other clerk, at

one thousand dollars; a machinist, at twelve hundred

and fifty dollars; and a messenger, at seven hundred dol-

lars. And said Commissioner, clerks, and every other

person appointed and employed in said office, shall be
disqualified and interdicted from acquiring or taking,

except by inheritance, during the period for which they

shall hold their appointments, respectively, any right or

interest, directly or indirectly, in any patent for an inven-

tion or discovery which has been, or may hereafter be,

granted.

Officers to  Spc. 3. And be it further enacted, That the said prin-
make oath

&c.  cipal officer, and every other person to be appointed in
the said office, shall, before he enters upon thc duties of
his office or appointment, make oath or affirmation truly
and faithfully to execute the trust committed to him.
And the said Commissioner and the chief clerk shall also,
before entering upon their duties, severally give bonds,
with sureties, to the Treasurer of the United States, the
former in the sum of ten thousand dollars and the lat-
ter in the sum of five thousand dollars, with condition
to render a true and faithful account to him or his suc-
cessor in office, quarterly, of all moneys which shall be
by them respectively received for duties on patents, and
for copies of records and drawings, and all other moneys
received by virtue of said office.

Asealtobe Sec. 4. And be it further enacted, That the said Com-
provided. — issioner shall cause a seal to be made and provided for
the said office, with such device,as the President of the

United States shall approve:; and copies of any records,

books, papers, or drawings, belonging to the said office,

under the signature of the said Commissioner, or, when

the office shall be vacant, under the signature of the

chief clerk, with the said seal affixed, shall be compe-

tent evidence in all cases in which the original records,

books, papers, or drawings, cotlld be evidence. And any

person making application thérefor may have certified
o
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copies of the records, drawings, and other papers depos-
ited in said office, on paying, for the written copies, the
sum of ten cents for every page of one huundred words;
and for copies of drawings, the reasonable expense of
making the same.

SEC. 8, And be it further enacted, That all patents Patentstohe
; .. : : signed by the
issued from said office shall be issued in the name of Sccretary  of
the United States, and under the seal of said office, tsﬁ:tecg&dmi?f
and be signed by the Secretary of State, and counter- sioner.
signed by the Commissioner of the said office, and shall
be recorded, together with the descriptions, specifications,
and drawings, in the said office, in books to be kept for
that purpose. Every such patent shall contain a short
description or title of the invention or discovery, cor-
rectly indicating its nature and design, and in its terms
grant to the applicant or applicants, his or their heirs,
administrators, executors, or assigns, for a term not
exceeding fourteen years, the full and exclusive right and
liberty of making, using, and vending to others to be
used, the said invention or discovery, referring to the
specifications for the particulars thereof, a copy of which
shall be annexed to the patent, specifying what the
patentee claims as his invention or discovery.

SEC. 6. And be it further enacted, That any person or Applications,
persons having discovered or invented any new-and use- "°% made.
ful art, snachine, manufacture, or composition of matter,
or any new and useful improvements on any art, machine,
manufacture, or composition of matter not known or
used by others before his or their discovery or inven-
tion thereof, and not, at the time of his application
for a patent, in public use or on sale, with his con-
sent or allowance, as the inventor or discoverer, and
shall desire to obtain an exclusive property therein,
may make application in writing, to the Commissioner
of Patents, expressing such desire, and the Commis-
sioner, on due proceedings had, may grant a patent
therefor, But before any inventor shall receive a patent Specification.
for any such new invention or discovery, he shall deliver .

& written description of his inventien or discovery, and
of the manner and process of making, constructing,
~ using, and compounding the same, in such full, clear,
and exact terms, avoiding unnecessary prolixity, as to

enable any person skilled in the art or science to which
40 * ‘
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it appertains, or with which it is most nearly connected,
to make, construct, compound and use the same ; and in
case of any machine, he shall fully explain the principle,
and the several modes in which he has contemplated the
application of that principle or character by which it
may be distinguished from other inventions; and shall
particularly specify and point out the part, improvement,
or combination, which he claims as his own invention
or discovery. He shall, furthermore, accompany the
whole with a drawing or drawings, and written refer-
ences, where the nature of the case admits of drawings ;
or with specimens of ingredients, and of the composition
of matter, sufficient in quantity for the purpose of experi.
ment, where the invention or discovery is of a com-
position of matter; which descriptions and drawings,
signed by the inventor, and attested by two witnesses,
shall be filed in the Patent Office ; and he shall, more-
over, furnish a model of his invention, in all cases which
admit of a representation by model, of a convenient
size to exhibit advantageously its several parts. 'lhe
applicant shall also make oath, or affirmation, that he
does verily believe that he is the original and first inven-
tor or discoverer of the art, machine, composition, or
improvement, for which he solicits a patent; and that
he does not know or believe that the same was ever before
known or used ; and ‘also of what country he is a citizen;
which oath or affirmation may be made before any per-
son authorized by law to administer oaths.

Sec. 7. And be it further enacted, That, on the filing
of any such .application, description, and specification,
and the payment of the duty hereinafter provided, the
Commissioner shall make, or cause to be made, an exam-

be  deemed ; - tion of the alleged new invention or discovery ; and

new.,

if, on any such examination, it shall not appear to the
Commissioner that the same had been invented or discov-
ered by any other person in this country, prior to the
alleged invention or discovery thereof by the applicant,
or that it had been patented or described in any printed
publication in this or any foreign country, or had been
in public use or on sale, with the applicant’s consent or
allowance, prior to the application, if the Commissioner
shall- déem it to be sufficiently useful and important, it
shall be' his duty to issue a patent therefor. But when-
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ever, on such examination, it shall appear to the Com.
missioner that the applicant was not the original and first
iInventor or discoverer thereof, or that any part of that
which is claimed as new had before been invented or
discovered, or patented, or described in any printed pub-
lication in this or any foreign country as aforesaid, or
that the description is defective and insufficient, he shall
notify the applicant thereof, giving him briefly such
information and references as may be useful in judging
of the propriety of renewing his application, or of alter-
ing his specification to embrace only that part of the inven-
. tion or discovery which is new. In every such case, if
the applicant shall elect to withdraw his application,
relinquishing his claim to the model, he shall be entitled
to receive back twenty dollars, part of the duty required
by this act, on filing a notice in writing of such election
in the Patent Office ; a copy of which, certified by the
Commissioner, shall be a sufficient warrant to the treas-
urer for paying back to the said applicant, the said sum
of twenty dollars. But if the applicant, in such case shall
persist In his claims for a patent, with or without any
alteration of his specification, he shall be required to
make oath or affirmation anew, in manner as aforesaid ;
and if the specification and claim shall not have been so
modified as, in the opinion of the Commissioner, shall
entitle the applicant to a patent, he may, on appeal, and
upon request in writing, have the decision of u board of
examiners, to be composed of three disinterested per-

sons, who shall be appointed for that purpose by the Sec-

retary of State, one of whom, at least, to be sclected, if
practicable and convenient, for his knowledge and skill
in the particular art, manufacture, or branch of science to
which the alleged invention appertains; who shall be
under oath or affirmation for the faithful and impartial
performance of the duty imposed upon them by said
appointment. Said board shall be furnished with a certifi-
cate in writing of the opinion and decision of the Com-
missioner, stating the particular grounds of his objection,

and the part or parts of the invention which he considers.

as not entitled to be patented. And the said board shall
give reasonable notice to the applicant, as well as to the
Commissioner, of the time and place of their meeting,
that they may have an opportunity of furnishing them
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with such facts and evidence as they may deem neces-
sary to a just decision ; and it shall be the duty of the
Comumissioner to furnish to the board of examiners such
information as he may possess relative to the matter
under their consideration. And on an examination and
consideration of the matter by such board, it shall be in
their power, or of a majority of them, to reverse the deci-
sion of the Commissioner, either in whole or in part;
and their opinion being certified to the Commissioner,
he shall be governed thereby in the further proceedings
to be had on such application: Provided, however, That,
before a board shall be instituted in any such case, the
applicant shall pay to the credit of the treasury, as pro-
vided in the ninth section of this act, the sum of twenty-
five dollars ; and each of said persons so appointed shall
be entitled to receive, for his services, In each case, a
sum not exceeding ten dollars, to be determined and paid
by the Commissioner out of any moneys in his hands,
which shall be in full compensation to the persons who
may be so appointed, for their examination and certificate
as aforesaid.

SEc. 8. And be it further enacted, That whenever an
application shall be made for a patent, which, In the
opinion of the Commissioner, would interfere with any
other patent for which an application may be pending,
or with any unexpired patent which shall have been
aranted, it shall be the duty of the Commissioner to give
notice thereof to such applicants, or patentees, as the
case may be ; and if either shall be dissatisfied with the
decision of the Commissioner on the question of priority
of right or invention, on a bearing thereof, he may
appeal from such decision, on the like terms and cond:-
tions as are provided in the preceding section of this act,
and the like proceedings shall be had to determine which,
or whether either, of the applicants ‘is entitled to receive
a patent as prayed for. But nothing in this act contained
shall be construed to deprive an original and true
inventor of the right to a patent for his invention, by
reason of his having previously taken out letters-patent

‘therefor in a foreign country, and the same having been

published, at any time within six months.next preceding
the filing of his specification and drawings. And when-
ever the applicant shall request it, the patent shall take
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date from the time of filing of the specifications and
drawings, not, however, exceeding six months prior to
the actual issuing of the patent ; and on like request, and
the payment of the duty herein required, by any appli-
cant, his specification and drawings shall be filed in the
secret archives of the office, until he shall furnish the
model, and the patent be issued, not exceeding the term
of one year, the applicant being entitled to notice of in-
terfering applications.

SEC. 9. And be it further cnacted, That before any Thirty dol-
application for a patent shall be considered by the, Com- {ﬁ"ﬁ{,‘;higﬂﬁ
missioner as aforesaid, the applicant shall pay into the USE the United

. . ates treasu-
Treasury of the United States, or into the Patent Office, rer by a citi-
or into any of the deposit banks, to the credit of the 2¢ oF €.
treasury, if he be a citizen in the United States, or an
alien, and shall have been resident in the United States
for one year next preceding, and shall have made oath of
his 1ntention to become a citizen thereof, the sum of
thirty dollars 5 if a subject of the King of Great Britain, dF{'Is'e hm]l)dred
the sum of five hundred dollars; and all other persons SEI,J%; of G
the sum of three hundred dollars; for which payment jritain, ond
duplicate receipts shall be taken, one of which to be filed by other per-
in the office of the treasurer. And the moneys received >
into the treasury under this act shall constitute a fund for
the payment of the salaries of the officers and clerks
herein provided for, and all other expenses of the Patent
Office, and to be called the patent fund.

SEC. 10. And be it further enacted, That where any Inventors
person hath made, or shall have made, any new inven- ?gi:.ﬁlggwgl’;:f
tion, discovery, or improvement, on account of which g tent, }.lSIEiEf'
patent might by virtue of this act be granted, and such may, &c.
person shall die before any patent shall be granted
therefor, the right of applying for and obtaining such
patent shall devolve on the executor or administrator of
such person, in trust for the heirs-at-law of the deceased,
in case he shall have died intestate; but if otherwise,
then in trust for his devisees, in as full and ample man-
ner, and under the same conditions, limitations, and re-
strictions as the sam& was held, or might have been
claimed or enjoyed by such person in his or her lifetime ;
and when application for a patent shall be made by such
legal representatives, the oath or affirmation provided in
the sixth section of this act shall be so varied as to be

applicable to them.
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Sec, 11. And be it further enacted, That every patent
shall be assignable in law, either as to the whole interest,
or any undivided part thereof, by any instrument in writ-
ing ; which assignment, and also every grant and con-
veyance of the exclusive right under any patent, to make
and use, and to grant to others to make and uvse, the thing
patented within and throughout any specified part or por-
tion of the United States, shall be recorded in the Patent
Office within three months from the execution thereof,
for which the assignee or grantee shall pay to the Com-
missioner the sum of three dollars.

SkEc. 12. And be it further enacted, That any citizen
of the United States, or alien, who shall have been a resi-
dent of the United States one year next preceding, and
shall have made oath of his intention to become a citizen
thereof, who shall have invented any new art, machine,
or improvement thereof, and shall desire further time
to mature the same, may, ¢n paying to the credit of
the treasury, in manner as provided in the ninth sec-
tion of this act, the sum of twenty dollars, file in the
Patent Office a caveat setting forth the design and pur-
pose thereof, and 'its principal and distinguishing charac-
teristics, and praying protection of his right, till he shall
have matured- his invention; which sum of twenty
dollars, in case the person filing such caveat shall
afterwards take out a patent for the invention therein
mentioned, shall be considered a part of the sum herein
required for the same. And such caveat shall be
filed in the confidential archives of the office, and pre-
served in secresy. And if-application shall be made
by any other person; within one year from the time of
filing such caveat, for a patent of any invention with
which it may in any:respect interfere, it shall be the
duty of the Commissioner to deposit the description,
specifications, drawings, and model, in the confidential
archives of the office, and. to give notice (by mail) to
the person filing the caveat of such "application, who
shall, wiiliin three months after receiving the notice, if
he would avail himself of the benefit-of his caveat, file
his description, specification, drawings, and model ; and
if, in the opinion of the Commissioner; the specifications
of claim interfere with each other, like proceedings may
berhad in all respects as are in this act. provided in the
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case of interfering applications. Provided, however, Proviso.
That no opinion or decision of any board of examiners,
under the provisions of this act, shall preclude any
person interested in favor of or against the validity of
any patent which has been or may hereafter be granted,
from the right to contest the same in any judicial court,
in any action in which its validity may come in ques-
tion.
Sec. 13. And be it further enacted, That whenever Patents in-
any patent, which has heretofore been granted, or which 2 d from de-

fective speci-
shall hereafter be granted, shall be inoperative or invalid, {ifﬂtiﬂns may
by reason of a defective or insufficient description or e'fcd,il‘i’d’f,'i,w
spec?ﬁcation, or by reason of the patentee claiming in his ngig;ie dm?:{
specification, as his own invcition, more than he had or certain cases.
shall have a right to claim as new, if the error has or

shall have arisen by inadvertency, accident, or mistake,

and without any fraudulent or deceptive intention, it shall

be lawful for the Commissioner, upon the surrender to

him of such patent, and the payment of the further duty

of fifteen dollars, to cause a new patent to be issued to

the said inventor for the same invention, for the residue

of the period then unexpired, for which the original

patent was granted, in accordance with the patentee’s

corrected description and specification. And in case of

his death, or any assignment by him made of the original

patent, a similar right shall vest in his executors, admin-

istrators, or assignees. And the patent so reissued,

together with the corrected description and specifications,

shall have thc¢ same effect and operation in law, on

the trial of all actions hereafter commenced for canses
subsequently accruing, as though the same had been

originally .filed in such corrected form, before the issuing

of the .original patent. And whenever the original Patentce may
patentee shall be desirous of adding the description and make  addi-
specification of any new improvement of the original Patent.
iInvention or discovery, which shall have been invented

- or discovered by him subsequent to the date of his

patent, he may, like proceedings being had in &1l respects

as in the case of original applications, and on the pay-

ment. of fifteen. dollars, as hereinbefore provided, have

the same annexed to the original description and specifi-

cation ; and the commissioner shall certify, on the mar-

gin of such annexed description and specification, the
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time of its being annexed and recorded; and the same
shall thereafter have the same effect in law, to all intents
and purposes, as though it had been embraced in the
original description and specification.

Courts may  gpo 14, And be i further enacted, That whenever, in

render judg- _ \ . :
ment for aany action for damages [for] making, using, or selling

22;‘5,,{‘.,‘321{;;;1 the thing whercof the exclusive right is secured by any
:ril!ngl:}ledaa?: patent heretofore granted, or by any patent which may
ages. hereafter be granted, a verdict shall be rendered for the
plaintifl. in such action, it shall be in the power of the
court to render judgment of any sum above the amount
found by such verdict as the actual damages sustained by
the plaintiff, not exceeding three times the amount there-
of, according tc the circumstances of the case, with
costs ; and such damages may be recovered by action on
the case, 1n any court of competent jurisdiction, to be
brought in the name or names of th- jerson or persons
interested, whether as patentee, assignecs, or as grantees
of the exclusive right within and throughout a specified
part of the United States.
Defendant  Sgpc, 15, And be it further enucted, That the defend-
may plead the . : :
gencral issue, ant In any such action shall be permitted to plead the
ec. general i1ssue, and to give this act and any special matter
in evidence, of which notice in writing may have been
given to the plaintiff’ or his attorney, thirty days before
trial, tending to prove that the description and specifica-
tion filed by the plaintifl, does not contain the whole
truth relative to his invention or discovery, or that it con-
tains more than 1s necessary to produce the described
effect ; which concealment or addition shall fully appear
to have beecn made for the purpose of deceiving the pub-
lic, or that the patentec was not the original and first in-
ventor or discoverer of the thing patented, or of a substan-
tial and material part thereof claimed as new, or that it
had been described in some public work anterior to the
supposed discovery thereof by the patentee, or had been
in public use or on sale with the consent and allowance
of the patentec before his application for a patent, or that
he had surreptitiously or unjustly obtained the patent for
that which was in fact invented or discovered by another,
who was using reasonable diligence in adapting and per-
fecting the same ; or that the patentee, if an alien at

the time the patent was granted, had failed and neglected,
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for the space of eighteen months from the date of the
patent, to put and continue on sale to the public, on
reasonable terms, the invention or discovery for which
the patent tssued ; and whenever the defendant relies in
his defence on the fact of a previous invention, know-
ledge, or use of the thing patented, he shall state, in his
notice of special matter the names and places of resi-
dence of those whom he intends to prove to have pos-
sesscd a prior knowledge of the thing and where the
same had been used ; in either of which cases, judgment
shall be rendered for the defendant, with costs : Provided,
howecver, 'That whenever it shall satisfactorily appear
that the patentee, at the time of making his application
for the patent beliecved himself to be the first mventor
or discoverer of the thing patented, the same shall not
be void on account of the invention or discovery, or
any part thercof, having been before known or used iIn
any foreign country ; 1t not appecaring that the same, or
any substantial part thercof, had before been patented
or described in any printed publication; And provided,
also, That whenever the plaintil’ shall fail to sustain his
action on the ground that in his specification or claim is
embraced more than that of which he was the first in-
ventor, if it shall appear that the defendant had used or
violated any part of the invention justly and truly spe-
cified and claimed as new, 1t shall be in the power of the
court to adjudge and award, as to costs as may appear to
be just and equitable.

Sec. 16. And be it further cnacted, That whenever
there shall be two interfering patents, or whenever a
patent or application shall have been refused on an
adverse decision of a board of examiners, on the ground
that the patent applied for would interfere with an un-
cxpired patent previously granted, any person interested
in any such patent, either by assignment or otherwise in
the one case, and any such applicant in the other case,
~may have remedy by bill in equity ; and the court having
cognizance thereof, on notice to adverse parties, and
other due proceedings had, may adjudge and declare
cither the patents void :n the whole or in part, or in-
operative and invalid in any particular part or portion
of the United States, according to the interest which
the parties to such suit may possess in the patent or the
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iInventions patented, and may also adjudge that such
applicant is entitled, according to the principles and
provisions of this act, to have and receive a patent for his
invention; as specified in his claim, or for any part
thereof, as the fact of priority of right or invention
shall, in any such case, be made to appear. And such
adjudicuation, if it be in favor of the right of such ap-
plicant, shall authorize the Commissioner to issuc such
patent on his filing a copy of the adjudication, and
otherwise complying with the requisitions of this act:
Provided, however, That no such judgment or adjudica-
tion shall affect the rights of any person, except the
parties to the action, and those deriving title from or
under them subsequent to the rendition of such judg-

ment.

uiiﬁi??ﬁ?ii Sec. 17. And be it further enacted, That all actions,
cuit courts of SUits, controversies, and cases arising under any law of
the U. 5., &c. the United States, granting or confirming to inventors
the exclusive right to their inventions or discoveries,
shall be originally cognizable, as well in equity as at
law, by the circuit courts of the United States, or any
district court having the powers and jurisdiction of a
circuit court ; which courts shall have power, upon a bill
in equity filed by any party aggrieved, in any such case,
to grant mjunctions, according to the course and princi-
ples of courts of equity, to prevent the violation of the
rights of any inventor as secured to him by any law of
the United States, on such terms gnd conditions as said
courts may deem reasonable : Provided, however, 'That
frorn all judgments and decrees from any such court ren-
dered in the premises, a writ of error or appeal, as the
case may require, shall lie to the Supreme Court of the
United States, in the same manner, and under the same
circumstances, as is now provided by law in other judg-
ments and decrees of circuit courts, and in all other cases
in which the court shall deem it reasonable to allow the
same.

Putentsmay ~ SEC. 18. And be it further enacted, That whenever any
f;:wn";;fl':g?g patentee of an invention or discovery shall desire an ex-
certain cases. tension of bis patent beyond the term of its limitation,

he may make application therefor, in writing, to the
Commissioner of the Patent Office, setting forth the

grounds thcreof ; and the Commissioner shall, on the

Provi-so.

’roviso.



RELATING TO PATENTS, ETC.

applicant’s paying the sum of forty dollars to the credit
of the treasury, as in the case of an original application
for a patent, cause to be published in one or more of the
principal newspapers in the city of Washington, and in
such other paper or papers as he may deem proper, pub-
lished in the section of country most interested adversely
to the extension of the patent, a notice of such applica-
tion, and of the time and place when and where the
same will be considered, that any person may appear and
show cause why the cxtension should not be granted.
And the Secretary of State, the Commissioner of the
Patent Office, and the Solicitor of the Treasury, shall
constitute a board to hecar and decide upon the evidence
produced before them, both for and against the exten-
ston, and shall sit for that purpose at the time and place
designated in the published notice thereof. The patentee
shall furnish to said board a statement, in writing, under
oath, of the ascertained value of the invention, and of
his receipts and expenditures, sufficiently in detail to
exhibit a true and faithful account of loss and profit in
any manner accruing to him from and by reason of said
invention. And if, upon a hearing of the matter, it shall
appear to the full and entire satisfaction of said board,
having due regard to the public intercst therein, that 1t
1s just and proper that the term of the patent should be
extended, by reason of the patentee, without neglect or
fault on his part, having failed to obtain, from the use
and sale of his invention, a reasonable remuneration for
the time, ingenuity, and expense bestowed upon the
same, and the introduction thereof into use, it shall be
the duty of the Commissioner to renew and extend the
patent, by makin% a certificate thereon of such exten-
sion, for the term of seven years from and after the ex-
piration of the first term ; which certificate, with a certi-
ficate of said board of their judgment and opinion as
aforesaid, shall be entered on record in the Patent Office ;
and thereupon the said patent shall have the same effect
in law as though it had been originally granted for the
term of twenty-one years; and the benefit of such re-
newal shall extend to assignees and grantees of the right
to use the thing patented, to the extent of their respective
Interests therein: Provided, however, That no extension
of a patent shall be granted after the expiration of the
term for which it was originally issued.

41383

Proviso,
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Library of Skec. 19. And be it further enacted, That therc shall
Patent Office. 1o nrovided, for the use of said office, a library of scien-
tific works and perivdical publications, both foreign and
American, calculated to facilitate the discharge of the
duties hereby required of the chief officers therein, to be
purchased under the direction of the Committee of the
Library of Congress. And the sum of fifteen hundredl
dollars is hereby appropriated for that purpose, to be paid
out of the patent fund.
Modelswobe  Sgc. 20, And be it further enacted, That it shall be
,‘iﬁ;i?eedd, 24 {he duty of the Commissioner to causc to be classificd
and arranged, In such rooms or galleries as may be pro-
vided for that purpose, In suitable cases, when necessary
for their preservation, and in such manner as shall be
conducive to a beneficial and favorable display thereof,
the models and specimens of compositions and of fabrics,
and other manufactures and works of art, patented or
unpatented, which have been, or shall hereafter be de-
posited in said office. And said rooms or galleries shall
be kept open during suitable hours for public inspection.
re;‘;f:l!:if acts  Sgc, 21, And be it further enacted, That all acts and
parts of acts leretofore passed on this subject be, and
Proviso. the same are hereby, repealed : Provided, however, That
ali actions and processes in law or equity sued out prior
to the passage of this act, may be prosecuted to final
judgment and execution, in the same manner as though
this act had not been passed, excepting and saving the
application to any such action of the provisions of the
fourteenth and fifteenth sections of this act, so far as
Proviso. they may be applicable thereto: And provided, also,
That all applications for petitions for patents, pending
at the time of the passage of this act, in cases where the
duty has been paid, shall be proceeded with and acted
on In the same manner as though filed after the passage
thereof.
JAMES K. POLK,
Speaker of the House of Representatives.
W. R. KING,
President of the Senate, pro tempore.
Approved July 4; 1836.
ANDREW JACKSON.
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CHAP. XLV.— An Acr in addition to thc act to promote the progress
of science and useful arts.

Be it enacted by the Senate and House' of Representa- p .o is.
tives of the United States of America in Congress as- sucd, aﬂ:i as-
. : signments ex-

sembled, ‘That any person who may be in possession of, ccuted and re-
: ' : " 'an. corded prior to
or in any way interested 1n, any patent for an invention, $21€CETO" ¢
discovery, or improvement, issued prior to the fifteenth her, 1336, may

day of December, in the year of our Lord one thousand :;zxfc&{@d "
eight hundred and thirty-six, or in an assignment of any

patent, or Interest therein, executed and recorded prior

to the said fifteenth day of December, may, without

. charge, on presentation, or transmission ihereof to the

. Commissioner of Patents, have the same recorded anew

in the Patent Office, together with the descriptions, spe-

cifications of claim, and drawings annexed or belonging

to the same ; and it shall be the duty of the Commis-

sioner to cause the same, or any authenticated copy of

the original record, specification, or drawing, which he

may obtain, to be transcribed and copied into books of

record to be kept for that purpose; and wherever a

drawing was not originally annexed to the patent and

referred to in the specification, any drawing produced as

a delineation of the invention, being verified by oath in

such manner as the Commissioner shall require, may be

transmitted and placed on file, or copied as aforesaid,

together with certificate of the oath; or such drawings

may be made in the office, under the direction of the
Commissioner, in conformity with the specification. And _Measures to
it shall be the duty of the Commissioner to take such ggngken p:i
measures as may be advised and determined by the board }ﬁ;m;ei?}ie:f
of Commissioners provided for in the fourth section of &e. |
this act, to obtain the patents, specifications, and copies

aforesaid, for the purpose of being so transcribed and

recorded. And it shall be the duty of each of the seve- Clerksofthe
ral clerks of the judicial courts of the United States to %‘F{}c‘gl:{g"“;
transmit, as soon as may be, to the Commissioner of the transmit
Patent Office, a statement of all the authenticated copies S'icments of

authentirated

of patents, descriptions, specifications, and drawings of fﬂPies&Of pa-
y » . » a EHIS C. rl-
inventions and discoverics made and executed prior 10 or 1o 15th De-

the aforesaid fifteenth day of December, which may be Efé“l’“‘? 1836,

found on the files of his office ; and also to make out and
41*
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transmit to said Commissioner, for record as aforesaid, a
certified copy of every such patent, description, specifi-
cation, or drawing, which shall be specially required by
sald Commissioner.
pi(';g“g}“‘;lfgﬁ Sec. 2. Aad be it further enacted, That copies cof such
record, &c., record and drawings, certified by the Commissioner, or,
1o be evidence . . : ¢ a :
in any judicial 1N his absence, by the chief clerk, shall be prima facie
court of U. 5., evidence of the particulars of the invention and of the
patent granted thercfor in any judicial court of the
United States, in all cases where copies of the original
&{}‘_TO st;tl?;g,re_cord or specification and drawings would be evidence,
&c, prior to Without proof of the loss of such originals; and no

December 15 - . o
1936, to be re. Patent issued prior to the aforesaid fifteenth day of De-

ceived in evi- cember shall, after the first day of June next, be received

dence 1n said . : : : :

courts, after !N evidence in any of the said courts in behalf of the

Ist June next, natentee or other person who shall be in possession of the

unless record- ]

ed anew. same, unless it shall have been so recorded anew, and a
drawing of the invention, if separate from the patent,
verified as aforesaid, deposited in the Patent Ofhce;
nor shall any written assignment of any such patent,
executed and recorded prior to the said fifteenth day
of December, be received in evidence in any of the
said courts in behalf of the assignee or other person in
possession thereof, until it shall have been so recorded
anew,

Newpatemts  Spe, 3, And be it further enacted, That, whenever 1t
to be issued

for those lost shall appear to the Commissioner that any patent was
o stife";ig destroyed by the burning of the Patent Office building
Paea‘?;mber 15, on the aforesaid fifteenth day of December, or was other-

' wise lost prior thereto, it shall be his duty, on applica-
tion therefor by the patentee or other person Interested
therein, to issue a new patent for the same invention or
discovery, bearing the date of the original patent, with
his certificate thereon, that it was made and issued
pursuant to the provisions of the third section of this act,
and shall enter the same of record : Provided, however,
That before such patent shall be issued, the applicant
therefor shall deposit in the Patent Office a duplicate,
as near as may be, of the original model, drawings, and
descriptions, with specifications of the invention or dis-
covery, verified by oath, as shall be required by the
Commissioner ; and such patent and copies of such draw-

ings and descriptions, duly certified, shall be admisstble

Proviso.
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as evidence in any judicial court of the United States,
and shall protect the rights of the patentee, his adminis-
trators, heirs, and assigns, to the extent only in which
they would have been protected by the original patent
and specification.

SEC. 4. And be it further enacted, That it shall be the Duplicatesof
duty of the Commissioner to procure a duplicate of such Ef:ilxnhen;ﬂg:
of the models destroyed by fire on the aforesaid fifteenth cured.
day of December, as were most valuable and interesting,
and whose preservation would be important to the pub-
lic; and such as would be necessary to facilitate the
just discharge of the duties imposed by law on the Com-
missioner in issuing patents, and to protect the rights of
the public and of patentces in patented inventions and
improvements : Provided, That a duplicate of such mod- Proviso.
els may be obtained at a reasonable expensc: And pro- Further pro-
vided, also, That the whole amount of expenditure for *'*®
this purpose shall not exceed the sum of one hundred
thousand dollars.  And there shall be a temporary board A temporary
of Commissioners, to be composed of the Commissioner oo of com-
of the Patent Office and two other persons to be appointed “lﬂ‘ appointed ;
by the President, whose duty it shall be to consider and ' 4unes
determine upon the best and most judicious mode of
obtaining models of suitable construction; and, also, to
consider and determine what models may be procured in
pursuance of, and in accordance with, the provisions and
limitations in this section contained. And said Commis-
sioners may make and establish all such regulations,
terms, and conditions, not inconsistent with law, as In
their opinion may be proper and necessary to carry the
provisions of this section into eflect, according to its
true intent.

Sec. 5. And be it further enacted, That, whenever a Patents re-
patent shall be returned for correction and reissue, under f_‘;;‘ﬁif“rg&
the thirteenth section of the act to which this 1s addi- underthe 13th
- : section of the
tional, and the patentee shall desire several patents to be get 10 which
issued for distinct and separate parts of the thing patented, !his s addi-
he shall first pay, in manner and in addition to the sum
provided by that act, the sum of thirty dollars for each fﬂé;;f 1836,
additional patent so .to be issued: Provided, however,  Proviso.
‘That no patent made prior to the aforesaid fifteenth day
of December, shall be corrected and reissued until a

duplicate of the model and drawing of the thing, as origi-
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naily invented, verified by oath as shall be required by
the Commissioner, shall be deposited in the Patent Office.
No addition Nor shall any addition of an improvement be made to

&c., to be
made 10 any any patent heretofore granted, nor any new patent be

'f’;f“‘gl:.z:’l‘;d issued for an improvement made in any machine, man-
f"i}(;'.i,ﬁel(li[:itlill . ufacture, or process, to the original inventor, assignee,
cate mngei or possessor, of a patent therefor, nor any disclaimer
ﬁﬁ&*fiiﬂpm" be admitted to record, until a duplicate model and
drawing of the thing originally invented, verified as
aforesaid, shall have been deposited in the Patent Office,
if the Commissioner shall require the same; nor shall
any patent be granted for an invention, improvement,
or discovery, the model or drawing of which shall have
been lost, until another model and drawing, if required
by the Commissioner, shall, in like manner, be deposited
~Compensa- 1n the Patent Office. And in all such cases, as well as
tion for mod- . : : \ : :
els, &c. in those which may arise under the third section of this
act, the question of compensation for such models and
drawing, shall be subject to the judgment and decision
of the Commissioners provided for in the fourth section,
under the same lunitations and restrictions as are therein
prescribed.
Patents here-  Sgc. 6. And be it further enacted, That any patent
after to be is- : ..
sued. hereafter to be issued, may be made and issued to the
assignee or assignees of the inventor or discoverer, the
assignment thereof being first entered of record, and the
application therefor being duly made, and the specifica-
tion duly sworn to by the inventor. And in all cases
hereafter, the applicant for a patent shall be held to fur-
nish duplicate drawings, whenever the case admits of
drawings, one of which to be deposited in the office, and
the other to be annexed to the patent, and considered a
part of the specification.

Whenever — Sgc. 7. And be it further enacted, That whenever any

al atentee . .
shgll,l:hrnugh patentee shall have, through inadvertence, accident, or

Eﬁiﬁ‘:ﬁ:ﬁs mistake, made his specification of claim too broad, claim-
fggﬁgcaa&l%lc ing more than that of: which-he was the original or ﬁ.rst
he, &ec., may 10ventor, some material and substantial part of the thing
::I;:ilfﬁer, &‘23' patented being truly and justly his own, any such
patentee, his administrators, exaecutors, and assigns,
whether of the whole or of a sectional interest therein,
may make disclaimer of such parts of the thing patented

as the disclaimant shall not claim to hold by virtue of
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the patent or asSignment, stating therein the extent of
his Interest in such patent; which disclaimer shall be in
writing, attested by one or more witnesses, and recorded
in the Patent Office, on payment by the person disclaim-
ing, In manner as other patent duties are required by
law to be paid, of the sum of ten dollars. And such
disclaimer shall thercafter be taken and considered as
part of the original specification, to the extent of the
interest which shall be posscssed in the patent or right
secured thereby, by the disclaimant, and by those claim-
ing by or under him, subsequent to the record thereof.
But no such disclaimer shall effect any action pending
at the time of its being filed, except so far as may relate
to the question of unreasonable neglect or delay in filing
the same.
SEC. 8. And be it further enacted, That whenever APPIILHNOHS
for additions
application shall be made to the Commissioner for any o pewly dis-
addition of a newly discovered improvement to be made covered im-

provements to
to an existing patent, or whenever a patent shall bebe made to

returned for correction and reissue, the specification of f;ﬁ;“:_{c pi-
claim annexcd to every such patent shall be subject to
revision and restriction, in the same manner as are origi-
nal applications for patents; the Commissioner shall not
add any such improvement to the patent in the one case,
nor grant the reissue in the other case, until the applicant
shall have entered a disclaimer, or altered his specifica-
tion of claim in accordance with the decision of the Com-
missioner ; and in all such cases, the applicant, if dissatis-
fied with such decision, shall have the saome remedy, and
be entitled to the benefit of the same privileges and pro-
ceedings, as arc provided by law in the case of original
applications for patents.
Sec. 9. And be it further eenacted, (any thing in the When, by
fifteenth section of the act, to which this is additional, to mistake, &c.,

any palentee
the contrary notwithstanding,) That whenever, by mis- :-‘-Ilmms to b?
take, accident, or inadvertence, and without any wiiful mﬁemﬁ’;‘g'“ﬂf
default or intent to defraud or mislead the public, any Fl?ll;]tg "lfmll?ﬁ
patentee shall have in his specification claimed to be the ed, of which
original and first inventor or discoverer of any material g he was nol,
or substantial part of the thing patented, of which he was
not the first and original inventor, and shall have no
legal or just right to claim the same, in every such

case the patent shall be deemed good and valid for
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so much of the invention or discovery as shall be truly
Proviso.  and bond fide his own: Provided, It shall be a material
and substantial part of the thing patented, and be defin-
itively distinguishable from the other parts so claimed
without right as aforesaid. And every such patentee,
his executors, administrators, and assigns, whether of
a whole or of a scctional interest therein, shall be
entitled to maintain a suit at law or in equity on such
patent for any infringement of such part of the invention
or discovery as shall be bon& fide his own as aforesaid,
notwithstanding the specification may embrace more than
he shall have any legal right to claim. But in every
such case in which a judgment or verdict shall be ren-
dered for the plaintiff, he shall not be entitled to recover
costs against the defendant, unless he shall have entered
at the Patent Office, prior to the commencement of the
suit, a disclaimer to all that part of the thing patented
Further pro- which was so claimed without right: Provided, however,
VS0, That no person bringing any such suit shall be entitled
to the benefits of the provisions contained in this section,
who shall have unreasonably neglected or delayed to
enter at the Patent Office a disclaimer as aforesaid.
ap?:ngﬁ?lt:dml:g Sec. 10. And be it further enacted, That the Com-
receive and Missioner is hereby authorized and empowered to appoint
g‘;;:ggd mod- gaents in not exceeding twenty of the principal cities or
towns in the United States, as may best accommodate the
different sections of the country, for the purpose of
receiving and forwarding to the Patent Office all such
models, specimens of ingredients, and manufactures, as
shall be intended to be patented or deposited therein,
the transportation of the same to be chargeable to the
patent fund.
 Two exam- SEC. 11. And be it further enacted, That instead
;ﬂg‘%nag"ilgfﬁ of one examining clerk, as provided by the second sec-
:& be appoint- tion of the act to which this is additional, there shall be
' appointed in mannper therein provided, two examining
clerks, each to receive an annual salary of fifteen hundred
dollars ; and, also, an additional copying clerk, at an
Temporary annual salary of eight hundred dollars. And the Com-
:}:;Ifgyg‘;y b¢ missioner is also authorized to employ, from time to
time, as many temporary clerks as may be necessary to
execute the copying and draughting required by. the first
section of this act, and to examineand compare the
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records with the originals, who shall receive not exceed- -
iIng seven cents for every page of one hundred words, and
for drawings and comparison of records with originals,
such reasonable compensation as shall be agreed upon or
prescribed by the Commissioner.
Sec. 12. And be it further enacled, That whenever Certificate of

. : th 1S-
the application of any foreigner for a patent shall be si;’,,;f“{;‘“‘ﬁ

rejected and withdrawn for want of novelty in the inven- ?:;H;wie::: war-

tion, pursuant to the seventh section of the act to which Treasurer.
this 1s additional, the certificate thercof of the Commis-
sioner shall be a sufficient warrant to the Treasurer to
pay back to such applicant two-thirds of the duty he

shall have paid into the Treasury on account of such
application.

Sec. 13. And be it further enacted, That in all cases Affirmation

in which an oath is required by this act, or by the act to ;T?tﬂléaﬂfoi“&

which this is additional, if the person of whom it is eath.
required shall be conscientiously scrupulous of taking an
oath, afirmation may be substituted therefor.

Sec. 14. And be it further enacted, That all moneys Moneys paid
paid into the Treasury of the United States for patents L“r;“ “I'-:r”;if:
and for fees for copies furnished by the Superintendent ents, &c., pri-

. - or in passage
of the Patent Ofhice prior to the passage of the act of of the net 1o

. . " _ . ' which this is
which this is additional, shall be carried to the credit of additional . tg

the patent fund created by said act; and the moneys con- be carried to

stituting said fund shall be, and the same are hereby, gfﬁ“'fu,;’[{ E?é:

appropriated for the payment of the salaries of the officers Eﬁd ng igllg
and clerks provided by said act, and all other expenses fund appropri-
of the Patent Office, including all the expenditures pro-2¢d for sula-

ries, &c.
vided for by this act ; and, also, for such other purposes

as are or may be hereafter, specially provided for by law.
And the Commissioner is hereby authorized to draw upon Commission-

said fund, from time to time, for such sums as shall be €' authorized
to draw upon

necessary to carry into eflect the provisions of this act, 1!13 slﬂlmi;t}cc.;
. - L . " an ﬂy e Ore
governed, however, by the several limitations herein con- Ggyorass an.

tained. And it shall be his duty to lay before Congress, }Lﬂeimy B state-
in the month of January, annually, a detailed statement penditures,
of the expenditures and payments by him made from said f‘i};?'ﬁ}“;:fj
fund. And it shall also be his duty to lay before Con- ents, &c.
gress, in the month of January, anrnually, a list of all

patents which shall have been granted during the preced-

ing year, designating, under proper heads, the subjects

of such patents, and furnishing an alphabetical list of the
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» patentees, with their places of residence ; and he shall
also furnish a list of all patents which shall have becorie
public property during the same period ; together with
such other information of the state and condition of the
Patent Office as may be useful to Congress or the public.

Approved March 3d, 1837,

CHADP. LXXXVIIL — A~ AcT 1n addition to an ' Act to promote the
progress of the usefu) arts.”

y ’;‘;;GUFLI{:L‘ Be it enacted by the Senate and House of Representa-
357. - tives of the United States of Americain Congress assem-
ggf“i‘ﬁiﬂfﬂﬁj bled, That there sI'mII be appointed, 1n manner provided
255;,“0 asict in the second section of the act to which this 1s addi-
ant examiners tional, two assistant examiners, each to receive an annual
to be appoint- _,
ed ; how ; their Stlary of twelve ln_fndrcd and fifty dollars. |
suluries. SEc. 2. And be it further enacted, That the Commis-
Temporary .
clerks. sioner be authorized to employ temporary clerks to do
Proviso.  any necessary transcribing, whenever the current busi-
ness of the office requires it: Provided, however, Uhat
instead of salary a compensation shall be allowed, at a
rate not greater than is charged for copies now furnished
by the office.

Listof pat-  Sgc. 3. And be it further enacled, That the Commis-
ents to be pub- . : : : .
lished. sioner is hereby authorized to publish a élassified and
alphabetical list of all patents granted by the Patent
Office previous to said publication, and retain one hun-
dred copies for the Patent Office, and nine hundred
copies to be deposited in the library of Congress, for
such distribution as may be hereafter directed; and that
onc thousand dollars, if necessary, be appropriated, out
of the patent fund, to defray the expense of the same.
Pay for use SEC. 4. And be it further enacted, That the sum of
"Cfily"i_‘l’l'ﬂi In three thousand six hundred and fifiy-nine dollars and
twenty-two cents be, and is hereby, appropriated from
the patent fund, to pay for the use and occupation of
rooms in the City Hall by the Patent Office.
Purchase of SEtc. . And be it further enacted, That the sum of
books. one thousand dollars be appropriated from the patent
fund, to be expended under the direction of the Commis-

sioner, for the purchase of necessary. books for the.

library of the Patent Office. o v

3.
’
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. \O person
Sec. 6. And be it further enacted, That no person 0 be debnrred

shall be debarred irom receiving a patent for any4nven- from receiving
tion or discovery, as provided in the act approved on the ® Patent &¢.
fourth day of July, one thousand eight hundred and

thirty-six, to which this is additional, by reason of the

same having been patented in a forcign country more

than six months prior to his application : Provided, That Proviso.
the same shall not have been introduced into public and

common use in the United States prior to the application

for such patent: And provided, also, That in all cases Proviso.
every such patent shall be limited to the term of fourteen

years from the date or publication of such foreign letters-

patent.

SEc. 7. And be it further enacted, That every person Emons, &ec.,
or corporation who has, or shall have, purchased or con- c.?;’;‘;{ m}jﬂﬁi
structed‘ any newly mvem.ed machine, m'am{facture, or zfe’;‘l’;e?n?:;‘z
composition of matter, prior to the application by theed ‘macbioe,
- inventor or discoverer for a patent, shall be held to pos- &e.
sess the right to use, and vend to others to be used, the
specific machine, manufacture, or composition of matter
so made or purchased, without liability therefor to the
inventor, or any other person interested in such inven-
tion ; and no patent shall be held to be invalid by reason
of such purchase, sale, or use, prior to the application
for a patent as aforesaid, except on proof of abandonment
of such invention to the public, or that such purchase,
sale, or prior use, has been for more than two years prior

to such application for a patent.

Sec. 8. And be it further enacted, That so much of 8o much of

r . ' . 11th sec. act
the cleventh section of the above recited act as requires July 4, 1332,

the: payment of three dollars to the Commissioner of chap. 357, os

Patents for recording any assicnment, grant, or CONVey- marr fork fo.

ances of the whole or any part of the interest or rightcording as-
. ) _ signments, re-

under any patent, be, and the same is hiereby, repealed j pealed.

and all such assignments, grants, and conveyance shall,

in future, be recorded without any charge whatever.

SEC. 9. And be it further enacted, That a sum of Agricultural
money, not exceeding one thousand dollars, be, and the statistics, &e.
same i¢ hereby, appropriated out of the patent fund, to
be expended by the Commissioner of Patents in the col-
lection of agricultural statistics, and for other agricultu-
ral purposes ; for which the said Commissioner shall

account in his next annual report.
42
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Provisions  Sgc. 10. And be it further enacted, That the provi.
16th see. act : . :
July 4, 1336, sions of the sixteenth section of the before recited act
chap. 357, eX- shall extend to all cases where patents are refused for
any reason whatever, either by the Commissioner of
Patents or by the Chief Justice of the District of Colum-
bia, upon appeals from the decision of said Commissioner,
as well as where the same shall have been refused on
account of, or by reason of, interference with a pre-
viously existing patent ; and in all cases where there is
no opposing party, a copy of the bill shall be served
upon the Commissioner of Patents, when the whole of
the expenses of the proceeding shall be paid by the appli-
cant, whether the final decision shall be in his favor or
otherwise.

Appeals. Sec. 11. And be it further enacted, That in cases
where an appeal is now allowed by law from the deci-
sion of the Commissioner of Patents to a board of exam-
mers provided for in the seventh section of the act to
which this is additional, the party, instead thereof, shall
have a right to appeal to the Chief Justice of the district
court of the United States for the District of Columbia,
by giving notice thereof to the Commissioner, and filing
in the Patent Ofhce, within such time as the Commis-

. sioner shall appoint, his reasons of appeal, specifically
{ set forth in writing, and also paying into the Patent
Office, to the credit of the patent fund, the sum of
twenty-five dollars. And it shall be the duty of said
Chief Justice, on petition, to hear and determine all such
appeals, and to revise such decisions in a summary way,
on the evidence produced before the Commissioner, at
such early and convenient time as he may appoint, first
notifying the Commissioner of the time and place of
hearing, whose duty if shall be to give notice ‘thereof to
all parties who appear to be interested therein, in such
manner as said judge shall prescribe. The Commissioner
shall also lay before the said judge all the original papers
and evidence in the case, together with the grounds of
his decision, fully set forth in writing, touching all the
points involved by the reasons of appeal, to which the
revision shall be confined. And at the request of any
party interested, or at the desire of-the judge, the Com-
missioner and the examiners in the Patent Office may be
examined under oath, in explanation of the principles of



RELATING TO PATENTS, ETC. 495

the machine or other thing for which a patent, in such
case, is prayed for. And it shall be the duty of the said
judge, after a hearing of any such case, to return all the
papers to the Commissioner, with a certificate of his
proceedings and decision, which shall be entered of
record in the Patent Office ; and such decision, so certi-
ficd, shall govern the further proceedings of the Com-
missioner in such case: Provided, howerer, That no opin-  Proviso.
lon or decision of the judge in any such case shall
prcclude any person interested in favor or against the
validity of any patent which has been, or may hereafter
be, granted, from the right to contest the same in any
Judicial court, in any action in which its validity may
come 1n question.

SEC. 12. And be it further enacted, That the Commis- Commission-
: cr may make
sioner of Patents shall have power to make all such rygylations re.
regulations in respect to the taking of evidence to be fé’;‘;‘d‘ﬁ;ﬁﬁ‘;“
used in contested cases before him, as may be just and
reasonable. And so much of the act to which this is ad-
ditional, as provides for a board of examiners, is hereby
repealed.

Sec. 13. And be it further enacted, That there be paid Compensation
annually, out of the patent fund, to the said Chicf Jus- fiLe(_'mr Jus-
tice, in consideration of the duties hercin imposed, the

sum of one hundred dollars.
Approved March 3, 1839.

CHAP. CCLXIII.— Ax Acr in addition to an act to promote the pro-
gress of the useful arts, and to repeal all acts and parts of acts here-
tofore made for that purpose.

Be it enacted by the Scnate and House of Representa- Act of July
4, 1836, chap.

tives of the United States of America in Congress assem- 357,

bled, That the Treasurer of the United iStates be, and he ., ";;;.ff g‘lfg]‘;
3, 1837, chap.

hereby is, authorized to pay back, out of the patent fund, 1 ot M
any sum or sums of money, to any person who shall have 3 lé’ég‘f ch;;:
paid the same into the Treasury, or to any receiver or

depository to the credit of the Treasurer, as for fees ac.  Jrossirer
cruing at the Patent Office through mistake, and which pay back, out
are not provided to be paid by existing laws, certificate ?,L,'a']‘“‘ Dtain
thereof being made to said Treasurer by the Commis- money paidas

. fees.
sioner of Patents. :
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Sec. 3,actof Sec. 2. And be it further enacted, That the third sec-
5‘1‘;"‘, 2’3:53;.’ tion of the act of March, eighteen hundred and thirty-

tended to pat- seven, which authorizes the renewing of patents lost prior
ents granted . .
rior 10 15th to the fifteenth of December, eighteen hundred and thirty-
lh“ﬂ‘i:;;h 'lo% six, is extended to patents granted prior to said fifteenth
subsequently. day of December, though they mpay have been lost sub.
Proviso. sequently : Provided, however, The same shall not have
been recorded anew under the provisions of said uct.
Citizens, &c.,  Sgc, 3. And be it further enacted, That any citizen or
may obtain a , ., : : . : :
patent ; how, citizens, or alien or aliens, having resided one year in
the United States, and taken the oath of his or their in-
tention to become a citizen or ciuzens, who by his, her,
or their own industry, genius, efforts, and expense, may
have invented or produced any new and original design
for a manufacture, whether of metal or other material or
materials, or any new and original design for the print-
ing of woollen, silk, cotton, or other fabrics, or any new
and original design for a bust, statue, or bas reliet or
composition In alto or basso relievo, or any new and ori-
ginal 1mpression or ornament, or to be placed on any ar-
ticle of manufacture, the same being forined in marble or
other material, or any new and useful pattern, or print,
or picture, to be either worked into or worked on, or
printed or painted, or cast, or otherwise fixed on, any
article of manufacture, or any new and original shape or
configuration of any article of manufacture not known or
used by o'hers before his, her, or their invention or pro-
duction thereof, and prior to the time of his, her, or
their application for a patent therefor, and who shall de-
sire to obtain an exclusive property or right therein to
make, use, and sell, and vend the same, or copies of the
same, to others, by them to be made, used, and sold, may
make application, in writing, to the Commissioner of
Patents, expressing such desire, and the Commissioner,
on due proceeding had, may grant a patent therefor, as
Proviso, 1n the case now of application for a patent : Provided,
That the fee in such cases, which by the now existing
laws would be required of the particular applicant, shall
be one-half the sum, and that the duration of said patent
shall be seven years, and that all the regulations and
provisions which now apply to the obtaining or protec-
tion of patents not inconsistent with the provisions of

this act, shall apply to applications under this section.
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Sec. 4. And be it further enacted, That the oath re- Oath may be

: : taken bhefore
quired for applicants for patents may be taken, when the S inis-
applicant is not, for the time being, residing in the United ters, &ec.
States, before any minister, phenipotentiary, charge
d’affaires, consul, or commercial agent holding commis-
sion under the government of the United States, or before
any notary public of the foreign country in which such
applicant may be.

SEc. 5. And be it further enacted, That if any person TPenalty for
or persons shall paint or print, or mould, cast, carve, or :r?gf{:lnsg:}i lph;
engrave, or stamp, upon any thing made, used, or sold Lﬁ::ﬁhﬁc-:by
by him, for the sole making or selling which he hath not, >
or shall not have obtained letters-patent, the name or
any imitation of the name of any other person who hath
or shall have obtained letters-patent for the sole making
and vending of such thing, without consent of such
patcntee, or his assigns or legal representatives; or 1f
any person, upon any such thing not having been pur-
chased from the patentee, or some person who purchased
it from or under such patentee, or not having the license
or consent of such patentee, or his assigns or legal rep-
resentatives, shall write, paint, print, mould, cast, carve,
engrave, stamp, or otherwise make or affix the word
“patent,” or the words * letters-patent,” or the word
‘ natentce,” or any word or words of like kind, meaning,
or import, with the view or intent of imitating or coun-
terfeiting the stamp, mark, or other device of the paten-
tee, or shall affix the same, or any word, stamp, or
device of like import, on any unpatented article for the
purpose of deceiving the public, he, she, or they, so of-
fending, shall be liable for such offence to a penalty of
not less than one hundred dollars, with costs, to be re-
covered by action in any of the circuit courts of the How recor.
United States, or in any of the district courts of the erable, &c.
United States having the powers and jurisdiction of a
circuit court; one-holf of which penalty, as recovered,
shall be paid to the patent fund, and the other half to any
person or persons who shall sue for the same.

SEC. 6. And be it further enacted, That all patentees  Patentees,
and assignees of patents hereafler granted, are hereby ?g";;,;f,?“[:{fﬁ
required to stamp, engrave, or cause to be stamped or ;«‘iﬁi offered for
engraved, on each article vended or offered for sale, the

date of the patent ; and if any person or persons, paten-
42%
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P]enalty for tees or assignees, shall neglect to do so, he, she, or they
neglect. shall be liable to the same penalty, to be recovered and
disposed of in the manner specified In the foregoing fifth

section of this act.
Approved August 29, 1842,

CHAP. XLVII. — Ax AcT to provide additional examiners in the Pa-
tent Office, and fer other purposes.

May 28,1548, Be it enacted by the Senate and House of Representa-
tives of the United States of America in Congress assem-
bled, That there shall be appointed, in the manner pro-
vided in the second section of the act entitled ** An Act
to promote the progress of useful arts, and to repeal all
acts and parts of acts heretofore made for that purpose,”
approved July fourth, eighteen hundred and thirty-six,

ﬁﬁﬂﬁ?ﬁ'ﬁﬁ‘z}l two principal examiners, and two assistant examiners, in

aminers in the addition to the number of examiners now employed in

Patent Office 1o Patent Office ; and that hereafter each of the princi-
pal examiners employed in the Patent Office shall re-

Salaries.  ceive an annual salary of twenty-five hundred dollars,
and each of the assistant examiners an annual salary of

Extension of fifteen hundred dollars : Provided, That the power to ex-

patents. tend patents, now vested in the board composed of the
Secretary of State, Commissioner of Patents, and So-
licitor of the Treasury, by the eighteenth section of the
act approved July fourth, eighteen hundred and thirty-
six, respecting the Patent Office, shall hereafter be vested
soiely in the Commissioner of Patents; and when an ap-
plication 1s made to him for the extension of a patent
according to said eighteenth section, and sixty days’ no-
tice given thereof, he shall refer the case to the princi-
pal examiner having charge of the class of inventions to
which said case belongs, who shall make a full report to
said Commissioner of the said case, and particularly
whether the invention or improvement secured n the
patent was new and patentable when patented; and
thereupon the said Commissioner shall grant or refuse
the extension of said patent, upon the same principles and
rules that have governed said board; but no patent shall

be extended for a longer term than seven years.
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Sec. 2. And be it further enacted, That hereafter the Fee for re-
Commissioner of Patents shall require a fee of one dol- f,ﬂ;f]a'[?is cone
lar for recording any assignment, grant or conveyance, prtents.
of the whole or any part of the interest in letters-patent,
or power of attorney, or license to make or use the
things patented, when such instrument shall not exceed
three hundred words; the sum of two dollars when
it shall exceed three hundred and shall not exceed one
thousand words; and the sum of three dollars when it
shall excced one thousand words ; which fees shall in all
cases be paid in advance.

SEc. 3. And be it further enacted, Thai there shall be Tweenpying

: : : and recording
appointed in manner aforesaid two clerks, to be employed (jerks author.
in copying and recording, and in other services in the ized.
Patent Office, who shall be paid a salary of one thousand
two hundred dollars per annum,

SEc. 4. And be it further enacted, That the Commis- Franking pri-
sioner of Patents is hereby authorized to send by mail,f,:!gffﬂﬁéfoﬂ}
free of postage, the annual reports of the Patent Office, Patents.
in the same manner In which he is empowered to send
letters and packages relating to the business of the Patent
Office.

Approved May 27, 1848.
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Note. — The following decisions of Judge Cranch, in cascs of appeal
from the Commissioner of Patents, are reprinted here for the convenience of
the profession and of persons interested in applications at the Patent Office,
but without intending to express any assent or dissent, with regard to the
doctrines contained in them. The decisions were not received in season for
a careful and deliberate examination, and are, therefore, not referred to in the
body of this work. G. T. C.

Boston, April 10th, 1849,

KEenMprER’s CASE.

THe petition of John F. Kemper sets forth that he * has ¢nvented
certain ¢mprovements in the manner of constructing vessels for the
stowing and carrying ice ; and also an tmprovement in the manner of
stowing the same, and prays that letters-patent of the United States
may be granted to him therefor, securing to him and his legal repre-
sentatives an exclustve right tn and to his said invention, agreeably
to the provisions of the acts of Congress in that case made and pro-
vided ; he having paid thirty dollars into the treasury of the United
States, and otherwise complied with the requirements of the said
acts.”

In his specification, after describing his vesscl and the improve-
ments in the same, and certain matters to be attended to in the stow-

ing of the ice, he says:
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““1 have discovered that, for the purpose of keeping ice for a great
length of time, it is necessary, in stowing it, 1o place all the pieces
edgewise, as, when placed flatwise, small openings are formed
through it by the percolation of water or otherwise, and that the inju-
rious cffect goes on increasing and eventually producing a rapid
destruction thereof: this I obviate, by carefully packing all the
blocks edgewise, when, as experience has abundantly shown, no
such effect 1s produced. This mode of stowing applies not only to
vessels, but also to 1ce houses, and wherever ice is to be preserved.”

After stating what he disclaims and what he claims as his inven-
tion and improvements in constructing vessels for the transportation
of ice, he says:

‘“ In the manner of stowing the ice, I claim the placing of the pre-
pared blocks edgewise, in the manner and for the beneficial purpose
herein sct forth.”

No objection was made by the Commissioner of Patents to the
grant of a patent for the novel construction of vessels for the trans-
portation of ice as claimed by him ; but the Commissioner decided
that the applicant was not entitled to receive a patent for the manner
of stowing the ice by placing the blocks edgewise.

From this decision he has appealed, according to the provisions of
the 11th section of the act of March 3, 1839, and the 7th section of
the act of July 4, 1836 ; and has filed in the Patent Office his reasons
of appeal, and paid the sum of twenty-five dollars to the credit of
the patent fund.

By the 11th section of the act of March 3, 1839, ch. 88, (pamphlet
edition,) the judge is to confine his revision to the points involved in
the reasons of appeal, and the Commissioner of Patents is to lay
before the judge the grounds of his decision touching the same
points.

The applicant claims a patent for his vessel, and his manner of
stowing ice in vessels and ice houses, as one invention, and pays
thirty dollars as for one patent.

The Commissioner denies his right to a patent for his manner of
stowing, but admits it for his improvement in the construction of his
vessel.

The first and principal point involved in the reasons of appeal is,
whether the thing for which the patent is claimed is the invention or
discovery of a new and useful art, or of a new improvement on an
art, within the meaning of the constitution and laws of the United
States respecting patents,
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The invention, if it be one, consists only in laying each block of
ice on its narrowest side. Can that act be considered as a new thing
invented or made? Was it never done before ? If it has been done
before, although the leneficial effect of so placing it, rather than on
its broadest side, had not been discovered, it is not a new thing.
The only thing new is the discovery of the beneficial effect, and that
18 the discovery of a thing which existed before; for if it is now
true that ice so placed keeps longer than when differently placed,
it was always true; and that 1t existed before is shown in the
specification, where it 1s said that the effect was discovered by
experience.

Much of the confusion of 1deas upon this subject has arisen from
the ambiguity of the words  discover ” and * discovery,”’ used in the
constitution and the patent laws of the United States. In their pri-
mary and common sense they are not synonymous with *¢incent’’
and ‘* invention.”

Mr. Webster, in the last 8vo. edition of his dictionary, under word
“ discover,’’ says: “discover differs from invent ; the discover what
before existed ; the invent what did not before exist.”” And under the
article * invention,” he says: ‘*invention differs from discovery.”
“ Invention is applied to tie contrivance and production of something
that did not before exist. ¢ Discovery’ brings to light that which
existed before, but which was not known.”

A discovery, in this sense, i1s not the subject of a patent; and 1t
will be found, by a careful perusal of the constitution and laws of the
United States upon the subject of patents for useful arts, &c., that it
1s not there used in this sense, but always as synonymous with
invention.

Thus the constitution, (in ch. 4, art. 1, sec. 8, clause 8,) among
the enumerated powers given to Congress, says: ¢ To promote the
progress of science and useful arts, by securing for limited terms to
authors and ¢nventors the exclusive right to their respective writings
and discoveries.”

Here it is evident, that the ¢ discoveries,”” the use of which is to
be secured, are the discoveries of inventors only. The applicant
must 1Invent, contrive, or produce something that did not exist before.
A man may discover (i. e. may disclose) his invention; and for that
discovery or disclosure he will be entitled to the exclusive use of his
tnvention for a limited time.

In the first act of Congress, “to promote the progress of useful
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arts,” passed April 10, 1790, the words invention and discovery
arc used synonymously throughout the whole act; and whether
application was for a patent, for an invention, or a discovery, it must
be founded upon an invention or discovery of an useful art, &c.,
(or improvement therein,) not beforec known or used. The dis-
covery of a new art that will justify a patent under that act can be
only the invenlion of a new art, and the discovery of a new im-
provement, the invention of a new improvement. In every case,
therefore, the applicant must be the inventor, and by the constitution
none but inventors could be entitled to the monopoly.

The next act was passed on the 21st of IFebruary, 1793, entitled
‘ an act to promote the progress of useful arts, and to repeal the act
heretofore made for that purpose.”

By the first section of this act, the applicant was to declare that
he had invented (not discovered) a new and useful art, &c., or im-
provement, &c., and the patent was to give a short description of
the said Invention or discovery. Iere * discovery’ is intended to
be synonymous with invention, for the claimant had alleged an
invention only ; and it is afterwards again in the same secction called,
the said invention or discovery. The second section says, that any
person who shall have discovered an improvement and obtained a
patent therefor, shall not be at liberty to use the * original dis-
covery, nor shall the first inventor ” (i. e. of the original discovery
which he had alleged to be his invention) * be at liberty to use the
improvement ;°’ and the change of form or properties was not to be
deemed a ** discovery.” By the third section, ‘ every inventor was
to swear or affirm that he believed that he was the true inventor or
discoverer of the art, &c.” and deliver a written- description of his
“invention, by which it may be distinguished from other inven-
lions.”

The fourth and fifth sections speak of inventors and inventions,
without saying any thing of discoverers or discoveries. The sixth
section, alluding to the same 4nvention, calls it * his discovery,”
and spenks of original discovery and supposed discovery, and the
discovery of another man, and all these expressions are used in
reference to what had been patented as inventions. The tenth sec-
tion speaks of the true inventor or discoverer, and the eleventh sec-
tion provides that every inventor shall pay thirty dollars before he
presents his petition. .

The act of 17th of April, 1800, only extends the privileges of the
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former act to aliens, and to the legal representatives of inventors
and discoverers, &c., and gives treble damages for violation of patent
rights.

The act of July 13, 1832, applies only to aliens.

The next act is that of July 4, 1836, entitled * an act to promote
the progress of uscful arts, and to repeal all acts and parts of acts
heretofore made for that purpose.”

The £irst section speaks of  issuing patents for new and useful
discoveries, inventions, and improvemcats as part of the business of
the Commisstoner of Patents, whose office was thercin created.

In the 5th section the words inveation and discovery are used
throughout as synonymous.

The 6th section, which declares for what a patent may issue,
shows that the applicant must have * discovered or invented some
new art, &c., or improvement, and it is called “his discovery or
invention thereof,” ‘and he is called the tnventor or discoverer. It
then says : * But before any inventor shall receive a patent for any
such new 2nvention or discovery, he shall deliver a written descrip-
tion of his tnvention or discovery.” The descriptions and drawings
are to be ““signed by the Znventor,” and he i1s to furnish a model of
“ his tnvention,” and he s to make oath * that he does verily believe
that he 1s the original and first ¢nventor or discoverer of the art, &c.,
or improvement, for which he solicits a patent; and that he does not
know or believe that the same was ever before known or used.”

In the 7th section, wherever the word discovery or discoverer is
coupled with Invention or inventor, it is evident that it means the
discovery or discoverer of something new-— something that did not
exist before — and, therefore, equivalent to ¢nvention and inventor.
In the latter part of .the section it speaks of the * science to which
the alleged <nvention appertains ;*° and of the part or parts of the
tnvention which he (the Commissioner) considers as not entitled to be
patented.

The 8th section speaks of the right of “ an original and true
inventor™ to a patent for his Invention, and says nothing of a dis-
covery or discoverer.

The 12th section speaks only of invention, not discovery ; yet it
is evidently applicable to the former sections, which use the words
‘¢ gnvention or discovery.”

The 13th section provides that where a patent shall be ¢ invalid
by reason cf the patentee claiming in his specification, as his own
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invention, more than he had a right to claim as new,” the Commis-
sioner ‘“ may cause a new patent to be issued to the said 2nventor
for the same invention,” &ec. T'he same section afterwards speaks
of a ** description and specification of any new improvement of the
original invention or discovery which shall have been invented or
discovered by him” (the patentee) * subsequent to the date of his
patent.

The 15th scction spectifies the special matter which may be given
in evidence by the defendant under the general issue, among which
is evidence tending to prove that the description and specification
filed by the plaintiff does not contain the whole truth relative to
his invention or discovery, or that the patentee was not the original
and first énventor or discoverer of the thing patented, or of a sub-
stantial and material part thereof claimed as nmew ; or that he had
surreptitiously or unjustly obtained the patent for that which was,
in fact, invented or discovered by another. It also speaks of ¢ the
invention or discovery for which the patent issued.” It speaks also
of the first inventor, without adding discoverer, and of the invention,
without adding discovery.

The 16th section speaks of the inventions patented, and generally
of inventions, without adding discoveries.

The 19th section speaks of injunctions to prevent the violation
of the rights of any 4nventor, but says nothing of any discoverer,
showing that the word inventor included all such discoverers as
were contemplated by the legislature as within the protection of the
patent laws.

The 18th section provides ¢ that whenever the patentee of an ¢n-
vention or discovery shall desire to extend his patent beyond the
term of its limitation, he may make application,” &ec., and shall
“ furnish a statement of the ascertained value of the invention ;”’ and
having failed to obtain from the use and sale of kis invention a rea-
sonable remuneration, &c., he may have the term extended. Here
it is evident that the word .invention was understood as equivalent
to * tnvention and discovery,”’ mentioned in the beginning of the
section ; and shows that the discovery contemplated was the discovery
of something new, i. e. that did not exist before, and was used as
synonymous with the word tnvention.

The remaining sections of the act do not use the words invention

or discovery.

The act of March 8, 1839, (pamphlet, ch. 88, p. 74,) section 7,
43
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says that every person who shall have constructed any * newly in-
venled machine, manufacture or composition of matter, prior to the
application by the inventor or discoverer for a patent, shall be held
to possess the right to use,” &c., ¢ the specific machine,” &c., ¢ so
made,” &c., ¢ without liability therefor to the inventor or any other
person interested in such #nvention ; and no patent shall be held to
be invalid by reason of such use,” &c., ** except on proof of aban-
donment of such invention to the public,” &ec.

There is nothing further in this act tending to explain the meaning
of the word ¢ discovery,” as used in the constitution and laws of the
United States respecting patents for useful arts.

Upon consideration of the constitution and laws of the United
States upon this subject, therefore 1 think I may safely say that the
claimant in this case can build no argument upon the supposed def-
erence between a discovery and an invention, for no discovery will
entitle the discoverer to a patent which does not in effect amount to
the contrivance or production of something which did not exist before;
or, 1n other words, to an invenlion.

The patent claimed is for ¢ the placing of the prepared blocks
edgewise,”’ for the purpose set forth in the specification.

The placing of the blocks of ice edgewise is not the contrivance
or production of any thing which did not exist before. It is not an
invention. It is not a discovery, because everybody knew before
that blocks of ice might be placed upon their narrowest side ; and
it is asserted by the Commissioner in the grounds of his decision, and
not denied in argument, that blocks of ice have been so placed,
whether by accident or design is immaterial — the placing is not new.
[t is not an invention.

The discovery of a new effect of that which existed before is not
the subject of a patent. DBlocks of ice have been placed on edge
before the alleged discovery by the claimant. If they were so
placed with intent to retard their dissolution, I presume the claim-
ant would at once abandon his claim. But the intent can be no
ground of a patent. The claimant may be the first who placed
blocks of ice on edge with that intent, but this cannot justify a patent
for doing that which was often done without that intent.

In truth, the whole merit of the claimant is the discovery of a
fact which existed long before, viz: that ice placed edgewise Kept
long:r than when placed flatwise. This is a mere naked discovery,
for which a patent cannot be granted. There is no invention —
not aing contrived or produced — which did not exist before.
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It 1s, however, contended that, although the discovéry, mercly
as such, is not patentable, and although blocks of ice may have
been often placed edgewise, yet ‘it will not be pretended that, in
vessels or 1n ice houses, ice had ever been stowed away upon the
system adopted by Mr. Kemper.”” By ‘ system,” I suppose, must
here be meant intent or purpose, for the placing the ice on edge
cannot, of itself, form a system. A system, as defined by Dr.
Johnson, 1s ** any complexure or combination of many things acting
together ; a scheme which reduces many things to regular depend-
ence or cooperation ; a scheme which unites many things in order.”

The patent, in the present case, is not asked for a system, but
for the exclusive right to place blocks of ice on their narrowest
side. The claim, therefore, obtains no support by calling it a sys-
tem, nor by calling it a * plan,” as in the recasons of appeal, where
it is asked, *“ Is the proposed plan unquestionably old.” What the
writer meant by the word plan 1s not very obvious; but I presume
he intended to refer to the placing of the ice cdgewtse, with the
intent that it should thereby keep longer than if otherwise placed.
He probably meant to include the intent with the act ; but, as before
observed, If the thing done be not new, the intent cannot entitle it to
a patent. |

It is admitted, in argument in behalf of the appellant, ¢ that a
discovery, taken ubstractedly, is not patentable ;’ but it is con-
tended *that, 1f the thing discovered be practically applied to pro-
duce a new and useful effect, the manner of attaining the end is
patentable.”” Now, let us apply this rule or doctrine to the present
case. The thing discovered is the beneficial effect of the position
of the ice — not-the position itself. How is this eflect, which is the
thing discovered, applied by the appellant to produce a new and
useful effect 7 And what is the new effect thus to be produced by
the effect discovered? Whatever it may be, it must be produced
by means that are new, by some invention, some contrivance, or
production of something that did not before exist. The beneficial
eflect of the position of the ice is the retardation of its dissolution.
No new and further effect is proposed. That retardation is the
ultimate effect contemplated. No new means are intended to be
used which can be the subject of a patent. A new effect from old
mebns will not justify a patent from those old means. ‘T'his case
i1s, therefore, not within the rule or doctrine thus advanced to

supply it.
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The patent to Mr. Tudor for filling the interstices between the
blocks of ice with some non-conducting substance i1s cited as a
precedent for the present application. No judicial dectsion is pro-
duced affirming the validity of that patent, and it scems to me to
rest upon very doubtful ground; but it is to be presumed that the
commissioner who issued it was satisfied that the means used were a
new invention,

Mr. Dolland’s patent for an improvement is also referred to; but
there the means used were decided to be, as to him, a new Inven-
tion, although Dr. Hall had, forty years before, constructed two tele-
scopes upon the same principle, but had not pursued the matter
and brought it Into public use. That case has no analogy to the
present.

In the reasons of appeal, it is suggested that patents for processes
or modes of procedure, in preserving animal and vegetable sub-
stances by means extremely simple, have been granted in England
and in this country; but as they are not particularly brought to
my notice, I cannot say how far they may be considered as prece-
dents to justify the present application. [ presume that, in all of
them, something new was invented ; something more than the dis-
covery of a fact or a principle, and the application of such fact or
principle to some usetul purpose by old means, or by means not
newly invented.

It is also suggested, in the reasons of appeal, that ¢ the Commis-
sioner is bound to issue a patent for the thing claimed, if, on ex-
amination, it shall not appear to him that the same had bcen in-
vented or discovered by any other person in this country prior to
the alleged invention or discovery thercof by the applicant, or that
it had been patented or described, &c., as stated in the 7th scction
of the act of July 4, 1836; and that the discovery in question is
not placed in either of the conditions that would justify the refusing
of a patent under the law,

But the 7th section refers to the 6th, by which it appears that a
patent is to be issued only to a person who has discovered or invented
some new and useful art, &c., or some new and useful improvement
on any art, &c.

The Commissioner, therefore, is to decide, in the first place,
whether thie invention is new, and whether it is the proper subject ot
a patent; he is bound to refuse it, although it may not be liable to
the particular objections specified in the 7th section.

r
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It is also said, in the rcasons of appeal, that the professed rule of
the office is, ¢ that where the question is at all doubtful, the patent
should be granted.”

This rule, I suppose, must have been adopted when the applicant
had no remedy if the Commissioner rejected his claim, and the de-
cision of the Commissioner was affirmed by the board of examiners
under the 7th and 16th sections of the act of July 4, 1836 ; which
last mentioned section gave the applicant a remedy, by bill In
equity, only in case the patent was refused on the ground that it
would interfere with an unexpired patent previously granted. In
all other cases of refusal, the applicant had no remedy; whereas,
if the patent should be granted, its validity might be, at all tumes,
questioned in the courts of law. It was reasonable, therefore, to
adopt such a rule.

But now, by the 10th section of the act of March 3, if the patent
he refused for any cause, either by the Commissioner or the judge,
the applicant may still establish his right to a patent by a hill in
equity.

The reason of the rule, therefore, fails, and I should not think
myself bound by it, if T thought this to be a case of doubt, which I
do not.

Every patent is 2 monopoly; and nothing can justify it but the
natural right of property which a man has in the products of his
own labor and ingenuity. With this exception, it is in derogation
of common right; and it should be strictly confined to the case ex-
cepted. Upon the whole, therefore, I am of opinion, and so decide,
that the decision of the Commissioner of Patents, that the applicant,
John F. Kemper, was not entitled to receive a patent for the manner
of stowing ice, by placing the blocks edgewise, was correct, and the
same 18 hereby confirmed.

And I hereby certify the same to the said Commissioner of Pa-
tents. And I do further certify that, having received an appeal
and the petition herewith enclosed of John F. Kemper, and the
original papers named in the letter from the Commissioner of Pa-
tents of the 13th of February, 1841, herewith also enclosed, I or-
dered notice to be given, as appears in my order of the 17th of
February, 1841, also herewith enclosed, which was returned to me
on the 18th of February, 1841, with service acknowledged. 1 fur-
ther certify that the parties appeared before me at my chambers,

on Monday, the 8th of March, 1841, when, by consent, the hearing
43 %
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was postponed to Monday, the 15th of March, when the applicant,
by Dr. Thomas P. Jones, his attorney, presented his written answer
to the grounds of the Commissioner’s decision, (which written answer
is also herewith enclosed,) when the hearing was further postponed,
by consent, to Wednesday the 17th instant, and on that day further
postponed until Friday, the 19th instant, when the parties attended,
and the Commissioner filed his reply to the argument of Dr. Jones,
which 1s also herewith enclosed, and the case was then submitted

without further argument.
¢ All which papers are herewith transmitted to the Commissioner of

Patents this 22d day of May, 1841. W. CRANCH.

Georce W. HivLpreTn, appellant,
vs.

Georce Heatn, appellee.

Appeal from the decision of
the Commissioner of Patents.

On the 29th of April, 1840, George Heath filed in the Patent
Office his application for 2 patent for his invention of an improved
canal lock gate.

The Commissioner being of opinion that the patent thus applied
for would interfere with an unexpired patent granted to George W.
Hildreth, on the 19th of March, 1840, gave notice thereof to the
parties, and, upon a hearing before him, decided, that George Heath
was the original and first inventor, and entitled to a patent therefor.

From this decision Mr. Hildreth has appealed, and the question
1s now submitted to me by the parties upen written argument.

The Commissioner .has furnished a certificate in writing of his
opinion and decision ; and Mr. Hildreth has filed his reasons of appeal,
with the written argument of his counsel.

The reasons for appeal thus filed are eight in number, but may be
reduced to three.

1. Because Mr. Heath was not the first inventor, in the meaning
of the patent law, inasmuch as his invention was never reduced to
practice, but was the mere speculation of a philosopher or mecha-
nician.

2. Because he never filed a caveat pursuant to the 12th section of
the Act of July 4, 1836.

3. Because he has forfeited his claim to the invention by his delay
in applying for a patent.
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1. Upon the first point the very ingenious argument of Mr., Hil-
dreth’s counsel is founded upon a dictum of Mr. Justice SToRY, in the
case of Bedford v. Hunt, et. al., 1 Mason, 304, that ** the first inven-
tor who has put the inventton in practice, and he only, 1s entitled to a
patent ;** and that dictum was perhaps founded on the words 1n the
6th section of the Act of February 21, 1793, viz : “ or that the thing
thus secured by patent was not originally discovered by the patentee,
but had been in use, or had been described in some public work, ante-
rior to the supposed discovery by the patentee,” &c., from which
an inference seems to be drawn that the defence — that the maticr
was not originally discovered by the patentee — would not avail the
defendant, unless he show also that it had been in use by the prior
discoverer.

But the words ¢ but had been in use * seem to have been carefully
excluded from the 15th section of the aci of 1836, which, like the
6th section of the act of 1793, states the matters which may be

given 1n evidence under the general issue 1a an action for Infringing
the plaintiff’s patent.

By thus excluding these words the defence, ¢ that the patentee was
not the original and first inventor or discoverer of the thing patented,”
is complete, without showing that the first inventor had put his inven-
tion in practice.

None of the patent laws have ever required that the invention
should be in use, or reduced to actual practice, before the issuing of
the patent, otherwise than by a model, drawings and specification
containing a written description of the invention, and of the manner
of making, constructing, and using the same, in such full, clear and
exact terms as to enable any person skilled in the art to which it
appertaihs, to make, construct and use the same. In England it is
understood that, if the thing is In use before the issuing of the patent,
it 18 void ; and our act of March 3, 1839, section 7, in order to
meet such an objection, provides that the use of the thing, even
by leave of the inventor, for two years before his application for a
patent, shall not invalidate it; a fortiori the use of by a third per-
son or subsequent inventor, after the first invention and before the
1ssuing of the patent to the first inventor, without his consent, will
not, under our patent laws, be a bar to the issuing of it.

Mr. JusTice Story, in the case of Bedford v. Hunt, was not con-
sidering the question whether the patent should be issued, but
whether it should be invalidated by prior use. He has not said that,
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under any circumstances, an invention must be in use before a
patent for it can be obtained, and his dictum is wholly inapplicable
to the question whether the Commissioner of Patents should issue a
patent.

If a patent should be issued to Mr. Heath, its validity would be
still a question open to the courts; and is one which can be conclu-
sively settled by the courts only.

By the 7th section of the act of 1836, the Commissioner is bound
to issue a patent 1n the case, and under the circumstances there
stated. He has in such a case no discretion ; and the present is
such a case.

By that section 1t i1s enacted ¢ that, on the filing of any such
application, description and specification,and the payment of the duty
hereinafter provided, the Commissioner shall make or cause to be
made an examination of the alleged new invention or discovery, and
if, on such examination, 1t shall not appear to the Commissioner
that the same had been invented or discovered by any other person
in this country prior to the alleged Invention or discovery thereof
by the applicant, or that it had been patented, or described in any
printed publicotion In this or any foreign country; or had been in
public use o on sale, with the applicaiit’s consent or allowance,
prior to the application, if the Commissioner shall deem it sufhi-
ciently useful and important, it shall be his duty to issue a patent
therefor.

It appears by the proceedings before the Commissioner that Mr.
Heath regularly filed his application, description and specification,
and patd the duty ; that the Commissioner made the examination,
and that upon such examination it did not appear to him that the
same had been Invented or discovered by any other person, or had
been patented or described in any printed publication in this or any
foreign country, prior to the alleged invention or discovery thereof
by the applicant ; or that it had been in public use or on sale, with
the applicant’s consent or allowance, prior to his application,

The Commissioner was, therefore, primé facie bound to issue the
patent to Mr. Heath.

At first view it may seem doubtful from the words of that sec-
tion, whether a patent issued to the second inventor, before the appli-
cation of the first inventor, would not be a bar to the issuing of a
subsequent patent fo the first inventor. But upon comparing the
words of that section with those of the 6th, 8th, and 15th sections

v
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of the same act, it is evident that the patent, which would bar the
issuing of a patent to the applicant, must be a patent issued prior
to his tnvention, and not merely prior to his application.

Having complied with all the requisites of the 7th scction, what
is to prevent the applicant from obtaining his patent. It is alleged
that he was not the first inventor, because he had not reduced his
invention to practice. DBut that objection i1s answered by showing
that there is no law which requires an inventor to put his invention
in practice or use, before obtaining his patent; and it is perfectly
immaterial to him whether the subsequent inventor had put it in
practicc or not. That fact cannot effect the right of the first
inventor. If Congress had intended that a patent to the second
inventor should be a bar to a patent to the first inventor, they
would not have given jurisdiction to the Commissioner to decide
the question of priority between them, and to grant a patent to the
first Inventor in cases of interference, as they have done by the eighth
section of the act.

Neither that scction, nor any other section of that, or any other
act, makes the right of the patentee, or of the applicani, depend
upon the fact of the invention being reduced to actual practice,
except in the case of an alien patentee failing and neglecting, ¢ for

the space of eighicen months from the date of the patent, to put
and continue on sale to the public, on reasonable terms, the inven-

tion or discovery for which the patent issued.” From this excep-
tion, an inference may be drawn, that a citizen patentee cannot
lose his right by non wuser, unless it amount to evidence of an aban-
donment of the patent; and the question of an abandonment of a
patent 1s a question for the jury on a trial at law.

If the invention be the mere speculation of a philosopher or me-
chanician in his closet, and he takes no step towards obtaining a
patent, but keeps his invention secret, and another person, who is
also an original but subsequent inventor of the same thing, obtain
a patent for it and bring it into use, it has been held, both in Eng-
land and in this country, that the patentee, in a suit at law, is to be
considered as the first inventor. But it has happened in such case,
as in many others, that elementary writers, and subsequent tribunals,
have laid down the doctrine in broader terms than the cases upon
which it was founded will warrant.

Thus SwrR, in his Epitome of the Patent Laws, (p. 11,) says:
“It sometimes happens that two men severally discover the same
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thing, each by his own unassisted exertions; when this happens,
the first who communicates it to the public 1s deemed the first inven-
tor, and entitled to the patent;® and he cites Boulton v. Bull, 2
H. Be., A87; Forsyth v. Riviere, Chitty, Prerog. of the Crown, 182,
n.; Lewis v. Marling, 10 B. § C.,223; Wood v. Zimmer, Holt, N,
P. C. 98; Edgecbury v. Stephens, 2 Salk. 47. And Mr. Justice
Story, in the case before cited, says: * The first inventor who has
put the invention in practice, and /e only, 1s entitled to a patent.”
The doctrine thus broadly laid down is not supported to that ex-
tent by the cases cited, and it would be unjust, if it were, for i
makes no exception of the bond fide first inventor who is * using
reasonable diligence in adapting and perfecting ™ his invention, and
whose right is saved by the spirit, if not the letter, of the fifteenth
section of the act of 1836, which makes it a good defence to an

action for infringing the patent, that the plaintiff had *¢ unjustly
obtained the patent for that which was in fact invented and dis-
covered by another who was using reasonable diligence in adapting
or perfecting the same.’’

If such a case had been presented to the mind of Mr. Justice
Story, there can hardly be a doubt that he would have excepted it
from the broarl terms of the doctrine as laid by him in the case of
Bedford ». Hunt,

Such, from the evidence and admissions of counsel, was the case
of Mr. Heath. He was using reasonable diligence in adapting und
perfecting his invention ; and it appears by testimony adduced by
Mr. Hildreth that in the winter of 1839, before he obtained his
patent, Mr. Heath exhibited to the witness, Alfred Barrett, who had
in his possession a model of Mr. Hildreth’s paddle-gate, his, the
said George Heath’s, model of his gate, and claimed to be the inven-
tor thereof ; it is probable, therefore, that Mr. Hildreth had notice of
Mr. Heath’s claim before he obtained his patent.

The doctrine as stated by Mr. Smith and by Mr. Justice Story
seems to have originated in Dolland’s case, cited by Buller, J., In
the case of Boulton ». Bull. Dolland had a patent for an improve-
ment in make object-glasses for telescopes. It was objected that
he was not the inventor, ¢‘ but that Dr. Hall had made the same dis-
covery before him. But it was holden, that as Dr. Hall had confined
it to his closet, and the public was not made acquainted with it, Dol-
land was to be considered as the inventor.”

The case of Dolland is not reported ; and all that we know of 1t
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is what was said by Buller, J., In the case of Boulton v. Bell. 2 H.
Be., 463 - ’4 ; and upon that foundation is probubly built the broad
doctrine that the first of the two original inventors who communi-
cate the invention to the public 1s entitled to the patent, although the
other invented the thing first.

Between simultancous inventions, this may be just, because neither
can claim priority, but it cannot be just that the prior inventor, who
is maturing his Invention, and preparing to make application for a
patent in a reasonable time, should be defeated by a subsequent
inventor who first obtains a patent. This 1s not the doctrine of
Dolland’s case, which was only that an inventor who confincs his
invention to his closet, and does not cor.municate it to the public,
and takes no steps towards obtaining a patent until a subscquent
original inventor has obtained his patent, thereby forfeits and
abandons his claim to priority of invention. But the question of
forfeiture or abandonment is for the jury, upon a trial at law. The
first inventor is primd facic cntitled to a patent, and the Commis-
sioner, as before observed, is bound to issue it under the 7th section
of the act of 1836, if certain facts should not appear to the Com-
missioner as thercin specified ; which specification of facts does not
include delay or abandonment ; so that the question of delay or aban.
donment is not, by that section, submitted to the jurisdiction of the
Commissioner.

1 do not consider the expression ¢ reduced to practice ”’ as import-
ing the bringing the invention into use. When applied to an
invention, it gencrally means the reducing 1t into such form that it
may be used, so as not to be a mere theory. If a machine be in-
vented and described in such a manner that it may be made and
used, and especially if a model be made, the invention may be said
to be reduced to practice. In the present case, it is admitted in argu-
ment (and such is the evidence) that Mr. Heath, in the summer of
1836, actually made a lock gate according to his specification. It
was, indeed, a small one, a model only, but the size 1s of no impor-
tance, The thing was done ; the invention was reduced to practice ;
and it was demonstrated thereby that the invention was practicable.

I am, therefore, and for the reasons before staied, of opinion that
where the invention is not of a mere philosophical speculation,
abstraction, or theory, but of something corporeal, something to be
manufactured, the applicant need not show that he has reduced his
wvention to practice otherwise than by filing his specification and
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furnishing drawings and a model, as required by the statute, wherc
the nature of the case admits of drawings or of a representation by a
model. These having been thus filed and furnished by Mr. Heath,
and it being admitted that he, in point of time, was the firs¢ inventor
of the thing patented, he is entitled to a patent therefor notwithstand-
ing the patent granted to Mr. Hildreth, unless he has lost his right by
not filing a caveat, or by delay in applying for his patent.

2. The second reason of appeal is, that Mr. Heath never filed a
caveat, pursuant to the 12th section of the act of July 4, 1836.

That section was introduced for the benefit of the inventor, but was
not necessary to the preservation of his right. It only enables him
to have notice of any interfering application.

Godson (Law of Patents, 146) says: ¢ Of its nature and effect
much misconception has arisen. It does not create any right, but is
simply a request to be favored with information.”” Again, he says:
‘“ Upon the whole, thercfore, the entering of a caveat is nothing more
than giving information that there is an invention nearly completed,
and requesting that, if any other person should apply for a patent for
the same thing, the preference may be given to him who entered it,
which request is complied with by the courtesy, of the crown, upon its
being satisfied of its reasonableness by the attorney-general, or the
opinion of the lord chancellor ; and when the patent is granted, it is -
to be judged of as if no caveat had been entered.”

But this caveat gives no notice to the world, or even to the inter-
fering applicant. It is notice to the Commissioner only; and is
locked up in the secret and confidential archives of the oftice. It
would not in any manner have strengthened the title of Mr. Heath ;
nor does the omission of it impair that title, or aid that of Mr. Hil-

dreth.
This reason of appeal, therefore, as well as the first, must be over-

ruled.

3. The statute does not limit any time in which the inventor must
apply for a patent ; nor does it declare a forfeiture by reason of any
delay. The delay, therefore, seems to be unimportant, unless 1t
amounts to evidence of abandonment of the claim. It is not one of
the specified grounds for which the Commissioner is, by the 7th sec-
tion of the act of 1836, authorized to refuse to grant the patent ; and
it seems to be a matter within the peculiar province of the jury upon
a trial at law, in any action which either of the patentees may insti-
tute against the other. If there be any limit of the time of applica-
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tion, it must be a reasonable limit, and that is proper matter for the
consideration of a jury ; and I am very much inclined to the opinion,
that any matter of defence which itis the peculiar province of a jury to
decide, and which is not by the 7th section of the act of 1836, made a
ground for the refusal of a patent by the Commissioner, should be left by
him to be decided by the jury in a subsequent action at law.

In AMorris v. Huntingdon, 1 Painc 354, Mr. Justice Tuoxrsox
sald : ** No man is to be permitted to lie by for years and then take
out a patent. If he has been practising his invention with a view of
improving it, and thereby rendering it a greater benefit to the public
before taking out a patent, that ought not to prejudice him ; but it
should always be a question submilted to the jury, what was the
intent of the delay of the patent, and whether the allowing the inven-
tion to be used without a patent, should not be considered an aban-
donment, or present of it to the public ? ™

In Pennock & Scllers v. Dialogue, 2 Peters 16, Mr. JusTick
STORY, In delivering the opinion of the court, says: “ It has not been,
and indeed cannot be, denied, that an inventor may abandon his
invention and surrender or dedicate it to the public.”” ¢ The ques-
tion which gencrally arises at trials is a question of fact, rather than
of law, whether the acts of acquiescence of the party furnish, in the
' given case, satisfactory proof of an abundonment, or dedication of the
invention to the public.” The point decided by the court in that
case, was ** that the first inventor cannot acquirc a good title to a
patent, if he suffers the thing invented to go into public use, or to be
publicly sold for use, before he makes application for a patent.”
But it is believed that it has not yet been decided that the right of the
first inventor has been lost merely by lapse of time between the
invention and application for the patent, unless there has been some
intermediate use by the applicant, or by his consent ; and especially
where he was bond fide taking measures to unprove or perfect his
invention, and to prepare for applying {for the patent; which, from
the evidence, appears to have been the case of Mr. Heath.

If, therefore, the question of abandonment be cognizable by the
Commissioner, there is, in my opinion, no evidence to support it ;
aiid this reason of appeal must also be overruled.

It is, therefore, upon the whole case, my opinion, and I do so
decide and adjudge, that the decision of the Commissioner of Patents

in this cause be, and it is hereby, affirmed.
Certified by me, this 15th of October, 1841. W. CRANCH.

44

rh
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District or CoLUNMBIA, to wit :

I, Willlam Cranch, Chief Justice of the District of Columbia, cer-
tify to the Commissioner of Patents, that, upon the appeal of George
W. Hildreth from the decision of the Commissioner of Patents, upon
the application of George Ileath for a patent for hydraulic gates for
canal locks, &c., on the 4th of September, 1841, I ordered notice to
be given to the parties to appear beforc me on the last Monday of
Scptember, 1811, for the hearing of the said appeal ; at which time
the said George W. Hildreth appeared by Thomas P. Jones, Esq.,
and the said George Ileath by Mr. Fitzgerald, and submitted the
case to my consideration upon the cvidence and the reasons of

appeal, and the argument of the counsel of Mr. Hildreth, and the
grounds of the decision of the said Commissioner, fully set forth in
writing : all which being duly heard and considered, 1 have decided,
and do hereby decide and adjudge, that the decision of the said Com-
missioner of Patents — that the said George Heath is the original and
first inventor of the matter for which he has applied for a patent, and
is entitled, as such, to receive the patent for which he has applied —
be, and the same is hereby, affirmed. \
Given under my hand, this 15th of October, 1811.

W. CRANCII.
I herewith return all the papers.

W. CRANCH.

vS. Appcai from the decision of the Commis-
Geo. G. Bisnor, & Joun _& sioner of Patents.

Akin, appellecs.

Joun Arnoip, appellant, l

On the 19th of September, 1840, John Arnold made application
for a patent for his invention of a ¢ new and useful manner for form-
ing the web of felt cloth and web for other purposes,’” and in October
following complied with the other requisites of the act of the 4th
July, 1836. A caveaty however, had been entered by George G.
Bishop and John Akin, who claimed to be joint inventors with the
said John Arnold of the same machine ; and on the 20th of March,
1841, the saxd Bishop and Akin made application by petition for o
patent for the same invention in the name of the said Bishop, Akin,
and John Arnold, averring it to be the joint invention of the three.
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The Commissioner, on the 30th of March, 1841, decided them to be
interfering claims, and notice was given to the parties by the Com-
missioner that he would hear them on the second Monday in May,
1841, and they respectively took the depositions of several witnesses.

On the 16th of June, 1841, the Commissioner decided that it was
to be considered a joint invention, and that neither of the parties can
claim the whole, and rejected the applications of all the applicants.
From this decision, Mr. Arnold has appealed, and the reasons stated
are in cflect: That the Comnissioner has considered and acted upon
evidence not competent according to the general rules of law, and
upon testimony not taken according to the regulations prescribed and
promulgated by himself; and that, independent of the evidence thus
objected to, there is not sufhcient to establish the fact of joint inven-
tion. And Mr. Arnold’s attorney asks Icave to be further heard if
his objections to the evidence should be overruled.

The evidence objected to consists of —

1. John Akin’s ex parte afhidavit in support of the same joint
claim.

3. Letters from Mr. Rowley to the Commissioner of Patents, dated
respectively March 15, May 2, and June 9, 1841.

4. George G. Bishop’s letters to the Commissioner of 7th of May
and 12th June, 1841.

5. Mr. Rowley’s deposition.

One of the Ebjections to the deposition of Mr. Rowley is, that the
Commissioner of Deeds, before whom the deposition was taken, has
not « ‘ified upon the deposition, according to the Sth rule, that it
was aled up by him ; and there is no evidence that it was <n fact
sea . up by him.

By the act of March 3, 1839, § 12, it is enacted, *‘ That the Com-
missioner of Potents shall have power to make all such regulations,
in respect to he taking of evidence to be used in coniesied cases
before him, as may be just and reasonable.”

Under this authority, the Commissioner made out and promulgated
the following rules: -

RULES FOR TAKING AND TRANSMITTING EVIDENCE, &c., TO THE
COMMISSIONER OF PATENTS.

PatexT OFFICE,

I1st. That all statements, declarations, evidence, &c., shall be in
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writing, setting forth, minutely and particularly, the point or points
at issue, and shall be verified by oath or affirmation.

2d. That all statements, declarations, proofs, and evidence, shall
be filed in the Patent Office, by the parties respectively, before the
day of hearing.

3d. That, before the deposition of a witness or witnesses be taken
by either party, notice should be given to the opposite party -of the
time and place when and where such deposition or depositions will
be taken ; so that the opposite party, either in person or by attorney,
shall have full opportunity to cross-examine the witness or witnesses.
And such notice shall, with proof of service of the same, be attached
to the deposition or depositions, whether the party cross-examine or
not; and such notice shall be given in sufficient time for the appear-
ance of the opposite party, and for the transmission of the evidence
to the Patent Office before the day of hearing.

4th. That no evidence, statement, or declaration, touching the
matter at issue, will be considered upon the said day o1’ hearing,
which shall not have been taken and filed in compliance with these
rules : Provided, 'That if eitaer party shall be unable, from good and
sufficient reasons, to procure the testimony of a witness or wit.
nesses, within the above stipulated time, then it shall be the duty
of said party to give notice of the same to the Commissioner of
Patents, accompanied with statements of the cause of such inability,
which last mentioned notice to the Commissioner shall be received
by him days previous to the day of hearing afore-

said, viz. : the day of next.
oth. That all evidence, &c., shall be scaled up and addressed to

the Commissioner of Patents, by the persons before whom it shall be
taken, and so certified thereon.

The first of these rules is evidently intended to apply to the ini-
tiatory procecdings in applications for patents, and to uncontested
cases, where the Commissioner may consider all the circumstances
which may come to his knowledge. The other rules, viz. : the 2d,
3d, 4th, and 5th, are applicable to contested cases, where parties
are to be heard ; and in such cases, inasmuch as each party is bound
by the rules, each party is also entitled to the benefit of them.” The
4th rule says: “ That no evidence, statement, or declaration, touch-
ing the matter at issue, will be considered upon the said day of hear-
ing which shall not have been taken and filed in compliance with
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these rules.” This is a restraint imposed upon the Commissioner
himself as much as if the very words of the rule had been contained
in the statutc; for the rules, made in conformity with the law,
while they remain unabrogated, are as binding as the law itself.
The rule 1s an assurance, an engagement, by the Commissioner,
that he will not, at the hearing, consider any evidence not taken
and filed in compliance with these rules; one of which was that the
person taking the deposition should certify thereon that it was
sealed up by him. This is not an immaterial form. It is a security
that the deposition has not been altered after it left the hands of
the magistrate before whom the deposition was taken. In the
rules which the Commissioner has promulgated, he has not reserved
any right to dispense with them, in particular cases, at his pleasure.
After a deposition has been taken while the rules were in force, his
dispensation cannot affect that deposition. A revocation of the rules
can affect only subsequent proceedings. After a contest has arisen,
the parties have a right to insist not only that the eviience should be
taken agrecably to the rules prescribed by the Commissioner, but
that 1t should be evidence competent in law. It is one of the rules
in law, that no man can be a witness in his own cause, unless
made competent by statute, or by being called upon by the oppos-
Ing party to answer upon oath, as in cases of equity and admiralty
jurisdiction, &c.

If the witness is interested he is exclided, however small the
amount of interest may be.

Objection was made to the taking of the deposition of Mr. Rowley,
at the time of taking it, because of his interest, and because the
notice was too short ; because the magistrate was not named before
whom the deposition was taken, and because the time was so late
that Mr. Arnold would not have time to take countervailing tes-
timony.

The interest of Mr. Rowley in the patent right is the same,
whether the patent should be granted to Mr. A. iwld alone, or
Jointly to the three applicants ; for his only interest is as a member
of the company to whom all the applicants have bound themselves

to convey the patent right when obtained. If the covenants do not
cover the claim for a patent, then Mr. Rowley is not interested at

all. If they do cover it, then it is immaterial to him which of the
claimants obtains the patent.

The objection to the shortness of the notice is answered by the
44 *
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fact that Mr. Arnold did appear at the time and place, and cross-
examined the witness. The lateness of the time is no cause for
rejecting the deposition; but it might, perhaps, have been good
ground for an application to the Commissioner of Patents to allow
further time for taking other testimony which he might deem impor-
tant 1n the cause.

But the objection that the magistrate, before whom the deposition
was taken, did not certify thereon that it was scaled up by him, is
sufficient ground for excluding that deposition fromx the consideration
of the Commnissioner of Patents.

This evidence, then, being excluded, there remains only, on the
part of Messrs. Bishop and Akin, the deposition of Mr. Lowns-
berry.

This deposition i1s admitted to have been taken and transmitted
according to the rules; but it is said that it shows Mr. Lownsberry to
be so Interested as to be an incompetent witness. In that respect,
however, he stands on the same ground with Mr. Rowley, and the
same answer 1s applicable to him. |

It appears by his deposition that the idea of crossing the wool
diagonally was suggested by Mr. Bishop and Mr. McLean, or one
of them, before Arnold was applied to, or had any connection with
the company in whici Lownsberry, Bishop, and McLean was con-
cerned ; that, upon the recommendation of Mr Moulton, Bishop,
as agent of the cumpany, applied to Arnold to make the necessary
machinery, who undertook the work, and was to have ohe-fifth of
the concern ; tlat he made a machine for crossing the wool at right
angles, and obtained a patent for it in 1829 or 1830, which was
afterwards improved by him and Bishop, who obtained a patent for
the improvement in their name; that Bishop frequently, from 1828
to 1837, urged the building of a machine to cross the wool diago-
nally, to which Mr. Lownsberry was opposed. The machine, how-
ever, was built in 1837, by Arnold and Akin, for the company, who
paid them for building it. It has always been in possession of the
company, and owned by them ; that the machine is the same spoken
of by Alonzo C. Arnold in his deposition, and the niodel of which
was sent to the Patent Office by Bishop, in March, 1841,

That one objection to adopting the diagonal machine was, that
it would interfere with a patent machine then in operation at Cat-
skill ; but the right-angled machine did not interfere, and made
a better article.
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That the claim of Bishop and Akin is made for the benefit of the
company, and that whether the patent be taken out in the joint
names of Bishop, Akin, and Arnold, or of Arnold alone, the benefit
of it is to be assigned and transferred to the company under certain
covenants, entered into by all of them, to the company ; and copies
of these covenants are filed with the papers in this cause.

IHe docs not know who invented the machine built by Arnold in
1837, but it 1s the same mode which had been agitated by Bishop,
and occasionally by Arnold during their connection in business.
That Akin suggested alterations while the machine in 1837 was
putting up, and after it was up, to make it go better; that he did
the greater part of the work; cannot cxplain the alterations, nor
the difhiculties to be overcome, but it did not operate at all. Tt
seems to me that there is enough in this deposition to show that
Mr. Arnold was not the sole inventor of the principle of crossing
the wool diagonally, or of the machine for reducing that principle
to practice ; and, if not the sole inventor, he 1s not entitled to a
patent.

There is no claim before me upon this appeal but that of Mr. Ar-
nold. Bishop and Akin have not appcaled from the decision of the
Commissioner rejecting their joint claim.

It appears by Lownsberry’s deposition that the principle or mode
of crossing the wool diagonally was suggested and contemplated
by Bishop and MclLean before Arnold was employed by them to
reduce their ideas to practice. ‘I'he machine did not constitute the
whole invention. The next material part of the invention was the
principle, 1. e., the diagonal motion, which was to distinguish this
machine from all other felting machines ; and 1t 1s the vibratory and
rotary motions which produce the diagonal crossing of the wool,
which Mr. Arnold claims as his invention, and for which he asks a
patent. The man who reduces to practice the theory of another
who assists In the reduction of it to practice, cannot be considered
as the sole inventor of the machine. Arnold would not have made
the machine unless informed by Bishop of the discovery which he
had made of the effect of the diagonal crossing of the wool. The
invention consisted both of the discovery of the principle and the
reduction of it to practice. Neither Bishop nor Arnold, therefore,
could be considered as sole inventor. It appears also by the depo-
sitton of Henry Lamb, taken by Mr. Arnold, that the machine,
when first put up, “would not go;” that Akin went up to remedy
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the defect, and that the witness afterwards saw it in operation in
the fall of 1837, or spring of 1838 ; and that he never heard Arnold
claim the patent right until within a year.

I see nothing in the deposition of Alonzo C. Arnold inconsis-
tent with the facts stated by Mr. Lownsberry in his deposition ; but
if there were, Alonzo C. Arnold scems, by his own showing, to be
interested by the promise of his father, to give him a share in the
patent if 1t should be obtained j for, although afterward, in answer
to the leading question, he said the agreement was abandoned, yet
it is evidence that in the preceding part of his deposition, he
thought it depended upon his generosity whether he should have
an interest in the patent when obtained. If this interest, however,
was not sufliciently certain to exclude his testimony, it cannot fail to
have some effect upon his credibility.

But he states that the machine was put in operation in 1837, and
his fathcr never spoke witli him about getting the patent, now
applied for, until the summer of 1840, and after his father had
ceased to be a member of the Union manufactory, who claim the
benefit of the patent under the agreement before mentioned, if it
should be obtained by either or all of the claimants. It may be
inferred from this, that so long as he remained a member of the
company he did not claim a sole right, or any right to the inven-
tion. Another strong argument that he did not claim to be the inven-
tor during those threc years, results from his suffering the machine
to be set up and used during that period, without taking any steps to
secure a patent, when, by the terms of the acts of 1836 and 1839,
the use of the machine, with his consent, for two years prior to his
application 1s a bar to his claim.

That fact, indeed, seems to be a bar to all their claims, and to put
an end to this controversy ; for, if a patent chould now be granted to
any of them, and an action should be brought by the patentee for a
violation of the patent right, it seems that the defendant might
" defend himself under the 15th section of the act of 1836, and the 7th
section of the act of 1839, by showing that the machine had been in
public use, with the consent of the patentee, for more than two years
prior to the application for the patent.

It is suggested in the reasons of appeal, that if the decision of
the Commissioner is sustained, there does not appear to be any
possible mode of determining this question ; and that 1t is only by
granting the patent to Arnold, that the rights of the individuals
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interested, and of the public, can be determined according to the
intention of the acts of Congress for the promotion of the useful
arts.

But upon comparing the 16th section of the act of 1836 with the
10th section of the act of 1839, it will appear that, “in all cases
where patents are refused, for any reason whatever, cither by the
Commissioner of Patents, or by the chicef justice of the District of
Columbia, upon appeals from the decision of said Commissicner,”
the ‘“applicant may have remedy by bill in equity; and the court
having cognizance thereof, on notice to adverse partics, and other
due procecdings had,” ¢ may adjudge that such applicant is entitled,
according to the principles and provisions of the act of 1836, to
have and receive a patent, for his invention, as specified in his
claim ;' “ and such adjudication, if it be in favor of the right of
such applicant, shall authorize the Commissioner to issue such patent
on his filing a copy of the adjudication, and otherwise complying
with the requisitions of that act.

The reservation of a right to a further hearing on the part of Mr.
Arnold’s attorney, was confined to the case of my admitting the
evidence which he objected to; and, as I have rcjected that evidence,
any further hearing i1s unnecessary.

Upon the whole, then, after rejecting the evidence, I am of
opinion that Mr. Arnold has not supported his claim as sole in-
ventor ; and that if he had, he has lost his right to a patent, by
suffering the machine to be in use for more than two years before
his application for a patent; and that, therefore, and upon both
grounds, the decision of the Commissioner of Patents, rejecting
his claim, ought to be, and it is hereby aflirmed.

W, CRANCH.
Ortober 29, 1841,

Subscquent to this decision of the honorable judge, he transmitted
a second opinion to the office, in the following words:

Joun ArNowrp, appellant,
vs. Appeal from the decision of the Com-

Grorge (. Bisror and missioner of Patents.
Joun Axin, appellees.

After I had sent my opinion in this case to the Commissioner of
Patents, on the 30th of October last, I was satisfied that I had mis-
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apprehended the attorney of Mr. Arnold, in-supposing that, in
case I should sustain his objections to the testimony and evidence
on the part of the appelleces, he would not desirc to be further
heard, I therefore determined to hear his further argument, on the
20th instant, at my chambers, of which I gave notice to the attorneys
of the parties, and they attended, viz: Doctor Jones on the part of
the appellant, and Mr. Morfit on the part of the appellees. Mr. Fitz.-
gerald also attended on behalf of the Patent Office, to give any
explanations, &c., which might be required. Doctor Jones then pre-
sented his further argument, in writing, in which he contended that
this claim of Mr. Arnold for a patent is not included in the cove-
nant to the Union Manufacturing Company, of which Mr. Lowns-
berry is a member ; and, therefore, that the interest of Mr. Lownsberry
‘ cannot be the same whether the patent should be granted to Arnold
or to the three applicants.”

I cannot, however, perceive how that consequence should follow.
It is only by introducing the assignments and covenants by Mr.
Arnold to the Union Manufacturing Company, and by showing that
these covenants cover this claim, that Mr. Lownsberry is supposed to
be interested.

If those covenants do not cover this claim, then Mr. Lownsberry
1s not Interested; and if they do, then, as all the applicants are
bound by similar covenants, it is not material to him which pre-
vails.

The only question for me to decide is that which is suggested by
the reasons of appeal, viz : whether Mr. Arnold was the sole inventor
of the machine.

To that question it is wholly immaterial whether it be an entirely
new machine, or an improvement upon an old one.

Upon a careful review of the depositions of Alonzo C. Arnold,
Mr. Waters, and Mr. Lamb, taken on the part of the appellant,
and of that of Mr. Lownsberry, on the part of the appellece, 1 am
still of opinion that Mr. Arnold has not supported his claim as sole
inventor.

But it is suggested that there is no law which authorizes the Com-
missioner of Patents to withhold the grant of a patent, in the case
in question, that is, where the applicant is not the sole inventor ;
that it is not one of the grounds, stated in the 7th section of the
act of 1836, which would justify the Commissioner in refusing the
patent; and that the only one of these grounds which can be sup-



JUDGE CRANCH’S DECISIONS. 527

posed to apply to this case is, its appearing to the Commissioner
that the same thing had been invented or discovered by some other

person prior to the alieged invention or discovery by the applicant.

But by the sixth section of the same act, the applicant must be
the nventor. One of the three joint inventors cannot with pro-
pricty be called the inventor; and if he applies for the patent, the
Conmimissioner is bound to refuse it. This seems to be admitted in
the reasons of appeal, where 1t Is said that Arnold, who has sworn
that hc was the original and first inventor, cannot, without admitting
that he has been guilty of perjury, acknowledge that Bishop and
Akin were Joint inventors with him ; and that, upon their own show-
Ing, a patent cannot be granted to Bishop and Akin without the con-
currence of Arnold.

Here, then, is the authority of the Commissioner to withhold a
patent from an applicant who is not the sole inventor.

In my former opinion in this case, I stated as one of the grounds
for aflirming the dccision of the Commissioner of Patents rejecting
the claim of Mr. Arnold, that he had lost his right, if he had any,
by suffering the machine to be in use for more than two years be-
fore his application for a patent. I should have said * public
use,”’ which arc the words of the statute. But, upon reflection, I
doubt whether 1 can decide upon any other matter than that which
arises upon the reasons of appeal. The words of the act of 1839,
section cleven, which confer the jurisdiction upon the judge, after
allowing the applicant a right to appcal, by giving notice thereof
to the Commissioner, filing his reasons of appeal, and paying into
the office twenty-five dollars to the credit of the patent fund, are :
‘““and 1t shall be the duty of the said chief justice, on petition, to
hear and determine all such appeals, and to revise such decisions
in a summary way, on the cvidence produced before tlie Commis-
sioner, at such early and convcnient time as he may appoint, first
notifying the Commissioner of the time and place of hearing; whose
duty it shall be to give notice thereof to all parties who appear to
be interested therein, in such manner as said judge shall prescribe.
The Commissioner shall also lay before the judge all the original
papers and evidence in the case, together with the grounds of his
decision, fully set forth in writing, touching all the points ipvolved
in the reasons of appeal T0 WHICH THE REVISION SHALL BE CON-
FINED,” 1. e., the revision by the judge shall be confined to the
pmnts involved in the reasons of appeal. He is to ¢ hear and de-
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termine such appeals,” but he is to revise the decision of the Com-
missioner only in respect to the points involved in the reasons of
appeal. If the Commissioner did not err in tlhose points, his deci-
sion upon those points must be affirmed, although the judge should
be of opinion, upon the evidence and the merits of the whole case,
that the patent ought to have becn granted ; so, If the judge should
reverse the decision of the Commissioner upon those points, it would
seem that the patent must issue, although the judge should be of opin-
ion that upon the whole case, as it appears in evidence before him,
the patent ought not to 1ssue. 1 say this would seem to be the eflect
of such a decision; because the effect of such a decision upon the
further proceedings of the Commissioner would depend upon the
question, whether the reasons of appeal thus aflirmed, by the judge,
involved the merits of the case. If they did not, thc Commissioner
might well say : it is true, I erred in those points, but my objections
to the Issuing of the patent still exist untouched by the decision of the
judge. The words of the act are, that the judge’s decision ¢ shall
govern the further proceedings of the Commissioner in such case.”
This must apply only to sc much of the case as is involved in the
reasons of appeal ; and the nppeal itself can be considered only as an
appeal to so much of the decision of the Commissioner as is effected
by such reasons. If, therefore, after the judge shall have decided 1n
favor of the applicant upon the points involved in his reasons of
appeal, other suflicient reasons remain for rejecting the claim for a
patent, untouched by the decision of the judge, it would seem that
the Commissioner might properly still reject it.

Whether such new rejection would be subject to appeal, is a ques-
tion which may be left, as well as the effect of the judgment of the
judge in regard to the subsequent proceedings of the Commissicner,
to future decision, as cases may arise requiring a decision upon those
points. For these reasons, I doubt very much, whether it was com-
petent for me to decide in this case, that Mr. Arnold has lost his right
to a patent by suffering the machine to be in public use for more than
two years before his application for a patent. So much, therefore,
of my former opinion in this case may be considered as extra judicial
and as withdrawn. This renders it unnecessary to answer the very
ingeniogus argument of Mr. Arnold’s attorney upon that point ; which
argument, however, has not in any degrce diminished my confidence
in the correctness of the opinion which I have thus withdrawn. This
withdrawal does not in any manner affect the judgment which 1 cer-
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tified on the 29th of October, 1841, inasmuch as I am still of opinion

that Mr. Arnold has not supported his claim as the sole inventor of
the machine for which he claims a patent.

The judgment, therefore, rendered by me, and certified on the
20th of October last, must stand as my final decision in the case.

W. CRANCH.
November 25, 1841,

Judgment in the Case.

DistricT oF CoLuMebia, to wit :

Upon appeal from the Commissioner of

JorN ArNowLp, appellant, Patents, rejecting the application of
vs. \  John Arnold for a patent for his inven-

Geo. G. Bisnorand Joux | tion of ¢ a new and uscful machine for
Axin, appellees. forming the web of felt cloth, and web

for other purposes.”

I, William Cranch, chief justice of the District of Columbia, certify
to the honorable the Commissioner of Patents, that on the 4th Monday
of October, 1811, the day appointed by me therefor, the parties
appcarcd before me, namely : the said John Arnold, by his attorney,
Dr. Thomas P. Jones, and the said appellees, by Mr. Morfit, and sub-
mitted the sald case to my consideration, upon the petition of the said
John Arnold and the statement of the reasons of appeal, and upon the
original papers and cvidence in the case, and the grounds of the
Commissioner’s decision thercin fully set forth in writing, touching
all the points involved 1n the recasons of appeal ; and that the same
having been duly considered,

I do decide and adjudge, that the decision of the said Commis-
sioner of Patents, rejecting the application of the said John Arnold
for a patent for the invention aforesaid, be, and the same 1s hereby,
affirmed ; and I herewith return all the papers in the cause.

W. CRANCH.
Wasainegron, October 29, 1841.

4o
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At Cuampers, Nov. 21, 1842,

RaLpr PonERoy, appellant,
ALEx. CONNISON, appellee,}

Alexander Connison applied for a Patent.

The Commissioner of Patents being of opinion that the patent
applied for would, if granted, interfere with a prior unexpired patent
to Ralph Pomeroy, granted on the 24th of January, 1841, gave him
notice thereof, under the 8th section of the act of July 4, 1836, chap.
357, vol. 8, p. 549, and he appeared beforc the Commissioner of
Patents and contested the right of Mr. Connison, who claimed to be
the first inventor. The Commissioner, on the 25th of July, 1842,
decided ¢ that a patent ought to 1ssue to Alexander Connison, as the
first original inventor, and that the same be accordingly issued, unless

an appeal be entered within ten days.”
From this decision Mr. Pomecroy appealed, and filed his reasons of

appeal.

The Commissioner has laid before the Judge the grounds of his
decision in writing, with the original papers, and the evidence in the
cause.

The first question 1s, has the Judge jurisdiction upon this appeal
from the decision of the Commissioner, not rejecting but granting
the application ?

In no other case under the patent laws can an appeal be taken
from the decision of the Commissioner, unless the application for a
patent has been rejected by him.

In no other case can an appeal be taken to the granting of a
patent ; and the reason ior giving an appeal from the rejection of an
application for a patent, and not giving an appeal from the granting
of a patent, is, that the applicant whose application is rejected has no
remedy. He cannot go into a court of law or of equity to obtain a
patent ; nor can he maintain any action for the use of his invention.
But if the Commissioner should grant a patent erroncously, its valid-
ity may be tried ; and any person interested may defeat it by a suit
at law or in equity.

The gencral object of giving an appeal under the patent laws,
therefore, is to correct the error of the Commissioner in refusing to
grant the patent applied for. His error in granting a patent is corrected
by the ordinary tribunals of the country ; and there was no need of

a special tribunal for that purpose.



JUDGE CRANCH’S DECISIONS. 531

This general object seems to me to govern all the provisions of the
laws upon this subject, and ought to be taken into consideration in
their construction.

Thus in the 7th section of the act of July 4, 1836, “if the specifi-
cation and claim shall not have been so modified as, in the opinion of
the Commissioner, shall entitle the applicant to a patent, he may on
appeal, and upon request in writing, have the decision of a board of
examiners,” &c., who may reverse the decision of the Commissioner.
And by the 16th section, the remedy given by bill in equity is con-
fined to the case of two interfering patents, and to the refusal of the
board of examiners to grant a patent. The provisions of this section
are, by the 10th section of the act of 1839, extended to all cases
where patents are refused, for any reason whatever, by the Commis-
sioner of Patents or by the Judge, &e.

The proccedings before the Commissioner and before the Judge by
appeals are all enttiatory — all relating to the question, whether a
patent shall issue ; they cannot eflect a patent already i1ssued.  Such
are the provisions of the act of 1836, sections 5, 6,7, 8,9, 10, 11,
12, and 16, and of th: act of 1839, scctions 10 and 11.

There 1s no section or clause of cither of the acts which gives a
patentee a right of appeal from the decision of the Commissioner
granting a patent to another person, unless that right be given by the
8th section of the act of 1836.

By that section it i1s enacted ** That whencver an application shall
be made for a patent, which, in the opinion of the Gommissioner,
would interfere with any other patent for which an application may
be pending, or with any unexpired patent which shall have been
granted, it shall be the duty of tl.e Commissioner to give notice
thereof to such applicant, or patentee, as the case may be; and if
either shall be dissatisfied with the decision of the Commissioner, on
the question of priority of right or invention, on a hearing thereof, he
may appeal from such decision, on the like terms and conditions as
are provided in the preceding section of this act; and the like pro-
ceedings shall be had to determine which or whether either of the
applicants is entitled to receive a patent as prayed for.”

The power and jurisdiction given by the patent laws to the board
of exawuiners and to the judge are special and limited, and must be
construed and exercised strictly. The judge can only decide such
questions, and render such judgment as he is expressly authorized by
the statutes to decide and render. In the case stated in the 8th sec-
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tion of the act of 1836 the judge is only ¢ to determine which or
whether either of the applicants is entitled to receive a patent as
prayed for.” He can only act in a case where there are contending
applicants for a patent, and those applicants must have ¢ prayed for ™
a patent. A patentee is not an applicant. Ile has already obtained
all he asked for. If his patent can be supported at law, he has
nothing to fear. The grant of a subscquent patent erroncously to
another cannot affect the validity of his patent. 'The judge is to
determine which or whether cither of the applicants is entitled ¢ to
receive  a patent. It would be absurd to say that a patentee is enti-
tled to receive the patent after he has alrecady received it.

It is truc that the 8th scction, after speaking of applicants and
patentees, says, \f either shall be dissatisfied, he may appeal. The
word  either > may be satisficd by applying 1t to the words ¢ such
applicants ; V 1. e. “ cither » of * such applicants.” And that such
was the understanding of the legislature scems probable, from the
fact that they have only authorized the judge to determine between
contending applicants, and not between an applicant and a patentec ;
for when they come to say what the judge is to, do upon the appeal,
we find it is ¢ to determine which or whether cither of the applicants
s entitled to receive a patent as prayed for.” The word * either™
in the former parts of the clause is herc explained to mean either of
the applicants. It cannot be contended that the judge is to deeide
whether a patentee is entitled to receive a patent which he has
already recejved, and which he still has 1n his possession.

This construction of this scction 1s corroborated by the reference
to it in the 11th section, which gives a right to file a caveat; and
where it is said, that ¢ if in the opinion of the Commissioner the spe-
cifications of claim interfere with each other, like proceedings may
be had in all respects as are provided in the case of interfering appli-
cations,” (1. e., in the 8th section.)

The 16th scction seems to give the remedy 1n a case of interfering
patents, which this will be if the Commissioner shall issue a patent to
Mr. Connison. It also provides for the case where a patent is refused
by the board of examiners, on the ground that it would interfere with
an unexpired patent ; and the provisions of this scction are extended
by the 10th scction of the act of 1839, to all cases: of refusal by the
Commissioner or the Judge.

When the patent has issued, the jurisdiction of the Commissioner

is exhausted. He has no further control over it, except in the case
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provided for in the 13th section of the act of 1836, where the patent
is Inoperative or invalid by reason of a defective or insufficient
description. An adjudication upon it by the Commissioner or the
Judge has no effect upon a patent already granted, and is entirely
inoperative as to the rights of the parties, unless the decision be
against the applicant, against whom it would be conclusive, unless
an appeal were given by the statute. He could apply to no other
tribunal. But as to the patentee, a decision against him would be
a brutum fuimen; and if the second patentee should do any act
under his patent to the supposed injury of the first patentee, he
would have a right of action, and might maintain the validity of
his patent in the same manner and to the same effect as if the second
patent had not issued. When the Commissioner inquires as to the
relative priority of invention between the applicant and the patentee,
it is only for the purpose of setting aside the patent already granted,
over which he has no control. The decision of the Commissioner
does not aftect the patentee if his patent is valid, and if it is invalid,
he has no right to complain.

There was no necessity, therefore, that the patentee should have
a right to appeal from the decision of the Coinmissioner, which
could have no effect upon his rights. This is a sufficient reason
why the legislature should not give him a right to appeal in such a
case. e has already abundant means of redress, both at law and
in equity, If his patent is valid, and should be violated ; and this
accounts for the restraining the action of the Judge to the case of
contending applicants.

An appeal is given to a disappointed applicant, because other-
wise the decision of the Commissioner would be conclusive against
him. It is not given to the patentee, because the decision of the
Commissioner is not only conclusive as to him, but does not in any
manner affect his legal or equitable rights; and if the patent should
be issued to Mr. Connison by the Commissioner, the act of 1836, sec-
tion 16, expressly gives him a remedy in equity where he may have
the benefit of the oath of the second patentee, in addition to all legal
evidence taken according to the rules of a court of equity, which has -
power and jurisdiction to act effectually in the case, and to adjudge
either of the patents to be void ; or, if he does not like the remedy
by bill in equity, he may bring an action at law for a violation of
his patent; in which case, its validity may be tried and decided.

In either of these cases, his remedy is full and conclusive, whereas
45 *
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if he were to have an appeal, he would not thereby have any con.
clusive or effectual remedy, for, if upon such appeal he should pre-
vail in reversing the decision of the Commissioner, the reversing
decision would not be final and -conciusive upon Mr. Connison. He
would still have his remedy upon a bill in eqmty, under the same
16th section.

I am, therefore, of opinion that the legislature designedly limited
the authority of the judge to the decision of the quesiion, * which
or -whether ejther of the applicants 1s entitled to receive a patent
as prayed for ; ” and that as, in this case, there is only one appli-
cant, I have no jurisdiction in it under the 8th section Of the act
of 1836. "

The only other case of appeal providad for in the stututes, is
where the application for a patent is rejeated; and as the appli-
cation of Mr. Connison was not rejected, l‘but sustained, I have
no jurisdiction of the appeal of Mr. Pomnroy, who is not an
applicant.

Believing that I have no jurisdiction in this case, and that Mr.
Pomeroy has all his rights and remedies reserved to him by the
statutes upon this subjeci, I -shall return the papers to the Patent
Office with a certificate of the-substance of this opinion,

| v CRANCH.
NoveMBER 22, 1842,

Appeal from Commissioner of

vs.
Patents.

BenyamiNn M. Smitr, appellant
Frickencer and Kz, appellees.}

Mr. Smith was an applicant for a patent for a machine for separat-
ing garlic from wheat. |

The Commissioner being of opinion that it would interfere with
a patent already granted to Flickenger & Krim, gave notice thereof
to the applicant and patentees, as required: by the act of Congress
“of the 4th of July, 1836, ch, 857, sec. 8, and -assigned the 19th of
December, 1842, for hearing the -parties upon the: question of pri-
ority of invention. Upon that day it appeared that ’the depositions
on the part.of the applicant, Mr. Smith; were takemand transmitted
in due form,.according- to the- regulatlona which: the. Commlssmner
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of Patents had (by virtue of the 12th sec. of the act of Congress
of the 3d of March, 1839,) made ¢ in respect to the taking of evi-
dence to be used in contested cases before him.” The depositions
on the part of the patentees, Flickenger & Krim, were correctly
taken, but not transmitted in the form required by these regula-
tions, and, therefore, according to the Commissioner’s 4th rule,
could not be considered by him upon the day assigned for hearings
touching the matter at issue. But as it appeared to the Commis-
sioner that the facts stated in the depositions thus informally trans-
mitted would, but for that informality, clearly show that the appli-
cant was not the first and original inventor, he postponed the hearing
to the 27th of February, 1843 ; of which he gave to Mr, Smith the
following notice :

‘ Parext OFFICE, December 20, 1842.

““ The day of hearing in the matter of interference between your
claims and those of Messrs. Flickenger & Krim has been postponed
to the 27th of February, 1843, the evidence on their part being infor-
mal in the manner of transmission to the Commissioner of Patents.
The case is open for the reception of further evidence taken and
transmitted according to the rules in the enclosed circular.

‘ Respectfully, yours,
“ H. L. ELLSWORTH.”

The circular referred to is as follows :

“PATENT OFFICE,

“ Rules for taking and transmitting evidence, &c., to the Commis-
sioner of Patents.

¢ 1st. That all statements, declarations, evidence, &c., shall be in
writing, setting forth minutely and particularly the point or points at
issue ;. and shall be verified by oath or affirmation.
o 2d That all statements, declarations, proofs, and evidence shall.
be filed in the Patent Office by the parties, respectively, before the
day of hearing.

¢ 3d. That before the deposition of a witness or witnesses be
taken- by either party, notice shall be givgn to the opposite party
of the.time and place when and where such deposition. or deposis
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tions will be taken, so that the opposite party, either in person or
by attorney, shall have full opportunity to cross-examine the wit-
ness or witnesses. And such notice shall, with proof of service of
the same, be attached to the deposition or depositions, whether the
party cross-examine or not ; and such notice shall be given in suffi-
cient time for the appearance of the opposite party, and for the
transmission of the evidence to the Patent Office before the day of
hearing.

¢¢ 4th, That no evidence, statement, or declaration touching the
matter at issue wiill be considered upon the said day of hearing
which shall not have been taken and filed in compliance with these
rules: Provided, that if either party shall be unable, from good and
sufficient reasons, to nrocure the testimony of a witness or wit-
nesses within the above stipulated time, then it shall be the duty .
of said party to give notice of the same to the Commissioner of
Patents, accompanied with statements of the cause of such inability,
which last mentioned not.ce to the Commissioner shall be received by
him days previous to the day of hearing aforesaid, viz : the —
day of next.

« 5th. That all evidence, &c., shall be sealed up and transmitted
to the Commissioner of Patents by the persons before whom it shall
be taken, and so certified thereon.

“ R S — el ——————
3

¢ Commissioner of Patents.”

At the hearing on the 27th of February, 1843, the depositions on
the part of the patentees, Flickenger & Krim, having been regularly
taken and transmitted, they were considered with the other evidence
in the case by the Commissioner, who thereupon made the following
decision :

“ In the matter of interference between the claims
- of Benj’n M. Smlth of Massnllon, Stark county,
Ohio, and Messrs. Damel ickenger and Se-
bastian Krim, of Hanover, York county, Penn-
gylvania, for an alleged lmprovement in sepa-
rating garhc from wheat by means of elastic

rollers, &c.

¢ This case came up for hearing on. the 27th instant, and on
examination of the ‘evidence on the- part of Messrs. - Flickenger and

- PaTenT OFFICE,
Feb. 28, 1843.

P
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Krim, it appears that he invented and constructed a machine for
separating garlic from wheat, by passing the grain between clastic
rollers, in the year 1835. On the part of Benj’n M. Smith, it
appears that he first invented a similar roachine in the year 1837.
The testimony on both sides being duly taken and transmitted to this
office, it is hereby decided that Messrs. Flickenger and Krim are
the first and, original inventors of the said improvement, and, as such,
entitled to their patent.

‘“ H. L. ELLSWORTH.”

From this decision Mr. Smith has appealed, and filed his reasons
of appeal, with a petition that it may be heard and determined.

Those reasons of appeal are —

1st. That the Commissioner could not lawfully postpone the
hearing of the case from the 19th of December, 1842, to the 27th
of February, 1843, on account of any thing appearing in the depo-
sitions which had been informally transmitted ; because, by the 4th
of the rules which he had made in respect to the taking of evi-
dence to be used in contested cases before him, he had precluded
himself from considering any  evidence, statement, or declara-
tion,” ‘“ upon the day of hearing. which shall not have been taken
and filed 1In compliance with these rules,” unless in the case
provided for in that rule, which case is not applicable to these
patentees. )

The applicant contends that it was his right to have the case
decided on the 19th of December, 1842, (the day assigned for the
hearing,) upon such legal and competent evidence as was then
before the Commissioner, who had no authority to postpone the hear-
ing without the consent of the applicant, upon any ground appearing
in the depositions informally transmitted.

2. The second . reason of appeal is, ¢ that the appellees did not
give a sufficient time for the appearance of the opposite party to
cross-examine. the witness, as required by the rules for taking evi-
dence ; and, therefore the deposition taken by the appellees on the
23d-of February, 1843, is not legal, and should not have been:
entertained in deciding the case; for the appellant would have
been. required to travel.400 miles-in three days to appear at the
. -time: appointed  for: taking the evidence, which is obviously impos-

“ gible.” | | .
~‘These.are all the: reasons of . appeal alleged by the appellant, and



'+ D38 JUDGE CRANCH’S DECISIONS.

to these the “revision  is expressly required to be “ confined,” and
the appellant says, at the close of his first reasons of appeal, that
he has foreborne to go into the merits * of the two claims at this
time, because he considered his right to a patent, under the rules
as fully substantiated, and prefers deciding the validity of the former
patent before a jury.”

The grounds of the Commissioner’s decision, which Rg is required
by the 1l1th section of the act of March 3d, 1839, fully to set forth
In writing, are to be confined to the points involved in the reasons of
appeal.

As to the first reason of appeal — the postponement of the hear-
Ing — he says that, ¢ upon examination of the papers, the affidavits
clearly showed that Mr. Smith was not the first and original inven.
tor.”” . That ¢ the affidavits to show this were duly taken, but not
duly transmitted.” That this fact was presented * to his considera-
tion by the examiner, and that having a due regard to the public
interest, he postponed the case to a future day, giving both parties
the opportunity to procure further testimony, if they thought proper,”
of which he gave notice to Mr. Smith by the letter produced by him
with his reasons of appeal. That ¢ no motion of the opposite party
was filed for postponement,” and ¢ that he adopted that course to
further the ends of justice.” '

As to the second reason of appeal, that sufficient time was not given
to Mr. Smith, the appellant, to be present at the taking of the depo-
sition on the 23d of February, 1843.

The Commissioner says that ¢ this objection did not arise at the
time of trial, and should have then been made ; but Mr. Smith was
anxious to hasten rather than postpone the case, for any cause.”

The question arising upon the first reason of appeal is, whether
the Commissioner was bound to hear and decide on the merits of
the case upon the evidence which was regularly taken and trans-
mitted to him, and which, according to his rule for taking and
transmitting evidence, he could, on the 19th of December, 1842,
have considered. upon the hearing of the matter at issue, or whether

- he had a right to postpone the hearing, to enable the patentees to
cure an informality in the transmission of  their evidence, if he should
deem such a postponement necessary to:further the ends of justice;
giving, at the same time, to both parties,-an opportunity to procure .
further testimony. |

The argumient of the appellant rests upon the construction of the
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fourth of the five rules made by the Commissioner *in respect to
the taking of evidence to be used in contested cases before him,”?
which rules were made by virtue of the power given him in the 12th
section of the act of March 3d, 1839.

The 4th rule is in these words:

‘“ 4th, That no evidence, statement or declaration, touching the
matter at issue, shall be considered upon the said day of henring,
which shall not have been taken and filed in compliance with the
rule : provided, that if either party shall be unable, from good and
sufficient reason, to procure the testimony of a witness or witnesses
within the above stipulated time, then it shall be the duty of said
party to give notice of the same to the Commissioner of Patents,
accompanied with statements of the cause of such inability 5 which
last mentioned notice to the Commissioner shall be received by him
ten days previous to the day of hearing aforesaid, viz: the
day of next.”

It is contended by the counsel of the appellant, not only that the
Commissioner cannot consider the deposition, informally transmitted,
as evidence upon the hearing of the matter in issue,‘btut that he
cannot look into it for any purpose, and therefore there was no
cause whatever for postponing the hearing; and that, for that rea-
son, the decision of the Commissioner upon the merits of the case
ought to be reversed.

But the prohibition contained in the rule is not to the Commis-
sioner’s looking intp the deposition thus informally transmitted, or
to his reading it and ascertaining its contents ; but to his consider-
ing it on the day of hearing, as evidence touching the matter at
'issue. |

The Commissioner does not consider it, upon the day of hearing,
as evidence touching the matter at issue, and 1n that respect coms-
plied with his own rule. "‘
~ The proviso in the 4th rule is applicable only to the case where
the: party is unable to procure the testimony ¢ in Sufficient time for
the appearance of the opposite party, and for the transmission of the
evidence to the Paisnt Office before the day of hearing, in which
case it shall be the duty of said party to give notice of the same to
the Commissioner of Patents.”” But the rule does not say what the
Commissioner shall do in consequence of such notice — whether he
shall receive the testimony, although taken without reasonable notice,
or whether he shall postpone the hearing — so that if the patentees
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had given such motice to the Commissioner he would have still been
as much without power to postpone the hearing as he was on the 19th-
of December, 1842,

The notice therefore would have availed them nothing.

There is nothing in the laws relating to the Patent Office, or in
the rules adopted by the Commissioner, to prevent him from postpon-
ing the hearing of a cause, if, in his opinion, the justice of the case
should require it, and especially for the correcting of an irregularity
in matters of form. To deny him this power, would be to stifle jus-
tice in her own forms.

2. As to the 2d reason of appeal, viz : that sufficient time was not
given to Mr. Smith to be present at the taking of the deposttion, taken
on the 23d of February, 1843, it is a sufficient answer to say, that
the objection was not made at ihe hearing ; hut it appears also that
the notice was served on Mr. Smith, personally, on the 11th of Feb-
ruary, at Massillon, in Stark county, in Ohio, to take the depositions
of witnesses at Manhime,.in York county, in Pennsylvania, on the
23d of February —eleven days — which seems to be a reasonable
time, even if the distance was 400 miles, as suggested in the reasons
of appeal.

Upon the whole, therefore, I am of opinion that in this case the
alleged reasons of appeal are not sufficient to sustain it, and that
the decision of the Commissioner of Patents, as to all the points
involved in the said reasons, must be affirmed. W. CRANCH.

March 25, 1843,

£

S, of the Commissioner of Pa-

Bensamin M. Sy, appellant, }Upon appeal from the dgcision
FLICKENGER and Krim, appellees,.) tents.

I, William Cranch, chief justice of the District.of Columbia, certify
to the Hon. H. L. Ellsworth, Commissioner of Patents, that I have
cons'dered the reasons of appeal filed by the ‘applicant in this cause,
and the grounds of the decision of the said Commissioner upon the
points involved in the said reasons, and have: heard: and considered
the argument of the attorney of the applicants. |

Whereupon I do decide and adjudge that-the ‘said.decision of the
said Commissioner of Patents, upon 'the -points -involved in ‘the said
reasons of appeal, be, and the same:is hereby, affirmed. i

‘And I herewith return all the *papers in - the cause, ‘togéther with
the reasons:of my opinion. , . W; CRANCH.

WasginegToN, D. C., March 2'7 1843.
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Appeal by John Cochrane from

Joan CocHraNE, appellant, | the decision of the Commissioner
of Patents, refusing to grant him
vS. a patent for a machine for steering

vessels, styled * the spring tiller
Henry WaTERMAN, appellee. | seif-compensating  steering  ma-
chine.”

By the 11th section of the act of the 3d March, 1839, ch. 88, the
reversion of the decision of the Commissioner is to be ¢ confined to
the grounds of his decision, fully set forth in writing, touching all the
points involved by the reasons of appeal.”

Mr. Cochrane in his specification says: ¢ The nature of my inven-
tion consists in applying the endless screw or worm working in cogs
on the periphery of a quadrant, to the moving or holding of the rud-
der; ani, also, in the application of springs to compensate for the
action of the sea on the rudder.”

The Commissioner refused to grant the patent, because as to the
first supposed improvement, namely : the application of the endless
screw to the cogs on the periphery of a quadrant, it was not the
tnvention of an improvement; and as the second 1mprovement,
namely : the springs on the tiller, it would interfere with a patent
already granted to Henry Waterman.

The reasons of appeal from the decision are, in substance — first,
that the application of the endless screw, &ec., 1s an invention of an
improvement on the machinery of steering vessels, within the mean-
ing of the sixth section of the act of the 4th of July, 1836, ch. 375 ;
and, secondly, that he was the first inventor of the spring-tiller ; and,
therefore, the patent ought not to have been granted to Waterman,
and ought now to be granted to him, Cochrane.

The Commissioner, in stating his reasons for his decision, contends
that the substitution of a known mechanical equivalent is not an
invention within the patent law ; and I think he i1s nght. In some
machines the moving power is communicated by a band. If I were
to substitute a pinion for the band, I do not think it could be consid-
ered as an invention for which I could obtain a patent.

40
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A.

Upon the first point, therefore, the decision of the Commissioner is
affirmed.

The second question is, whether Mr. Cochrane was the first
inventor of the spring-tiller, according to the evidence before the
Commissioner ?

Upon this point it is necessary to ascertain what the evidence was.

1. James Cochrane testifies in his derosition, taken on the 15th of
March, 1844, at Baltimore, ¢ that he knows that the compensating
principle in the steering machine was invented by John Cochrane,
the claimant, by the application of steel springs to the rudder, prior
to the 19th day of October, 1835.” He ¢ heard him describe their
position on the rudder and explain their use, which was to ease off
the action of the sea on the rudder, previous to the said 19th of Octo-
ber, 1835.”

The endless screw and wheel is a common mechanical power,
applicable to an indefihite number of machines, and the mere appli-
cation of it to a machine, to which it had never before been applied,
would not be an ¢nvention, although it might make the machine bet-
ter than it would have been without it. There may be innumerable
cases in which that mechanical power may be used with great ciicet;
but it does not follow that the person using it 1s thereby entitled to a
patent. 'The fact that it enables the helmsman to hold and stay the
rudder with more ease, results from the nature of the power, and is
a property belonging to it wherever used; for the power of the
helmsman is applied slowly at the long end of the lever against the
po-ver of ths rudder, which works at the short end. This property is
not now for the first time discovered. The application of it to the
steering of vessels seems to be no more entitled to a patent, than if i
had been applied to a kitchen-jack for roasting. It seems to me to
be an ordinary power applied to an ordinary purpose, and that the
application of it is not an invention within the meaning of the patent
law.

2. Richard Cochrane in his deposition, taken at Newark, New
Jersey, March 16th, 1844, says: ¢ That the invention was made in
the year 1835, but cannot now recollect any fact by which to ascer-
tain in his own mind the exact date.” That part of his deposition,
in which he says that ¢ he distinctly remembers that the inventor,
John Cochrane, said, years ago, that it was on the 7th of February,
at 10 o’clock at night,” is not competent evidence in this cause.
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The deponent further testifies that he *‘ was present when the
invention was made, and recollects that it was at night.” He further
testifies that, ¢ in the month of October, 1835, he had a conversation
with Captain Scott, of the brig Planter, of Baltimore, Maryland, on
the principle on which steering machines should act, for the purpose
of ascertaining whether the springs were as important in steeying as
the said John Cochrane supposed ; but that he, deponent, is certain
that this invention was in existence before said conversation with
Coptain Scott.” He further testifies that ¢ the model deposited at
Washington is the same in substance or principle as when first
invented by John Cochrane.” The letter of Captain Bunker, of the
15th of February, 1843, a copy of which was enclosed in Mr. John
Cochrane’s letter of the 22d of March, 1844, to the Commissioner of
Patents, is not evidence in this cause ; and, if it were, it does not
give any information as to the priority of invention of the spring-
tiller.

All the evidence in favor of the appellant upon that point is con.
tained in the depositions of James and Richard Cochrane, and they
do not carry back the date of the invention to any certain time prior
to the 19th of Octover, 1835. The only evidence of Henry Water-
man’s priority of invention of the spring-tiller is contained in the
deposition of Stephen Waterman, who testifies that in April or .May,
1839, he had a conversation with his brother Henry, in relation to
the application of springs to the head of the rudder, and again in
July, 1839 — ¢ that, at both of said interviews, sard slenry Wateir-
man described to deponent his said tnvention, the same as the one
patented to him in Washington.” 'That in February, 1843, the
deponent being about to go to Washington, Henry Waterman fur-
nished him with a model of hisinvention. That, being in New York,
they called to see Mr. Cochrane’s model, and Henry Waterman
showed his own model. 'That the deponent asked Mr. Halstead, who
had charge of Mr. Cochrane’s model, how long it had been invented ?
and the deponent thinks he stated in reply, seven or eight years,
The deponent annexes to his deposition an original letter from Lim-
self to his brother Henry ; but it is of no importance.

This deposition appears to have. been taken in the presence of
Mr. Cochrane, and carries back the date of Waterman’s invention of
the spring-tiller to April or May, 1835, whereas the date of Mr.
Cochrane’s invention is not carried back with any degree of certainty
beyond the 19th of October, 1835. The Commissioner of Patents,
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therefore, was bound, as the case appeared in evidence before him,
to refuse to grant a patent to Mr. Cochrane.
Mr. Cochrane, in stating the reasons of his appeal, has alleged

that Mr. Waterman obtained his patent surreptitiously. There is no
evidence to support this charge. The reasons of appeal are extended

at great length, and for the most part are founded upon the assump-
tion of facts, of which there was no competent evidence before the
Commissioner.

1. There is no evidence that either of the applicants for the
patent had reduced the invention of the spring-tiller to practice. The
letter of Captain Bunker is not admissible evidence.

2. There is no evidence of the protest of W. W, Kingsley men-
tioned in the reasons of appeal.

3. There is no evidence that in the interview between the Water-
mans and Halstead, in New York, in 1843, Henry Waterman said
that he invented the spring-tiller * four or five years ago,’ nor that
he had never tried itt Nor that Mr. Halstead .informed them ¢ that
this machine was then on board of two ships, namely : the Alabama
and the Vicksburg, and was in operation about six months, and so far
appeared to answer well. Nor that “ Mr. Cochrane had been at
great expense in maturing the invention and in reducing it to prac-
tice, and had it in,actual operation.” Nor that Mr. Waterman had
bestowed no labor and gone to no expense upon the invention.

4, There is no evidence that Mr., Waterman claimed to have
invented this application of springs, in 1838 or 1839.

5. There is no evidence that Stephen Waterman protested * that
if Ellsworth should take back the patent they would enter suit for
damages against him.”

6. There is no evidence that Richard Cochrane had the books of
the brig Planter examined to-ascertain the date of the conversation
with Captain Scott.

7. What Mr. John Cochrane says, in his reasons of appeal, he told
his brother Richard, is not evidence.

8. There is no evidence that James Cochrane stated as a reason
for fixing the date of the invention before the 19th October, 1835,
that on that day he left Baltimore to reside in Richmond.

9. There is no evidence' that Stephen Waterman stated in evidence
that Cochrane’s ¢ machines were in operation.”

10. There is no evidence that Henry Waterman was mtentmnally
assisted by the Patent Office in disregarding the caveat, as insinuated
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In the reasons of appeal., Nor is there any evidence that the evi-
dence of one of Mr. Cochrane’s witnesses was mutilated, nor that
any important evidence was suppressed, nor that a portion of the evi-
dence was passed over without notice, as charged in the reasons of
appeal.

All those reasons of appeal, therefore, which were founded ca sup-
posed facts, of which there was no evidence, must be disregarded.

The fact that the patent to Mr. Waterman was granted while Mr.
Cochrane’s caveat was pending and in force, does not of itself vacate
that patent, nor authorize the Commissioner to grant to Mr. Coch-
rane a patent unless he should establish his priority of invention,

The Commissioner could act only upon the evidence before him ;
and I can act only upon the same evidence.

If Mr. Cochrane had other evidence, and did not produce it; it was
his own fault, or misfortune ; but perhaps he may yet file a bill
in equity under the 16th section of the act of .Congress of the
4th of July, 1836, and establish his priority and obtain a patent
upon consideration of the reasons of appeal, and the reasons of the
Commissioner of Patents, for his decision. [ am of opinion that the
decision is correct, and ought to be affirmed.

o W. CRANCH.
November 6, 1844.

District oF CoLuMBIA, to wit:

I, William Cranch, Chief Justice of the District Court of the
United States for the District of Columbia, certify to the honorable
the Commissioner of Patents, thiat having caused due notice to be
given to the parties interested in the application of John Cochrane for
a patent for steering vessels, and of his appeal from the decision of
the said Commissioner refusing to grant the said patent, 1 have con-
sidered the reasons of the said appeal filed by the said John Cochrane
and the grounds of the decision of the said Coraimissioner, upon the
points involved in the said reasons of appeal. Whereupon I do, this
7th day of November, 1844, decide and adjudge that the said
decision of the said Commissioner of Patents, upon the points
involved in the -said reasons of appeal, be, and the same 1s hereby

confirmed ; and I herewith return all papers in the cause.
W. CRANCH.

46 *
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Appeal from the decision of the Commis-

BoromoN C, WARNER, sioner of Patents refusing a patent to
Solomon C. Warner, for combining with

" VS, the metallic calender rollers an elastic
- . endless apron and a stretching frame, for
CHARLES GOODYEAR. manufacturing corrugated or shirred In-

) dia rabber goods.

The only material point * involved in the reasons of appeal,” and
to which my revision must be limited is, whether Solomon C. War-
ner was the first inventor of that combination, (which is the same
combination for which Charles Goodyear obtained a patent'on the
Oth of March, 1844, upon a specification dated July, 24, 1843 ; more
than fifteen months before the application of Solomon C. Warner ;)
for if he was not the first inventor, it is immaterial to this cause
who was.

Upon this point the Commissioner of Patents has decided that he
was not the first inventor; and upon his appeal from that decision
the question is now brought before me, and must be decided ‘accord-
ing to the evidence produced before the Commissioner, and now laid
before me.

That a patentable improvement in the manufacture of corrugated
or shirred India rubber goods by machinery-has been Invented, Is
admitted by both parties; and, in order to ascertain who was the
inventor, it seems to be necessary, first, to ascertain in what this
natentable improvement consists.

It does not consist in the whole machine nor in any particular part
of it; for neither the whole nor any part of it is new. The inven-
tion consists only of a new combinetion of some known mechanical
principles or nowers. The calenders, the rollers, the endless apron
and the stretching frame are all old instruments, and, as such, cannot
e patented ; but when a certain particular combination of them pro-
duces a new and useful effect in ‘the ‘manufacture, that combination
becomes the lawful subject of a patent.

“Warner’s specification sdys, ‘that what he claims as new is the
combining with the metallic calender 'rollers an elastic endless apron
and a stretching framne. Goodyear’s specification is ‘in the same
words, omitting the word metallic.

The question then is, was Solomon C. Warner the first inventor of
that combination ?
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A vast deal of testimony has been taken; much of it is immate-
rial. The counsel for the claimant objects to some of Mr. Good-
year's witnesses as incompetent, by reason of their interest. But
there is an agreement, signed by the counsel of the parties, dated
January 9, 1846, ¢ that all testimony taken before Gardi-
ner, Esq., United States commissioner, and Metcalf, Esq?,
United States commissioner, up to and during the 9th of January,
1846, shall be heard ard considered by the Commissioner of Pa-
tents, whether the same be filed before the twelfth day of January
instant, or not, rights reserved as to all other testimony taken after
this date.”” All the testimony to which the objection relates was

taken before those commissioners, or one of them, and before or
during the 9th of January, 1846. This agreement seems to me to

be a waiver of the objection to the competency of the witnesses,
whose testimony is thus agreed to be heard and considered. The
objection, however, may go to their credit, and have its due
weight.

The principal evidence in favor of the claim of Mr. Solomon C.
Warner is the inference drawn from the fact that he made the ma-
chine which contains the combination for which he desires to obtain
a patent. |

This is primé facie evidence that he was the first inventor of
that combination. This inference, however, i1s rebutted by the facts
that in making that machine he was working in his trade as a ma-
chinist, in the employment and for the benefit of Mr. Goodyear, for
wages ; that he did not claim to be the inventor of that combination
for a long time after his supposed invention, but stood by and saw
Mr. Goodyear apply for and obtarn a patent for it without objection,
and did not apply for a patent for it as his own invention until the 4th
of November, 1844, more than 18 months after his supposed inven-
tion, and nearly six months after Goodyear had obtained his patent
for the same invention, and not till Norton and Lawrence had agreed
to secure him against all costs and expenses to be incurred in pro-
curing the patent.

"These facts seem to me to rebut the inference drawn from the fact
that Mr. Warner was the fabricator of the machine which contains
the combination, -

The greater part of the testimony produced by him is to-prove the

fact that he built-the-maehine:~ -~~~ -

..-il-' -

The p‘resumptlon, from the fact that Warner made the machine
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for Goodyear, at his request, for his benefit, and at his expense, is that
it was made according to his directions ; and the burden of proof is
then on Warner, to show that the machine was not made according
to his directions.

By a careful examination of the iestimony, I am satisfied that in
the fall of 1842 Mr. Charles Goodyear made several experiments,
combining the principle of the calenders, the stretching frame, and
the elastic apron passing through the calenders, with the cloth in-
tended to be corrugated ; and ascertained that a machine combining
those principles, if properly made, would effect the object he has in
view, viz. : the shirring of India rubber goods by machinery.

This combination, the effect of which Mr. Goodyear had thus
ascertained, was reduced to practice by the machine built by Solo-
mon C. Warner, at the request or by the order, and at the expense
of Mr. Goodyear, so that it was, in fact, Mr. QOodyear, and not
Mr. Warner, who reduced the invention to practice.

Whether the apron should be an endless or a straight apron does
not affect the principle ; the object was to have an elastic matter pass
through the calenders, with the cloth intended to be corrugated.
The one may do the work better than the other, but either of them
effects the object intended.

Mr. Goodyear’s discovery or invention was 1n the year 1842, Mr.
Warner claims only from the spring of 1843.

Without deciding, therefore, the question, whether or not Mr. Solo-
mon C. Warner received his instructions from Mr. Goodyear or from
Mr. Emory Rider, or from any one else, 1 am of opinion, from the
evidence, that Mr, Solomon C. Warner was not the first inventor of
the combination for which he seeks to obtain a patent.

W. CRANCH.

July 17th, 1846,

and improvement in the manufacture of shoes
Henry R. GREEN. and brogans.

I, William Cranch, Chief Justice of the District Court of the
United States for the District of Columbia, hereby certify, that on
the 15th day of May, in the year 1847, according to notice, I pro-
ceeded to hear the appeal of Joseph P. Hazard and Henry R. Green

Joserr P. Hazarp } In case of rejection of an application for an
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from the decision of the Commissioner of Patents, rejecting their
application for an improvement in the manufacture of shoes; and
having heard and considered the same, and the appellant’s reasons
of appeal, and the grounds of the Commissioner’s decision, filed in
the office, —

I am of opinion, and do determine, that the appellants are not
entitled to the patent for which they have applied, and that the de-
cision of the Commissioner rejecting their application therefor be,
and the same i8 hereby, confirmed.

Given under my hand this 15th of May, 1847.

W. CRANCH.
To the Hon. Epnund BURKE,
Commissioner of Patents.

VS.

WiLrian CouNbDELYL, appellant,}
Z1BA ParkHURST, appellee.

Upon appeal by William Cundell from the decision of the Com-
missioner of Patents, awarding priority of invention to Ziba Park-
hurst, of the zigzag or pointed guard to be applied to burring
machines ;—

I, Willilam Cranch, Chief Justice of the district court of the
United States for the District of Columbia, certify to the Hon.
Edmund Burke, Commissioner of Patents, that on the 24th of May,
1847, according to notice duly given, the parties aforesaid appeared
before me, viz. : the said William Cundell, by Mr. Keller, his attorney,
and Mr. Ziba Parkhurst, by George Gifford, Esq., his attorney ; Mr.
Fitzgerald of the Patent Office was also present; and the said ap-
peal was heard upon the decision of the said Commissioner of Patents,
and the reasons of appeal filed in the office, with the grounds of said
decision fully set forth in writing touching all the points involved in
the reasons of appeal, and the same being fully argued, heard, and
considered, I do adjudge that the said decision of the said Commis.
sioner of Patents be, and it is hereby affirmed, and I do determine
that the said Ziba Parkhurst is entitled * to receive a patent as
prayed for.”

I return herewith all the papers. May 24, 1847.

W. CRANCH.

May 28, 1847,
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L

Opinion of the Judge.

vSs.

WiLrian CoNDELL, }
Z1BA PARKHURST.

Appeal from the decision of the Commissioner of Patents refus.
ing & patent to William Cundell, because it interferes with an appli-
cation by Parkhurst, the prior inventor of the same improvement
of a machine for cleaning sheep’s wool from burrs, &. The com-
missioner having decided that Parkhurst was the first inventor of the
Improvement,

The Commissioner’s decision is as follows :

¢ The invention in dispute between the parties is the application
of the zigzag or pointed guard to the burring machine. The testi-
mony of James C. Johnson proves that the said Parkhurst showed the
guard in question as early as the spring of 18453 and none of the
witnesses testify to its invention by the said Cundell earlier than the
summer of the same year. Priority of invention is therefore decided
in favor of Ziba Parkhurst. This view of the case renders the deci-
sions of the interlocutory questions which have been raised in taking
the testimony wholly unnecessary. February 2, 1847.”

From this decision Mr. Cundell has appealed and assigned his rea-
sons of appeal as follows:

¢ Although the witness referred to does testify that Ziba Parkhurst
described to him the improvement in question in the spring of 1845,
and at a time anterior to the alleged invention of William Cundell,
yet, it will appear from the testimony on both sides that this witness
erred in his statement of the time at which this communication was
made to him, for it is clearly proved, by the testimony, that this
improvement was made in consequence of the imperfect working of
the original machine, and to remedy a defect which was discovered
after this machine was put in operation, and the whole of the testi-
mony shows that this machine was not put in operation until the
month of July, 1845, subsequent to the time at which the witness tes-
tifies the said improvement was described to hirg by Parkhurst ; they
therefore submit that the improvement which was the result of, and
suggested by the defective working of a machine, could not have been
described before the said machine was constructed and put in opera-
tion ; and that, therefore, the Commissioner of Patents erred in giving
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credence to the statement by a witness of a date, which all the cir-
cumstances of the case, established by the testimony adduced on both
sides, clearly shows was the result of error.”

By the act of March 3, 1839, section 11th, the Commissioner of
Patents 1s to * lay before the judge all the original papers and evi-
dence in the case, together with the grounds of his decision fully set
forth in writing touching all the points involved by the reasons of
appeal, to which the revision shall be ¢onfined.”

The only point involved in the reasons of appeal is the date of the
conversation between Ziba Parkhurst and Joseph C. Johnson, in
which the former showed the latter a drawing similar to exhibit D, of
a machine called a stripper or guard, to be applied to burring
machines. Mr. Johnson thinks it was the latter part of the spring of
1845, but says he cannot name dates. He fixes the date, however,
by recollection of another fact, to wit : that in May, 1845, Ziba Park-
hurst went out to Erie county, Pennsylvania, and Ohio, and bought
some fifty or sixty thousand pounds of wool, and drew upon John-
son’s house for it, who sold it on commission for him, and that that is
his reason for knowing the time ; and that he saw the machine before
Ziba left for Erie county, Pennsylvania. -

This witness, who is a merchant, appears to have testified fairly
and impartially. No attempt is made to discredit him, unless by
showing that he has mistaken the date of the conversation. This is
attempted to be done by proving facts supposed to be inconsistent
with the testimony of this witness.

None of the other witnesses carry the invention farther back than
a few weeks after Stephen R. Parkhurst first departed for England,
which appears to have been about the first of August, 1845 ; but they
speak of the time when the invention was first applied to a machine
in operation, not to the time of the invention itself, which necessarily
precedes it. 'There is, therefore, no irreconcilable discrepancy
between Mr. Johnson and the witnesses as to the time.

But it is said by Mr. Cundell’s counsel that the defects of the
" machine, at No. 60 Vesey street, led Ziba to suggest the improve-
ment, and that the machine was not put into operation in Vesey
street until the 18th of July, 1845, But I have not found any evi-
dence that it was the defect in the working of that particular machine
that suggested the improvement. Other burring machines had been
before in use, to which the new stripper might be an improvement,
and the defects of which might have suggested the improvement.
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Other circumstances have been given in evidence tending to throw
some doubts as to the time of the invention, but none which, in my
opinion, outweigh the positive testimony of Mr. Johnson.

I am, therefore, of opinion that Ziba Parkhurst has established his
priority of invention of the zigzag guard to the burring-machine,
and is entitled to a patent therefor ; and that the decision of the Com-
missioner of Patents be affirmed. W. CRANCH.

May 27, 1847.

DistrIcT oF CoLUMBIA, f0 Wil :

Upon appeal from the Commis-

Avonzo D. PErry, appellant, ] stioner of Patents, awarding pri-

ority of invention to Samuel G.

vs. s Cornell, of his invention of an

SaMUEL G. CorRNELL, appellee. J improvement in the machine for
the manufacture of lead pipes.

I, William Cranch, chief justice of the district court of the United
States for the District of Columbia, certify to the Hon. Edmund
Burke, Commissioner of Patents, that on the 21st day of June, 1847,
according to notice duly given, the parties appeared before me,
namely : the said Alonzo D. Perry, by Mr. Keller, his attorney, and
the said Samuel G. Cornell, by Mr. Stoughton, his counsel ; Mr.
Fitzgerald, of the Patent Office, being also present; and the said
appeal was heard before me at my chambers in the City Hall, in
Washington, D. C., and argued by counsel on the 21st, 22d, 23d and
24th of June aforesaid, upon the decision of the said Commissioner
of Patents, and the reasons of appeal filed in the office, with the
grounds of the said decision fully set forth in writing, touching all
the points involved in the reasons of appeal, and the evidence pro-
duced before the said Commissioner ; and the same being fully
heard, argued, and considered, I do, this 7th day of July, 1847,
adjudge and determine that the said decision of the said Commis-
sioner of Patents, awarding priority of invention to the said Samuel
G. Cornell, be, and the same is hereby affirmed, and that he “is
entitled to receive a patent, as prayed for.” W. CRANCH.

I return all the papers.
W. C.
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A. D. Perry, appellant,

VS, }Appeal from Commissioner of Patents.
S. G. CornELL, appellee.

The first reason of appeal is, that the evidence does net show Cor-
nell to be the first to conceive the idea of a machine such as he now
claims.

The question, therefore, is, what is the evidence ?

The counsel for Mr. Perry offered to the Commissioner of Patents
the depositions of Robert J. Craig, and twenty other witnesses, taken
without notice to this applicant, Samuel G. Cornell. These deposi-
tions, therefore, cannot be used against him, unless he has waived
his right to notice, and agreed to admit them to be read in evidence
before the Commissioner of Patents. It is suggested that the notice
given by Mr. Cornell’s counsel to the other parties litigant, to produce
these depositions to a Commissioner for inspection and examination
by his counsel, and the offer by Mr. Perry to have the witnesses again
before the Commissioner, to be cross-examined by Mr. Cornell’s
counsel, and his refusal to cross-examine them when produced, was
equivalent to a waiver of notice.

I am not, however, of that opinion. Mr, Cornell had a right to be
present at the direct examination in chief. But it is said that the
Commissioner of Patents has received these depositions in evidence ;
and, as he decided in favor of Cornell, he cannot appeal upon that
ground. But the Commissioner, in his judgment, says it is unneces-
sary to decide the question raised in reference to the admissibility of
the evidence, as its rejection would not vary the result. It is plain,
therefore, that he did not decide that question. There is no evidence
that Mr. Cornell, or his counsel, has ever agreed to admit these depo-
sitions as evidence against him. They must, therefore, be rejected.

Mr. Keller, the agent of the defeated applicant, objects to my
hearing any argument by an officer or counsel of the Patent Office.
Heretofore it has been usual for some officer of the Patent Office to
attend the hearings before the judge, upon appeals from the judg-
ment of the Commissioner, and no objection to that course has been
~ taken, until this time. The officer who attends is not considered as
counsel for the Commissioner, or for the office ; and I should think
he could not with propriety be considered as an advocate of either of
the parties litigant. I have hitherto considered him as attending for

47



554 JUDGE CRANCH’S DECISIONS.

the purpose of explaining the decision of the Commissioner, and not
as arguing the cause of either of the litigants. He can only appear
as an officer of the department ; as such I shall always be willing to
avail myself of his assistance in the investigation of the truth.

W. CRANCH.
Opinion given Tuesday morning, June 23, 1847.

Appeal from the decision of the Commis-
sioner of Patents, awarding priority of
vs. invention to Samuel G. Cornell of an

improvement in the machine for making
S. G. CorNELL, appellee. lead pipe.

A. D. Perry, appellant,

There were four conflicting applications for a patent for the
improvement —

Ist. By John Robertson, on the 9th of September, 1846.

2d. By Alonzo D. Perry, on the 6th of October, 1846.

3d. By Stephen Parks, Jr., on the 12th of November, 1846, and

4th. By Samuel G. Cornell, on the 21st of December, 1846.

Before the application of Samuel G. Cornell, and while the litiga-
tion was going on.between the other three applicants, the depositions
of twenty-one witnesses had been taken on the part of those appli-
cants, respectively, and, of course, without notice to Mr. Cornell,
who had not then made his application. These depositions were
returned to-the Commissioner of Patents, and objected to by Mr. Cor-
nell’s counsel for want of notice,

The Commissioner, without deciding upon the question of the
admissibility of the evidence as to Mr. Cornell, awarded. to him the
priority of invention, saying, ‘the decision of the question raised in
reference to the admissibility of testimony is unnecessary to decide ;
its rejection would not vary the 1esult; the testimony is therefore
received, and priority of invention awarded to Samuel G. Corneil.”

(March 24, 1847.)
From - this decision Mr. Perry has appealed, and his reasons of

appeal are in effect—

1st. That the evidence does not show that Mr. Cornell was the first
to conceive the idea of a machine such as he now claims, but:that
the plan proved:to. have been so conceived is essentially different and
mechanically inferior to the one claimed and now awarded to him by

the Commissioner.
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2d. That the evidence on which the decision in favor of Mr. Cor-
nell 1s based is contradictory and insufficient to establish his claim
even to the conception of the idea of the principle or mode of ope-
ration of the machine now sought to be patented, but, on the
contrary, shows that the plan said to have been conceived was entirely
different ; and

3d. That if he did conceive the idea of the principle or mode
of operation of a machine substantially similar to the one now
claimed, and did describe to the witness such a machine prior to the
date of the invention claimed by the applicant, Perry, yet it was
merely an intellectual invention, based in theory, and not an Inven-
tion in the meaning of the law.

The Commissioner has laid before me ¢ the original papers and
evidence in the case, together with the grounds of his decision,
fully set forth in writing, touching all the points involved by the
reasons of appeal,” to which my revision must be confined as pro-
vided in the 1lth section of the act of March 3d, 1839, c. 88,
(pamphlet edition, pp. 75 and 76.)

The grounds of the decision of the Commissioner, as set forth in
writing, are in substance —

¢ That 1t is proved by the testimony of Wm., Frost, confirmed by
that of -Benjamin Peck, that the said Cornell invented the machine in
dispute as early as the summer of 1843 ; and there is no testimony
that tends to show that either of the other parties invented it until a
considerable time afterwards.”

That ¢ it appears by the testimony of Frost that Cornell described
the machine to him fully, so that he perfectly understood it;
that he repeatedly made draughts representing it in so clear a
manner that the said Frost was able to make draughts and esti-
mates of its cost, and absolutely did make both with the assistance of
Cornell.”

That * Cornell made the invention as clearly understood as if
the machine had been built -and in operation.” ¢ It appears, there-
fore, that Cornell had done all that an inventor, as such, could do,
and nothing remained to complete the machine, but the labor of the
mechanic, which cannot be confounded with invention.” ¢ The
daily number of inventions daily patented have never been reduced
to practice.”

-In the grounds of his decision, the Commissioner controverts the
dictum found in some of the books, that * he who first reduces an
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invention to practice, is the first inventor:” a dictum which, he
says, ‘ although often quoted and reiterated, was not applicable to,
nor borne out by, the case in which it was first pronounced, nor by
any of the cases in which it has subsequently been repeated ; and
which, in the broad terms in which it "is announced, is not, and
never has been, the law. If by reduction to practice is meant ren-
dering a principle practicable or useful in a new way, and clearly
pointed out the manner in which it may be thus made useful, so
that any competent mechanic can avail himself of it, then, and in

that sense, an invention must be reduced to practice ;> but * neither
the statutes, nor the decisions of the courts, require that a machine
should be built and used as a part of the invention, and before the
party can be considered an inventor ; but that the sense, above al-
luded to, is the sense in which the courts have used the phrase reduc-
tion to practice;” and the only sense which will reconcile the
“ decisions, and make them conform to the statutes regulating patent
rights,”

The other two applicants, Mr. Robertson and Mr. Parks, have
not appealed ; so that the contest is now between Mr. Perry and
Mr. Cornell only. |

It is admitted that a great and valuable improvement has been
made in the old machine for making lead pipes ; and the principal,
if not the only point involved in the reasons of appeal is the ques-
tion — ¢ Which, or whether either of these two applicants is enti-
tled to receive the patent prayed for;’® and this is to be decided by
the evidence produced before the Commissioner. The 21 deposi-
ticns taken in the conflict between Robertson, Perry, and Parks,
being taken without notice to Cornell, are not evidence against him,
and, therefore, cannot be considered by the judge upon the appeal.
The only evidence which he can consider is that which is con-
tained in the depositions of Wm. Frost and Benjamin Peck, and in
the cross-examination of Mr. Cornell himself by the counsel of Mr.

- Perry.,

The question then is — whether the machine described by Mr.
Cornell to those two witnesses is substantially the same as that for
which he asks a patent.

The improvement consists in the great diminution of the friction
of the machine, by which the same eflect is produced by a power
much less than that which was necessary to work the old machine.

As the question is merely of priority of invention, it is not neces-
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sary to describe the particular alterations of the old machine which
constitute the improvement.

It is, however, necessary to examine the testimony, to see
whether the improvement which Mr. Cornell described to the wit-
nesses is substantially the same as that for which he now claims a
patent.

It appears by the deposition of Mr. William Frost, the principal
witness, and who seems t9 have testified fairly and intelligently, that
Mr. Cornell, in June or July, 1843, described to the witness a plan
for a machine for making lead pipe, different from any machine for
that purpose then in use ; and that he intended to use a hollow ram,
with an aperture in the bottom coming out at the side of the ram;
that he intended to place a die on the top of the ram, then to have a
mandril to pass through the top of the cylinder long enough to pass
through the interior of the die, leaving a space between the mandril
and the die for the lead to pass through, when the ram was forced
upward against the lead, making the pipe from that portion of the
lead which was first acted upon by the top of the ram being pressed
against it; his object being, as he stated it, to avoid the immense
friction that was produced by driving so large a mass of lead before
the ram, out through the aperture, as used in many other machines
then in use. That he (Mr. Cornell) exhibited to the witness a sketch
or drawing of his plan ; and the witness then prepared and produced
a drawing of Cornell’s plan, as he then drew and described it, which
is annexed to his deposition, and marked A.

That, about a fortnight afterward, the witness had a further con-
versation with Mr, Cornell in relation to his said plan for a pipe
machine in Mr. Cornell’s office, in New York ; that he then stated
to the witness and described the manner in which he intended to
construct a pipe machine for the purpose of passing the lead pipe
through the interior of the ram, and for using a movable mandril
in connection with the hollow ram, and for forming the pipe at the
point on which the ram pressed against the lead ; that Mr. Cornell
made a sketch of such machine, a copy of which this witness has
made, thinking it might be called for, and to explain the arrange-
ment which he then described. Mr. Cornell said he intended to
make such a machine. The counsel for Mr, Perry objectéd to the
introduction of the copy of Mr. Cornell’s sketch, unless the loss of

the original should first be proved. After the proof of the loss of
47
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the original, the witness produced and filed his copy, which is an-
nexed to the deposition and marked B.

It further appears, by the testimony of the witness, William
Frost, that the sketch or drawing B differs from the sketch or
drawing A, in having two cross-heads and two rods to connect
them together ; also an upper movable mandril, which was con-
nected to the upper cross-head and kept in its proper position by
means of a stand or frame which was secured to the lead cylinder,
the lower cross being secured to the ram rising from the hydraulic
cylinder. The upper mandril or ram, he stated, might be hollow
or solid, for the purpose of holding either the short mandril or die;
that these drawings do not exhibit the nuts, bolts, or serews, or
the manner in which the .different parts are guided or secured to
each other, but merely the arrangement of the raiser dies and man-
drils to-each other, and as he designed to place them for the pur-
pose of manufacturing lead or other pipes; that the leading essen-
tial feature of these two planes, which distifzuishes them from
machines previously known for the purpose of making lead pipe, is
the hollow ram, and the die-placed on the top of it, and the form.
ing of the pipe on the head of that ram from the point where it
presses against the lead, and the passing of the pipe, when so
formed, through the interior of the ram; that the second plan
drawn and described to this witness contained this essential feature
or differencey with the addition of the parts which are before de-
scribed ; that, from the drawings and descriptions so made by M.
Cornell to this witness, he could have made and constructed ma-
chines for making pipe upon those plans.

That the drawing, marked exhibit B, shows the relations of the
rams to each other, of ‘the die, of the short mandril, of the cross-
heads, and the rods which connect them together, as also the lead
cylinder, the cast iron stand or frame, the hydraulic cylinder, and
a portion of the ram rising therefrom ; as also the columns for con-
necting the hydraulic and lead cylinder together. It also shows
the upper hollow ram, as also the lower hollow ram, with the aper-
tures through the same. It does not describe the manner in which
the different parts are secured to each other, but simply the arrange-
ment described by Mr. Cornell in New York.

This witness says he is not aware that Mr. Cornell ever built a
machine with the improvements which he described to the witness.

He further testified that Mr. Cornell, at different times, showed
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him at least half a dozen drawings like exhibit B on separate and
distinct pieces of paper, also two in Connecticut and two in Brook-
lyn, also two like exhibit A, one of them on board of the steamboat
‘“ Croton,” in June or July, 1843, and the other at his factory, in
(zlenville, Connecticut,

That, in the fall of 1844, he made, at the request of Mr. Cornell,
an estimate of the cost of such a machine as that described in the
exhibit B.

The witness, Benjamin Peck, testified that, in June, 1843, before
Mr. Cornell had applied for a patent for his invention of an improve-
ment In the machine for the manufacture of lead pipe, he com-
municated to this witness his plan for the construction thereof;
that he stated that the die was to be attached to the end of the
ram. The ram to be hollow, the pipe to form at the end of the
ram, and pass down through the hollow ram ; that the object was
to prevent friction. The core was to pass through the cylinder,
the end of it to be inserted in the die, the die and mandril to move
together ; that the mandril forms the inside of the pipe. It is
sometimes called the core. The pipe is formed over the mandril
or core. The hollow ram and the movable mandril were to move
together by force of an hydraulic press; that Mr. Frost was present
at this commmunication.

This witness states that the machine for which Mr. Cornell seeks
a patent, contains, among other things, the lead cylinder, the ram,
the die, the core, rod or mandril.

That the construction of this machine differs from that of the old
machine, which was worked by Parks; in this the die is placed at
the head of the ram, in the old one at the top of the cylinder. In
this the pipe forms at the head of the ram, in the old one at the top
of the cylinder.. That the advantage of this over the old one 1is,
that in the old one the whole body of lead from the bottom to the
top of the cylinder was required to move in a body, in order to
form the pipe at-the top of the cylinder ; whereas in this improve-
ment the main body of the lead is not required to move, because
the pipe forms at the head of the ram immediately after the pressure
18 put on,and passes out through the ram.

That about two months ago, (November, 1846,) Mr. Cornell
showed this witness a pencil sketch of his improvement, saying that
that was_ his plan for the machine for which he was about tc get a
patent, and to have a model made of it. That sketch did not show
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the kollow ram. That when Mr. Cornell showed to this witness
that sketch, he said that was a sketch of his invention which he
had before disclosed to this witness, and that there was a die at the
head of the ram, and that the ram was hollow; that on the sketch
he saw fie could not say whether the ram was hollow or not. He
thinks there was no hydraulic sketch on that sketch. There was
a lead cylinder and a mandril core or ram. ‘The end of the core or
mandril extended out of the top of the cylinder, and down to the
head of the ram, or near to it. This witness was sure there was a
representation of a ram ; one end of the ram was placed near the
cylinder, the other below. He thinks that no part of the ram, as
represented in the sketch, entered the lead cylinder. That the ram
of the lead cylinder, as represented in the sketch, was a round piece
of iron. This witness only saw the sketch for a few minutes, and
handed it back to Mr. Cornell. Being asked, in cross-examination,
to deseribe the frame work of the machine as it appesared on the said
sketch, he says there was a mark across the top which he supposed
represented a piece, and one straight line down each side. The core
was in the centre of the cylinder; one end projected at the top, and
came down near the bottom of the cylinder. There was a piece
across the top. He does not recollect seeing the die. He does not
know by whom the sketch was made. This, he says, was a rough,
and to all appearances an imperfect sketch. Mr. Cornell, the
appellee, having been affirmed and examined as to the loss of the
two original drawings or sketches, of which the witness, Mr. Frost,
testified that the exhibits A and B are copies made by him, was
cross-examined by the counsel of Mr. Perry, at large, as if he, Mr.
Cornell, were a competent witness in chief — thereby making the
answer of Mr. Cornell evidence for himself. |
Upon that cross-examination he stated that he has a distinct recol-
lection of making a sketch, and has no doubt it was at the time
referred to by Mr., Frost. Thinks it was made on foolscap paper,
with a lead pencil, but it might have been with ink. It was made in
the office at his works, (in Connecticut ;) presumes it was at the
time Mr. Frost speaks'of. They have had many conversations on
the subject. He showed the drawings to Mr. Peck, and he thinks to
Mr. Parks, who was at work for him. He affirms positively that he
-showed them to Mr. Peck and Mr. Frost. He does not wish to iden-
tify any particular drawings. He made a number at different times,
and had frequent conversations with Mr. Peck and ‘Mr: Frost-on the
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subject. He is not certain whether he mentioned it first to Mr. Frost
or Mr. Peck. The first to Mr. Peck was, no doubt, in his works in
Connecticut, in June, 1843. He cannot recollect which the first time
he mentioned i1t to Mr. Frost, but it was in either June or July, 1843,
He thinks it was early in June. He has none of his drawings ‘at pres.
ent. The first drawing was showing the appearance of a lead cyl-
inder ; the ram at the mouth of the cylinder, which ram should be
hollow ; a die to be placed in the head of the ram, and the pipe
should form at the head of the ram as the ram rose, by any power
that might be applied to it, and pass out through the bottom of the
ram. The inandril or core, to form the calibre of the pipe, should
come from the head of the cylinder.

From comparing this evidence with Mr. Cornell’s specification, it
will be seen that the invention therein described is substantially, if
not exactly, that for which he now claims a patent. Thatitisa
great improvement is admitted, and the only question is, who is,enti-
tled to the priority of invention? There being no evidence that any
other person invented it, Mr. Cornell must be adjudged to be the first
mventor.

But it is said that Mr. Cornell is not entitled to a patent, because he
has never reduced the invention to practice. But reducing to prac-
tice, differs from bringing into use. There is no law requiring the
applicant to reduce his invention to actual use before he can obtain a
patent. On the contrary, the use of the invention before obtaining
the patent is one of the reasons for refusing it. An inventor has |
reduced his invention to practice when he has so described it upon
paper, with such drawings or model as to enable any person, skilled
in the art, to make and use the same. He must show that it is prac-
ticable, and the manner in which it may be used. But it is not
necessary that he should do this until he has perfected his invention
and is ready to apply fora patent. He may have conceived the idea
years ago, but is not obliged to furnish drawings or model until he
mekes his application, In the present case, the specification and
drawings and model have been filed, showing the invention to be
practicable, and the manner in which 1t can be used.

It is suggested that Mr. Cornell has not used * reasonable diligence
in adjusting and perfecting ”’ his invention ; having done nothing
from the spring of 1843 to the winter of 1846, and therefore, under
the equity of the fifteenth section of the patent law of 1836, has lost
the benefit of his priority of invention. "That clause of the section is
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only applicable to the case of a patent surreptitiously or unjustly
obtained while the first inventor was using reasonable diligence in
adapting and perfecting his invention ; not to the case of conflicting
applicants before any patent is granted. It is one of the pleas which
the defendant, who is sued for a supposed violation of the surrepti-
tious patent, may plead ; and if pleaded, it may be necessary for the
defendant to show, in order to vacate the patent, that he was using
reasonable diligence, &c., when the patent was obtained. But before
a patent is granted to any one for the invention, there is no law that
requires the first inventor to disclose his invention within any limited
time before application for a patent ; and there is no limitation unless
the lapse of time be sufficient to show an abandonment of the inven-
tion, which is a question for the jury and not for the Commissioner.
Nor does the priority of application for a patent decide the priority of
Invention. '

It should be borne in mind, that the cases cited from the books are
all cases at law or In equity, In actions for violations of patents
already granted. The proceedings before the Commissioner of
Patents are initiatory. The question is, ¢ whether the patent shall
be granted,” not * whether it shall be vacated ;” and a patent may
be granted or refused upon less evidence than would be required to
sustain or amend it.

Upon all the points made in this case, I refer to the opinion in the
case of the appeal of Hildrethv. Heath, filed in the Patent Office, on
the 15th of October, 1841.

Upon consideration of the whole case, I am of opinion that Sam-
uel G. Cornell is the first inventor of the improvement in the
machine for making lead-pipe, as claimed in his specification, and
that the decision of the Commissioner of Patents, awarding the prior-
ity of invention to the said Samuel G. Cornell, be, and the same is
hereby, affirmed ; and that he is  entitled to receive a patent as
prayed for.,” W. CRANCH.

July 1, 1847,
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DistrIicT oF CoLuMBIA, to wit :

VSs.

WiLriam ATkinson, appellant,
WirLLiam BoarbmaN, Jr., appellee. }

Your appeal from the decision of the Commissioner of Patents,
“ that William Boardman, Jr., is the first Inventor of the improve.-
ments to the portable steam-pump, which are the subject-matters in
controversy ’ between the said.parties, which decision bears date on
the 17th of May, 1847 :

I, William Cranch, Chtef Justice of the District Court of the Uni-
ted States for the District of Columbia, certify to the honorable the
Commissioner of Patents, that, on the second Monday in October,
1847, according to notice duly given, the parties aforesaid appeared
before me, namely : the said William Atkinson by his counsel,
Charles M. Keller, and the said William Boardman, Jr., by his coun-
sel, Z. C. Robbins — when the said counsel agreed to submit their
respective arguments in writing, which was done on Thursday, the
14th of the said month, to which day the hearing of the said appeal
was by consent adjourned ; and the said appeal being then fully
heard and considered by me upon all points involved by reason of
appeal, and the grounds of your decision filed in the office, I do
hereby affirm the same, and adjudge that the said William Board-
man, Jr., is the inventor of the improvements to the portable steam-
pump, which are the subject-matters in this controversy.

W. CRANCH.
October 21, 1847.

This decision is sustained by the following opinions:

vs.

WiLLiam ATKINSON, appellant,
WiLLian Boarbpman, Jr., appellee. }

This is an appeal from the decision of the Commissioner of Patents,
in a case of conflicting applications for certain improvements in the
construction of steam-pumps. -

It appears by the files in the Patent Office, that, on the 4th of
December, 1843, William Boardman, Jr., filed his application for his
invention * of a new and improved portable steam-pumping engine,
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for relieving stranded vessels and for other purposes,” which applica-
tion was rejected by the then Commissioner of Patents, on the 20th of
February, 1844. It does not appear upon what grounds that applica-
tion was rejected ; but it is suggested that the matter as then pre-
sented was not patentable, but that certain improvements have been
since invented and made by which the matter has become patentable,
and the Commissioner has decided that the applicant, William Board-
man, Jr., is entitled to a patent. It is unnecessary to ascertain what
these improvements were, as this is a case of conflicting applications
for a patent for the same thing. The question is not, now, who
invented the matter upon which the first application of Mr. Board-
man was founded, but who is the inventor of the improvements .
which have made the matter patentable. That such 1mprovements
have been made is admitted by both parties, and by the Commis.
sioner.

I do not find any evidence that Mr. Atkinson, after the rejection of
Mr. Boardman’s first application, on the 20th of February, 1844,
invented any patentable improvement upon the pump. It appears by
all the evidence that Mr. Boardman constructed the pump and all the
improvements. In the absence of all evidence to the contrary, the
presumption, therefore, is that he was also the inventor, and the bur-
den of proof is thrown upon Mr. Atkinson to show, not qerely that he
first suggested to Mr. Boardman the abstract idea of a steam-pump,
(for steam-pumps had been in common use for many years,) but
that he invented the improvements which entitle it to a patent, To
rebut this inference Mr. Atkinson produces the deposition of Josiah
L. Hale, who says: * Not long after the loss of the ship Sheffield,
in November or December, 1843, I met Mr. Atkinson and Mr.
Boardman in the Merchants’ Exchange, and knowing that some
alienation of feeling existed between them, and being anxious that
they should be friends, I said to Mr. Boardman, ¢ why don’t you and
Mr. Atkinson settle your difficulties??> or words equivalent. He,
Boardman, made & reply, having reference to a little paragraph,
which had, about that time, appeared in one of the papers, respecting
the pump in question,” (meaning, no doubt, the paragraph which
appeared in the Journal of Commerce of the 256th of November,
1843, which gave to Mr. Atkinson the whole credit of the invention
of the pump.) * He, Boardman, spoke with some warmth, but
respectfully. The. deponent replied, *I had always. supposed Mr.
Atkinson was the inventor.’ He, Boardman said, ¢ he wag— I again
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say, he was’— he, Boardman, used these words, or words equally
strong. I, deponent, replied, ¢ so I always supposed.” After these
strong expressions, Mr. Boardman said ¢ that it was the combination
which made the steam-pump.” Always supposing that Mr. Atkinson
was the inventor, I feel certain I could never have conveyed any
other idea to any person that he was not the inventor.”

Taking the whole testimony of Mr. Josiah L. Hale, altogether, it
seems strange that Mr. Boardman, while expressing indignation at
the paragraph which gave to Mr. Atkinson the whole credit for the
invention of the pump, should have admitted that he was the inventor,
in the technical sense of the word. He might have admitted
‘ that Mr. Atkinson suggested the idea of having a steam-pump,”
as testified by Mr. Flanders; and yet he (Boardman) might
be the inventor of the peculiar combination of mechanical princi-
ples which entitled it to a patent. Mr. Hale says that Boardman
told him, * that it was the combination which made the steam-pump.”
There is no evidence that that combination was suggested to him by
Mr. Atkinson.

I do not perceive in the testimony, any further evidence in support
of Mr. Atkinson’s claim to be the inventor of any of the patentable
improvements in the portable steam-pump.

[ have not considered the declarations of the parties in their own
favor, in the absence of each other, as competent evidence in this
cause for any purpose but to ascertain when and what they have
respectively claimed to have invented.

There is no evidence that Mr. Boardman was in the employment
and pay of Mr. Atkinson at the time of the supposed invention, or
at the time of the construction of the improvements which render
it a patentable invention, or at any previous time. On the con-
trary, it appears in the testimony of Mr. Currier, that before his
first application for a patent, in December, 1843, Mr. Boardman
built four of these pumps for the board of underwriters, who paid
him for the construction thereof: and that this was done without
the interference or agency, but with the knowledge of Mr. Board-
man, | '

There does not appear to be any evidence that Mr. Atkinson,
either before or after the rejection of Mr. Boardman’s application
for a patent for the pump, gave Mr. Boardman any instructions in
relation to the particular combination of mechanical principles,
which is understood to be the ground of his present application for

48
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a patent; nor any model or drawings by which to construct the
pump, nor does there appear to be any evidence that he paid Board-
man or any other person for constructing it; or that the under-
writers had any authority from Mr. Atkinson to use these pumps,
which had been built for them by Mr. Boardman.

The deposition of Mr. Josiak L. Hale, was taken in New York
ten days after Mr. Boardman’s, senior, deposition had been taken, in
Nashville, New Hampshire, and may have been taken with a view
to rebut it. Mr. Boardman, senior, testified that betwecn the
spring of 1841, and the fall of 1842, Mr. Atkinson told him that
William (his son) had invented a steam-pump at his, Atkinson’s
request, and that he had requested William to turn his attention to
getting up a steam-pump, a portable pump, to be used about
wrecked vessels. That Atkinson asked him if he had seen the
model of the pump invented by William. He, this witness, re-
plied, that it was shown to him by Currier. That in none of the
conversations which he had with Mr. Atkinson did he ever pretend
or intimate that he was the inventor of the pump, or of any part
of it, but, on the contrary, had always stated, that William, his son,
was the inventor. That in September, 1842, Mr. Hale, speaking of
William Boardman, junior, said, he had recently invented a steam-
pump, which they thought highly of, and he should use his influ-
ence to have the insurance companies adopt it, and to have one
built, and that he intended William should make money out of 1it.

Mrs. Boardman, mother of the appellee, says, that in the sum-
mer of 1842, Mr. Atkinson, speaking of her son, William, told her
that he had been inventing a new pump —a steam-pump, to raise
ships from the ocean, that he thought William would do some-
thing great with it, that he would assist him. That in the next
season, Mr. Atkinson was again .at their house in Nashville. He
said William was getting along finely with his pump, and expressed
his opinion that it would be very valuable to him. That in neither
of these conversations did Mr. Atkinson intimate that he had in-
vented any part of the said pump. That he expressed himself as
orateful for favors hc had received from her husband, and was
alad to have some opportunity to make a return by assisting her
son.

Mr. Jeremial J. Dickinson says that some time between June and
September, 1842, he was present at the exhibition of a steam-pump
in Pearl street, at the request of Mr. Atkinson. That two or three
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of the board of underwriters were there, and he thinks Mr. Board-
man was there also; he understood from Mr. Atkinson that Mr.
Boardman was the inventor of the pump; that Mr. Atkinson was to
find the funds, and that they were to be partners in the concern;
and that he always thought they were partners until one or two
years ago, when he learned thcre had been some misunderstanding
between them.

Horace Prior testifies that he received from Mr. Boardman
compensation for the use of the room in which the pump was
exhibited.

Mr. Orlando Bennett proves the publication of the offensive para-
graph, which seems to have caused the misunderstanding between
Boardman and Atkinson, by attributing the whole invention to Mr.
Atkinson. This paragraph, a copy of which is annexed to Mr. Ben-
net’s deposition, appeared in the Journal of Commerce of the 25th
of November, 1843. This scems to have excited Mr. Boardman,
and on the 4th of December following he filed his petition for a
patent.

William Fletcher testifies that William Boardman, Jun., employed
him to make the patterns for the pump, and paid him for making
them. Mr. Boardman showed him a sketch which gave him the
idea so that he could commence. He never had any communtca-
tion with Mr. Atkinson, and did not know him till the day of tak-
ing his deposition. This witness made a casting of the pump pat-
tern. Mr. Boardman made an alteration in the angle of the dis-
charge nozzle. About the 1st of June, 1842, he took to Mr. Board-
man a boiler for the purpose of trying the model, which was then
complete. The boiler was of iron, The pumps were cast in Brown-
ing’s foundery.

Cyrus Currier, of the firm of Davis, Currier & Co., machinists at
Newark, New Jersey, testifies that they made four of these steam-
pumps for Mr, Boardman, and were paid for them by the New York
underwriters ; Mr. Boardman having attested to the accuracy of the
accounts. That he directed the building of them, and drafted them.
The order for the first pump was given about the middle of March,
and completed the middle of May, 1843.

Mr. Atkinson was never in the shop during the building of these
pumps, to the knowledge of this witness, and gave no instructions
about the building of them. He, Mr. Atkinson, has been in the
shop since they removed. He came and said he wanted an engine
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built with a pump attached to it. He gave no drawings, but asked
this witness’s opinion as to the size, &c.; thinks he asked 1f Mr.
Boardman’s patterns were there ; he was answered ¢ no,” they were
in New York. He then asked the witness if he could build him a
pump, the same as they had built for Boardman ; thinks it was in
the fall of 1841, that Boardman first told him he contemplated
building a pump for wrecking purposes. Thinks it was in the middle
of the fall. He first saw the model of the steam-pump completed
in the spring or summer of 1842. He saw Mr. Atkinson at the
place where he saw the model. Mr. Atkinson did not, at that time,
claim to be the inventor of the pump, or say any thing to lead this
witness to think that he was the inventor, nor did he say or do
any thing which gave this witness to understand that he did not
recognize Mr. Boardman, at that time, as the inventor. Mr. Atkin-
son said nothing about it. Mr. Boardman showed him the whole and
explained it to him.

Mr. Julius Von Schmidt, a machinist in Washington, D. C., tes-
tified that he was applied to, to make a model for Mr. Atkinson
‘““a year ago last winter.”” (His deposition was taken in 1847.) Mr.
Atkinson showed him a model and drawing in Doctor Jones's, and
wished him to make him such a model, which he did with. some
small variation; saw the same model in the Patent Office about
three months ago. The name of William Boardman, junior, was
upon it. He made a sketch of it at Dr. Jones’s office. He has
seen at the Patent Office, the model he made for Mr. Atkinson.
Mr. Atkinson did not give him any idea of the principle or con-
struction of the pump before he took him to Dr. Jones’s office. He
called the model at Dr. Jones’s office Ais model. He did not ex-
amine the drawing particularly ; he only took a glance at it. Dr.
Jones held it in his hands, and took it away immediately and told
him he could sketch better from the model. Upon a careful con-
sideration and comparison of the evidence on both sides, I am of
opinion that the preponderance is greatly in favor of William Board-
man, jun., as the inventor of the improvements in the steam-pump,
for which hc has now applied for a patent, and I do therefore
affirm the decision of the honorable the Commissioner of Patents in
this cause.

W. CRANCH.

October 21, 1847,
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DistricT oF CoLuMBIA, Lo wit :

Edwin Janney, appellant from the refusal of the Commissioner of
Patents to rehear his application for a patent after it had been twice
rejected by the late Commissioner, Mr. Lllsworth.

I, William Cranch, Chief Justice of the District Court of the
United States for the District of Columbia, certify to the Hon.
FEdmund Burke, Commissioner of Patents, that on the 13th of De-
cember, 1847, according to notice given, the said Edwin Janney
appeared before me, and was fully heard by his counsel, Mr. I. J.
Greenough, in support of his appeal ; Mr, Fitzgerald, an examining
clerk in the Patent Office’ being also present and heard in explana-
tion of the grounds of the Commissioner’s decision.

Whereupon, inasmuch as the decision of the Commissioner, from
which the appeal is taken, neither affirms or denies the right of the
applicant to the patent (which he claims) upon the merits of his
supposed invention, it is not such a decision as is the subject of
appeal under the ‘act of July 4, 1886, * to promote the progress of
useful arts,” &ec., or the act of March 3, 1839, in addition to that
act, and that therefore I have not jurisdiction of this appeal, which
1s therefore hereby dismissed.

W. CRANCH.

December 14, 1847, -

(The above decision is sustained by the following reasons :)

December 13, 1847, — LpwiN JANNEY, Appeal.

This is an appeal from the decision of the Commissioner of Pa-
tents in the following words, contained in a letter from him to Mr.
Janney, dated

PaTent OFrFice, Oct. 28th, 1847,

¢ Sir, — It appears by the records of this office that your applica-
tion for letters-patent for alleged improvement in machinery for saw-
ing staves was examined and rejected, for reasons assigned on
the 3d of August, 1843. That on the 7th of Semptember following,
the case was reconsidered, and the decision was again revised and
affirmed. All these actions took place under the administration of
the late Commissioner Ellsworth.

48 %
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‘ Under these circumstances, the decision heretofore made cannot
be disturbed, and your application must stand rejected.
¢« Respectfully yours,
‘““ KEDMUND BURKE,

‘“ Epwarp JANNEY, Esq.
“ Care of J. J. Greenough, Washington, D. C.

The last application for the patent was made on the 27th of Oc-
tober, 1847, some small amendment having been made in the
specification, not affecting the merits of the claim, so that it was,
in effect, an application to the present Commissioner to revise and
revoke the two decisions made by Mr. Ellsworth, the former Com-
missioner. His refusal so to revise and revoke these decisions is
not a ground of appeal under the acts of 1836 and 1839. The act
of 1839 gives the right of appeal to the Judge only in cases where
an appeal was, by the previous act, allowed from the decision of
the Commissioner to a board of examiners, and then only when a
patent was refused. In the present case he has not refused a pa-
tent. ke decides only that he*will not examine the merits of the
claim, which has been twice rejected, after a full examination of
his predecessor in office, This refusal was not a ground for appeal
to examiners under the 7th section of the act of 1836, and there-
fore is not a ground of appeal to the judge.

Having no jurisdiction of such an appeal, it is not for me to say
whether the refusal, under the circumstances of the case, was right
or wrong. There is no limitation of time as to the appeal; and I
do not perceive any reason why Mr. Janney may not now appeal
from the decision of Mr. Elisworth, and hhve the merits of his
invention decided. I understand the merits of both applications are
alike. Having no jurisdiction of this appeal, I suppose it must be
considered as dismissed.

W. CRANCH.

December 13, 1847,
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Upon appeal by Alexander Bain,

ALEXANDER BaIn, appellant, from the decision of the Hon.
Commissioner of Patents, reject-

vs. ing his application for a patent

for certaitn improvements in com-

Sam’n. F. B. Morsk, appellee. municating intelligence by elec-

tro-chemical telegraphs.

I, William Cranch, Chief Justice of the District Court of the Uni-
ted States for the District of Columbia, certify to the Honorable the
Commissioner of Patents, that on the first Monday of February, 1849,
according to notice duly given, the parties aforesaid appeared before
me ; to wit., the said Alexander Bain by the Hon. R. M. Gillet, his
counsel ; and the said Samuel F. B. Morse, by Amos Kendall and
Alexander H. Lawrence, Esquires, his counsel, and the said appeal
was heard upon the decision of the said Commissioner of Patents,
and the reasons of appeal filed in the office, with the grounds of the
said decision, fully set forth 1n writing, touching all the points 1nvolved
by the reasons of appeal; and the same, being fully argued, heard
and considered, I do decide and adjudge, that the decision of the said
Commissioner of Patents, ¢ that the said Samuel F. B. Morse is the
first and original inventor of the alleged improvement in Telegraphs,
and as such, is entitled to receive a patent therefor,” be,and the same
is hereby reversed and annulled —inasmuch as the question of
priority of invention does not necessarily arise in the case; as the
claims of the two parties do not, in my opinion, interfere in regard to
any matter (described in their respective specifications) which 1s now
patentable. And I do further decide and adjudge that the said Samuel
F. B. Morse is entitled, under the seventh section of the Act of 1836,
to a patent for the combination which he has invented,— claimed
and described in his specification, drawings, and model ; and that the
said Alexander Bain is entitled, under the same section, to a patent
for the combination which he has invented, claimed, and described in
his specifications, drawings, and model ; provided the said Morse and
Bain shall have, respectively, complied with all the requisites of the
law to entitle them to their respective patents.

I deem it unnecessary therefore, to decide any other points involved

by the reasons of appeal.
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I herewith return all the papers, and add the reasons of my deci-
sion, which may be filed in the case.

W. CRANCH.
Washington, D. C., March 12, 1849.

The Commissioner, upon hearing, decided that Mr. Bain’s claim
interfered with Mr. Morse’s; and that Mr.: Morse was the first in-
veator, and rejected the claim of Mr. Bain. From this decision Mr
Bain has appealed. |

It is contended by the counsel of Mr. Morse, that the judge upon
appeal has no jurisdiction of the question of interference. 'That an
appeal is given only upon the question of priority of invention; and
that upon the question of interference, the decision of the Commis-
sioner is conclusive,

Whether i1t be thus conclusive, then, is the first question to be
decided. |

By the act of 1836, ch. 357, ¢ 7, it is enacted, that * if the speci-
fication and claim shall not have been so modified as in the opinion of
the Commissioner, shall entitle the applicant to a patent, he may, on
an appeal, and upon request in writing, have the decision of a board
of examiners, to be composed of three, &c.; and on examination
and consideration of the matter by such board, it shall be in their
power, or of a majority of them, to reverse the decision of the Commis.
sioner, either in whole or in part ; and their opinion being certified to
the Commissioner, he shall be governed thereby in the further pro-
ceedings to be had on such application.”

This section is applicable to c2ses where there is no conflicting
applicant, and shows that the legislature, by saying, ¢ if in the opin-
ton of the Commissioner,” &e., did not intend to make that opinion
conclusive, On the contrary, it provides ¢ that the board shall be
furnished with a certificate “in writing, of the opinion and decision of
the Commissioner, stating the particular grounds of his objection, and
the part or parts of the invention which he considers as not entitled
to be patented ; and that the said board shall give reasonable notice
to the applicant, as well as to the Commissioner, of the time and
place of their meeting,” &c. All these provisions were evidently
intended to enable the board of examiners to revise the opinion and

decision of the Commissioner, and show that his opinion was not to
be conclusive.

By the 8th section of the same act, (1836,) it is enacted, * That
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whenever an application shall be made for a patent which, n the
opinion of the Commissioner, would interfere with any other patent
for which an application may be pending, or with any unexpired
patent which shall have been granted, it shall be the duty of the
Commissioner to give notice thereof to such applicants, or patentees,
as the case may be ; and if either shall be dissatisfied with the decis-
ion of the Commissioner on the question of priority of right or inven-
tion on a hearing thereof, he may appeal from such decision, on the
like terms and conditions as are provided in the preceding section of
this act; and the like proceedings shall be had, to determine which,
or whether either of the applicants is entitled to receive a patent as
prayed for.”

The question of priority of right or invention necessarily implies
interference. The Commissioner, before he could decide the question
of priority, must have decided that of interference ; for without inter-
ference there can be no question of priority. Before I can have
jurisdiction of the question of priority, I must be satisfied that there
is an interference ; and I must decide the question of jurisdiction as
well as any other question which arises in the cause.

The opinion of the Commissioner, [mentioned in the 8th section,
that interference exists,] only justifies him in giving notice thereof to
the other applicant, and appointing a day to hear the parties upon
that question. He decides it only pro hac vice ; and for that purpose
only. Upon that hearing he is to decide ; and from that decision, 1f
either shall be dissatisfied with it, on the question of priority, includ-
ing that of interference, he may appeal ; and upon such appeal as I
understand the law, the judge, in case of real interference, may
‘ determine which, or whether either of the applicants is entitled to
receive a patent as prayed for.”” The scope thus given to the judge,
is broad enough to include the question of interference, as well as
that of priotity, if it should arise.

By the Act of 1839, ch. 88, § 11, it is enacted *That in all cases
where an appeal is now allowed by law from the decision of the
Commissioner of Patents, to a board of examiners provided for in the
7th section of the act to which this is additional, the party, instead
thereof, shall have a right to appeal to the Chief Justice of the Dis-
trict Court of the United States for the District of Columbia by giving
notice thereof to the Commissioner, and filing in the Patent Office
within such time as the Commissioner shall appoint, his reasons of
appeal specifically set forth in writing; and also paying into the
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Patent Office, to the credit of the patent fund, the sum of twenty-five
dollars.

¢ And it shall be the duty of the said Chief Justice, on petition, to
hear and determine all such appeals, and to revise such decisions, in
a summary way, on the evidence adduced before such a Commis-
sioner, at such early and convenient time as he may appoint; first
notifying the Commissioner of the time and place of hearing; whose
duty it shall be to give notice thereof to all parties who appear to be
interested therein, in such manner as the said judge shall prescribe.

““ The Commissioner shall also lay before the said Judge all the
original papers and evidence in the case, together with the grounds of
his decision, fully set forth in writing, touching all the points involved
by the reasons of appeal ; to which the revision shall be confined.”

One of the reasons of appeal in this case, is, ‘ That therc 1s no
real and substantial interference between the two applications.

The question of interference, therefore, is involved by the reasons
of appeal, and must be decided by the judge. By limiting the juris-
diction of the judge, to the points involved by the reasons of appeal,
the legislature has affirmed it to that extent.

The interference mentioned in the 8th section of the Act of 1836,
must be an interference in respect to patentable matters; and the
claims of the applicants must be limited to the matters specifically
set forth, as their respective inventions ; and what is not thus claimed,
may, for the purpose of this preliminary inquiry, be considered as
disclaimed.

The question then is, does Mr. Bain claim a patent for any matter
now patentable, for which Mr. Morse claims a patent ?

To answer this question, it is necessary to ascertain for what patent-
able matter Mr. Morse now claims a patent.

In his specification, filed Jan. 20, 1848, he says:

“ What I claim, as my own invention and improvement, is the use
of a single circuit of conductors for the marking of my Telegraphic
signs already patented, for numerals, letters, words and sentences, by
means of the decomposing, coloring or bleaching eflects of electricity
acting upon any known salts that leave a mark as the result of the
said decomposition, upon paper, cloth, metal, or other convenient and
known markable material. T also claim the invention of the machin-
ery as herein described, for the purpose of applying the decomposing,
coloring, or bleaching eflects of electricity acting upon known salts
as herein before described.”
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The Commissioner in his written decision in this case, says :—
““ Such use of a single circuit [1. e. to produce marks upon chemically
prepared paper] is not the point at issue ; nor is this claimed by either
party. Said Morse claims using a single eircuit of conductors, for
a certain purpose, or in a certain way ; viz., to mark his telegraphic
signs ; and also claims the machinery by which he accomplishes this
purpose. Said Bain does not specifically mention in his claim, using
" a single circuit, though this must be considered as an essential part
of his invention and claim, and is necessarily involved in the final
clause of his claim, to wit: “ So that in either case these form the
received communication, substantially in the manner and with the
effects described and shown.”

The Commissioner proceeds — The third clause of the claim of
said Bain with which the true claims of said Morse interfere, is as
follows, to wit :

* Third. — The application of any suitable chemically prepared
paper, without rcgard to the chemical ingredients used for such a
purpose, to receive and record signs forming such communications,
such signs being made by the pulsations of an electric current or cur-
rents, transmitted from a distant station,said current operating directly,
and without the interventicn of any secondary current or mechanical
contrivance, through a suitable metal marking style that is in contin-
uous contact with the receiving paper, thereby making marks thereon,
which marks correspond with the groups of perforations in the paper
composing the transmitted communication ; or may be given by the
pulsations from the spring 40 and block 46, so that in either case
these form the received communication substantially in tl.:2 manner,
and with the effects described and shown; including any merely
practical variations, analogous and equivalent in the means employed
and the effects produced thereby.”

The Commissioner, in his written decision, says:

“ The invention, it will be seen by reference to the specifications
of the parties respectively, does not consist in the use of the electric
current to make marks upon chemically prepared paper ; nor making
marks through a single line of conductors ; nor could a claim to
either of these devices have been entertained as patentable, as they
have been long known.”

Again —1It is said by the counsel of Mr. Morse, ¢“it is admitted
that neither could patent the battery, the circuit, the prepared paper,
or the marking by the electro-chemical process — it was only a new
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combination of the several parts so as to produce a new result, or an
old result in a better manner, that either could patent.”

Again — The Commissioner, in his * reasons of decision ™ says —
“ it is true, as Mr. Bain asserts, that no one can monopolize the use
of air, fire, or water, but it is equally true that any one can monopo-
lize the use of air, fire, or watér upon certain principles of operation
which he may have invented or discovered, and this is precisely what
the respective claimants, in this case demanded as their rights, and
eave rise to the interference, viz: each claimed the, right to use and
exclude others from using, galvanic power to mark certain signs
[which signs have been already patented by said Morse] upon chem-
ically prepared paper through a single circuit of conductors.

““ A single circuit of conductors, consisting either wholly of wire,
or in part of wirc and part of earth, for telegraphic purposes was not
new. The signs or signals to be marked were not new ; —the same
having been before patented by said Morse ;—and chemically pre-
pared paper, for receiving telegraphic signs by galvanism, was not
new ; the same having been patented in England, in 1838, by Mr. E.
Davy. Moreover, the use of a single telegraphic circuit, for marking
the aforesaid signs upon paper, was not new, the same having been
before patented by said Morse.

‘ Neither party claimed any one, or any two of the above cle-
mental features. The invention of each was made up of the three
combined ; and the advantages claimed to have been discovered by
each, in these combined operations, were identical.”

If then, these matters are not now patentable in themselves there
is nothing patentable in Mr. Morse’s claim, left to be interfered with,
except his claim of a patent for his invention of the machinery
described in his specification, or for his combination of machinery
and materials, as described therein. The claim of each applicant,
therefore, is reduced to the claim for the combination of machinery
and materials which he has invented, and does not include any of the
matters claimed in his specification which are not now patentable.

These combinations seem to me to be far from identical. Mr.
Bain includes in his combination the use of the perforated paper for
composing the comrunication ; and of the style which passes the
electric current through the perforated paper; and the machinery for
transmitting the same communication to several different places at
the same time. It is said that the style is not new ; — but he makes
it an ingredient in his combination —and in that respect, his combi-
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nation differs from that of Mr. Morse, and it is a very important item
in conncction with the perforated paper. He includes, in his combi-
nation, new patentable matter with old matter, not patentable, and
thereby makes a new patentable combination. This new matter thus
introduced into the new combination is admitted to be patentable in
itself without combination with the old unpatentable matter, and
indeed it seems to be a great improvement in the transmission 6f tel-
egraphic information.

But it is said that Mr. Bain 1s only authorized to obtain a separate
patent for each of those inventions, und cannot claim a patent for his
new combination of the old and necw together. If, however, his new
combination of old materials be patentable [which must be admitted,
or it would not interfere with Mr. Morse’s claim] 1t scems to be not
the less patentable, because it includes the new matter in connection
with the old. The old matter inay not, in itsell, be patentable, but
joined to the new matter, a combination may be formed which may
be patented. He is not obliged to take scparate patents for each new
patentable matter. Ile does not now ask for them ; he may be will-
ing to ask only for a limited use of thosc new matiers, to wif, in
combination ; and not for an exclusive use of them for every pur-
pose to which they may be applicable.

Mr. Godson (in p. 63,) says— * a combination or arrangement of
old materials, when, in conscquence thercol a new effect is pro-
duced, may be the subject of a patent. This elfect may consist
either in the production of a new article, or in making an old one in
a better manner, or at a cheaper rate.” ¢ This manufacture may
be made of diflurent substances mingled together; or of different
machines formed into one ; or of the arrangement of many old com-
biaations.” ¢ Each distinct part of the manufacture may have been
in common use, and every principle upon which it is founded may
have been long known, and yet the manufacture may be the proper
subject for a patent. It is not for those parts and principles, but for
the new and uscful compound, or thing thus produced by combina-
tion, that the grant is made; it is for combining aud using things
before known, with something then invented, so as to produce an
cffect which was never before attained.”

The counsel of Mr. Morse, in argument, said :

“It is obvious, and is admitted by our adversaries, that Morse’s
instrument i3 a very different thing, in its form and structure from

Bain’s.,’”> But form and structure are very important matters in
49



578 JUDGE CRANCH’S DECISIONS.

machinery ; and if they enable the operator to do the work in a bet-
ter manner, or with more ecase, or less expense, or in less time, it is
no interference ; but is an improvement for which the inventor may
have a patent.

When the application is for a patent for a combination of machin-
ery and materials, form and structure become substance ; they are
of the essence of the invention ; and an admission that Morse’s instru-
ment is a very different thing, in its form and structure, from Bain’s,
is an admission of a fact which i1s prima facie evidence at least, that
there is no interference between the two, and throws the burden of
proof on the other side.

There was no evidence laid before the Commissioner of Patents
upon the question of interference ; so that he must have adjudged the
interference upon a comparison of the two specifications ; possibly
without considering that the only patent which either could obtain,
would be a patent for his own combination — all the materials, of
which Mr. Morse’s combination consists, being old and not now

patentable.
The question 1s not now, whether the claims of Mr. Bain and Mr.

Morse interfere as to matters not now patentable ; but whether they
interfere as to matters now patentable; and the only matter now
patentable, in Mr. Morse’s specification, is his own combination of
machinery and materials, ‘That combination constitutes his machine ;
and his machine 18 admitted to be a very different thing, in its form
and structure from Mr. Bain’s. Form and structure constitute the
identity of machinery. The combination consists in form and struc-
ture ; and the patent if issued, will, I presume, be issued for the form
and structure of the instrument. |

It being admitted that the form and structure of Mr. Bain’s instru-
ment is very different from Morse’s, there can be no interference in
that respect, and if form and structure constitute the identity of
machinery there is no interference in the two instruments; and if
the instruments are the combinations, or the result of the combina-
tions, for which patents are now claimed, there is no interference in
the two instruments in regard to any matter now patentable.

But it is not necessary to rely alone upon the admission of Mr.
Morse’s counsel to show that there is a great difference between the
machinery used by the contending applicants to effect the object;
that is, the rapid transmission of intelligence by the power of the
electric current. Any one who will compare the two specifications
and drawings and models, will at once perceive that difference.



JUDGE CRANCH’S DECISIONS. 579

A patentable improvement 1s not an interference.

The Commissioner in his written decision, says : ¢ It appears from
the records of the office, that the application by said Alexander Bain,
subject of Great Britain, was made April 18, 1848, and upon exam-
ination of his eclaims, it was found that the before-mentioned claim
could be admitted to patent, no invention of a like character, appear-
ing in the public records of the office ; nor in any printed publication.
Prior, however, to the final 1ssue of the case, the secret archives
were consulted ; and it was found that an application, filed by Sam-
uel F. B. Morse, January 20, 1848, had been there deposited, in com-
phance with provisions of law, which presented claims conflicting
with those, before mentioned, set up by said Bain.”

This shows that but for the supposed interfering claim of Mr.
Morse, Mr. Bain was entitled to his patent; and if there be no inter-
ference in respect to patentable matter, he is still entitled to a patent
for his own combination.

But the counsel for Mr. Morse say : ¢ There is an interferei:ce —
that Bain’s third claim palpably covers the whole of Morse’s first
claim ; and, if granted, Bain could do all that Morse claims an exclu-
sive right to do; he could write Morse’s characters precisely as
Morse does ; and that therein consists the interference."’

But the only matter now patentable, and claimed in Mr. Morse’s
specification, is his peculiar combination of materials and machinery
as therein described. All the materials, used in that combination,
are old ; and he will not, under this patent, be entitled to the exclu-
sive use of any of them separately, or in any other combination than
that which he has described in his specification. There cannot be a
patent for a principle ; nor for the application of a principle; nor for
an effect. Two persons may use the same principle and produce the
same effect by different means, without interference or infringement,
and each would be entitled to a patent for his own invention, — God-
son, 63, 68, 74.

So, in the present case, although the power used by both applicants
is the same, and the subject the same, yet, as the effect is produced
by means which appear to me so different as to prevent an inter-
ference, the question of priority of invention does not arise. It is,
therefore, not a case under the 8th section of the act of 1836, but
under the 7th section of the same act. So that each of the applicants
may have a patent for the combination which he has invented and
claimed and described in his specification — provided he shall have
complied with all the requisites of the law to entitle him to a patent.
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If this were a doubtful question, I should think it my duty to render
the same judgment, so as to give Mr. Bain the same right to have the
validity of his patent tested by the ordinary tribunals of the country,
which Mr. Morse would enjoy as to his patent; and finally, to obtain
the judgment of the Supreme Court of the United States upon it.
For if the Commissioner and the Judge should reject Mr. Bain’s
application for a patent, the decision would be final and conclusive
against him, unless he could obtain relief by a bill in equity under
the 16th section of the act of 1836, and the 10th section of the act of
1839 ; which, it is said, is doubtful. '

I am, therefore, of opinion, and so decide :

That there is no interference in the claims of these applicants, in
relation to any matter (contained in their respective specifications)
now patentable ; and, therefore, that Samuel F. B. Morse is entitled
to a patent for the combination which he has invented, claimed, and
described in his specification, drawings, and model. And that Alex-
ander Bain is entitled to a patent for the combination which he has
invented, claimed, and described in his specification, drawings and
model ; provided they shell respectively, have complied with all the
requisites of the law, to entitle them to their respective patents.

I deem it unnecessargr, therefore, to decide upon any other points
involved by the reasouns of appeal. W. CRANCH.

WasningTon, D. C. March 12, 1849.
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on what principles granted : : : , 322
application for, how made . : : . 322, 323
not granted on ex parte applications . : . 323
rule for granting, before trial : : . . 324, 325
three cases under : : . : . 326-332
primé facicrightto . . ., . 328, 339, 342, 354
granting of, rests in discretion of the court . 314, 333
not granted, when Irreparable mischief would
ensuve to defendant : : : : : 333
nor where plaintiff has permitted defendant to incur
expense . : : : . : . 334
notwithstanding defendant’s admissions : : 335
perpetual, only granted on full hearing : : 336
motion to dissolve, when may be made : : 342
motion for, when to stand over . : . . 344
when granted as matter of course : : : 345
when granted against one using by permission . 350
perpetual, a good defence to : : . . 351, 352
1s always special . : : : . : 354
INSPECTION,
of works, sometimes ordered by the court . : 347
INTENTION,
when material to show abandonment . : : 303
INVENTION,
sufficiency of, to support 2 patent 5,9, 10, 15, 17, 18, 24
process of reaching immaterial . : : 9, Ib. note.
may result from accident . : : . . 6, 10
result of, must not exclude design . : . 6, 10
tests of . : N : . . . . 8,9, 14
when presumed . : : : . . 15
a frivolous, not patentable : . : : 7, 22
distinguished from new use . . e . 27
tnust be beneficial to society . : . : + 28
must be reduced to practice . : . 40, nole, 81.
distinguished from experiment . : . : 44, 45
how far may be suggested by others . : . 46 ~ 50
when abandoned, renders patent invalid : : 57, 60
must be absolutely new . . : . . 62
foreign, when not to affect patent . : . 63
every material part of, must be new . ; : 66

in what it congists . " : . . . 70, note.
S50 *

»
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INVENTION, Continued.

a joint, when subject of a patent . : : 112

not patented, whether it passes to assignees in
bankruptey . . . C e : 189
principles of, remarks upon . . . pp. 297~-309

J.
JURY,

province of, in patent causes . 123, 124, 136, 390, 395, 397
questions of fact to he determined by : . ‘ 379
whether patentee was the inventor . . : 380
novelty of subject-matter . : : : . 380, 401

whether renewed patent is for the same invention
as the old one . : : : . . 381
abandonment of the invention ., : . . 381
whether the means employed will be suecessful 382 - 384
whether the specifications claim what is not new 385, 391
the meaning of terms of art : : : . 385, 396
facts referred to as part of the description . .. 394
sufficiency of the description : : : : 395
the question of identity . : : : : 402

JURISDICTION

of Congress . C e e : . 403, 404
of Circuit Court . : . 405, 406, p. 482

appellate, of Supreme Court of IJ mled States 405, 407, p. 482

L.

LAW AND FACT. (8ee Court, Jurvy.)

questions of . . . . : . .. 379
LETTERS-PATENT. (See PaTenT.)
LIBRARY,

for the use of the Patentoffice . . . : p. 484

appropriations for : : : .. : pp- 484, 492
LICENSE,

' by operation of statute, before patent is obtained . =~ . 59
what amounts to : : : : . . 60
distinguished from an assignment : : . 195~-197
when assignable . e e e . 198
how construed : . . . : 197, 198, 1b. note.

LICENSEE,
his rights as against the patentee : : . 195-200
when may dispute validity of the patent . . 199,200

must comply with the conditions of the license . 200

o
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LIST OF PATENTS,

299

to be made by Commissioner p. 491
to be published p. 492
M.
MACHINE,

when the subject of a patent . 2, 3, 4, 6, note, 93, 94
principles of : . : . . 3, 23, note, 96, nole.
novelty in, how tested : : : 3, 23, Ib. note, 37
mere effect of, not patentable 4
change of form or proportions in, when a discovery 21
meaning of, 1n the statute 93
improvements of, when patentable 95 - 99
embraced in the term manufacture 71, 100
when two are the same 1n principle 78, note.

distinguished from manufacture
when two may be embraced in one patent

111, 1b. note.

102

drawings of, to accompany specifications 121
materials of, when to be stated in specifications 162
patent for, how infringed 203 - 208
- MACHINIST,
to be appointed in patent office p. 472
compensation allowed to p. 472
MANUFACTURE, -
when the subject of a patent . : 2,88, 100 -102

meaning of the term in the statute of monopolies

70, note, 71, 100

used in a literal and figurative sense
includes the process of making a thing
a new, by change of ingredients
meaning of, in our statute

distinguished from a machine . .
what constitutes novelty in : ;
patent for, how in{ringed : :

MARKS,
required to be put on patented articles for sale

MARKS OF TRADESMEN,

the subject of patents : . ‘
MESSENGER,

of patent office, how appointed

his salary : : . .
MISTAKES,

in patent, how corrected . . .

71, 77

72, 74, 101
81

.. 102
. 102
. 2
095 — 227

p. 497

106

177
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MODE, (See Process.)

of producing a thing, patentable . ~ : . 70,71,74
MODELS,
of invention, when to be furnished by patentee,, 121, p. 474
to be classified by the Commissioner : : : p. 484
duplicates of, in certain cases to be procured : pp. 487, 488
compensation for, when allowed : , : . p. 488
to be exhibited to the public : . : . p. 484
MONEY, (8ee Fze.)
when to be paid into court : : : : . 334, 350
for patents, when to be returned : . pp. 475, 491, 495
carried to credit of patent fund . : : : p. 491
N.
NEW PATENT,
may be issued, on surrender of the old one 180, p. 479
presumed to be for the same invention . : 181
In place of those destroyed, when to be issued  pp. 486, 496
NOTICE,
when to be served on defendant : . : . 270, 323
to be construed strictly : : : : . 2792, 284
kind of, in actions at law : . : . . 285, 205
NOVELTY,
a statute requisite : . : . : . I
what is, in machinery . : : . 3,23, note, 25
what amount of thought it implies . G, Ib. note,
the great test of invention . : : : . 6, note.
implies more than a frivolous invention : : 7
utility, a test of . : : : : : 8, 15, 18, 28
some evidence of to be offered . . : . 29
slight evidence of, sufficient : . . , 29
primé fuacie evidence of e e 30, 39, 358
consistent with what prior use . : . 31-40, p. 492

what evidence of, beyond patent may be given by

plaintiff . . . : : : : 39, note.
mode of proving . : . . 39, note, 358 ~ 362
when in doubt, patentee may rest on patent 39, note, 358 - 362
two issues concerning . S : 41
how far consistent with suggestions by others . 46 - 50
inconsistent with prior public use or sale . 52
relates to other countries : ‘ e e 62
inconsistent with foreign patent . : : . 62
inconsistent with a prior description in a public work 62

relates to the whole invention . . . : 66
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NOVELTCLY, Continued.
failure of, renders patent void : : : 66, 283, 284
test of, in compositions of matter 104
0.
OATH, v
required of an applicant for patent : 121, note, 172, p. 474
primis facie proof of novelty 30, 174
form of, when varied 114
irregularity in, how cured 174
omission of, does not invalidate patent 174
required of officers in Patent Office p. 472
when affirmation may be substituted for p. 491
before whom taken when an applicant is not resident of
the United States . p. 4967
OFFICERS OF PATENT OFFICE,
a commissioner p. 471
a chief clerk p. 471
two examining clerks p. 430
two copying clerks p. 499
two principal examiners p. 498
four assistant examiners . : pp. 492, 498
a draughtsman : : : . p. 472
a machinist - p. 472
a messenger p. 472
two other permanent clerks : . p. 472
temporary clerks : : : . 490, 492
disqualified from taking interest in patents 492
to make oath 472

compensation allowed to . PP- 471 412 490, 498, 499

P.
PATENT,
subject-matter of, (Sce SupiecT-MATTER.)
principles of law of| . : . : 2, 70
itself, evidence of novelty 30, 39, 358
which of two applicants is entitled to . . . 43, 44
should contain no more than is necessary 67
design of law of 70, 244
construed with specifications . . 70 note, 122, 126

cannot be more extensive than the 1nvention

96, note, 110, note, 131, 140, 386
may cover two machines : . , . 111, 1b. note.
when to be joint : : : . . 112, 1b. note.
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INDEX.

PATENT Continued.

cannot cover distinct inventions .

to mark articles offered for sale . \

108, 111, b. note.

cannot be both joint and several 112, note.
cannot be two, for same invention . . 113
persons entitled to take 114 - 117, pp. 473, 496
foreign, when does not prevent a patent in United States
115,'116, p. 493
construction of, by the court 123, 130, 136, 150
to be construed liberally . : : : . 126, 132
application for, how made 171, p. 473
how to be issued 176, pp. 473, 488
mistakes in, how corrected . \ : . 177
when surrendered and new one taken out 180, 184, p. 479
time for which renewed patent is granted . : 183
how extended : : : : : : . 186, 187
how may be assigned : . 188, 189, p. 478
assignment of, when to be recorded 190, 191, p. 478
for how long time granted : : . 201
extent of, as applied to machinery : 203
infringement of, (See INFRINGEMENT.) 202
corsideration for granting . . : : ., 66, 246
rendered invalid by fraud 247
- effect of a failure of utility on . : . 248, 249
damages for infringing : : : : . 250-254
when granted, relates back to the time of invention 255
remedy for infringing, by action at law : 257
protected by injunctions . : . . 314
to be signed by Secretary of State and by Commis-
sioner of Patents . 176, p. 473
additions to, when may be made by patentee
180, pp. 479, 488, 489
interfering, remedy in case of : : : p. 481
issued prior to 15th Dec. 1836, may be recorded anew  p. 185
list of patents to be made annually . : : p. 491
list of patents to be published . . : p. 492
when may be dated back : : : : : p. 477
PATENTLEE,
who may be under the statute 114
may be an alien, when 115
presumed not to claim things inuse . . . 132, 391
relations of, to a licensee, in regard to the validity
of the patent . : 199
penalty for infringing his rlght by markmg . p. 497

p. 497
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PATENT OFFICE,
attached to the department of State . : : . 471

officers of, to make oath . : . : p. 472
PENALTY,

=

for infringing rights of patentee by marking p. 497
how recoverable p. 497
PETITION,
application for patent made by . : : : 171
PLEADING AND DEFENCES. (8ee Action aT Law.)
In actions at law : : : . : : 70
PRESIDENT,
to appoint Commissioner of Patents . : , p. 471
PRINCIPLE,
of a machine, what Is . . : . : 3, 23, note.
au abstract, not patentable . : . 72,75, 143, p. 297
embodiment of, patentable : . 72,7479, p. 297
when it becomes a process : : 72, 74, 143, note.
application of, what constitutes . . ., 83 -88, p. 208
application of, not always patentable . .. 85, p. 208
of an invention, remarks on : : . Ppp. 297 - 309
import of the term, as applied to science . pp- 298 -300
use of the term, as applied to practice . pp. 300-301
a principle eo nomine : : . : : p. 309
PRINCIFAL EXAMINERS,
two, to be appointed by Commissioner . : p. 498
application for ex:ension of patent to be referred to p. 498
compensation 3llowed to : : p. 498
PRINTED PUBLICATION. (See PuprLic Work.)
PROCESS,
when the subject of a patent : 71,74
when a principle becomes : . . 72, 74, 143, note.
PROFERT OF LETTERS-PATENT,
to be made in the declaration : . . 266
effect of . . : . . : : . 266, note.
in a bill for injunction : : : : : 320

PROOYF. (8ce Evibence.)
burden of, to show infiingement, on plaintif . . 227

PUBLIC USE,

prior, destroys right to a patent . . 52,296

meaning of . : : . : : 53, 297, 304
PUBLIC WORK,

prior description in, inconsistent with novelty 62, 283

whatis . . \ : : : . . 65,200



600 INDEX.
PURPOSE,

in the abstract, not patentable ° : ‘
QUIA TIMET,

bill, an ordinary remedial process in equity

R.
RECORDING OF ASSIGNMENT,

proof of, when may be given in actions

when may be anew
RE-INVENTION. (See InveNnTION.)

REMEDY. (See Action aT Law ; Equity.)
for infringement of patent
RENEWAL,
of patent, when allowed by statute
when may be made
REPUGNANCY,
between specifications and patent, effect of
RESULT,
a test of invention : :
RULE OF DAMAGES. (See DaMAGES.)
for infringement of patent

S.
SCIENCE,

. - discoveries in, not patentable
SFAL,
for Patent Office, how provided . .
SECRETARY OF STATE,
to sign patents
may correct mistakes in specifications
SERVANT,
suggestions by, when consistent with novelty
manual dexterity of, may be used by inventor
when the principle is suggested by .

SPECIFICATIONS,
must agree with the patent

27

321, nole.

269
p. 485
257, 314

180
184

125
14, 18

250

79, 76, p. 301
. p. 472

176, p. 473
177

49, 50
49
49

70, note, 122, 125

of former patent, when read in an action for in-

fringement * .
statute requirements of
drawings annexed to, a part of .
two objects of . : .
rules for preparing . - . . '

121, 153, 163, 165, p. 473

98

122, 163
128, 129
130, 152
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SPECIFICATIONS, Continued.

must not be ambiguous . : : : . 130, 131
must distinguish what 1s old from what isnew . 131, 133
to be liberally construed . : : . . 132
how to describe what is old . : : : 134
to state the best mode of productng an effect 135, 157, 161
to be construed by the court . 123, 130, 136, 150, 385
how far to be judged of by the jury . 124, 136, 154, 385
must not contain useless descriptions . . . 173
should deseribe every thing essential . 138, 1. note, 157
must not misuse terms . . : . : 139
how to deseribe an improvement . : . 140-142
must disclose a patentable subject : : . 143, 144
how to describe the application of a principle . 145 - 149
how construed, when several things are described In 150
must not mislead the public : : . . 151, 159
addressed to persons of competent skill . 124, 154 - 156,

161, 369
may contain technical terms : : . . 154, 161
must not require experiments : : : 156
slight defects in, may render patent void . : 157
when 10 state how substances may be procured . 158, 159
when may require experiments . : : : 160
need not describe what : : : : . 161, 162
when to state materials of a machine . : : 162
why to be accompanied with drawings . . 163, 164
how attested . : . 165

amendments of, allowed by statute . 166, pp. 488, 499
by disclaimers . : . : . : . 167~ 169

synopsis of English cases concerning . pp.- 179-182
common defects in, according to English law  pp. 182206
I. ambiguous terms . . . . pp. 182 - 184
2. omission of necessary descriptions pp 182, 184 - 187
3. claiming what is not original . pp. 182, 187, 188
4. things put in to mislead . . pp. 182, 188-190

. 1ncorrect drawings . : : pp. 182, 190, 191
. one of different ways or ingredients fails pp. 182,

191, 192

o R )

7. one of several effects specified is not pro-
duced : . : . pp. 182,192 - 194
8. the things described are not the best
known to the patentee . pp. 182, 194 - 197
general observations on, as applied to machinery pp. 197, 198
improvements . : .  pp. 198-202
bl
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SPECIFICATIONS, Continued.

method reduced to practice : p. 204
chemical discoveries . : : p. 204
manufactures . : . pp. 204, 205

- a disclaimer of, allowed by statute . : pp. 205, 206
SUBJECT-MA'TTER,

must be new and useful . : . : : 1, 16
when may be an art . . : : : . 2,90-92
a machine . : . . 2,3, 4,93, 94
a manufacture . : : 2, 100 - 102
a composition of matter ' 2, 103, 104
an improvement . 9, 19, 20, 82, 94 -99, 140
cannot be mere theory . : : : . 2,70
mere purpose or effect . . 4,27, 75, 96, nole.
the appiication of what is old, to a new
purpose : . : : 4, 26, 27, 87
must be substantially new . . : 6,7, 17, 27, notec.
not a frivolous invention . . . : . 7,22 28
when substitution may be . , : : : 8, 11
when a ncw application of known agents . 10, 79, 81, 82
when a new combination . : : . 24,73, 94, 110
must be beneficial to society : : : : 17, 28
cannot be an inchoate idea : : : : 47
an elementary principle : . 70,75, 78, 143
a sclence : : . ., 19,76, p. 301
when a process or application ofa principle 74-79, 81,3;
85, 143, note.
may be a new contrivance to effect an old object . 87
may be designs . : . : . 105, 106, p. 496
must possess unity . : : : , . 107, 108
classification of, under the statute of monopolies 69 - 72
under our statute : . . 89-106
SUBSTITUTION,
when the subject of a patent : : : : 8, 11
anh obvious, not an invention ; . : : 7

SUFFICIENCY OF INVENTION.
(See INvENTION ; NoverLTy ; UTtiLiTy )

SUGGESTIONS,
by others, when consistent with invention . : 46 ~ 49
abstract, not patentable : : : . : 47
of possibility, not invention : : : : 48
of a servant, effect of : : : : . 49
of principle, is invention . : . : : 49

iIn course of experiment, may be adopted by an
inventor : : . A . . 49
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SUPREME COURT OF UNITED STATES,

its appellate power, In patent causes . 405, 407, p. 482
SURRENDER,

of patent, when may be made, and new one taken

out : . : . : . : * 180, p. 479
T.

TEMPORARY BOARD OF COMMISSIONERS,

when appointed : : : . . : p. 487

their duties : : . . : . : p. 487

TEMPORARY CLERKS,
when may be appointed . : : : : p. 490

TERM,
for which patent is granted : : . : : 201
extension of . . : : : : , . 186
THEORY,
in the abstract, not patentable . : : : 2
THOUGHT,
amount of, sufficient to constitute invention : 6
TREASURER,
when to return money paid into the treasury pp. 475, 491,
495
U.
UNITY,
of subject-matter, required by statute : : : 107
In case of two distinct inventions : : . . 108, 111
how determined . . : : . : . 109
when consistent with combinations . : : . 110
in case of several improvements . : : 111, 1b. note.
in case of 2 joint invention . . : . . 112
UTILITY,
a statute requisite . . : . . : : 1
when a test of invention : : : 8, 9, 15, 16, 28
meaning of in American law . : : : 16, 28, 383
degree of, not materia!l . : : : : : 28
relates to the whole invention : : . . 67
failure of| 1ts effects upon the patent : . . 248, 249
W,
WITNESS,
who are not incompetent . : . . . 378
one who has used patented machine . . 378

patentee of another patent, who sold the ma-
chine to defendant . . e e 378
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WITNESS, Continved,
patentee, who has assigned his whole interest 378

a licensee, for the patent . : : : 378

WRIT OF ERROR,
lies to Supreme Court of United States : 407, p. 482
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