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PREFACLK.

Tne fate of Perillos provides an carly example
of the difficulty of rcconciling the interests o
inventors with governmental compulsion to work
their inventions. Perillos, a brass-founder of
Athens, domiciled at Agrigentum, in Sicily,
constructed a brazen bull Targer than life, capable
of containing a human vietim, and so contrived
that, a firc being placed benecath the bull, the
unhappy man was gradually burnt to death,
whilst the agonizing cries which he uttered before
death came to his relief were said to resemble
those of a bull. The full-sized working model
was cxhibited to Phalars, the {yrant of Agri-
centum, who, wrapped in admirvation of this
justrument of torture, caused the inventor to
make the first trial of 1t himself. Thus, 1 o
about B.c. 570, Perillos the inventor experienced
the perils of inventorship under the first essay

of statesmen in ¢ Compulsory Working.”

In our days, the institution popularly cailed
“ Compulsory Working” amounts, broadly speak-
a2
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ing, to the principle of penalizing an inventor
with forfeiture of his patent unless he manages
to put his Invention Into practice within the
realm for which the patent grants him a mono-
poly of munufacture. The matter ix deolt with
in sect. 27 of the Patents and Designs Act,
1907, and 19 of such intevest to the public that
this one modest scction 1s commonly referred
to as the ¢ Patents Act.”” When, accordingly,
politicians of cvery school of thought proclaim
the “Patents Act” as the embodiment of every
speeics of wisdom and virtue, they desire to
announce their approval of ¢ Compulsory Work-
ing,” confident of the applause of their hearers.

The following pages contair, firstly, a historical
sketeh showing that ¢ Compulsory Working” was
the basic i1dea of the early British patent system,
and that (whether for good or for evil) the Act
of 1907 has substantially taken us back to the
recognized patents policy of Ihizabeth and the
Stuarts. The writer did not attempt to carry his
investigations much deeper than the student
of this subject 1s led by the rescarches of
Mr. E. Wyndham Hulme and Mr. J. W. Gordon.
A synopsis of the leading Instorical data appeared,
however, justified in view of the fact that they
are not so generally known as might be expected,
and that, e.g., even so ample a historical study as
Myr. William Hyde Price’s ¢ Thie English Patents
of Monopoly? does not allude to the fact that
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“ Compulsory Working” has ever been previously
known in England.

In the sccond place, the writer has attemptod
to provide a practical guide covering cvery
matter conneeted with the law and practice
under scct. 27, so far as the words -of the
statute, the Patents Rules of the Board of T'rade,
the Rules of the Suprame Court, and the deei-
sions of the Courts which have dealt with tho
scetion, efford authentic materials.  In choosing
the form of a code for presenting the law and
practice of the subject under discussion, the
writer has been constantly on lus guard agamst
the obvious danger of carrying generalization
further than it 1s justified by distinet authority.
On the other hand, the Comptroller-General of
the Patent Office, and after him the Judge to
whom appeals from the Cowrt of the Comptroller
are assigned, have been entrusted with the con-
structive task of building up a practical working
measure out of sect. 27 which in itselt 1s merely
a so-called skeleton provision, and the writer has
incorporated in the code many utterances of the
Judge and the Comptroller which, strictly speak-
g, ave obiler dictu, but were made with the
express purpose of settling the practice. To a
considerable extent the views of the Judge of the
High Court to whom the appeals have been
assigned, are in themselves mmappealable, and the
contingeney that the present established practice



vi PREFACL.

will be materially altered in any direction as the
rosult of cases commenced in the IHigh Court of
Justice, 18 too remote to impose any hesitation in
deseribing the very complete body of thought
contained in the decisions given undor scct. 27
as o serviceable guide upon which patentees can
base their business policy. Certain moot points
are discussed m  the memoranda, which are
appended to the code.

The conflict between Ifree Trade and Protec-
tion 1s so insceparably bound up with the history
of ¢ Compulsory Working” during the past three
and & half centuries, that the writer does not
upologize for the terminological digression on
PD. 26 el seq. It 1s there set forth that
sect. 27 of the Patents and Designs Act, 1907,
is undiluted Protection, and irreconcilable with
the tenets of orthodox I'ree Trade.

The writer has not pretended to conceal his
opinion that ecvery system of ¢ Compulsory
Working ” 15 vexatious and injuricus to inventors
without producing any advantage to the com-
munity which would not be equally insured by
an intelhgent system of compulsory licences or
by reciprocal treaties with other countries, on
the lines advantageously pursued by America,
Germany, Austria, Switzerland and Italy.,
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PATHENTS.

“ Comrursory WoRrKINGg ? 1Ny TuE PAST.

Thr principle of compulsory working is the very key-
stone of the early British patent law. The working of
patents in Iingland was originally the one essentinl con-
dition of their grant and subsequent validity. The first
patents, and those granted for many a year thereafter,
were rewards for introducing industries into England.

The Crown has from the earliest times possessed the
right to grant industrial privileges in England. In the
middle ages there was no legislative limitation upon this
right of the Crown. There was, however, an unwritten
constitutional hmitation contained in the common law of
the country, which dictated that the Crown must exercise
its prerogative in granting industrial privileges for the
sake of the public good. Now, as Mr. Hulme (¢) reminds
us, in the middle ages the industrial attainments of the
English were far below the level of thewr Continental rivals
—TI'rance, Germany, ltaly, Spain, the Low Countries—
whilst throughout Europe, progress in the manufacturing
arts was found due, not so much to experimental effort of

(«) For the historical data contained in this sketch the writer is
indebted so largely to the learned studies published by Mr. Wyndham
Hulme, the Librarian of the British Patent Office, in the Law
Quarterly Magazine, that he hastens to acknowledge his general
obligation without attempting to admit his indebtedness in every
single case.

L. B
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individuals, as to tho slow infiltration of improved pro-
cosses which may frequontly, if not generally, bo traced to
tho Orient, and which slowly cropt forward to tho West.
Thus industrial progress was ns a matter of history idon-
ticnl with the importation of such industries into tho
country which had previously been elaborated and wero
practised abroad. The Iinglish IKings were not romiss in
recognizing the value of industries to their country, and
as onrly as 1326 a royal ordinance promised protection and
franchises to persons who would develop the manufacture
of cloth in England, Ireland and Wales.

In 1331 wo find what is probably the first industrial
patent, . grant by Idward Lll. to Johanmes Iempe, a
Flanderian. This patent was not a monopoly, but a
patent of royal protection, a very important matter in
those medicoval days, granted in consideration of his
coming to Lngland to instruct those willing to learn his
art. Simultaneously, tho King promised similar privileges
to all others who would settle in Great Britain and Ire-
land, and teach their arts to those willing to learn.

In 1336 a patent of protection was issued by King
Iidward 1II. to two Brabant weavers to settle at York,
in consideration of the value of their industry to the
realm. Similar privileges were granted in 1368 to three
clockmakers of Delft, and apparently the manufacture of
silk and linen was also established in London by the
introduction of colonies of foreign eraftsmen.

In foreign text-books the legend, originally due to a
misunderstanding, is preserved that lKdward III. granted
a patent to the inventor of the ** Philosopher’s Stone,” and
Continental dissertations, replete with learned deductions,
trace the recognition of ¢ inventors’ rights” to this alleged
grant. But nobody then thought of inveutions or inventors
as a factor of economic progress, and it was only some
centuries later that inventions were looked upon as any-
thing peculiar in themselves for the purpose of legal
treatment. In point of faet, the first grant to the intro-
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ducer of o nowly invented process (as against the introducers
of old-established trades) is found in 1440, when a citizen
of Schiedam was invited to come over with his company
to introduce n method of munufacturing salt on a scalo
unattempted in the United Kingdom, and it is interosting
to note that Iingland, the classical country of mining, had
to rely on forcigners in the early mining days; forin 1452,
miners and their company wero brought ovor from Bohomia
by the King and offered a royal grant of privileges on
necount of their superior knowledgo “in mineris.”

Theso early grants wero intended to introduce foreign
manufacturing arts to the Dritish tradesman. A great
step in the direction of our modern system of patents was
taken when the person who introduced a new branch of
industry into lingland, received a monopoly which ran for
o suflicient time to give him substantial advantages, before
he should be subjected to the competition of tho English
who had learned the new art from him.

In the days of Queen Elizabeth monopolies granted for
new manufactures heeame an important institution. These
monopolies wore undoubtedly borrowed from the example
of the Coutinent, where printers’ privileges and industrial
monopolies were well known, such industrial monopolies
being found in Venice about 1500, and being introduced
into England ¢id the Netherlands. ISlizabeth’s monopolies
for novel mdustrial arts, like the earliest ndustral
privileges, were based upon the consideration of the value
of the industry to tho realm, and to qualify for a patent
the applicant undertook_to_introduce at his cost a. new
manufacture.

Still, there was not the faintest suggestion that he was
receiving a reward for !neeafion, as such, and, as the text
of the patents shows, the knowledge of the introducer
might be cqually attained by procuring foreign workmen,
by travel abroad, or by experimental research. In these
circumstances, cvery su-h grant was necessanly void if the
putentee failed to realize the promises o, and the expecta-

B %
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tion of the Crown which granted tho patent. In many
cases the applicant for o patent represonted to the Crown
that ho had already takon stops to put tho new art into
practice in the United Kingdom; in other casos spocial
olwusos woro inserted in tho patent deolaring it void unless
tho patenteo should put it into practice within a limited
period.

A patent granted in 1561 to two foreigners to introduce
the manufacture of hard Spunish sonp, obliged them to
submit the produco manufactured by them to municipal
authorities, and tho privilege wns to be void on proof of
defective manufacture. A patent for manufucturing salt-
petre granted in the same year included o specinl proviso
that the manufacture should be thrown open to all the
Queen’s subjects, unless the patentees proved by their
manufacture within one year that it was of such utihty
and profit as was represented by the foreign introducer of
the manufacture. It miy be mentioned that saltpetre was
not then manufaotured in lngland, but that most of 1t
was imported from Antwerp. A patentee who by dihi-
gent travel” discovered a dredging machine, obtained a
monopoly in 1562 for importation of this machine, but was
obliged to carry out his undertaking within three months,
on pain of losing his monopoly.

A monopoly granted in 1563 for fuel-saving ovens and
furnaces was to be void in case the patentees failed “to
come over’ to Englund and put the grant into practice
within two months, or if they proved extortionate in their
charges. A patent for engines for draining mines was, in
1563, granted for twenty yeuars, but contained a clause that
three years were allowed for the patentee to perfect and
demonstrate the utility of his engines. A patent for an
engine for dramning low-lying land and supplying water
was granted in 1571 to an IEnghsh kmght. llere, ap-
parently, we meet with a renl invention made in Ingland,
but, by unalogy to the patents granted to mmporters, the
grant is made void if the engine be not erected within two
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years or fails to work cfficiently as sot forth by the appli-
cation. In 15673, o native of Amsterdam obtained a patent
for similar purposes, viz., an instrument for land-draining,
and the stopping of breaches in dams. The patent was
granted for ten years, but a term of two years was assignod
for introducing the invention.

In 1574 another fuel-saving devico was patonted for
soven years, with the condition that o trinl installation
must be erected and the efficiency proved by the patentee
within one yeur. A Dutch inventor obtained in 1578 a
patent for an engine for water-raising for twenty-one years,
and the grant fixed three years for the introduction of the
invention, the prineiple of which was at that time well
known abroad. In 1582 a patent was granted for twenty
years to an Knglishman for making white salt, and two
years were given to him within which ho was to introduce
the industry and to supply better salt at cheaper rates. A
special undertaking to introduce skilled labour from abroad
1s contained in a patent of 1597 for mothods in the ameli-
oration and reclamation of land and the preparation of
turf or peat for burning purposes. ,

Agnin many patents contained special provisions re-
quiring foreigners who received the grant to employ and
sufficiently to educate_natives in Lngland the obvious
policy of these clauses being to ensure that the industry
would not die out in England in case the foreign patentee
discontinued his manufacture or left the__gmy}try “when his
monopoly expired. The white soap p'a,tent of 1561 men- ‘
tioned above required that at least two of the servants of
the foreign patentees must be English born. The saltpetre
patent of 1561 referred to originated in a bargain made by
the Queen that a German should come to England and
teach her subjects the true art of making saltpetre as good
as that made beyond the seas.

In 1565 the exclusive right of manufacturing Spanish
leather was coupled with a dispensation from the Act for-

bidding the export of leasher, in a privilege granted to
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two foreignors. 'Lhig grant insisted on the employment
and instruction of one linglish apprentico for cvery
foreignor employed, and tho oxerciso of tho art was sub-
jected to imspeetion by tho Company of ILeathorsollers.
The instruction of the inglish was expressly made a con-
dition of the' validity of the grant in tho case of tho
highly important privilege given in 15667 to two Ironch-
mon to introduce the nrt of making window glass in IEng-
land. Only small green glassware had proviously been
made in Lngland, and the modern indusiry of glass-
maoking originated in this patent.

A patent for cloth-making, of 1569, contained similar
provisions, and a twenty-one years’ patent granted jointly
to an Iinglishman and o foreigner to ridden woollen cloth
of oil 1nsisted on the instruction of any member of the
public for a reasonable recompense. A {rial of the inven-
tion was to be mnde before the Privy Couneil, and the
grant to be void if the cloth were injured in the process.

Similar clauses, msisting on the instruction of the
English as a specific condition of the grant, are found in
patents up to the end of the sevenicenth century. A
patent granted 1 1612 for metallurgical inventions was
cancelled 1n tho following year for neglect {o work it, and
about thoe same time other patents for metallurgical pro-
cesses had {o be surrendered for failure to carry them out
successfully ().

It 1s known to every student of the clements of English
history, how great a part the abuse of the prerogative in
cranting industrial patents played in the great comstitu-
tional contest between the Crown uand the nation which
culminated in the seventeenth century. 'The historian
ITunme has recorded graphically the situation produced by
Queen Ilizabeth’s policy of monopolies in 1601: “ It is
astonishing to consider the number and importance of
those commodities which were thus assigned over to

(b) Sce 1 Webster’'s Reports, 16, note.
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patentees. Currants, salt, iron, powder, enrds, calf-skins,
folls, pouldavies, ox-shin-bones, train oil, lists of cloth,
pot-ashes, aniseseods, vinogar, sea-coals, steel, aqua vilae,
brushes, pots, bottles, saltpetre, load, - nccidences, oil,
calamino stone, oil of blubber, glasses, paper, stureh, tin,
sulphur, now drapery, dried pilchards, transportution of
iron ordnance, of beer, of horn, of leather, importation of
Spanish wool, of Irish yarn. These are but a part of the
commodities which had been appropriated to monopolists.
When this list was read in the houso, & member cried:
Is not bread in the number?  Bread, snid oevery ono with
astonishment : Yes I assure you, veplied he, 7/ affairs go on
at this rate, we shall have bread reduced to a monopoly before
nexl parliament.  These monopolists were so exorbitant in
their demands, that in some places thoy raised the prico of
salt from sixteon penco a bushel to fourteen or fifteen
shillings.  Such high profits naturally bogat intruders
upon their commerce; and in order to secure themsolves
against cncroachments, the patentees were armed with
high and arbitrary powers from the council, by which they
were enabled to oppress the people at pleasure, and to
exact money from such as they thought proper tc acouse
of interfering with their patent. The patentees of salt-
petre, having the power of entering every house, and of
committing what havoe they pleased iun stables, cellars, or
wheresoever they suspected saltpetre might be gathered,
commonly extorted money from those who desired to free
themselves from this damage or trouble. And while all
domestic intercourse wus thus restrained, lest any scope
should remain for industry, almost every species of foreign
commerce was confined to exclusive companies, who bought
and sold at any price that they themselves thought proper
to offer or exact.”

The great struggle of the Ilouse of Commons against
the abuse of the royal prerogative found its counterpart in
the law courts when the validity of industrial monopolies
cameo to be tested by the law as enforced by the judges.
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Tho Courts in the boginniug of tho soventeonth century
hold that the right of the Crown to grant privileges
was limitod to thoso cnses whern a now industry was
mtroduced in the country, and thaf thoso gronts were
all in violation of tho common law where the citizens wero
restrained 1n tho oxercise of an art proviously known to
them.

In tho celebrated case of Darey v. Allin in the year
1603, the Judges boldly interpreted the law on tho
quostion, whon patonts were properly granted by the
Crown and when improperly granted. In this caso
it was indelibly placed on record that the Crown cannot
intorfere with the legitimate trade of the atizens by
aranting monopolies interfering with the exercise of arts
and manufactures proviously in use. A pregnant argu-
mont used by one of the advoeates has been so frequently
ropeated that 1t was generally quoted by mistake as part
of the judgment, until Mr, J. W. Gordon’s * Monopolics
by Patents” cleured up the matter. 1t was to the follow-
ing effcel: “Now therefore I will shew you how the
Judges have heretofore allowed of monopoly patents which
13 that where any man by his own charge and industry or
by his own wit or invention doth bring any new trade
into the Realm or any Iingine tending to the furtherance
of a trade that never was used before and that for the
oood of the ILealm; that in such ecases the King may
erant to him a monopoly patent for some reasonable time,
until the subjects may learn the same, in consideration of
the good that he doth bring by his Invention to tho
Commonwealth ; otherwise not.”

In the year 1610 there was published a Royal Declaration
in which the IKing set forth in detail the classes of privi-
leges of all kinds which he held himself entitled to grant,
and all those which it was deelared it was improper to ask
him to grant. One of the permissible classes of grant was
as follows: “Irojects of new invention so they be not
contrary to the Law nor mischievous to the State by raising
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prices of commodities at home, or hurt of trade, or other-
wiso inconveniont.”

Ultimately, in the famous * Statute of Monopolics,” |
legislative offoct was given to tho vietory obtained by the!
peoplo in the long fight for tho rostriction of improper
grants of monopoly. Tho Statute of Monopolies is still
o canon of modern Dritish patent law. It stands un-
ropcaled in the collection of DBritish Statutes. It is
oxplicitly confirmed by the Act of 1907. DBut it would
oo o radical misconception to imagine that the Statuto of
Monopolies of 1623 1s in any sense the origin and legal
basis of tho British patent system. Apart from special!
matters not affecting the principle, the Statute of Mono-
polies merely confirmed, by act of legislation, the limits
to the royal prerogative which the Royal Declaration of
1610 had virtually admitted. All it did was to declare,
in conformily with the views of the Courts which inter-
preted the common law, that monopolies in general were
void unless thoy complied with certain conditions, and thus
the statuto declared that the prohibition of monopolies
should not comprehend patents grunted for the ferm of
fourteen years or less, * hereafter to be made of the sole
working or making of any manner of new manufactures
within this realm to the true and first inventor and inven-
tors of such manufactures which others at the time of
making such Letters Patents and grants shall not use, so
as also they be not contrary to the law nor mischievous to
the State by raising prices of commodities at home, or hurt
of trade, or generally inconvenient.”

Several facts stand out prominently in the history of
the patent system completed by the Statute of Monopolies.

In the first place, all monopolies for novel industrial
arts were professedly granted with the object of fostering
trades and industries within the realm. This, the ancient
oround of the earliest franchises, remained throughout the
formal reason for the grants of patents, and it continued
to be recognised as the one legitimate ground of such grants.
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Secondly, monopolies were granted both for entiro
trades or important branches of industries, as well s for
specinl devices and appliances.  T'he border-line was never
olearly defined, if at all attempted, in the patents, 'The
systom of industrial monopolies had grown into lifo at a
time when entiro industries practised abroad remained to
bo introduced into England, and even when individual
inventions were concerned, they wero treated by the grant
of monopoly oxunctly like the industries which had beon
iutroduced as a wholo.  Thus, no special point of view
was deemed necessary where single inventions were
brought into the realm: they wore from the beginming
of the monopoly system simply treated as so many
‘“new manufactures,” on o par with any other novel
industry.

The 1ustitution of now trades aud industries being the
ono legitimate objeet of the grants, the grantee was
required to start the novel manufacture, the subject
muatter of his patent, by his own efforts, Ifrom the first,
it was recognised that it was useful to provide for the
information of a narrower or wider seetion of the British
public, und in some cases this information was the
expressed consideration for the grant, Iiven where, how-
over, the actual enrichment of the country through the
business created by tho patentee was apparcently subsidiary
to the requirement that he should enable the British
public to become proficient 1 the new art, the patentec
was in cvery case required to demonstrale the latter
himself by practical working. It may well be that other
means ol instruecting the trading classes were not con-
sidered us adequate in an age when reading and writing

ras still a possession of the few.

Lastly, “inveution” in the modern sense of the word,
as the result of n special creative ingenuity, was neither the
around nor & condition of the grant of a patent.

In the Statute of Monopolies we meet with the words
‘“inventor ” and “inventors” in an Act of Parliament.
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Thero might appear to ho the rocognition, by the British
law, of something which had not proviously been recognised:
the inventor’s cluim to the “industrial property ” created
by him ; but tho toxt of the patents granted at this timo
fails to bear out such a view of the matter, The fact is
simply this, as Mr, 1Iulme puts it: *“ L'ho modern distine-
tion botween inveution, discovery, and the acquisition of
knowledge by other than mental effort had no existence in
tho lnnguage of the sixteonth and seventeenth centuries.
Tho terms, invention, discovery, first finding out, &e., aro
used indiserituinately net only on the patent rolls but in
the literature of the period.”

In & patent grented in 1618 for & dredging machine,
the document of grant states in so many words that the
patentee’s *invention” was “attained, invented, and found
out” by the lnboursome and costly investigations made
nbroad by the patentee; and in another case the word
“invention ” is actually used to distinguish the institution
of o trade from new industrial discovery of that kind whicl
would nowadays be culled invention.  As the word to
“invent” meant in those days, amongst other things,
“to vriginate, to bring mto use formally or by authority,
to lind, estublish, 1ustitute, or appoint,” we can have no
hesifation in accepting the view of the learned hbrarian of
the Patent Office that the * true and first inventor ™ of the
statute in 1623 was the true and first originator or insti-
tutor of a manufacture. This view 1s supported by the
known facts of history. It never occurred to anyone to
require invention, m its modern sense, as the exercise of
the “inventive faculty,” as justification for a patent.
Institution of the manufacture, wherever the knowledge of .
the art came from, was the valid consideration of the
patent grant under the statute.  Lven novel information,
as such, was not to begin with insisted upoun: all that
was required was that there should not have been a puior
user within the realm. Novelty, so far as it was required
at all in the patented manufacture, was required only to
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this oxtont : that the citizons should not be interfered with
in the oxerciso of arts proviously practised.

It 13 truo that the phrase “own wit or invention” (c)
points to the modern meaning of the word ‘ invention”
rather than the wider meaning put forward by Mr. IHuline;
but in the same report which quotes the celebrated passage
containing these words wo find: “ In which Court the quoes-
tion was whother it was newly invented by him wheroby
ho might have the sole privilege or elso used bofore at
Mendiff in the West Country; which, if it were there
before used, this Court was of opinion he should not have
the solo use thereof.” It is difficult to give full effect to
the argument contained in this sentence unless the words
“newly mmvented” here mean somcthing corresponding,
say, to the modern phrase “mnowly put in the market.”
Obviously the uccent is put upon the novelty of the in-
dustry and absenco of prior user, and not upon the origin
of o scientific or technical discovery in the mind of an
‘“inventor.” At all ovents, gencrations passed after this
judgment before prior publication of an invention came to
be recognised as a fact which made the grant of a patent
11 Propor.

The law of the days of the Statute of Monopolies did
not distinguish between the functions of the manufacturer
and those of the inventor, and for that reason the
statutory 1nventor was in the eyes of the law identical
with the introducer of & new and useful manufacture.
Obviously, however, some difference was present to the
mind of the contemporaries of the NStatute, between o
man’s “own wit”’ and the labour and expense brought to
bear upon the introduction of other people’s inventions.
The verbal distinction was present to the lawyers of the
time, although they saw no reason for giving legal effect
to such a distinetion. It was bound, however, to grow to
such importance that at a later period 1t influenced the law

(¢) See above, p. 8.
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itsolf. The difforentiation between the social functions of'
tho manufaoturer and those of the inventor came into
being when during the seventeenth and eighteenth
centuries most, if not all of the trades of the civilized
world were known and practised in the United ICingdom,
at least in a rudimentary form.

Both the introduction of industries from abroad and
othor means of advancing knowledge throughout the
world—foremost the printing-press—made it impossible
for countries to develop the bulk of their trades in water-
tight national compartments, and to 1solate themselves
a8 regards the knowledge of artizans and oraftsmen.
Industrial progress must at such a stagoe necessarily be
confined to the development of mew specialities within
known branches of industry, and in course of time more
and more be narrowed down to the introduction of novely,
special processes and devices.

Well-known industries are developed within themselves
by constant improvement of methods and appliances
which, when of conspicuous novelty, are recognised as
inventions. Inventions of this kind grew apacc¢ in the
century of the Statute of Monopolies, and the eighteenth
century was the era of the great inventions which founded
our marvellous modern civilization more than any other
element of progress. Looking cursorily at the list of patent
lawsuits which were fought out in the DBritish Courts in the
eighteenth century, we find towards the end of the century
patent actions about the manufacture of vitriol in vessels
of lead, about knitting and weaving-machines, about the
use of stucco, the use of metal for making vessels and
buildings fireproof, the great historical inventions of Ark-
wright in textile machinery, the manufacture by machinery
of cables and other cords, and last, but not least, Watt’s
steam engine. These were all inventions in the modern
sense of the word. They and many other patents of that:
century concerned inventions in which the highest degree’
of inventive genius was displayed, but the English law,
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having o convenient systom of logislative treatmont roady-
made for these now inventions, qua ¢ new and useful manu-
factures,” had no necessity for discovering inventors’ rights
as such, as was dono ns o matter of fact in those days by
tho American and by the French legislators. In Ingland
a now invention was simply treated as a new manufucture,
precisely parallel with manufactures imported ready-made
from abroad, and this apostolic succession could not bo
more clearly marked than by the fact that up to this day
the English law styles tho plagiarist of a foreign invention
the * true and first inventor >’ as soon as he 1s the first intro-
ducer of thie invention, and applies for a patent.

When the great age of inventions came with tho
cighteenth ecentury, compulsory working had lost its place
ng the foundation of the Dritish patent system. It was
tnever formally abolished, and indeed, as we shall see later
‘on, the doctrine that the working of an invention is the
considoration for the grant was kept alive at least in
.theoretical treatises on patent law. As a matter of fact,
however, the requirement of compulsory working dropped
into desuetude and its place was taken for all practical
purposes, in particular in the practice of the law courts,
by another requirement. s scen above, some of the
earliest patents of monopoly made the grant conditional
upon means of information about the rnew art being
supplied to the public. In the sixteenth and seventeenth
centuries this became first the preponderant and ultimately
the only consideration which was distinetly insisted upon.
The way in which the practical lnw eamo to be altered can
be clearly traced. As early as 1612, Sturtevant, who
‘obtained a patent tor metallurgical inventions, published a
full deseription of the same 1 compliance with a special
covenant iuserled in the patent. It is not improper to
regard Sturtevant’s publication, which 1s known as the
“ T'reatise of Motallica,” as the first patent specification,
but quite & century clapsed before specificutions had to be
v published as the leading condition of the grants. Mean-
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while, howaver, specifications wero voluntarily fortheoming
in increasing pumbeors, the patentees finding thiom a highly:
convenient method of placing on record the oxtent to,
which they claimed to have made a new iuvention ; tho
specification was a simple and convinelng means of
distinguishing a new invention {rom what was previously
known, of thereby establishing tho novelty, and.at the
same time of warning off infringers or subsequent
applicants for patents in the same line of industry.

Then, as tho seventeenth contury proceeded, a change
gradually came info the views provailing as tn the amount
of mnovelty required to support a valid patent. The
Siatute of Monopolies was clearly bused upen the view
that o patent could bo properly granted even for an
invention the knowledge of which was available to others
than the patentee, provided that others were not then
working the invention or otherwise unduly interfered with
in the pursuit of their own trade.

As inventions grew in number, it became more and more
difficalt to ascortain whether an alleged * new manufac-
ture” was merely something which it was open for any
skilled craftsman to carry out as soon as he directed his
attention and applied the rules of his art to the given
problem, or whether there was, on the other hand, a dis-
tinet imnovation which it was correct to regard as more
than a mere natural development of what waz already
known.

Where a patentee originated the whole of a new industry
in England he might claim that he was not preventing
others from exercising any art previously known to them ;
but when the foundations for practically all modern
industries had been laid and were the common property
of all sections of the nation it would become increasingly
difficult to suggest that methods and devices known to the
public were not part and parcel of the existing industry,
and this would nccessarily be felt the more with the rapid
progress made by the people in the knowledge of reading
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and writing. The tondency to which full effect was given
by legal decisions in the latter half of the ecighteenth
contury was thon to regard any man practising an art or
industr;’ as unduly intorfored with by a patentee if he was
not permitted freely to exerocise overy part of the knowledgo
common fo his trade. In acomplex industry, as contrasted
with the simple trades of earlier days, no ono man will be
found to exercise every trick known to his trade, and yet
ho will properly regard the wholo stock of technical
information available to him in an emergency as part of
his own trade. Aococordingly, every complex industry is
immediately enriched by all and any valuable new infor-
mation bearing upon its ends. Thus the development of
British industries brought two consequences to the law
concerning patents. In the first place, the largely increasing
number of inventions removed the centre of gravity from
the services which the inventor gave to the nation by
starting 2 new manufacture in the country to the services
which he gave by adding to the technical and scientific
knowledge of the nation. Again, whilst the Statute of
Monopolies required that the subject matter of the patent
should amount to a “new and useful manufacture,”’ the
practice of the Crown and the courts relaxed the formal
v stringency of the statute by ceasing to insist upon some-
thing which was fundamentally new and not connected
with existing manufactures, until ultimately in 1776 an
laddition to an existing thing or an improvement in a
known trade were formally recognised as the proper subject
matter of letters patent ().
In the second place, the inventor had to make good his
y ‘claim to have produced an invention of real novelty, and
‘patent specifications, originally used by inventors for their
lown sonvenience, were from the beginning of the eighteenth
century more and more generally regarded as the proper
vehicle for conveying the inventor’s knowledge to the public.

(d) Morris v. Bransom, 1 Webster’s Reports, 51.
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In lieu, therefore, of requiring the inventor actually to
introduco his invention, he was with increasing stringenoy
required fully to disolose all details of his invention to the
public at large, n matter whioh was originally insistod
upon only In quite exceptional cases. .Dollond’s case (¢)
decided 1n 1766 that publication of the invention within
the realm was essential in order to support n claim of
inventorship within the meaning of the Statute of
Monopolies. At last, in 1778, Lord Mansfield laid down »
rules which at the same timoe rocognized the altered state
of affairs, and relaid the foundations of the legal ideas
governing the validity of patents. In Liardet v. Johnson,
he established as a principle of law that a patenteo was
called upon to instruct the public entirely through the
patent specification, and thus the old doctrine became
obsolete that this instruction must take place through the
patentee’s personal efforts and supervision. Lord Mansfield
also introduced vastly more stringent rules as to the amount
of novelty required in an invention which was to support
a valid patent. Truly, this was a momentous step in
advance, although as a matter of historic developmoant it
was made purely from the point of view of the convenience
of the public, and without any deliberate intention to relay
the foundation of patent law.

Since Liord Mansfield's judgment in Liardel v. Jokhnson,
it was clearly established that the functions of the inventor ..
were entirely independent of the part played by the:
organizer of new industries. It was never thereafter
seriously questioned in practice that the consideration for
the grant of a patent was the disclosure of a new and
useful invention, and yet the law ifailed to recognize
anything in the nature of special rights accruing to an
inventor by reason of his having made an invention.

The doctrine that the introduction of the invention was
the real consideration for the patent was kept alive by

(¢) 1 Webster’'s Reports, 43.
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writers of tho highest authority, as by Webster, who in
1344 wroto : * But whether the granteo bo the true and
first inventor in tho litoral sense of tho torms, or in tho
constructive sonse, as tho introducer of an invention
from abrond, it must always be remembered that the
prinoiple upon which he rests his title is the introduction
of the invention; and though public policy may require
the restriction imposed by the statuto, the old common
law of the roanlm, and tho uniform tonour of tho Acts of
Parlinment for confirming or extending patent rights,
show the introduction of the invention to be the real
'consideration upon which these exclusive priviloges ave
founded ™ (/). 1t would be ditlicult, however, to establish
that oven so highly authoritutive n theory as the oue
quoted was in accordance with the law enforced at any
time after Liurdet v. Johnson.  When the question was
fully argued in recent days it was found that no case
since the Statute of Monopolies could be quoted in which
it was lnid down that a patentee loses his patent on the
ground of non-working (y).

As a matter of fact, there were practically no precedents
at all avallable for the guidance of the Courts when patent
cases were brought before them in the latter half of the
eighteenth century. The Courts of common law do not
appear to have been approached for litigation concerning
patents for inventions for over vne hundred years from the
Statute of Monopolies. The practice of tho Crown and
the altered conditions of industries and inventorship had
allowed the working of inventions as a condition of the
grants to pass into oblivion, full disclosure of the invention
in the specification being substituted and recognised as the
most convenient and efficient means whereby an inventor
could serve the public. Lord Maunsfield was thus able to

(f) Webster's Reports, v.

(9) Dadische _Vnilin und Soda Fabrik v, W, G, Thompson & Co,,
Ltd,, and Others, 21 R. P. C, 179,



Compulsory Working in the Past, 19

rocord the wants of a now ago without being cither assisted
or hampered by precedents dealing with the great changes
occurring between the date of the Sfatute of Monopolies
and his own days.

Such litigation ns took placo during the long peried ,
from the enactment of the statute till 1766 was carried to
the Privy Council, but the decisions were not made public
and still lie buried in the archives of the Counecil. Ifrom o
vory early period the patents contained a clause providing
that if at any time during tho term of the patent it should
be made to appear to the King, orany six or more members
of his Privy Council, that the grant was prejudicial or
inconveniont to the King’s subjects, the Lotters Patent
should be void. This clause was contained in patents
preceding tho Statute of Monopolies; it was maintained
in patents during the following period, when the under-
{uking to carry out the process within the realm was still
inseried as the specific ground of the grant; and it was
preserved in the statutory forms preseribed for a Dritish
patent, right up to the Act of 1907.

It 1s commonly taken for granted that the prnctwo of
revoking a patent on these geneml grounds of 1incon-
venicnce to the public became obsolete early in the
seventeenth century, but revoeation was pronounced by the
Council as recently as 1743, and the almost complete
absence of patent cases from the records of the courts of
common law during the one hundred and fifty years
preceding  Dollonil’s case rather supports the supposition
that the Privy Council continued to be approuched by
suitors at least till the second half of the eighteenth
century. It would theretore be difficult to say without a
search of the records of the Council when the clause under
notice was last put into cffect. Undoubtedly, it was a
mere antiquarian curiosity 1n the nineteenth century and
merely served to display the formal continuity between the
old British patent system and the modern system.

The law came to recognize copyright in a literary or
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artistio production as a right springing into existenco 1n
tho moment when tho work is complote, by virtuo of the
orontion of that work, and the copyright is independent of
any specinl confirmation by the excoutive. Dut patents
for invontions, which, like copyright monopolies, wore
originally priviloges conferred by Royal concessions,
remain to this dny administrative grants. Lhoy are
concessions creating special rights through an act of the
oxcoutive, and this is not affeeted by the fact that o
goneral law, rogularising the system of granting patents,
requires the officers of the executive impartially to exercise
their diseretion on all applications.

Throughout the nineteonth century the theory of grants
coming as favours from the Crown (now exercised, of
course, by the responsible administration, and not by the
monarch in person) was proserved. In 1821, it was held,
in Brunton v. Hawkes (), that “upon an application for
a patent, although the thing may be new in every par-
ticular, it is in the judgment of the Crown whether it will
or not, as a matter of favour, make the grant to the person
who has made the discovery.” Again, in the year 1851,
wm Caldveell v, Vanvlissengen (1), it was held : “the Crown
has always exercised control over the trade of the country ;
and although restrained by the common law and the
Statute of Maonopolies, within reasonable limits the Crown
might grant the exclusive right to treat with a new inven-
tion for a himited period.” In 1865, it was prononunced,
i LFeather v, The Queen (k): ‘¢ A patent is not based upon

e el

}a. contract between the patentee and the Crown, in which
'the patentee, by communicating the secret of the inven-

tion to the publie, gives valuablo consideration for the
grant; but 1t i1s simply an exercise of the royal pre-
rogative.”

The idea that a monopoly was not merely operative as

(h) 4 B. & Ald. 551.
(f) 21 L. J. Ch. 91.
(k) 6 B. & S. 285.
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an inducomont to a manufacturer or merchant to start a

: . e e v
now industry, but was also a reward for his pains, mntruded
from carly times into the considerations affecting the grants
of patonts. The abusive grant of rewards was the very
ground upon which the Royal prerogative was out down,
or at least reduced, to tho grant of patents supported by
the interest of tho public in the introduction of new and
useful manufuctures ; and accordingly, the idea that an
inventor might automatically acquire a vested interest in
the results of lis lubours, similar to the vested interest
acquired by the author or artist in the shape of a copy-
right, was unable to obtain legal recognition.

In one of tho Smalt patents tho recitals of the motives
moving the Crown set forth at considerable length the
undertaking of the patentees to introduco the industry,
and then, by wuy almost of an afterthought, follows the
suggestion that “ o convenient recompense and reward”
was due to the patentees for their undertaking (7). The
encouragement of the patentee and of others is mentioned
in another Smalt patent as one of these additional grounds
of the grant (m). In Dudley’s patent of 1622, the primary
considerntion recited is the benefit to the Crown and the
nation of the process for manufacturing iron with pit coal,
and at the end of the recitals there is added: ¢ And
holding it agreeable to justice that the authors of so
landable and wuseful inventions should, in some good
measure, reap the fruits of their studies, labours and
charges” (n).

Yet even when the work of the inventor had been
clearly distinguished from that of the introducer of
industries by Lord Mansfield, tho inventor continued to!
suffer from the fact that the law of patents was firmly |
founded upon conceptions which preceded his recognition |
as an independent factor in the industrial world. Charles

({) 1 Webster's Reports, 9.
(m) 1 Webster’s Reports, 11.
(n) 1 Webster’s Reports, 14.



22 Patents.

Dickens showed, in his “ Poor Man’s Talo of a I’atent,”
how bitterly this was folt as recently as 18560, Threo
centuries had passed since patents for inventions woro
granted, and inventions had played a leading part in raising
tho country to its unrivalled manufacturing position, and
| yot Dickens’ poor inventor is made to say : * Thereby I say
nothing of my being tired of my life while I was patonting
my invention. DBut I put this: Is it reasonable to make a
man feel as if, in inventing an ingenious improvement
mennt to do good, ho had done something wrong? Llow
else can o man feel, when ho is moet by such difficultios at
overy turn ? - All inventors must foel so.”

The subsequent stmplification of tho procedure in obtain-
ing o patent, and tho enormous reduction of its cost,
requires no further notice. Compared with the prior state
of alfairs, the position of inventors was, comparatively
speaking, comfortable enough since the great changes
begun by the Act of 1852. There was no longer a pressing
nced for inventors to re-consider their position entirely,
and thus they nover asked the legislature for that fuller
recognition which has so liberally been extended to writers
and artists.

. Inventors were able to obtain early recognition abroad
“as the originators of a valuable addition to the wealth
of nations which might properly claim recoguition us
u species of property, on a par with the property
recognized in the author’s, the painter’s, the musieian’s
productions.

The report presented by Doulller to the French Con-
stituent Assembly in 1793 contamed the following clear
pronouncement :—* The first contract between the inventor
and society may be reduced to the following terms. The
inventor desires to be allowed to enjoy peacefully the thing
which comes from him, and which belongs to him. The
evidence which he provides of his title 1s the fact that the
thing itself becomes known as existing through his agency
alone. lle asks in return for that knowledge, that all
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others should be restrained in advance from seizing his
own after ho shall have published it, and it is only upon
this condition procedont that he will mako known his dis-
covory. And, indeed, this demand, as woll as the con-
ditions upon which it is granted, are just, in their vory
nature, and thoe social body eannot refuse to accedo to tho
demand, for the inventor’s statement is either true or false.
In tho former case, society has somothing to gnin; in the
latter case, nothing to lose. In order, however, to prevent
the inventor from interference with quiet enjoyment by
areedy or jealous competitors, it 18 necessary that he should
receive clear protection from the State with which he, on
his part, enters into {wo indispensable covonants. Ilis first
obligation is to manifest n most complete confidence in the
protection granted him by the publie authority, and to pro-
vide it with the most exact knowledge of tho object for
which he claims protection, so that socicty knows exactly
what it has undertaken to protect, and that in all events
the inventor may have a elear and preciso title upon which
to support his claims. "The second obligation uundertaken
by a citizen protected by society is to give consideration
for the protection. 'This he can only do by dividing with
society, in oue way or the other, the usefuluess attending
his discovery. The most natural form of this partnership
is, however, that he may have quiet enjoyment for a given
period by the protection of the public, and that after the
expiration of this period the public may join with him in
the enjoyment.”

The old common law principle of monopolies as such is
preserved, as against views necessarly following from the
recognition of inventors’ rights as a species of property
created by them, in wany points of English patent law
which have partly found their way into foreign laws
otherwise based upon the recognition of “industrinl pro-
perly.” So, for instance, 1t 1s still for the first publisher
of an invention who 1s entitled to a patent, even it another
inventor made the invention long before, but omitted to
reveal it to the public by applying for a patent or otherwise,
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and the carlier inventor loses the right to use his own
invention if a lator inventor first applies for a patent.
Then, as moentioned above, the importer of an invention,
who has no part whatever in creating it, is tronted
a8 cqual to the inventor himself. And right up to
the Aot of 1907 overy divulgence of a patenico’s scerots,
oven 1f mado against his wish by persons whom he had
confidentinlly employed in working out his invention, was
fatul to his oblaining a patent. A mitigation of the lutter
rulo has only been introduced by tho 1907 Act. One
highly limitod recognition of the special rights of an
Inventor was previously made by statute; a patentee who
has been fraudulently deprived of his invention may, on
successfully proving this to the Court, obtain the cancellation
of the patent and the issue of a new putent to himself.

This was thon tho dovelopment of the Dritish patent
system from tho Statute of Monopolies. The establishment.
of entire new industries was necessarily narrowed down,
and technical progress was centred in the invontion of new
devices and methods springing out of industries already
known and practised within the realm. Complete novelty,
and not only absence of prior user witlun the realm, came
to be regarded as the essence of a sound claim to inventor-
ship, and complete disclosure of the subject-matter of the
grants was gradually recognized as the leading condition
withh which patentees should comply. The disclosure by
the specification, originally volunteered by patentees for
their own purposes, was afterwards required by the terms
of the grants. Ultimately, the requirement that the
patentee should personally introduce the * new and useful
manufacture ”’ became completely obsolete in practice.

It was not, however, entirely forgotten. Inventors were
never admitted by the Iinglish law to acquire any rights in
their invention otherwise than by obtaining a special grant
of monopoly, and the “Irivy Council clause,” preserved
in the patents till 1907, assisted in keeping alive the
tradition that patents for inventions may be obnoxious to
the State and the weltare of the public.
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CoMpuLsorRY WORKING IN THE PRESENT.

Thus thore was a roady-made machinery of historical
legal dootrine available for those who in our own days
commencod the agitacion for compulsory working. in the
United IKingdom. It had long since been forgotten by
the poople that *compulsory working > was the very
essence of the original linglish patents of monopoly, the
root out of which all modern doetrines of patent law havo
grown. 13ut there remained the general recollection of the
fiorce antagonism of former centuries to monopolies ; theroe
remained thoe Statute of Monopolies itself, which up to this
day formally prohibits monopolies prejudicial to DBritish
trade. There remained, above all, a highly developed
body of patent law which was modernised sufficiently to
salisfy the requirements of the twentieth century, without
having yiclded up a structure reminiscent of the old ages
of industrial monopolies granted for the advancement of
the national trade, rather than admitting any new-angled
notions about the inventor’s * natural right ’ to the product
of his special genius.

Ingland, having led the world in modern industries and
served as instructor to every nation in the world, had
orown 8o prosperous that she became satisfied in many
directions to rest upon her laurels, whilst younger foreign
industrial nations had assumed a vigorous industrial
development of their own, utilizing In many cases in a
far more determined manner than Great Britain, the
organized resources of modern science. I shall not be
accused of drifting into political argument if I venture
to state as a matter of fact, that the growth of foreign
industries was closely watched with envious eyes in very
wide circles in the United Kingdom. At times it was
chiefly the progress of the Americans, at other times
chiefly that of the Germans which occupied the particular
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attention of tho Dritish public. The absonco of a law
onforeing the working of linglish patents in England was
declared rosponsible for the development of a gigantio
‘ulumliunl industry in Germany, to the projudios of that
‘of England. The idea took firm root in the minds of
many Linglishmen that foreigners systematicully obtuined
linglish patents all round with the deliberate intention of
not working the inventions in the United Kingdow, but
of fostering their own foreign trade, and importing the
finished article ouly into the Umited Kingdom, where it
would then successfully compete with antiquated British
articles of tho samo class, The agitation for compulsory
working was endorsed by a Iree T'rade Cabinet at the
very timoe when miraculously quickly the demand for
Protoction had sprung up in many quarters indecd. As
long as few people had paid heed to the cry for Protection,
tho agitation for tho compulsory working of patents had
similarly scemed to take hittle hold on the public mind,

Suddenly, within the last decade, the salvation of lng-
land was discovered by an cnormous number of men in
protective measures. The couse of Iree Trade was
championed with equal zeal by a majority of the voters,
and the fiscal war has raged cver since with unabated
fury. DBut in 1907, Mr. Lloyd George’s new Patents
Bill was hailed with almost unanimous joy for that onc
clause, now sect. 27 of tho Act, which was so obviously
directed against the foreigner. Protectionists and Ifree
Traders were equally gratified. The Protectionists main-
tained that the Liberal Ministry of Commerce had sur-
rendered to a great protectionist idea. The I'ree Traders
found that the introduction of ‘ compulsory working ™
was in reality a measure of Free Trade, and as the
principle of *‘ making the foreigner pay ” is ever popular
where it i1s believed to be practicable, the writer found
himself almost isolated when he raised his voice against
the new clause as a violation of Iree Trade and of the
claims of invenfors alike.
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Protectionists favour “compulsory working” for the
obvious reason that it is a measure designed to favour
manufacture in the United Kingdom at tho exponse of
manufaoture abrond. They maintain that you cannot
regard the importation of foreign pafented articles as
offonsive, without by implication adopting the view that
1t 18 desirable to foster the manufacture of any other class
of goods in the United Kingdom in preference to import-
ing them. I‘reo [raders maintain that foreign patentees
were using their English patemts artificially to restrict
that amount of manufacture within the United Kingdom
which would otherwise have probably taken place, if tho
foreign patentee was not enabled to prevent tho manufac-
turo in the United Kingdom by virtue of his DBritish
patent. If, therefore, the patent was revoked, it simply
produced the conditions of Iree Trade.

Now, I'rotection may be preferable to Free Trade or
cice versq. This is not the proper place for discussing that
question. But it is difficult to maintain that the view now
tnken in England of the naturc of patents is consistent
with the views of orthodox I'ree Trade. It is quite true
that the revocation of patents leads to *the conditions of
Free Trade™ so far as the particular patented article is
concerned. But the revocation of a patent is after all an
abnormal occrarrence. 'The normal condition of affairs con-
tsmplated b the law which allows a patent to he granted,
is, sinee 1907, exactly as in the days of Queen IElizabeth :
the grant of a menopoly to a person who hey in return for
this monopoly to institute a Drilish manufacture—the
manufacture of the patenind article.

The grant of a monopoly enables the patentee to take u
higher price by virtue of his monopoly than he would be
able to do in a free market with open competition. Pro-
tection by fisenl measures would operate with customs at
the frontier, and enable the manufacturers of the protected
article to compete with importers by reason of the in-
creased margin of profit. Protection, when constituted by
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& patent monopoly, gives the inland manufacturer far
greator compotitive powers. e 1s entitled to exelude com-
petitors altogethor from importing his specialitios in viola-
tion of his patent rights.

Up to the Act of 1907 a British patent under the systom
in voguc throughout the ninetoenth contury was depen-
dent for its validity exclusively upon novelty and dis-
closure at the time of the application ; if properly granted
ab initio, it was nocessarily valid for fourteon years, if the
patentce choso to pay tho fees for renowal. The 1907
Act fundamontally altered tho nature of the modern
British patont and threw it back into the legal condition
of Dritish patonts as granted by Elizabeth and the Stuarts.
Since 1907 a patent is no longoer a reward for the disclosurc
of a new invention ; it partakes of this nature for a period
of four years only, during which the inventor is at liberty
to work or not to work. Ifrom the first day of the fifth
year till tho ond of the fourteen years for which it is
granted, a British patent is henceforth held conditional
upon the establishment and maintenance of a British in-
dustry, the manufacture of the patented articles within
the United Kingdom.

The normal condition of affairs contemplated by every
system of patents is their continued existence and not their
abrogation. Accordingly the legal and economic etfect of
patents running their full natural course of life should be
conteinplated in order to define the nature of patents as an
institution, and not the exceptional case in which a patent
1s revoked by way of penalty because it ceases to comply
with the conditions established for its normal maintenance
in force. Now, throughout modern times, up to the Act
of 1007, the sole condition of the grant of a patent was
the disclosure of a new and useful invention; the services
rendered to tho community lay in this disclosure, and if
such disclosure had been properly performed, there was
nothing to defeat the grant subsequently, unless we are to
regard the “Privy Council clause’ in the Letters Patent
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as anything boyond an antiquarian ouriosity. This has
beon fundamontally changed by re-introducing the require-
mont of working the invention in the United Kingdom.

How 1s it possible, then, to deny that British patents as
an institulion are in the most formal sense of the word a
muachine of protection? 1t may even bo snid that o patent
granted on tho strict condition of working within the
country is tho only pure form of protection known to
modern statesmanship, for, after all, import duties may
also serve as a source of rovenue, and they will operate
as such to all the greater extent, tho less they succeed
as mensures of protection. A. patent with the condition
of compulsory working is not tninted with this dual nature;
if its protective purposes do not come into operation it 1s
cancelled altogether, and then the State even bems a
financial loss, since in penalizing the patentee for not
introducing the protected indusiry the State actually
deprives itself of the fees which he would otherwise have
paid.

This proposition is subject to two non-essential quali-
fications. Iirstly, the compulsion to work a British patent
is suspended so long as the invention 1 question 1s not
worked abroad. Thus the four years’ time-limit may be
automatically enlarged where the invention remains
entirely unworked in any part of the world, but as soon
as anybody, with or without the concurrence or knowledge
of the patentee, carries out the invention abroad, to
however small an extent, under a foreign patent or
without one, the neccessity of working in the United
Kingdom springs into existence. The elasticity of the
time-limit does not affect the character of the Dritish
patent as a protective institution during the latter part of
its life : on the contrary, the protective nature is emphasised
by the fact that the compulsion to work the invention is
instituted exclusively for the purpose of combating foreign[
competition. The first English patents of monopoly were
granted to reward the introduction of a new industry,
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irrespectivo of foreign competition : foreign competition
18 now the essonco of the condition that o British patent
must be worked in the United Kingdom.

Sccondly, tho Comptroller is not required by the Act to
penalise every non-working pnatenteo Ly mochanically
enforoing a hide-bound rule. Seot. 27 allows the Comptroller
to nccopt such oxplanations of inadequate working in the
United Kingdom as appear satisfactory to him and to
exoreise his discretion in deorceing thoe revoeation. This,
again, does not affect the principle that the life of an
undoubtedly valid patent depends upon its utilisation for
tho establishment of a British industry, co-extensive with
the subject-matter of the grant, and benefiting by the
proteetive monopoly. The diseretionary powers allowed
to the Comptroller do not go beyond the authority to
suspend the operation of the section, where the patentee,
who 1s on the defensive, can make out a satisfactory case
for exceptional treatment of his patent; this he can only
do by showing that even active efforts, complying with a
reasonable standard of cfficiency in business, did not ennble
him to carry out the economic policy of the section, viz., the
establishment of a DBritish industry.

If the position were correctly appreciated by Iree
Traders, they would have to admit that a patentee may
in the great majority of cases be relied upon as manu-
facturing wherever he finds it possible to do so ut a profit.
Should he find it more profitable to manufacture abroad,
the Free Trade view suggests that it 1s to the benefit of
this nation that he should be allowed to choose freely the
domicile of manufacture, just as the manufacturer of non-
patented articles i1s supposed to benefit the Umted Kingdom
by importing them fromn abroad if they can be manu-
fuctured more conveniently or economically abroad.

The granting of compulsory licences would be ample
protection of the inhabitunts of the United Kingdom
acainst the attempt of a foreign patentee to keep the
invention out of the United Kingdom altogether, or to
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omit manufacturing within the United Kingdom for
some invidious reason, although the manufacturo could bo
cconomically performed.

Swedon has deliborately abandoned the system of com-
pulsory working, und relios now upon compulsory licences.
Undor the Swedish Act of 1884, thu patentee lost his
rights if he did not work his invention to u substantial
oxtent within three yoears from thoe grant, orwithin four years
where he obtained an enlargement of the time for working:
on account of the peculinr nature of tho invention in
question. ‘T'ho patent rights were also lost if the working
of the invention was subsequently discontinued for one
year. The Swedish Patent Act of 1902 ennety, in seet. L5
“If on the oxpiration of three years from the graut of the
patent the proteoted invention has not been worked to an
extent proportionate to the conditions obtaining in tho
country, any person who desires to work the invention in
spite of the patent may summon the patentee to appear at
a hearing in Court. If the application is considered well
founded, tho Court has full diseretion to decide to what
extent and upon which conditions the invention may be
worked by the applicant, and to decide upon the remuuera-
tion which he shall pay to the patentee.” Surely this
provision is based upon & clearer appreciation of the prac-
tical limits to patentees’ powers than any measures of
unqualified or qualified compulsory working ; for the latter
depend for their justification upon the legal fiction that a
patentee 1s not only in the position to prevent others from
working the patented invention, but is also able to work
the invention or procure its working if only he cares to do
so. Ixcept in very exceptional enses, Lthe average inventor
does not command facilities for introducing his invention
at his own time in any country. ‘Lhose who re-introduced
the old English prineiples of compulsory working into the
modern law of patents simply chose to disregurd the one
basic law of the world of inventions. It is casy enough to

make an invention, however complicated or ingenious, in
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comparison with tho skill required to yprocure its intro-
duction a8 & manufacture, **Compulsory working’ means
cutting down the inventor’s powor to mako cquitable terms
for himself. It means, in many cuses, the loss of the
benefit, of his invention.

Without granting the whole case for Protection, it is
barely possible for Free Traders to adhere to the prineiple
of foreing an inventor to manufacture in the United
Kingdom, 1f other States are prepared to suspend tho
compulsory working clauses of their patent laws by mutual
arrangements with Great Dritain,  International Con-
ventions are a perfectly familinr method of denling with
proprictary rights created by intellectual effort,

Germany agreed long ago with Switzerland that «
patentee holding u German and Swiss patent for the same
invention is only required to work it in either of these
countries b his own diserction, if he 1s either a citizen of,
or has his principal domicile within, either of the countries.
Germany subsequently entered into the sume arrangement
with Italy. On the 23rd of February, 1909, Germany
and the United States ngreed that an American patentec
holding a German patent should enjoy the privileges of a
German holding an Ameriean patent, i.e., the German
patent of an American is now entirely exempt from
revocation for mnon-working, since the United States
require no working at all for the maintenance of an
American patent.

Germany cannot be accused of illiberality in thus
agrecing with the United States, since the effect of the
Convention is to absolve the American patentee from
working his German patent, whereas the Germans them-
selves must work or lose the patents obtained in their own
country, withoul having obtained any advauntage from
America, beyond the assurance of reciproeity m the event
of the adoption of compulsory working by the United
States.

Unfortunately, it appears that the British Government
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refused even prior to the cnactment of the Pafents and
Designs Aot of 1907, to onter iuto a similar agreement
with CGtermany, whereby the DBritish owner of a German
patent wonld have been relioved of the obligation to work
his mvention in Germany.  As the hardships of inventors
have been practically ignored by those responsible for
sect. 27 of the 1907 Act, it would be useless to enfer into
any recriminations at this time of the day, The passing
of the Patents and Designs Act, 1907, with its scet. 27, by
v Free Trade (Government, can only be accounted for by
the suggestion that the (fovernment were desirous of
holding a convenient means of retalintion at their dis-
posal, with which reciprocity could be extracted from any
other nation maintaining the working clause. If that
he so, there can be no good reason for postponing negotia-
tions leading to an International Convention for the
ceneral suspension of the working clause, unless it 1is
suggested that the United Ningdom is incapable of
holding its own in arts and industries when competing
on equal terms with the rest of the world—which is not

exactly the view commonly professed by the protagonists
of Ifree T'rade.

I.u
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DEVRELOPMENT OF THE PRACTICE UNDER
THE PATENTS AND DESIGNS ACT, 1907, s. 27

Ix tho first caso decided tho rovoention of a patent granted
to an Austrinn was contested by a Belgian company, the
Société Anonyme Iternit, the exclusive licensees in this
country. The Comptroller revoked the patent on the 9th
of December, 1908. Ilc found that the only efforts made
by the Belgian firm to introduce the patent i lingland
“were vague and futile advertisements and offers,” and
he established the rule that he would not grant a period
of grace for working an invention in the United Kingdom
when o patentee deferred renl steps to introduce the
manufacture in England until an application was made
to revoke the patents (o).

In his next decision, given on the 4th of January, 1909,
the Comptroller again vevoked a patent, although the
patentee would have had to establish special works and
import special machinery and skilled labourers in order to
manufacture in England, and here, again, a period of grace
was refused ().

On the 3rd of February, 1909 (), the Comptroller re-
fused a perind of grace to manufacturers who declared that
they had misunderstood the meaning of the Act, and were
prepared to make arrangements for their patent to be
worked in the United Kingdom. The patentees had to
pay thirty guineas costs to the applicant.

(0} Hatselhel?s Pdent, 26 R, P, CL 1,
() Jolnson’s Padent, 26 R, P, (2, 52,
(q) Worring und Korteibael’s Patrat, 26 R, P, C. 163,
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On the 8th of Tebruary, 1909, there was another un-
pleasant surprise for forcign patentees (). Tho patonteo
consented fo an order revoking the patent, but was yet
ordered to pay £8 8s. costs to tho applicant.

On the 9th of IFebruary, 1909, the Comptroller revoked
o patent for clectric lamps, although the patentee had
tried hond fide to manufacture and sell lamps in the United
Ilingdom (s); a German manufacturing firm was, how-
ever, in a position to import the same lamps into the
United Kingdom under a licence previously granted.
The importers wero far more successful than the English
manufacturers and, correspondingly, more imported lamps
than British lamps were sold. The Comptroller laid down
tho rule that tho working of the invention within the realm
“must be to such an extent as will substantially satisty
the demand in the United Kingdom even if no imperta-
tion takes place.” This drastic interpretation of the law
would, if endorsed by the judge on appeal, have left
every English patent voidable, if anything beyond a small
nominal importation of the patented article took place; it
i1s difficult to follow the ratio decidendi of the Comptroiler
who was then in office, unless he assumed that sect, 27
must be interpreted as harshly as possible, so long as the
interpretation would not, by absolutely prohibiting any
importation at all, amount to a breach of the International
Convention. My, Justice Parker in his judgment on fui-
sehel’s Patents (1), laid down rules for a far more liberal
interpretation of the law on this point, and thus the cases
which were heard after the appeal in IHatschek’s case were
decided on far less draconie lines.

In a decision given on the 18th of IF'ebruary, 1909 (u),
the Comptroller continued the series of revocations, finally

(1) DBrookes’ Palent, 26 R, P, C. 161.

(8) Dremer’s Datent, 26 R. P, C, 114.

(1) 26 R, P. C, 243.

(1) Ioeyner’s Patent, 26 . . C. 149,
D2
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laying down in complete form tho doetrine, that it was
not a question of comparing the number of articles im-
ported into tho United Ilingdom with the number of
articlos manufactured in the United Kingdom in order to
ascertain whether a patented article 18 mainly manufactured
nbroad or adequately manufactured in the United King-
dom, but that the ftola/ bull: of manufucture of the articlo
or process in question in all parts of (he world was {o be
compared with the amonnt of manufucture under the patent
in the United I¥ngdom. "This prineiple was upheld by
Mr. Justice Parker in tho appeal on Zlutsehel’s Palents,
though with a very liberal intorpretation of its bearing.

On March the 17th, 1909, n decision of great interost
was given (r). 'The Comptroller laid down the procedure
in applieations for revocation in the way which at that
date appeared prima fucie necessary in view of the wording
ol seet. 27 itself and of the rules laid down by the Board
of T'rade.

All these rules appear to require is that the applicant
for revocation should apply on the form (rveprinted at the
cndd) asking for revocation on the ground of the patent
being worked mainly or oxclusively abroad, but without
giving further reasons or evidence. The rules then appear
to require the patentee to give full information about the
extent to which his patent is worked in the United King-
dom. Manifestly it was possible for a member of the
public to ferret out the trade secrets of any firm owning a
British patent by simply paying 2/ for a stamp and
putting his name at the bottom of a printed form. The
Comptroller had previously held himself bound to take
the view that the Act really meant this procedure to take
place (#). Ide now held: “ It seems to me clear from u
consideration of the other provisions of the Act, and the
circumstances under which seet. 27 was introduced, that

(m) Hyner's Patents, 26 R. P, C. 198,
(2} Hoequer's Putent, 26 R, 1, O, 154,
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the Legislature deliberately intended to relieve the appli-
cant from making out a primd fueie case or throwing upon
him the necessity of proving—without help from tho
patentee—that the patented article is munufactured exclu-
sively or mninly outside the United Kingdom. If the
Legislature desired to put this burden upon the applicant,
it had only to insert the words which are used in seot. 2 1.
.+« . Scet. 3 of the Act of 1902 was largely inoperative,
owing, it has been stated, to the heavy costs entailed by
the proceedings, and the fact that the burden of proof
was on the applicant, and it may well be that it was the
deliberate intention of the Legislature to relieve the appli-
cant of the burden of proof and muke the patentee dis-
close at the earliest opportunity what he is really doing 1n
this country with the patent rights he las obtained, so as
to ussist the Court 1n coming to a proper decision. I see
no hardship or injustice in this, on the assmnption that
the Legislature treats adequate working in this country,
when the main or exclusive working is abroad, as a public
duty attaching to the monopoly granted here; and that
{o seeure the performance of this duty ¢ any person '’ may
give information. . . . I am of opinion, therefore, that
upon a proper construction of this section the applicant 1s
not compelled to make out a primi furie case before the
patentee 1s called upon to leave evidence or make a dis-
closure of what he relies upon i answer to the applica-
tion” ().

The Comptroller concluded a lengthy review of this
important question with the words: * In conclusion, I
think any other reading of the section than that given
above would entail great expense, and might render the
section practically ioperative 1f a too difficult or impossible
task were thrown on the applicant™ (z).

(y) 26 . . C. 201, 202,
(z) 26 R. I C. 208,
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In spite of 1his claboratoly-reasomed decision of Sir
Cornelius Dalton, Mr. Justice Pavker deliberately reversed
the practice of the late Comptirollor-General. In tho case
ot Hatschel’s Patents Mr. Justico Parker laid down the
rule that it is the duty of the applicant for revocation not
to put in his applieation unless he has satisfaclory evidenco
at hand that tho patented article is mainly or exclusively
manufactured abroad, and that it 1s the Complroller’s
duly to examine the evidenco offered by the applicant to
this effect hefore he proceeds to trouble the patentec
for further information («). Sir Cornclius Dalton erred
1n the direction of pessimism in assuming that the section
might become inoperative in ease the applicant had to
muake out a imad fucie case, and to provide evidence
constifuling o preliminary proof of his allegations.
Nevertheless, Mr. Justice Parker’s ruling is of the
greatest benefit to patentees, and must make it very
difficult to make meore speculutive appheations for revo-
cation. Technically the new procedure was suggested by
an obifer dictum, but 1 view of the peeuliar position of
the judge to whom appeals are assigned under seet. 92 of
the Patents and Designs Act, 1907, as the final appellate
Court for revocation cases commenced 11 the Patent Office,
the Comptroller has sinee regarded and treated the views
pronounced in the judgment on apypeal in Hatschel’s Cuse
us fully authoritative and binding.

Meanwhile, other instances ocetrred 1 whieh patentees
lial to pay costs to the applicants, although they consented
to the revocation ot the patents, but the costs were reduced
to four guineas, the consent having been given at a com-
paratively early date. DBut the Comptroller refused at
first {0 accept the view which he was urged to take, that
a patentee onght not to be penalized with costs who
voluntarily relinquished the patent at the carliest possible
opportumty after knowledge of the application.

(i) 26 It, D, C. M.
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A fundamental step in the dircction of mitigating the
hardship to patentees, was the intorpretation by the judgoe
ol what manufacture *“mainly abroad” means, in the
matter of Lulschel’s Patents ().  Tho judge aceepted Siv
Cornclius Dalton’s view that the amount of manulacturc
under a patent in the United Ningdom must be comparerd
with the total amount of manufacture in all other countrics,
but he refused either to require that the British demand for
the article must be substantially met by manufacture in the
United lKingdom, as « mechanieal rule applying in every
case, or to adopt the even further reaching view that an
articlo 1s always ¢ mainly manufactured abroad” within
the meaning of the Act, as soon as less than 50 per cent. of
the world’s manufacture 1s performed outside the Dritish
Islands. The judge laid down the rule that a sensible
differentiation between all cases arising shall take place,
on the merits of cach case, as 1t comes before the Court.
lle even declared that there may Le “ adequate manufac-
two” in the United ICingdom, where an important
stetion of the DBritish demand is met by anported articles.
The leading principle established by this judgment was:
tlat when a case for revocation arises, the conduct of the
pdentee shall be investigated, in order to ascertain whether
itled to an undue preference of foreign industries, and to
an undue handicapping of the industrial development of
the United KNingdom, when the working of the patent
wais commenced. It has already been pointed out, that
the procedure 1n revocation cases was fundamentally
alfcted by other parts of this judgment.

4s a matter of fact, the first break in the chain of revo-
catbns was made by the tirst case heard by the Comptroller
afte Mr. Justice Parker’s judgment. In this case (¢) it
was lield, on the 28th of April, 1909, that a patentee who
Lhad made genuine efforts to manufacture in the United

(0) 26 R. I, C. 240,
(e) Weber’s Patent, 26 IRy P, C. 500,
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Kingdom, although meanwhile developing his invention
abrond, had claim to consideration, and timo {ill the end
of the year was granted for satis{ying tho Comptroller that
the patentee had meanwhile worked the patent to an ade-
quate oxtent, or at least given new reasons why ho hnd
failed to do so. In this particular case, the patenteo has
sinco been successful in satisfying the Compiroller before the
end of the year, but obviously there are not many cases in
which it is possible to introduce o manufacture within nine
months, which the patenteco has in vain endeavoured {o
infroduce during the preceding four years and more.
Scvere hardship will be experienced, unless the jurisdie-
tion under section 27 takes cognizance of the onc great
fact in an inventor’s existence, that it is only in quite ex-
ceptional eircumstances that ho is free to choose where he
will first manufacture. lle is gonerally prepuared to accept
tho first boud fide offer to take up his patent on reasonabls
terms, and in all but a very small number of cases, tlo
owner of a British patent would be only too glad to woilk
it in the United Iingdom as well as abroad. To givea
patontee nine months only, or even one year, within whih
to establish an adequate manufacture in the United Kinz-
dom, will in many cases be tantamount to destroying his
patent at once. Ilow is it possible to get people to tike
an inferest in a patent if it has only a few months to rin,
unless actual manufacturing can be established ?

It may, however, Le anticipated that similarly libeal
views will in the future prevail in this respect, as Invo
characterized the interpretation of section 27 under the
new régime at the Patent Office ever since Mr. Judice
Parker’s judgment in llatschek’s patent case.

T'ke infusion of humane consideration into the treatnent
of patentees found expression in a case on the 11th of Nay,
1909 (d), when a patentee, a resident in the Unted
States, notified the Comptroller that he consentec to

(!} Luylor's Palent, 26 R, P, O, 351.
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revocation as soon as he henrd of the application. Tho
new Comptroller-General refused to penalize tho patenice
by making him pay the applicant’s costs, On the 28th of
Apuil, 1904, the Comptroller bad, nmongst other rules
which gavo eflect to Mr, Justico Parker’s views as to the
proper procedure, enuncinted his intention of considering
whether a patontec had reasonable notice of the applicant's
intention before the application for revocation was filed,
bofore awarding costs to tho applicant at the expense of
the patenteo (). Irom this time on, the jurisdiction 1n
revocation c¢ases produced no inmovation which can be
described us scensational, although a highly interesting
body of rules can be culled from the decisions given.
Other applications for revocation were refused on the 18th
of Muay, 1909 (/), and on the 28th of May (y). Mean-
while the new procedure, which requires the applicant to
make out a prima jucie case, had come into foree, and an
application for revocation was refused because the appli-
cants were unable to satisfy the Comptrolier that the
patented article m question was manufactured mainly
abroad (#). Under the procedure origivally adopted, it
would have been possible to cross-examine the patentee
and his witnesses to elicit the mnformation required by the
applicants.

Another judgment by Mr. Justice Parker, given on the
25th of May, 11109 (2), may be mentioned as of importance,
inasmuch as it was the first fo discharyge an order jfor
revocation previously made by the Comptroller 1n the early
days. The judge found that there was adequate manu-
facturc and suflicient exertion by the patentees to manu-
facture in the United Kingdom, although the Comptroller
had held the opposite view. Amnother decision given in

(¢} Officiul Journal (Patents), 1908, p. 732

(/) Doult’s Patent, 26 R, I. C, 383.

(1) Boult's Patent, 26 R. D. €. 423,

(h) Lake's Patent, 26 IR, P C, 448,

(/) Bremer's Putent aud Hoeyner's Pudent, 26 R, P, C, 419,
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favour of the palentee was that by the present Compiroller
on tho 30th of July, 1909 (&), where ho found that suflicient
ronsons wero given for tho absenco of w more uxtensive
manufacture.

On the 24th of November, 1909, & most imporfaut
dactsion was given by the Comptroller (/). 'The Do 1ion
Bouton Company had sold certnin machines in the United
Kingdom which were only manufactured in IFrance. 1t
was hield that the company proved that it would be com-
mereinlly quite impracticuble to manufacture the machines
in the United Kingdom, ns the wlility of the patent had
practically expired in conscquence of the improvements
made siee s grant. The Comptroller agreed that it
would be senseless to start muanufacturing in the United
Kingdom, since even abroad the manufacture of the par-
tieular article was dying out. It was alleged, nevertheless,
that actions for infringement of the patent were cons
stantly being brought in the United Ningdom by the
patentees aganst the purchasers of ].*1"1,11{,11 cars which
meluded the appliance in question, and were brought into
the Umited Kingdom without permission of the patentecs.
The Comptroller found that Lic was only entitled to revoke
a patent upon an apphlication under seet. 27, if there had
been an abuse of the monopoly which was conneeted witl
the non-working 11 the United Kingdom. So here, at
least, 15 one case in which the Uomptroller has found,
considering the peculiar facts, that he should decline reeo-
eafion where there was no mannfucture in Fngland at all,
although the Bntish patent might be used to harass
inadvertent fringers in the United Kingdom.

On the 26th of November, 1908, o Delgian company—
L' Oxylydrigue Internationale—was successful in contesting
the application for revocation (n) ; the Comptroller found

(f) Newl's e nl, 20 . 12, (', GO0,
(’) Osborn’s Putent. 20 R, D, C. S14,
(m) Jollraml's Patent, 26 R, I, C. 830,
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again that thoro was satisfactory manufucture in the
United Kingdom. 1lo took iuto anccount tho spocial
circumstancos which promised that the inciptent mant-
facture in tho United Kingdom would continue to bo
expanded, and lie fully appreciated the reasons why 1t
might, as was here the cuse, be necessary tor a patenteo
first {0 work his invention abroad, before introducing it
into the United Kingdom. As the manufacture would
probably bo satisfactorily continued he did not even think
1t necessary to grant a conditional revocation, and to
require evidence subsequontly, that his presumption did
rove correct.

The last dectsion in tho yenr 1909 was given on the
23rd of December; the Comptroller cancelled an order for
conditional revocation made on the 28th April (#), a sniis-
fauctory start having meanwhile been made with the manu-
facture in the United Kingdon, since there was ‘ cvery
sceurity for its continuance in future ™ ().

It is obvious that many problems connccted with com-
pulsory working still remaimn {o be solved by the Comp-
troller and Judge, when cases with new features will come
before them. It 1s equally obvious that whatever may be
thought of the practice adopted by the Patent Oflice in the
cas¢ of the first applications, the spirit now prevails to
appreciate as generously as possible the reasons which in-
ventors may have for falling to make the United Kingdom
the headquarters of thewr commerecial efforts. Yet the
writer apprehends that the working of scction 27 must, at
its very best, prove a serious obstacle in the way of
patentees, whether foreign or British, who do not happen
to be possessed of such ample eapital, business experience,
and organizing skill, that they can freely control the com-
merecial development of their patent during the first eritical
years of the grant. liven the most liberal interpretation

(1) See p. B,
(n) 1 elier's f"ﬂl’f.’iti, 27 1. 1 C. vl
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of the English law will not help patentees out of the grave
disndvantages to which they find themsolves now put, nor
will 1t reconstituto the previous nature of a patent as a
right which is indefensible for fourteen years, if it concern
a genuinely novel and useful invention which was properly
disclosed.  Zhe difficully of cvery conpdsory working system
is thal it males a perfectly calid patent o« legally precarions
temre, tn addilion Lo the precarious conmereial nature of all
but « handful of pionecer incentions.

el oyt el i sk A =S i~ A .

PATENTS AND DESIGNS ACT, 1907, s 27,

(1) At any time not less than four years after the date
of a putent and not less than ono ycar after the passing of
this Act, any person may apply to the Comptroller for the
revocation of the patent on the ground that the protected
article or process is manufactured or carried on exclusively
or mainly outside the United IXingdom.

(%) The Comptroller shall consider the apphieation, aud.
1f after enquiry ho is satisfied that the allegations contained
therein are correct, then, subject to the provisions of this
section, and unless the patentee proves that the pateuted
article or process 1s manufactured or carried on to an ade-
quate extent 1 the United Kingdom, or gives satisfactory
reasons why the article or process 1s not so manufactured
or carried on, the Comptroller may make an order revoking
the patent either—

(a) forthwith; or,

(b) after such reasonable mterval as may be specified in
the order, unless 12 the meantime 1t 15 shown to
his satisfaction that the patented article or pro-
cess 1s manufactured or carried on within the
United Kingdom to an adequate extent:

Provided that no such order shall Le muade
which is at variance with any treaty, convention,
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arrangement, or engagement with any foreign
couniry or Dritish possession.

(3) If within the time limited in the order the patentod
article or process 1s not manufactured or carried on within
the United Kingdom to an ndequnte extent, bhut the
patentee gives satisfuctory reasous why it is not so manu-
factured or carried on, the Comptroller may extend the
period mentioned in the previous order for such period not
exceeding twelve months as mny be specified in the
subsequent order.

(1) Any decision of the Comptroller under this scetion
shall be subject to appeal to the Court, and on any such
appeal the law officer or such other counsel as he may
appoint shall he entitled to appear and be heard.



4() Code of the Leoe and Dractice concerning the

CODE OIF THEL LAW AND PRACTICE CON-
CERNING TIIE PATENTS AND DIESIGNS
ACT, 1907, s 27,

I. PRINCIPLES.

1.

It is deemed an abuse of the monopoly conferred by o
British patent if it 1s used with tho object or with the
effect that the development of indusiries abroad 1s favoured
at the expense of industries in the United Kingdom. The
said abuse may render the patent linble to revoeation.

Hitsehelds Peadends, 26 RO 1 CL 950 Osleoa’s Patend, 26 1 1, C
a2,

2.

The presumption arises that there has been an abuse
within the meaning of par. 1, and that the patent should
be revoked, if the article (or process) protected by the
patent is found {o be mainly or exelusively manufactured
(or carried on) outside the United Ningdom after the
expiration of four yenrs {rom the date of the patent.

Hatsehel's Patents, 26 R, 1Y (L 240,

3.

Subject fo the provisions of the Iaw for compulsory
licences, there is no compulsion to work a Dritish patent
as a condition of the grant, and its valihity 1s not impaired
by omission to work in the United Kingdom, unless the
article (or process) claimed in the patent is manufactured
(or carried on) abroad.

Qe floult's Datent, 20 T P C. 420 and Drewer’s Patond and
Hovguer's Pateat, 26 R, D, C. 1306, 107,
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4,

The presumplion of par. 2 may bo rcbutted by the
patontee, although tho articlo (or process) protected by his
patent is manufactured (or carried on) mainly or oxclu-
sively outsido the United Kingdom, if ho can, never-
theless,

(n) show that the article (or process) 18 manufuctured

(or carried on) “{o an adequate extent’ in the
United Kingdom, or
(b) if ho can give satisfuctory reasons why the article
(or process) 1s not manufnctured (or carried on)
“{o an wdequate extent ” in the United ingdom.
Hhatsehels Patents, 26 .10, O, 21,

J.

No order for revoeafion shall be made which is af
variance with any treaty, convention, arrangement or
engagement with any foreign country or BDritish possession,

“tents and Designs Act, 1907, s, 27, sub-s, 2,

II. JURISDICTION.
6.

Jurisdiction for revoking a patent on the gronnd of the
suid abuse 1s vested independently in
(a) the lhigh Court of Justice, and mn
(b) the Court of the Comptroller-General of the Patent
Office.

Patents and Destens Act, 1907, =2, 25, 27

i)y o

)
i,

If the proceedings are commenced in the High Court of
Justice, thev take the form of o petition to the Cowrt for
revoeation of the patent under sect. 29 of the Patents and
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Dosigns Act, 1907, and accordingly the authority of tho
Attorney-General is required for commencing proceedings
in the High Cowrt of Justice.

Datents and Designs Act, 1907, s, 24,

8.

Where proceedings are taken by pelition to the 1ligh
Court of Justice, the Court has jurisdiction only to

(n) dismiss the pelition, or

(b) make an unconditional order for revocation.

seo Memorandwn No. 9.

9.

Where the proceedings are commenced by petition to
the IDigh Cowrt, an appeal by the pelitioner or the
patentee will lie to the Comrt of Appenl, and {from the
Court of Appeal fo the Ilouse of Liords.

Patents and Designs Act, 1908,

10.

A person sued for infringement of a patent in the High
Court may defend the action (either exclusively or together
with any other defence available in patent actions) by
proving that the patented article (or process) is manu-
factured (or carried on) exclusively or mainly outside
the United Kingdom and will he entitled to succeed, unless
the patentee can prove that the patented artiele (or process)
is manufactured (or carried on) to an adequate extent in
the United Kingdom, or gives satisfactory reasons why the
article (or process) 1s not so manufactured (or carried on).

If the defendant desires not only to defeat the action
brought against him, but also to obtain revocation of the
patent, he may apply for revocation by way of counter-
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claim in tho action, if authorized by the Attorney-General
to do so.

Patonts and Dosigns Act, 1907, s, 256, DParticulars of dofenco:
geo Thermos, Lid, v, Lsola, Lid,, 27 R. P. O, 1945.

11,

Whoro o dofendant in an infringement action does not
cleot to avail himself of this defonce or to ask for rovoca-
tion by way of counterclaim in tho action, ho may, not-
withstanding the action brought agninst him, apply inde-
pendently of the action, to the Comptroller for rovocation
of the palent.

It is a matter for consideration by the Comptroller in
cach case on its separate merits whether it is right and
proper that he should allow the application to proceed
while the action for infringement 1s pending elsewhere
against the applicant ; the Comptroller shall consider the
whole of the circumstances in each case, abovo all the
state of the action in the Iligh Court, the pleadings and
any other relevant facts, and shall dismiss ¢he application
if he finds that it is made for improper purposes likely to
affect improperly the action for infringement.

The mere fact that the applicant desires by obtaining
revocation of the patent under sect. 27 to render the
action for infringement futile will not in itself be considered
an abuse of the right to apply while an action for infringe-
ment 1s pending in the High Court.

Hgner's Patents, 26 R, D. C. 204,

12.

Where proceedings for revocation are taken in the Court
of the Comptroller-General of the Patent Office the Comp-
troller has jurisdiction—

(a) To refuse to proceed with the application for revoca-
tion, or

(b) To hold an enquiry into the facts, and thereupon to

L, E
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(an) Dismiss the application, or

(bb) Order tho immediato rovocation of the patent, or

(co) Make a conditional order for the revoocation of the
patent.

Hatechel's Patents, 20 R, P, G, 245 el s,

13.

A conditional order for revocation made by the Comp-
troller orders that the revocation of the patent shall take
placo after a rensonable interval specified in the order,
unless in the meantime it is shown to his satisfaction that
the patent articlo (or process) 18 manufactured (or carried
on) within the United Kingdom to an adequate extent.

A conditional order may he made when the Comptroller
has found that the patented articlo (or process) is not manu-
factured (or carried on) to an adequate extent in the Uunited
Kingdom, but the patenteo has given reasons for the in-
adequacy of working whicl, in the opinion of the Comp-
troller, make n middle courso between unconditional revo-
cation and refusal of the application proper.

Seo 8. 27, sub-ss. 2, 3: Weber's Patent, 26 R, P. C. 309,

14,

A conditional order for revocation comes automatically
into final force when the period of grace allowed by the
condifional order has expired, unless the patentee has pre-
viously obtained from the Comptroller—

(a) a further suspension of the revocation, or
(b) the discharge of the order.

Patents and Designs Act, 1907, &, 27, sub-ss, 2, 3.

15.

If within the time limited in the conditional order for
revocation the patented article (or process) is not manufac-
tured (or carried on) within the United Kingdom to an
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adequate oxtent, but tho patenteo gives satisfactory reasons
why it is not so manufnctured (or enrried on), tho Comp-
troller may grant an additional final period of grace not
exceeding twelvo months, to enable the patentes to manu-
facture to an adequato extent, or to give a satisfactory ox-
planation of his failure to work the patent to an adequato
extent within this final poriod of grace. .

Patonts and Designs Act, 1907, s, 27, sub-s. 3.

16.

If within the additional poriod of grace thus granted
the patentee does not procure from the Comptroller the
discharge of the conditional order for revocation, the order
shall automatically come into final force.

JLatents and Designs Act, 1907, s, 27, sub-ss. 2, 3.

17.

Any decision of the Comptroller, whether dismissing the
application or ordering the unconditioral or conditional
revocation of the patent, or discharging a conditional
order, is subject to an appeal to the Iligh Court of Justice.

This appeal shall be made to the judge appointed by the

Lord Chancellor for hearing these appeals, and the decision
of the judge is final.

Patents and Designs Act, 1907, s. 92,

18.

Proceedings for revocation of a patent under sect. 27 of
the Patents Act, 1907, are not initiated er officio.

Seo Memorandum No. 6.
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III. PROCEDURE IN THE COURT OF THE
COMPTROLLER.

19,

The proceedings for revoeation in tho Cowrt of tho
Comptroller-Genernl nve commenced by an application
nddrossed to the Comptroller on the preseribed form.

Patonts Rules, 1908, 1, 78.

20.

The application may be made by anyoune, whether a
British subjeet or a foreigner.

The motive of the applicant 1s irrelevant.

It 1s irrelevant whether he has any real interest 1 the
dovelopment of Dritish industries or not.

Hatschel’s Patents, 26 R, 1. C, 239, 243 Johuson’s Patent, 26
R. P. C. 57,

21.

The revocation of a patent may be ordered where the
patentee has abused his monopoly by inadequate working
in the United Kingdom, although it cannot be shown Dby
the applicant that the revoeation will lead to the establish-
ment of a new industry, or the further development of an
existing industry in the United Kingdom.

Accordingly the revoeation may be ordered, although
the applicant may desire the revocation for the sole purpose
of importing foreign-made articles into the United Iing-
dom free from the restraint of a Dritish patent.

Hutschel’s Patents, 26 R, Y. C. 10, M3 Johuson’s Patent, 20
1{- 1)t 0- 51, 57-
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22.

Simultaneously with his appliestion on tho preseribud
form, the applicant shall deliver to tho Comptroller a
statement specifying the facts upon which he relies in
support of his allegation that the patonted article (or
process), in respect of whioh revocation of the palent is
desired by him, is manufactured (or carried on) oxclusively
or mainly outside the United Kingdom. This statement
must bo made by the applicant in the form of o statutory
declaration.

Hatschek’s Patends, 26 R, P, C, 246, 247 ; Oflicial Journal { Patents),
1909, p. 781, Sce Thermos, Lid. v, Tsole, Lid,, 27 R, 1. G, 200,

23.

If the applicant does not furnish, together with his
applieation, evidence that the patented article (or process)
1 question i1s manufactured (or carried on) exclusively or
mainly outside the United Kingdom, which 1s sufliciently
conclusive in the opinion of the Comptroller to call for
rebuttal by the patentee, the Comptrolior may rofuse to
proceed further with the matter.

Hatschel?s Palents, 26 R, . C, 247 3 Laled’s Patent, 26 R, P. C.
440,

24,

The applicant shall, without any avoidable delay,
deliver to the patentee or his agent a copy of the applica-
tion and of the statutory declaration which accompanied
the application, and the applicant shall forthwith furnish
the Comptroller with evidence that he has delivered these
documents to the patentee or his agent.

Patents Rules, 1908, r, 78; Oflicial Journal (Puatents), 1909,
p. 31,
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20.

When notified of tho application for revoeation, tho
patenteo shall provide the Comptroller with evidence in
tho form of o statutory deolaration, stating whether or
not the allogations contained in the application are correct.
If the patouteo denies the accurncy of the statements of
the applicant, his declaration must contain particulars of
tho facts upon which he intends to rely in answer to the
allegations made by the applicant.

The above reply by the patentee shall be delivered to
the Comptroller within fourteen days after the patentee
has been supplied with tho copy of the application for
revocation.

Copies of the patentee’s roply should be simultaneously
dehvered to the applicant.

[atschek’s Patents, 26 R. P, C. 246; Official Journal (Patents),
1909, p. 731.

20.

The Comptroller may, at the request of the patentee,
extend the said term of fourteen days within which the
patentee should deliver his reply to the allegations con-
tained 1n the application.

The Comptroller may, in particular, postpone the term
for the patentee’s reply if he 1s not satisfied by the evidence
provided by the applicant that there is a case, calling on
the patentee to defend himself, and 1f in such an event he
thinks 1t necessary to require further evidence from the
applicant before proceeding with the matter,

Patents Rules, 1908, yr. 79, 109; HHatschei’s Patents, 26 R. P. C.
247,

27.

Should the applicant, having received the reply of the
patentee, decido to proceed with his application, he shall,
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within fourteen days from tho delivery of the patenteo’s
reply, or within such further time as thoe Comptroller may
allow, leave at the Comptroller’s offico a statutory deolara-
tion in answer. A copy of this statutory declaration shall
bo simultancously delivered to the palenteo or his agent,

and tho Comptroller shall be furnished with ovidenco of
such dolivery.

Patonts Rules, 1908, r. 79; Official Journal (Patents), 1909,
p. 732,

28,

The Comntroller will then intimate to the parties his

preiiminary decision upon the application. This pre-
lminary decision may be either—

(a) That the Comptroller considers it desirable and in-
tends to hold a preliminary hearing on the ques-
tion whether the applicant has made out a primd
Jacie case that the allegations in the application
are correct; or

(b} That he intends to deal at one hearing with the whole
case, including the further questions, whether the
patentee can prove that the patented article (or
process) 1s manufactured (or carried on) *to an
adequate extent ” in the United Kingdom, or can
eive satisfactory reasons why the article or process
is not so manufactured or carried on.

Paents Rules, 1908, r. 81 ; Hutschel's Patents, 26 R. P, C. 246 ;
Officiil Journal (Patents), 1909, p. 732.

29.

Tle definition of a  prima tacie’ case for the purposes
of th:se rules is—evidence and arguments raising a pre-
sumption in favour of the ease propounded by the respec-
tive jarty and necessitating rebutting evidence and argu-
ment: to displace such a presumption.

Wien the Comptroller has found, after hearing the



50 Code of the Law and Practice concerning the

parties, that there 1s a primd fucie case against one of the
parties, it will be opon to the party in question to finally
rebut the primd fueie case by supplementary ovidenco and
argumonts, either at the same hearing or at o subsequent

hearing, if such an additional hearing has beon decmed
nocessary by the Comptroller.

Seo [atschel's Patents, 26 R. 12, C, 246 ; Oflicial Journal (PPatents),
1909, p. 732,

30.

If the Comptroller holds a preliminary hearing as afore-
said he may cither deeide as a resnlt of the hearing—

(a) That no primd fuele case has been made out by tha
applicant, and dismiss the applieation ; or

(b) e may decide that tho applicant has made out «
primd fucie ease in support of tho allegations in
the application and determine to hold a fiaal
hearing.

Ilatechel’s Puatents, 26 R, P, C, 246, 217; Officinl Journal (Pateats),
1809, », 732.

31,

If the Comptroller decides (either with or withait «
preliminary hearing) that a prima fucie case in suppat of
the allegations in the application has been made out by the
applicant, he shall give to the patentee furiher tine for
leaving at the office and delivering to the applicant father
evidence in the form of a statutory declaration. The
patentee shall 1n this declaration set forth—

(a) That the patented article (or process) is manufadured
(or carried on) to an adequate extent in the United
Ningdom ; or

(b) If the patentee does not contend that there is an
adequate manufacture, he shall set out the masons
why the patented article (or process) is 10t so
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manufoctured (or carricd on) in the United
Kingdom.,

Tho patentee shall deliver to the applicant copies of such

evidence, and shall furnish the Comptroller with evidenco
of such delivery.,

Patents Rules, 1908, rr. 79, 109 Hutschel's Palents, 26 R, . C.
247 ; Ollicial Journal (Patonts), 1909, p. 732

32.

Should the applicant still desire to procced with his
application after delivery of the suid further evidence, the
Comptroller shall give him further time {or leaving at thoe
Comptroller’s  oflice  statutory deelarations m  answer.
Copies of {hese declarations shall be delivered to the
patentee or his agent, and the Comptroller shall Dbo
furnished with evidence of sach dehvery.

Patents Rules, 1905, ve, 79, 108 Offieiad Jowrnad (Piatents), 1909,

. 32,

33.

No further ovidence shall be left at the office on either
stde, except by leave or on the request of the Comptroller and
upon such terms, if any, as the Comptroller may think fit.

Patents Ruleg, 1908, r. SO,

34.

On completion of the evidence or at such other time as
hie may sece fit, the Comptroller shall appoint a time for
the hearing of the case, and give the parties ten days’
notice at least of such appointment, and in the event of
his deciding to take evidence rivd roce m licu of, or in
addition to, the evidence by declaration, or to allow any
declarant to be cross-examined on Ins deeclaration, he may
require the attendance of any declarant or other person
whose evidence he may consider desirable.

Putents Rules, 1808, r, 81.
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3b.

The Comptroller is entitled to call at tho hearing, and
consider for the purposes of his decision, evidence in
addition to that provided by the parties if in his diserotion
ho thinks it necessary or proper to do so.

Patents Rulos, 1908, r. 81, Soo Mamnorandum No. 7.

36.

As a rule the Comptroller will not allow evidence to be
eiven al a hearing of facts which ought in his opinion to
have been diselosed by the party offering the evidence, in
the statutory declarations filed prior to the hearing,

Hoegner's Patents, 26 R. P, C. 154.

37.

A patentee who desires the discharge or further suspen-
sion of a conditional order for revocation shall apply to
the Comptroller for an opportunity of proving that he has
since the conditional order established an adequate manu-
facture of the patented article (or process) in the United
Kingdom, or alternatively of giving satisfuctory rcasons
why there is no adequate manufacture.

The Comptroller will appoint a hearing for deciding on
the evidence produced by tho patentee in support of his
allegation.

The applicant for the revocation will be invited by the
Comptroller to appear at the hearing and if so desired by
the applicant to oppose the application.

Practice. Seo Weler's Patent, 27 R, P. C. 31.

38.

If the applicant for revocation does not appear at the
hearing the Comptroller will, nevertheless, require the
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patenteo to give him satisfactory evidencoe of adequate
working or alternatively reasons whieh, in tho opinion of
the Comptrollor, are satisfactory to account for tho failure
of the patentee to have commenced adequate working
within tho timo of grace allowed in the order for condi-
tional rovocation.

If the Comptroller, instead of cancelling’ tho conditional
order for rovocation or dismissing the patentee’s applica-
tion, decides to give him a further period of grace, he may
suspend the final revoocation of the patent for a further
period not oxceeding ono year.

Practico.  Sco Heber's Patent, 27 R. P. C. 31: Patonts and
Dosigns Act, 1907, 8, 27, sub-s. 3.

39.

If within tho said second period of grace tho patenteo
applies for a hearing, tho Comptrolior will proceed in the
same manner as at the hearing in consequence of which he
granted the extended period of grace to the patentee.

The Comptroller has, however, no power to give a
further period of grace, and he may only order that the

conditional order for revocation shall either be finally con-
firmed or discharged.

Patents and Designs Act, 1907, s. 27, sub-s. 3.

40.

When an application for revocation of a patent has been
refused, or a patentee has obtained the discharge of a con-
ditional order for revocation, the unsuccessful applicant for
revocation, or any other person, may at any time make a
new application for revocation of the same patent.

Such an application will, in particuiar, be properly made
if the working of the patent within the United Kingdom
ceases to be adequate in comparison with the manufacture
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abroad, or if it is ontircly discontinued in tho Unitod
Kingdom.

[Tidgehel’s Patents, 26 R D O, 2403 Kenl's Patent, 26 R, 1, C,
G671 Weber's Patent, 27 1, 17, C. 30.

41,

As a rule tho Comptroller will allow costs to tho sue-
cossful party.

The Comptroller has liberty to assess tho amount of
costs ut his diserction, tuking into consideration the expense
reasonably incurred by the successful party in preparing
and bringing his case bofore the Court.

The Comptroller may, liowever, take the conduct of the
parties into consideration, and, in particular, when dis-
missing {he applieation, deprive the patentee entirely or
partly of his costs, if e finds that the applicant had justifi-

abloe grounds for making an application or pressing it to a
liearing.

Pruactice.

42.

In the ovent of an application under section 27 bemng
uncontested by the patentee, the Comptroller, in deciding
whether costs should be awarded to the applicant, will
consider whether proceedings under the section might have
been avoided if reasonable notice had been given by the
applicaut to the patentee before the application was filed.

Oflicinl Journal (Patents), 1909, p. 732.
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IV. APPEALS FROM THE COMPTROLLER.
43,

All appeals to the Court from any decision of the
Comptroller under soct. 27 of the Patents and Designs
Act, 1907, shall be brought by petition presented to the
Court within one calendar month of the decision of the
Comptroller or within such further timo as tho Court may
under special circumstances allow. Idach such petition
shall state the nature of the decision appealed against, and
whether the appeal is from the whole, or part only, and if
so, what part of such decision. It shall also state con-
cisely the grounds of the appeal, and no grouuds, other
than those so stated, shall, except with the leave of the
Court to be given on such terms and conditions as may

scem just, be allowed to be taken by the appellant at the
hearing.

Ord. LI11IA. r. 4.

44,

Every appeal to the Court under sect. 27 of the Patents
and Designs Act, 1907, shall, if and so long as the Court
1s & Judge of the Chancery Division, and subject to any
direction of the Court to the contrary, be set down in the
same manner as if it were a witness action assigned to
such Judge, and be heard and disposed of in due course.

Ord. LIIIA. v, 3.

45.

In all proceedings before the Court under sect. 27 of
the Patents and Designs Act, 1907, the evidence used
shall be the same as that used at the hearing before the
Comptroller, and no further evidence shall be given except
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by the leavo of the Court on applieation to ha mnde to the
Court at or before the hearing.

Orll. IJIIIAi . (.

40.

In all procecdings before the Court the costs of and
inoident theroto, including the costs of hearings before the
Comptroller, shall be in the discretion of tho Court.

Ord. LIIIA. r. 8.

47.

In all proceedings bofore the Court, the Court shall
have all the powers by the Patents and Desigus Act, 1907,
vested in the Comptroller, and may make an order which
might, or ought to, huve been mado by the Comptroller.

Ord, L1IIA. r. 9. Soo Momorandum No. 5.

V. INTERPRETATION.

48,

For the purpose of ascertaining whether an article (or
process) is manufactured (or carried on) mainly abroad, 1t
is irrelovant whether articles so manufactured (or resulting
from the process so carried on abroad) are or are not imported
into the United Kingdom, and accordingly the Comptroller
may find that there has been an cbuse of the British
patent by favouring the development of industries abroad
at the expense of industries within the United Kingdom,
although there has been no importation into the United
Kingdom of articles made abroad under the patented
process 1n question.

Hatschek's Patents, 26 R, P. . 241,
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49,

In order to ascertain whether the urticle (or process) in
quostion is mainly manufoctured (or carried on) abroad,
the Comptroller shall therefore compare the oxtent to
which the manufacturoe is earried on in the United Kingdom
with tho oxtent to which i1t is carried on in all countries

outside the United Kingdom.
ITatschel’s Putents, 26 R, P. C. 241.

b0.

The Comptroller is, howevor, not bound to find that the
patented article (or process) is manufactured (or carried
on) *“mainly outside the United Kingdom,” within the
meaning of seet. 27 of the Patents Aect, 1007, 1in every case
in which the amount of the munufacture of the patented
acticlo (or process) abroad is absolutely greater than the
amount of tho manufacture of the patented article (or pro-
cess) within the United Kingdom. If o patented article
(or »rocrss) bo manufactured (or carried on) in the United
Kingdom to as great an extent as can reas>nably be ex-
pected, baving regard to the industrial developments of
other countries, there will be no presumption of an abuse
of the British monopoly in the United Kingdom.

Hatschele’s Patents, 26 R. . C. 240,

51.

In ascertaining the proportion of the manufacture in the
United Kingdom to the manufacture abroad, it is not a
question of comparing what the patentee, his licensees and
agents do abroad or in the United Kingdom respectively,
but the Comptroller shall consider the amount of manufac-
ture of the article or process in question performed by all
persons, whether they are authorized by the patentee or
not.

Accordingly, it is urrelevant whether the manufacture
abroad is carried on under foreign patents in the respective
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foroign countries or not, and the patentee of o Dritish
patont may bo found guilty of abusing his monopoly,
although ho has no foreign patents and 18 not connected
porsonally with the manufncture abrond, provided ho has
used his British patent in & manner which has the effect

of benofiting industries abroad at tho expense of industries
in tho United Kingdom.

Hutschel?s Patents, 26 IR, P. C. 211,

H2.

Subject to the duty of the patenteo to deny or admit
the allegations of the applicant by statutory declaration
and to the Comptroller’s diserctionary powers at hearings
held by him, tho onus of proving that the article (or
process) 18 so preponderantly manufactured abroad as to
amount to its bheing manufactured (or earried on) mainly
abroad, as defined in par. 50, rests upon the applicant.

Hatsehel’s Patents, 26 R, 12, C, 246, 247 ; Oflicial Journal (’atents),
1009, p. 731, Sce Lhermos, Lid. v. [sola, Ltd., 27 R, P, C, 200,

03.

If the Comptroller finds that the allegation has been
proved that the article (or process) is exclusively or mainly
manufactured (or carried on) outside the United Kingdom,
or if the Comptroller provisionally withholds his decision
upon this question at the final hearing, then in either case
the onus of proof rests upon the patentee to prove that—

(a) There is, nevertheless, an adequate manufacture of
the article (or process) in the United Kingdom, or

(b) If thero is no manufacture at all, or no “adequate”
manufacture in the United Kingdom, there are
satisfactory reasons therefor.

Hatschel?s Patents, 26 R. P, C, 241, 246, 247 ; Official Journal
(Patents), 1904, p, 732,
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b4.

It is loft to tho Comptroller to determine in cach caso,
and having regard to all the ciroumstances, whether the
oxtent to which the articlo (or process) is manufactured (or
curried on) is “adequate,” and if not, whether tho reasons
put forward by tho patentco are satisfactory.

Hatschek’s Patents, 26 R, P, C, 243.

bb.

The Comptroller will not consider the extent to which
the article is manufactured or the process carried on
“adequate ” if 1t be less than it would have been but for
tho fact that the patentee has exercised the rights conferred
by his patent to the detriment of the DBritish industry.

Such detriment will be found in particular if the
patentee has given foreign traders a preference over
Dritish traders.

[atschel’s Putents, 26 R, P, C. 241 Bremer’s Putent and Iocqner's
Patent, 26 B, P. C. 462 ; Kent’s Putent, 26 . P. . 670,

56.

The Comptroller will not consider any reason given by
the patentee to account for the inadequacy of the extent
to which the patented article (or process) 1s manufactured
(or carried on) within the United Kingdom, or for total
failure to manufacture, as satisfactory, unless these reasons
show causes which have operated irrespective ot any abuse
of the monopoly granted by the patent.

Huatsclield's Patents, 26 R, P. C. 241.

07.

It will never be deemed a satisfactory explanation of
non-working or inadequuate working of a patent in the
United Kingdom if u patentee has precluded himself by

L. F
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contraet from working his patent in the United Kingdom,
irrespective of whother such confract was made before or
after the passing of the Aot.

Halschel's Patents, 26 R, 12, C. 244.

b8.

The patenten 18 expeeted to disclose fully to the Comps
frollor the manner in which he has exercised bhis patent.
rights in order fo tree himself from all suspicion of having
dono anything to hamper the industry of the United
Kingdom, and the Comptroller will, in the first place,
consider tho conduct of the patenfee with respeet to s
patent, including the terms, if any, upon which the patentee
offered to permit tho use of his invention,

Hutschel?’s Patents, 26 R, P, ) 2425 Kent's Patent, 26 R, 1. C.
610,

99.

In considering whether the patentee has or has not
excreised his rights fairly and properly, having regavd {o
the interests of the trade of the United Kingdom, the
Jomptroller shall decide all questions arising with reference
to all the cireumstances of the particular case, meluding
the nature of the patented invention 1 question.

fﬁlfﬂt"”‘f;“ﬂ f’uh*u!s. '_"'.ﬁ ]L l]. (1. '_‘"2.

GO.

The patentee must at least take the same pans to de-
velop the manufacture under his patents in the United
Kingdom as he does abroad, and the conduct of the patenten
will not be considered satistactory 1t he has given forcigners
any preferential termsin the grant of licences or otherwise,
or if he has utihized the statutory period of grace (four
years) in developing foreign mdustries, as opposed {o the
industries of the United Kingdom, and at the end of the
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poriod sceks to defend his eonduot by offoring to grant
licencos in tho United Kingdom on the same terms as he
has granted them abroad.

HutschelPa Patents, 26 I P, C. 242 Kent's Patent, 20 R, 2. O,
G70.

6l.

It is the policy of sect. 27 of the Patents Act, 1907, to
secure  fair play between  foreign industries and the
industries of the United Kingdom, and not to compol
pafenfees to exclude foreign gnods altogether for the
benefit of the United Kingdom. There 1s, thorefore,
no unccessary presumption of an abuse of a DBritish
patent if the patenfce, Dbesides manufacturing under
his patent in the United Kingdom, imports or allows
to be imported part of the patented goods from
abroad into the United Wingdom. In spite of such
importation the patentee may, navertheless, be able to
prove to the Comptroller that the muanufacture of the
patented article or the use of the patented .process in the
Unitedd Kingdom is adequate, or to give satisfactory
reasons why it 1s not adequate.

Iivery case must be considered on its own merits and
with reference to ifs own aftendant cireumstances.

Tatsehelss Patents, 26 R, PO 21425 Oshord’s Patent, 26 R, . C.
S14.

62.

Where a paientee has countenanced the importation of
articles manufnctured under his process into the United
Kingdom, the Comptroller shall take into consideration
how far the demand for the article in the United Kingdom
is met by the imported article and by the DBritish-made
arlicle respeciively in order to decide whether there has
been an adequate manufacture within the United Kingdom.

Although it may be found that the patentee does not

¥ 2
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attempt to supply tho entire demand in the United King-
dom for his article by manufacturing tho article in the
United Kingdom, the Court may, novertheless, take into
account any reasonable explanation of the proportions
between the importation from abroad and the manufacture
of the article in the United Kingdom.

Huatschel's Patents, 26 R, P. C, 2433 ; Bremer’s Patent and [oegner's
Puatent, 26 It. . C. 165,

63.

In considering whether there is an adequate manufacture
of a paiented article in the United Kingdom when the
article 18 manufactured abroad and imported into the
Kingdom, the Comptroller may take into consideration in
favour of the patentee the fauct that the Dritish publie

profers the article manufactured abroad to the article
made in the United Kingdom.

Hatschel’s Patents, 26 R, I’ C, 243 ; Bremer’s Patent and Ioeyner's
Patent, 26 R. . C, 164 ; Oshori’s Putent, 26 R, 17, C. 821.

64.

A patentee who explains his omission to work a patent
i the United Kingdom by the lack of a Brtish demaund
for the article protected by his patent will not necessanly
be excused for the non-working by that lack of demand.
In considering the adequacy of manufacture in the United
Kingdom the Comptroller will take the demand existing
for the patented article in the United Kingdom or in
neutral markets outside the United Kingdom into con-
sideration.  Where, however, the patented article (or
process) 1s in fact manufactured (or carried on) in foreign
countries where there 1s a demand for the article (or
process), it will be presumed that the establishment of an
industry in the patented article (or process) may in itself
help to create a demand for the article (or process) in
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question in the United Kingdom, and the patenteo must

in such cases make an effort to creato n demand in tho
United Kingdom.

Hatschel's Patents, 26 R, D. C. 243 ; Donlt's Patent, 26 R. P. C.
387,

66.

Where tho absence of manufacture or the inadequacy of
manufacture in the United Kingdonm is declured by the
patentee to be due to the absence of any demand at all
for the patented article (or process) within the United
Kingdom, the Comptroller shall be free to consider whether
the patentee has precluded the growth of the demand by
his own unreasonable conduct.

Such unreasonable conduct may be found to exist where
the patentee has imposed unreasonable prices for the
patented article, or unreasonable terms for licences to work
his patent in the United Kingdom, or where the patenteo
has negleeted the markets of the United Kingdom in his
efforts to develop a trade abroad.

Hutschek's Patents, 26 R. P, C, 243; HWeber's Putent, 26 R. P. C.
305 ; Boult's Putent, 26 R, P, C, 388; Bremer's Patent and Hoegner's
Patent, 26 R. . C, 465 ; Aent's Putent, 26 R. P. C. 670.

66.

It will be considered a satisfactory reason for not manu-
facturing under the patent in the United IKingdom if the
patentece can satisfy the Comptroller that 1t was impossible
to work it in the United Kingdom because of the nature
of the invention or because of local conditions prevailing
in the United Kingdom, but not in other countries where
the invention 1s worked.

In considering whether it was possible to work the
patent within the United Kingdom, the Comptroller may
consider the relative cost of production in the United
Kingdom and the foreign countries where the patent is
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worked. It will not, however, be accepted as o satisfactory
reason for not working tho patent in the United Kingdom
that the profits made by working in the United Kingdom
would be smaller than those made by working it abroad.

Hudschel's Patents, 26 R, 1P, G0 8, 21482 Bunldl's Patent, 26 R, P, C.,
IS8,

67.

Whero a patentee delays manufuctnring under his patent
in the United Kingdom whilst ho commences and continues
manufacturing abroad, the Comptroller may consider as n
safisfoetory reason for this delay the faet that the machines
were constantly being improved during the manufacture
abroad, and that the patentee endeavoured to perfeet his
machine in his own country hefore selling it clsowhere.

Dowldt's Patent, 26 I, P, C, 380, Seo [%ll's Patant, 27 T DL C.
28,

G68.

It will be gencerally presumed that the requisite skilled
Iabour or speeial tools for working a particular invention
are nvailable n the United Kingdom. The allegation by
a patentee that such spectal skill or special tools are to be
found abroad but not in the United Kingdom will he
received with considerable hesitation by the Comptroller.
The Comptroller may take such cireumsiances inio account,
where o patentee explains by them his delay in manufuc-
turlng in the United Kangdont, but the Comptroller will not
in the absence of other excusing circumstances aceept the
difficulty 1n obtaming special skill or tools as a satisfuctory
reason for continued non-working in the United Kingdom.
The Comptroller may, in particular, enquire in such cases
what steps have been taken by the patentee to import the
requisite special skilled labour or special tools.

Jolnson's Padent, 26 R, D, Q. 87 Bowll’'s Patent, 26 . 1. C.
988 3 Wenl's Patent, 20 I 1 U, 670 Pell’s Patent, 27 R, P, C. 8.
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89.

The faet that o patented article (or process) cannot be
manufactured (or earried out) at n profit in the Uniled
Kingdom will not bo necepted by the Comptroller as n
satizfnctory reason for not working the patent in the
United Kingdom, if it is due {o improper delay by the
patentee in starting the mannfacture in the United IKing-
dom, whilst tho manufacture of the patented article (or
orocess) has meanwhile been established abroad. This
vill be especially the ease where a patentee has developed
lis invention abroad and finds it difficult or impossible to
develop an industry on the same lines in the United King-

dom which he might have developed but for the preference
he has given to foreign countries.

Heatachels Patents, 20 R, 12, O, 243,

70.

“he Patents Act of 1907 was not tended to penalize
wmt of success when the patentee has done lis best to in-
troruce manufacturing under lus patent in the United
Kiigdom. If the failure to esfablish an adequate industry
undbr the patent in the United Kingdom 1s due to circum-
staires beyond the control of tho patentee, and not to the
mamer in which the patent lias been used by the patentee,
andaf 1t 1s found that there was a bond fide intention to
mamfacture the patented article in the United Kingdom
to ai large an extent as possible, the Comptroller will not
order revocation of the patent merely because the manufac-
turein the United Kingdom is disproportionately small as
aganst the manufacture of the patented article abroad.
In sich cases the revocation may even be refused, although
the patentee has licensed under his patent the 1mportation
of :rticles made abroad which compete successfully with
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tho articles manufactured in the United Kingdom, provided
that tho terms of tho liconco woroe not such as to handicap
tho manufacture under the patent in the United Kingdom.

Hatschelds Patents, 26 R, P, O, 243 ; Dremer's Patent and Locgner's
P(It(.'?!ft-, 20 Ri 1)'l Ol '16'1] 4651

71.

In considering whother there has beon a bond fide attempt
to work a patent in the United Kingdom on as large an
oxtont as possible, the Comptroller will take into considera-
tion tho fact that 1t 18 not an casy thing to establish an
industry for the first tirne. 'I'ho Comptrollor will also con
sider tho fact that experiments wero necessary in order to
overcome initinl difliculties in the manufacturo and remedy
defeets in tho articles first manufactured undor the patent
in the United IKngdom. The Comptroller will be assisted
in coming to tho conclusion that thero was a bond fde
attompt to work the patent by evidence of the expenso .n-
curred in nstituting manufacturing under the patent in

the United ICingdom.

Bremer's Patent and Hoeyner’s Puatent, 26 R, . C, 464; Fl's
Patent, 27 R. P. C, 28. Conf., howovor, Weber's Dalent, 26 R. 1. C.
308,

72.

Where 1t is contended by tho applicant that the woriing
of a patent 1s inadequate within the United Kingdom the
Comptroller may, besides regurding the actual amowrt of
manufacture at the time being, take into considerdion
whether the persons who have commenced to manufadure
under the patent are in a position to manufacture to a ully
satisfuctory and adequate extent in the United Kingeom,
and that they are really proposing to carry on a geniinoe
business in the patented article or process, and that tiere
18 accordingly u reasonuble prospect of a satisfacory
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inorease in the working of the patent within tho United
Kingdom.

Doult’s Patent, 26 R. 12, C. 386; Jotlrand's Patent, 26 R, D. C.
833; Lell's Patent, 27 R, P, O. 20 Weber's Patent, 27 R, P. C, 32.

73.

If o patentoo maintains that ho was unsuccessful in pro-
curing tho working of his patent in the United Kingdom,
it is not suflicient for him to show that he mado genuine
and bond fide attompts to dispose of the patent, unloss these
offorts are, in the opinion of the Comptroller, sufliciently
efficiont and businesslike. The standard to be applied 1s
what a reasonable man or o reasonable businoss man would
do in tho circumstances. It is not enough for the efforts
to be sufficient in the patenteo’s own estimation; they
must conform to the standard which un intelligont business
man in the United Iingdom would place before himeolf
and adopt., A foreigner who does not comply with these
requirements enannot excuse himself by urging that he had
done the best according to the standard of his own country
or his own peculiar notions of husiness requirements.

Boult's Patent, 26 R, P. C, 387, Sce Weber's Patent, 26 R. . C.
306.

74.

A patentee cannot relieve himself from the duty of
manufacturing in the United Kingdom by the mere 1nser-
tion of o foew advertisements and the sending round to
manufacturers of a few cireulars intimating that the owner
of the pateuts is desirous of disposing of the same, or of
entering into n working arrangement with firms in the
United Kingdom. Where the patentee contends that
advertisements, cireulars, or other offers made by him in
the United Kingdom constituted a reasonablo effort on his
part to procure manufacture in the United Kingdom, the
Comptroller will consider any cireumstances which tended
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to make such advortissments and cireulars or othor offers
inoffectual.  Such circumstances may be found in tho fact
that tho wadvertisoments, circulars, or other offers were
framed vaguely, and gave no intimation of the terms on
whiclitho owner of the patent was propared to treat, heyond
the statomont that such terms would be reasonable, or if
tho wdvertisemonts and eciveulars aro only issued when the
period of grace of four years hag como to an end.

Hatsehels Palents, 26 R, P, O, 0, 2482 Weber's Patent, 26 R. 12, C,
300, For satisfactory offorts, sco Nent's Patent, 26 1. 1 C. 608,
670 end Weber's Palent, 27 R, P, C, 32.

75.

In considering whethor the patentee has made due
¢lforts to infroduce his invention into the United Kingdom,
the Comptroller may consider whether in the circumstances
of the cuso the pantontee should, besides making offers to
Dritish manufacturers, have given domonstrations of his
invention within tho United Kingdom.

Weber's Patent, 26 IR, 2. C. 308.

76.

Thoe Comptroller will not hesitato, except in very excop-
tional circumstances, to revoke a patent forthwith when a
case for vevoention has been made out and the patentee has,
prior to tho application, tuken no steps whatever to comply
with the requirements ol scct. 27 of the Patents and
Desigus Act, 1907,

Hatschel's Datents, 26 R, 1P, C. 248, Sooe also Fell’s Patent, 27
RR. P. C., 28,

77.

All patents are equally linble to revocation at the expira-
tion of four yeurs from the date of the patent, whether they
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wore granted before or after tho pussing of tho I’atonts
Aot, 1907,

In the cnso of patents granted before the passing of tho
Act tho Compiroller may, however, in suitable excoptional
cases, take into consideration reasons for not manufacturing
(or carrying on) a patoeuted article (or process) in tho
United Kingdom which would bo regarded as unsatisfactory
1n the case of patonts granted aftor the passing of the Act.

Hatschel’s Patents, 26 R, 12, C. 248 Jlonll’s Patent, 26 R, P. C.
J80.,

78.

Where 1t 18 dounbtful how much of a given machino or
other complex article constitutes “the patented article”
within the meaning of seet. 27 of the Patents and Designs
Act, 1907, the question must in each ecase be determined
after an examination of the whole specification, which
should bo considered like an ordinavy legal document.

Lale's Putent, 26 R. P, C. 446, Sco Weber's Puatent, 26 R. P. C,
304,

79.

The following rules will generally bo applicable where,
for the purpose of deeiding which parts of o complex
machine or apparatus must be manufactured in the United
Ningdom 1n order to wmount to manufacture within the
United Kingdom of ¢ the patented article,”” the Comptrolley
has to decide what the ““ putented article ™ 1s.

(a) As a general rule a patentee 1s not bound under
seel. 27 to manufacture within the United
Kingdom any mechanism or macline which he
has not specifically deseribed and claimed in his
specification,  This is, above all, the case where
such mechanism or machine is the subject of
prior patents which are not in qguestion for the
purpuese ol revocation, and it is only claimed in
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combination, if at all, in the patent the rovocation
of which is in question.

This rulo may, however, be inapplicable where
it is found impossible to sever tho various elemonts
claimed in combination.

(b) If o patenteo has claimed a wholly new machine or
mochanism, the whole of it must bo manufactured
in thu United Kingdom.

(¢) If tho patenteo cluims o new improvement in a well-
known machine, he must manufacture the 1m-
provement in question in the United Kingdom
and not necessarily tho whole machine.

(d) If tho patonteo claims o new improvement in com-
bination with a machine consisting of well-known
paris he must, besides manufactr ring the improve-
ment in tho United Kingdon:, jmt together in
the United Kingdon all the parts of the com-
bination claimed.

(e) If the new invention merely consisls in a new
combination of old and weli-known elements, it
will generally bo suflicient 1f the patentee puts
together the whole of the combination in the
United Kingdom, without having manufactured
in the United Kingdom the individual parts of
the combination; this will, in psarticular, apply
where some or all of the individual parts are
the subjeet-matter of prior patents the revocation
of which 1s not in question.

(f) Where well-known individual parts are claimed us
part of o combination, the Comptroller may find
that they ought to have been individually manu-
factured in the Umted Kingdom, if impertant
alterations in these known parts were necessary
for the new commnation.

(g) Each case must be decided on its merits, and in
each caso it will have to be determined on a
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proper construction of the patent specification
what the patentee’s invention really is and what
are its essentinl features.

Lale's Patent, 26 R, . O, 447 1 Fell’s Patent, 27 R, P, G, 28,

b L wbpinlile-ai-manh hb-anlinloliefiale of & -

Mrsmonranpun 1.

Tho following varying propositions may present them-
selves :—

(1) A patent 1s not worked at all in the United
Kingdom.

(2) A patent is worked mainly abroad.

(3) A patent 18 worked mainly abroad, but is worked
to an “ adequate extent ”’ 1 the United King-
dom.

(4) The patent i1s not worked to an “adequate ox-
tent >’ in the United IKingdom, but the patontee

attempts to give satisfoctory reasons why it is
not so worked.

If the applicant for revocation cannbt bring any evi-
dence, sub 1 and 2, the Comptroller will not proceed with
the matter at all.

Even if the applicant proves number 2 by a prima fucie
caso at the preliminary hearing, the patentee may still be
able to satisfy the Comptroller at tho tinal hearing that the
prima tacie view was incorrect, and that under the circum-
stances the patent 1s not worked “ mainly abread.” 1le
will be in a position to satisfy the Comptroller in this
manner, if he can show that it 15 worked sufliciently in the
United Kingdom, having regard to the total relative de-
velopment of British and foreign industries.

Kven if he cannot prove this to him, he may yet be in a.
position to prove that it is worked to an “ adequate extent,”
having regard to the speciel eivcumstances.  Of course, in
practice this will be, so far us his ohjective reasons for the
Lmited working in the United IKingdom are concerned,
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idontionl with the ovidoneo that would satisfy the Comp-
troller that the patont could not he considered worked
mainly abrond, having regard to tho relative industrial
development of the United IKingdom and all foreign
countries. 'I'herefore no siriet theoreticnl distinction can
be mado botween that which enablosa patontee to say that
his patont 1s not worked “ mainly abroad,” and that which
ennbles lum to ray that it is worked to an “adequato ex-
tent” in the United Kingdom.

Again, whero he has to rely on sudjective ronsons to show
that he is working to an adequato extent in the United
IKingdom, theso subjective rensons may be largely identical
with the objective conditions prevailing.

Whero, again, 18 one {o find the preeise dividing line
hotween—

(n) Adequate working, and

(b) Inadequate working when the inadequacy can be
accounted for Dby cireumstances which the
Comptroller accepts as satisfnctory reasons ?

The concluston to be deawn herefrom is, that the defini-
tions of (1) mainly working abroad, (2) adequate working
in the United ingdom, and (3} satisfactory reasons for
imadequate working, eaunot be strained far enough to
provide o definitu theoretieal distinetion.  Ilowever desir-
able it may appear to be in the interests of abstract
jurisprudence and the symmelry ol an attempted codifica-
{ion of the special subjeet, 1t would bo practically unneces-
sary and, at any rate, alien to the spirit of the linglish
law.

MuMonannunm 2.

The Comptroller may—

(1.) Rovoke the patent.

(2.) Refuso the application for revocation.

(3.) Grant conditional revoeation with a period of
orace,
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Whilst in many ceses the Comptroller will have no
hesitation in finding tho eircumstances of the caso such as
o eall for unconditional rovocation or, per contra, uncon-
ditional refusel of rovocation, ‘Hrere are manifestly a hugo
variety of circumstances in which no such unhesitating
docision can be given, but where the Comptroller must
oxorcise his diserefion. Mis diserotionary right to judgo
of doubtful casos is amply provided for by the pormissive
language used in soct. 27. Novortheless, tho Comptrollor
and the judge on appeal justify in each ease tho oxercise
of their diseretion by referenco to definite reasons, and thus
it was possible to frame a eodo of rules indieating for
many matters the lines on which their decisions will
generally bo given. Now, according to these rules the
patenteo 18 entitled to refusal of the application where
he can

(a) satisty the Comptroller that there is adequato
manufacture, or

(b) give satisfactory reasons for the manufacture being

inadequate or non-existing.

On tho other hand, the Comptroller appears bound to
grant revocation where he finds neither adequato manufac-
ture nor salisfactory reasons for inadequacy.

At first sight, there would appear to bhe no room for a
third course between complete revocation or complete
refusal of revoeation. When has then a patenteo to look
for conditional revocation, and when will the Comptroller
be unable to decido that he 1s “satisfied ” the one way or
the other? The few deecisions so far given, in which the
question of conditional revocation was immediately in
1sstie, do not econtain general principles which are of
sufficiently wide applieation to enable our eadifieation to
be completed in this divection. It can only he said that
the tendeney of the decisions given 1s in the direction of
the following rules. They indicade the probable fendency
of the Comptroller’s policy rather than {inally extailished
rules of Zpractice.
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(1.) Conditional rovoontion will only come into question
whoero the Comptroller does not find that there is
adequate working at the time of hearing.

(2.) This mmadequacy must be accounted for by roasons
which disprove intentional abuse or neglect of
the British market by tho patenteo, for otherwise
the Comptroller would revoke the patent.

(3.) On the other hand, the oxouses given by tho
patentco must fall short of such subjective or
objective reasons as would satisfactorily account
to the Comptroller for the inadequacy, for other-
wiso ho would feol himself bound to refuse
rovocatlion entirely.

(1.) An intermedinte set of circumstances will, however,
be present whero the objective reasons for in-
adequulo working do not provide a satisfactory
reason to the Comptroller for the inadequacy,
and when, in his opinion, properly conducted
efforts would hav, led to an adequate manu-
facture, whilst the suljective rcasons stated by
the patentee to account for the inadequacy show
that his failure to procure adequate working in
the United Kingdom is neither due to force
majere nor to positive neglect, but rather to a
honda fide misapprehension of what would in the
circumstances have been reasonable o lorts to
procure the working of his invention.

The eriterium will therefore be the patentee’s conduct.
Where there has been a bona fide mistake in the way in
which the patent rights wero offered to purchasers in the
United Kingdom, conditional revocation may be pronounced,
whereas, with the same amount of manufacture in the
United Kangdom the Comptroller might have refused the
application had he found that the patentec’s eiforts were
properly conducted, or might, on the othor hand, have
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granted the revoention had ho not been satisfied that some
hond firde offorts wore made by the patentoeo (a).

It would be useless to grant o limited poriod of graco
for working the invontion, unless the Comptroller could
infer from the circumstances that there was a rensonable
probability of an adequate start being made within that
period, and where a patentee has failed to take substantial
proparatory steps (without accounting satisfuctorily for no
sucl substantial steps having been taken) to comply with
the requirements of the Act, the Comptroller will not bo
snfisfier] with lis subsequent contrition, his promises nou
to commence in earnest what he ought to have done before,
or with the excuse that he had misunderstood the meaning
ol seet. 27 (D).

Where, however, the probability of adequate working at
an early period appears from the actual circumstances so
strong as to amount to an almost reliable certainty, the
Comptroller will not penalize the bond fide though belated
patentee, even by a conditional revoation, Such definito
prospeets of adequate working in a short time may, in
particular, be discerned by the Comptroller,.where a bond
fide start has been made with manufacture in the United
Kingdom, and a substantial firm has commenced {o manu-
facture, and both its own standing and the manner in
which the business has been introduced lead the Comp-
troller to believe, that a genuine business in the patented
article or process will be carried on by them fo an adequate
extent (¢).

In another case the Comptroller said :—

“ There 1s at {his moment what may be said {o be a
substantial working, and in any case there will be in u few
weeks, and no useful purp..¢ would be served by giving a

() Weber's Patent, 26 IR, £2. C, S04,

(1) Jahueon's Patent, 26 R, P, C. 385 Worrivg and Kortodael's
Hatent, 20 R, P, €, 160,

(¢) “Juttrand’s Datent, 206 R, P. C, 334.

L. (
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deoision to revoke tho patent at some future date when
there is ovidence to show that there will be a satisfactory
output of the patented article in a very short period ” ().

In contrast to theso views may be quoted part of Mr.
Justice Parker’s views in circumstancos adverse to tho
patentee :—* Under all the ecircumstances, I think tho
roevocation of the patents was amply justified ; and further,
I am of opinion that the refusal of the Comptroller to sus-
pend the revooation was also right. It would bo wrong to
suspend tho revocation of a patent merely on the chance of
an Industry springing up hero under some licence which
somo manufacturer may possibly in future be willing to
toke. If the patenteo himself or the Belgian liconsees had
been prepared themselves to start the industry here, and
had utilized their year of grace in bond fide preparations
with that end in view, but had found the year too short a
period, the revocation might well have been suspended ;
but upon the evidence I do not believe that either the
patentee or the Belgian company has now or ever had any
infention of manuiacturing by the patented process in this
couniry, or of aliowing anyonc else to do so, unless the
purchaser or licensee will accept w licence from them on
terms which they may consider reasonable, but which pos-
sibly no prudent purchaser or licensee would accept, and
as to the nature of which I am not informed ” (¢).

I'rom the above 1t will be seen again how difficult it 1s
to define with scientific precision the particular position
of the term “adequate working.” The decisions in {he
cases referred to (/') really amount to this: that the Comp-
troller found that there was adequate working, taking a
dynamical view of the position, although there was inade-

quate working, taking a merely stafical view of the manu-
facturing position.

(d) Boult’s Latent, 26 R. P. C. 386.
(¢) Iatschel's Patents, 26 R. P. C. 248.

(/) Doult’'s Patent, 26 R, P. C. 386 ; and Jollrand's Palent, 206
R. P. 2. §33.



DPatents.and Designs Aet, 1907, s, 27, 83

MeMoraANDUM 8.

Tho term ¢ adequate working *’ finds two distinet appli-
cations s —

(1) Adequacy of the member of articles manufacturved
in the United Kingdom, and

(2) Adequacy of the amount of work performed on an
article in the United Kingdom.

Questions of the greatest complexity may obviously
arise, particularly where complox machines are in question.
In Article 79 of the Code above, the question is decided
from one aspect, namely, how much of a complex machine
comes 1nto question at all for the purpose of testing whether
“the patented article” has been manufeetured in the
United Kingdom. 'These rules in Article 79 merely
define what “the patented article” is, for the purposes of
sect. 27, and do not finally decide thnt there is necessarily
madequate working, even when a part of “the patented
article” has been made abroad. In the latter case the
general rules guiding the discretion of the Comptroller
come into play. The Comptroller decidid adversely to
the patentee, 1n a case where only certain parts of ¢“the
patented article”” were made in England and inserted in
the machine which, as a whole, had been manufactured
abroad (g).

It 1s impossible to foresec how decisions will be given
where, for instance, the question is seriously raised, how
far half-finished materials imported from abroad and
merely finished within the United Kingdom, will amount
to “manufacture within the United Kingdom.” It is
cqually impossible to foresee from what stage it will be
required that materials used in a chemical process must be
manufactured in the United Kingdom in order to secure
safety. Presumably a liberal attitude will be taken

(4) Jolmson’s Dutent, 26 R, P. C. 52 ; and Fell's DPalent, 27
R. P. C. 25,
G 2
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towards the patentoe, on tho lines of paragraph 79 of tho
Code, but no rule governing all coses can be attemptod.

MrMorANDUM 4.

Nono of tho cases 80 far decided have donlt with the
following circumstances :—

An inventor may be precluded by his poverty or lis
lack of business experienco from dealing with his patent
to any advantagoe to himself. It may ovon bo a British
mventor wiose means just barely suffice to take out a
British patent. No working is done in the United King-
dom, but the invention 1is taken up abroad, where, owing,
perhaps, to more progressive methods in the particular in-
dustry or to a higher standard of development previously
achioved in the industry in question, the invention is
worked on an appreciable scale.  Zin application is then
made for revoeation of the British patent. The application
may cither be made by persons doesirous to manufacture in
the United Kingdom or by a foreign manufacturer who
desires to import into the United Kingdom.

Tho Comptroller has full powers to exercise his disere-
tion, and it may well be that in such cireumstances the
explanation forthcoming from the patentec wounld be re-
earded as satisfactory. There 1s, indeed, every reason for
believing that any such case would be dealt with with the
areatest consideration. It can simply be suid that such a
case has not, as yet, arisen.

This 18, however, an extreme case (although one which
might oceur very frequently). DBetween this cxfreme set
of circumstances and cases 1 which inventors find it com-
paratively difieult to procure the working in England
owing to their limited resources there is a wide, doubtful
horderland, and hitherto all arguments, both in the legis-
lature and those forthcoming in the comrse of the cases
heard, have been dictated by something like a presumption
tnat it 1s within the powcer of the norial Tnrentor to wmake
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adequate efforts for having his invention worked in tho
United Xingdom. "Tho genoral rules so far established, as
to what constitutes adequato efforts to introduce an inven-
tion into the United Kingdom, aro based at least upon the
assumption that any inventor can malke rensonably officient,
businossliko efforts to prooure working in the United
Kingdom, if he ochooses to exerciso his will in that
direction.

Obviously, great hardship may ensue in cases where an
inventor with patents in many countries is unablo to pay
attention to them all round, to comply with all the various
legal requirements of working his patent, but where ho
cannot go so far as to prove to the Comptroller that his
limited personal resources formed such a barrier to active
steps as to amount practically to foree majenre. The ex-
treme kindness of modern legislation, both in domestic
iegislation and in international arrangements, towards the
literary or artistic producer, stands in pamful contrast to
the diffieult position of the inrentor of moderate menns, 1n
face of the compulsory working clanses of so many States;
even the most humane tendencies of {he Dritish Comp-
troller in applying sect. 27 will be unable to avoid serious
material hardship to many an inventor of moderate means.

Reciprocal interstatal conventions for the suspension of
the compulsory working clauses are the only way out of
the difficulty into which the ILegislature has thrown

inventors by confusing their social functions with those of
manufacturers.

MiEMORANDUM .

The Patents and Designs Act, 1907, does not authorize
{he Court to make, on a petition for revocation under
socts. 23 and 27, the eonditional order which the Comp-
troller is anthorized to make under seet. 27, sub-s. 2.

Owrd. T.IITA. 1. 8 certuinly says: “In all proceedings
before the Court under the Act the Couwrt shall have all
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the powers by the Act vosted in the Comptroller, and may
make nuy order which might or ought to have been mado
by the Comptroller.” It appenrs to the writer that this
rulo cannot be intorpreted as increasing tho statutory
powers of the Court, and that its operation must be confined
to appeals under seols, 27 and 92.

Sect. 92 says: ¢ (1) In this Act, unless the context other-
wise requires, ¢ the Court > means, subject to the provisions
a8 to Scotland, Ircland, and the Isle of Man, the High
Court in Xngland.

“(2) Where by virtuo of this Act a decision of tho
Comptroller 1s subject to an appeal to the Court, or a peti-
tion may be referred or presented to the Court, the appeal
shally subject to and i accordance with rules of the Supreme
Court, be made and the petition referred or presented to
such judge of the High Court as the Lord Chancellor may
select for the purpose, and the decision of that judge shall be
final, exeept 1n the case of an appeal from a decision of the
Comptroller revoking a patent on any ground on which the
grant of such patent might have been opposed.”

Accordingly, the judge has ampler powers when deciding
an appeal frem the Comptroller than he possesses as a
Court of first instance.

The Patents and Designs Aect, 1908, which limits fhe
apparent bearing of sect. 92 of the I’atents and Designs
Act, 1907, dees nat aifect the question under consideration.

MeyoraANDUM 6,

Ariicle 18 1s 1 agreement 'with and represents the
present actual practice, but it is self-evident that the
Attorney-General is explicitly empowered by the Iatents
and Designs Act, 1507, s. 25, sub-s. 3 (a), to present a
petition for revocation on the grounds of sect. 27 to the
IHigh Court. There is, strictly speaking, no reason for
sngwesting that the Attorney-General is not included in
the absolutely general terms of sect. 27, “ any person may
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apply to the Comptroller . . .”’; but such an application
would uot bo truly consistent with the general rolations
batwoen tho lawoflicersand the Comptroller in view of seet. 7+
of the Patonts and Designs Act, 1907, which snys: “Tho
Comptroller may, in any casa of doubt or difficulty ansing
in tho administration of nny of the provisions ¢l this Act,
apply to a law officer for diroctions in the matter.” alore-
ovor, the Attornoy-Gonoral is oxplicitly authorized by
scet. 27, sub-s. 4, to appear and be heard on any appeal
from the Comptroller to the Court under sect. 27, and
whilst tho locus standi thus conferred on the Attorney-
Genoral is not necessarily inconsistent with a locus standi
to commence proceedings himself before the Comptroller,
the Act, which in sect. 25, sub-s. 3 (a), provides ex-
plicitly for the initiative being taken by the Attorney-
(reneral in proceedings in the 1ligh Court, would probably
not have omitted to provide for the oventuality of the
Attorney-General’s appearance before the Comptroller,
had it been contemplated that their rclations, gonerally
aoverned by sect. ¥4 (not to mention the appellate juris-
diction of the law officer in other sutter:), should bo
ignored for the purposes of seet. 27. In the case of
Hutschel’s  Putents the Attorney-General appeared in
support of the application for revocation, on the patentee’s
appeal to the judge, but in this case the circumstances
were in so far exceptional as the first judicial interpreta-
tion of sect. 27 was expected. And it may, perhaps, be
anticipated that the present practice will be continued
whereby the Attorney-General would confine his inter-
vention to cases where general principles rather than the
particular merits or demerits of the special facts are in
question.

MEMORANDUM 7.

Whilst Article 35 is clearly in accordunce with Rule 81
of the Patent Rules, 1908, it might at first sight appear to
stand in contradiction with the views of l’arker J. uttered
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in the courso of his judgment in Haflschel’s case (h) s « It
must be remombered that tho section is in its nature o
penal seetion, that the patentee is on his {nal, that mere
nceusalion raises no presumption of guilt, and that the
Comptroller 1s & Court exercising judicial funclions. It
1s not motely the ease of a departmental inquiry. The
Comptroller 18 in the posifion of a judge, and not of o
comnusstoner employed {o wuke evidence and with power
to summon before him and examine any person he pleases.”
There 1s, howover, no real conflict Letween Rule 81 and
Article 39 of the Code, which 18 based upon that rule on
the one sido and the dictum in falsehek’s case on the other,
As tho confext to the passage quoted clearly shows, tho
special question only was under consideration how far tho
applicant for revocation must make out a caso which
the patentee can be called on to answer; read in this
conneetion the judgment does not go further than to say
that 1t is no part of tho Comptroller’s duties to make out
a case by an cr officio nquiry which the applicant himself
1s unable, on the face of the declarations filed, Lo supply
for himself. In other words, an application for revocation
under sect. 27 does not set an exr officio 1nquuiry into the
conduct of the patentee in motion, but a judicial inquiry
info the car: s presented by the applicant and the patentee
respectively . When, however, the Comptroller proceeds to
the hearing of the application, entively different considera-
tions come info quostion. Doth the applicant and the
patentee have by then presented their cases in their
declarations, and the Comptroller has to apply substantially
the sanme machinery for hearing and deciding the matter
as a judge In an ordinary action with pleadings and
particulars. In precisely the snme manuer as a judge is
empowercd to provide himself with assistance other than
that supplied by the parties’ evidence in order to determine
the questions presented to Inm by the parties, Rule 81 (us

(4) 26 R. P. C. 247.
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ntorpreted by Article 35 of tho Code) grants general and
ample powers to the Comptroller to obtain assistanco,
dependent of the evidenco offered by the partics, always
within the confines of the case us determined by the
declarations filed in licu of ploadings. 1 this view be
adopted, there is no difliculty whatever in reconciling the
dictum of Parker J. in Zlulschel’s case with -Rule 81 and
Article 30 of the Code.

PATENTS IforM No. 24.
PATENTS AND DESIGNS ACT, 1907,

il —

FORM OF APPLICATION IFOR REVOCATION OF A PATENT
UNDER SECTION 27 OIF Tlls ACT.

(Patent, 21.)

I (or wo) [ Here state (in full) name and address of applicant, or
applicants, fur revocation] hercby apply for the revocation of Letters
Patent No. of 1 , on the ground that the patented article
(or process) is manufactured [or carried or.] exclusively or mainly
ouiside the United Kingdom.

My (or our) address for service in the United Kingdom 1s:

[ 7o be signed by applicant, or applicants, for revocalion,]

To the Complroller,
Petent Office, 25, Southampten Buildings,
Chavcery Lawe, Loudon, W.C.

(.32
3

1.. ;'3' ,!f £
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