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the part of a pateniee, when claiming materially more than
that of which he was the first inventor, or when claiming that
which was not patentable, will rightly prevent him from re-
ceiving any benelit from a disclaimer. This statutory pro-
vision is in harmony with the principles of equity ; a system
which always declines to extract persons from trouble which
arose from their own moral turpitude.

§ 203. The statement in Section 4917, that under the cir-
cumstances therein .mentioned, a patentee’s patent shall be
valid as to all that part of the invention which is truly and
justly his own, is to be construed in connection with the pro-
vision in Section 4922, that the patentee shall not be entitled
to recover 1n any suit{if he unreasonably neglects or delays to
enter a disclaimer. When so construed, the two sections
enact that wliere a patentee claims materially more than that
which he was the first to invent, his patent is void, unless he
has preserved the right to disclaim the surplus, and that he
may fail to preserve that right, by unreasonable neglect or
delay to enter a disclaimer in the Patent (ffice.

§ 204. Unreasonable neglect or delay to file a necessary dis-
claimer, beging when knowledge is bronght home to the pat-
entee, that the inventor upon whose  account the patent was
granted, was not the first inventor of a purticular thing
claimed in the patent and material to the subject of the pat-
ent as a whole.' If, however, there is reasonable ground for
difference of opinion relevant to the question whether the
prior patent, or the prior process, or the prior thing, so
bronght home to the knowledge of the patentee, really nega-
tives the novelty of anything claimed by him ; then unreason-
able delay to file a disclaimer will not begin until that question
is finally settled by the courts.” The question whether the
delay to enter a disclaimer, in a particular case, was or was
not unreasonable, is a mixed question of law and fact, to be
decided by the jury in accordance with proper instructions

"t Singer v. Walmsley, 1 Fisher, ? Seymour v. MeCormick, 19 How-
558, 1860; Parker v, Stiles, 5 McLean, ard, 106, 18566 ; Potter v. Whitney,
44, 1849 : O'Reilly v. Morse, 156 How- 1 Lowell, 87, 1866.
ard, 121, 1853.
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from the court.' In the case of Seymour w. MecCormick,*
the Supreme Court, when speaking of the question of the
necessity for a disclaimer in that case, and of the question of
unreasonable delay in entering one, said : ‘¢ Under the circum-
stances, the question is one of law.”” The peculiar colloca-
tion of the paragraph, has caused some courts,’ to suppose
that the question thus characterized, was the question of delay ;
but really 1t must have been the question of neccessity. The
latter depended wholly upon the construction of the patent,
and was therefore a question of Jaw. Whether or not a par-
ticular instance of delay was unreasonable, must largely de-
pend upon the circumstances which surrounded the person
chargeable therewith. What.those circumstances were is a
question of fact. Whether they constituted an excuse for the
delay, 18 a question of law. Whether or not a particular in-
stance of delay to cnter a necessary disclaimer, was unreason-
able, is therefore a mixed question of law and of fact,

§ 205. No costs can be recovered in any infringement suit,
the final decision of which shows a necessity for a disclaimer,
unless such a disclaimer was entered in the Patent Office be-
fore the commencement of the suit. This rule applics even
to cases where the delay to enter the disclaimer was not un-
reasonable.” But a verdict on all the claims of a patent,
entitles the plaintiff to costs, even if, after that verdict, he
files a disclaimer to one or more of the claims of that patent.®

-Judge LowEeLL has said that where a plaintiff sues on a part
of the claims of his patent only, the defendant will not be
permitted to raise any issue relevant to the validity of any
other eclaim, “vith intent to show a necessity for a disclaimer,

! Brooks v. Jenkins, 3 MecLean, 4 Revised Statutes, Section 4922 ;
440, 1844 ; Washburn v. Gould, 3 - Reed v. Cutter, 1 Story, 591, 1841 ;
Story 122, 1844 ; Burden v. Corning, Burdett v. Estey, 5 Bann., & Ard.

2 Fisher, 477, 1864. 309, 1880. Proctor v. Brill, 16 Fed.
? Seymour v, McCormick. 19 How- Rep. 791, 1883.
ard, 106, 1856. 5 O'Reilly v. Morse, 15 Howard,

s Singer v. Walmsley, 1 Fisher, 6568, 121, 18583.
1860 ; Parker p. Stiles, § McLean, 6 Peek v. Y'rame, & Fisher, 212,
44, 1849, 1871,



CHAP. VIIL ] DISCLAIMERS. - 143

and thus to escape costs.' His Honor based this opinion on
the fact that more expense might be incurred litigating such
a collateral issue, than would be justified by the amount of the
costs depending upon its decision. But general rules of law
can hardly be based on considerations of what is expedient in
a part only of the cases to which those rules purport to apply.
It may happen that the costs involved in a particular litiga-
tion are large, while the expense involved in proving a neces.
sity for a disclaimer of some one claim of the patent is small.
The difference between the two sums may sometimes be meas-
ured by thousands of dollars. A judgment or a decree may
be largely lessened and justly lessened, if a defendant is per-
mitted to prove a necessity for a disclaimer of a claim not
sued upon. In view of these considerations, it is possible that
the Jaw will finally Le settled otherwise than as Judge

- Lowzwry’s remark would seem to forecast.

§ 206. Disclaimers are required to state the extent of the
interest which is held by the disclaimant in the patent in-
volved.” If, however, the disclaimant is the original pat-
entee, and the disclaimer states that fact, and is silent respeect-
ing any transfer of any part of it, the fair implication is that
he still owns the whole, and that implication is a sufficient
statement of the interest of the patentee.® So also, if an
executor or administrator, in whose name a patent has been
extended, states in his disclaimer, that he is the patentee, and
refers to the patent as showing his interest, that is a sufficient
statement of his interest in the patent. But if one only, of
several joint owners or owners in common, of a patent,
should file a disclaimer, no other owner could avail himself of
its benefits, nor could it affect a suit brought by all the owners
jointly.*

§ 207. The construction of a patent after a disclaimer has
been properly entered, must be the same that it would have

' American Bell Telephone Co. ¢ Brooks v. Jenkins, 3 MocLenn,
v. Spencer, 8 Fod. Rep. 513, 1881, 432, 1844, |

? Revised Statutes, Section 4917. 5 Wyeth v. Stone, 1 Story, 294,

3 Silsby v. Foote, 14 Howarad, 221, 1840.
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been if the matter so disclaimed had never been eclaimed.®
No disclaimer, in order to be effectual, needs to eliminate any.
thing from the description ; though no harm will follow fromn
such elimination if it is confined to matter which is dis-
¢laimed, and which is not needed to show the nature of the in-
vention which, after disclaimer, the patent continues to cover.,?

§ 208. Disclaimers may be filed pending a suit on the patent,
but in that event, the plaintiff, even if he prevails in the suit,

can recover no costs.” The filing of a disclaimer, at that
stage of affairs, does not affect the pending action, except so far
as 1t may bear upon the question whether or not there was
unreasonable delay before filing it.* That question is an open
one, until decided on its merits, regardless of whether the dis-
claimer was filed before or after the bringing of the suit.*
The sooner a necessary disclaimer is filed, the less danger exists
that the preceding delay will be held ynreasonable. For that
reason, and for that reason alone, it is sometimes wiser to file
a disclaimer pending a suit, than to wait till the case is heard,
or still longer, till it is decided. .

§ 209. An important question arises, when a Circuit Court,
before any discldimer has been filed, decides that a part of the
claims of the patent in suit are valid, and have been infringed
by the defendant, while another part are void for want of
novelty, or for want of invention, and ought therefore to be
disclaimed. QOught the chancellor,in such u case, to enter a
decree for an injunction and an account on the valid claims,
and allow the complainant to disclaim the others or not, as he
deems most prudent ? Or ought the chancellor to refuse both
the injunction and the account, till the complainant shall
have filed a disclaimer ? Or ought the chancellor to grant an
injunction whether the complainant disclaims or not, while
refusing an account till after he shall have done so? Or ought
the chancellor in case the complainant declines to disclaim, to

! Dunbar v. Myers, 04 U. S, 187, 1874, .
1876. | ¢ Revised Statutes, Section 4917 ;
* Schillinger v. Gunther, 17 Blatech. Tuck v. Bramhill, 6 Blatch. 95, 1868.

69, 1879. s Reed v. Cutter, 1 Story, 590,

.3 8mith v. Nichols, 21 Wallace, 117, 1841,
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refuse an injunction, and grant a decrce for an account ¢ The
sacond of these courses has been the practice followed by Jus-
tice Brartcurorp ;' and by Judge WaLLace ;* Judge Smir-
man® and Judge Wugerkr.' The third was that adopted
by Judge CapwarLLapkr.® The point hus never been decided
by the Supreme Court, though the action of that tribunel,in
O’Reilly ». Morse ;* appears to favor the first of the four
suggested views, The subject is a complex one, and when
the law relevant thereto is finally settled, a number of consid-
crations will- require to be weighed which appear not to have
been heretofore considered.

The second view of the law operates to deny an appeal from
the Circuit Court upon the question of the necessity for a dis-
claimer. If the patentee submits to the condition imposed
by the chancellor, and if, in order to secure an injunction
and an account on his confessedly valid claims, he disclaims
the others, and if the Supreme Court, on an appeal by the de-
fendant, holds that no disclaimer was necessary in the case, it
will be impossible to rectify the error, for there is no way to
recall a disclaimer.

The third view is open to the same objections as the second,
but in a diminished degree ; a degree diminished, in any pa1-
ticular case, in the same proportion that the value of an in.
junction, bears to the value of an injunction and an account.
It is also open to the objection of inconsistency, for there is
probably no reason for refusing an account, which does not
apply with equal force to an injunction.

The fourth view seems still less reasonable than the third,

because an account is incidental to an injunction, and if no in-

junction is granted, the power to enter a decrec for an account
is probably wanting.

! Myers v». Frame, 8 Blatch. 67, 1882,
446, 1871 ; Burdett v. Esatey, 15 ¢ Matthews v. Spangenberg, 14
Blatoch. 349, 1878; OChristman v. Fed. Rep. 350, 1882,

Rumsey, 17 Blatch. 148, 1875, 5 Aiken v. Dolan, 3 Fisher, 207,
$ Brainard v. Cramme, 12 Fed. 18067.
Rep. 621, 1882, ¢ O'Reilly v. Morse, 15 Howardg,

8 Tyler v. Galloway, 12 Fed, Rep. 121, 1853.
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The first view would probably be found to be more consis-
tent with convenience and with justice than either of the
others. Whenever a Circuit Court decides, that while some
of the claims of a patent are valid and have been infringed,
others are void and should be disclaimed ; that decision is
right or it is wrong. If it is wrong, the patentee ought to
" have an opportunity to get it corrected by the Supreme Court.
On the other hand, if that decision is right, it will be either
obviously right or questionably right. If it is obviously right,
and if the patentee insists on taking a decree without filing a
disclaitner, he will do so at his peril ; for the Supreme Court
will probably hold, on the defendant’s appeal, that the omie-
sion to disclaim was unreasonable, and the whole patent there-
fore void. If the decision is questionably right ; that is to say,
if there is room for diiference of intelligent opinion upon the
point, then the patentee onght not to be foreed to disclaim till
the Supreme Court shall have decided that question against
him. No ultimate injustice would result to either litigant,
were the first of the four courses adopted by the Circuit
Courts ; whereas the adoption of either of the others, involves
a denial of the right of appeal : a right provided by the statute
in all cases touching patents.'

! Revised Statutes, Section 699.
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§ 210. In 1821 James Grant, of Providence, Rhode
Island, received letters patent of the United States for an im-
proved mode of manufacturing hat bodies. In 1825 he pre-
sented a petition to Henry Clay, Secretary of State, stating
that the specification of h’s patent was defective, and praying
that his patent might be cancelled, and a new and correct one
granted, embracing the same improvements, so far as they
were set forth in certain new specifications, drawings and ex-
planations which accompanied the petition. Though there
was, at that time, no statute which authorized any such pro-
ceeding ; yet, on the advice of William Wirt, the Attorney-
General, and in the name of John Quincy Adams, the Presi-
dent of the United States, Mr. Clay cancelled the letters patent
of Mr. Grant, and thereupon issued to him new letters patent,
for the same invention, and for the residue of the term cov-
ered by the original document. Annexed to the new letters,
and forming part thereof, were the new specifications, draw-
ings and explanations, which had accompanied Mr. Grant’s
petition.

In the case of Grant ». Raymond ' the validity of this pro-
ceeding was called in question in the Supreme Court ; and was
argued in the negative by Daniel Webster., The Supreme
. Court sustained the validity of the reissued patent, on the
general spirit and object of the patent law ; not on its letter.

! Grant v, Raymond, 6 Peters, 243, 1832.
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In delivering the opinion Chief Justice MArsHALL said : ¢ 1f
the mistake should be committed in the Department of State,
no one would say that it ought not to be corrected. All would
admit that a mew patent, correcting the error, and which
would secure to the patentee the benefits which the law in-
tended to secure, ought to be issued. And yet the act does
not in terms authorize a new patent, evenin that case. Its
emanation is not founded on the words of the law, but it is
indispensably necessary to the faithful execution of the golemn
promise made by the United States. Why should not the
same step be taken for the same purpose, if the mistake has in-
nocently been committed by the inventor himself  And his
Honor further said : ‘¢ If, by an innocent mistake, the instru-
ment introduced to secure his privilege fails in its object, the
public ought not to avail itself of this mistake, and to appro-
priate the discovery without paying the stipulated considera-
tion. The attempt would be disreputable in an individual,
and a Court of Equity might interpose to restrain him.’’

§ 211. In accordance with the spirit of the decision in Grant
». Raymond, and within a few months after that decision was °
made, Congress enacted a statnte to regulate the granting of
reissued letters patent.' That statute provided, in effect, that
whenever any patent should be invalid or inoperative, beeause
the inventor, by inadvertence, accident or mnistake, and with-
out any fraudulent or deceptive intention, failed to conform
his specification to the then existing statutory requirements ; it
should be lawfnl for the Secretary of State, upon the surren-
der to him of such patent, and the delivery to him of a
sufficient statutory specification, to cause a new patent to be
granted to the same inventor, for the same invention, and for
the residue of the term of the original patent. That statute
also provided that the right to receive a reissue, should extend
to executors, administrators or assigns ; and that the reissue
patent should be liable to the same defences as the original ;
and that no public use of the invention, after the grant of the
original patent, should prejudice the right of the patentee to

! 4 Statutes at Large, Ch. 162, Section 3, p. 559.
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recover for infringement of the reissue patent, committed
after the grant thereof.

§ 212. The Patent Act of 1836 ' repealed all prior statutes
relevant to patents, and provided a more elaborate system in
place of the repealed laws. Section 13 of that Act referred
to reissues, and provided, in effect, that whenever any patent
should be inoperative or invalid because the inventor had, by
inadwvertence, accident, or mistake, and without any fraudu-
lent or deceptive intention, made his deseription or specifica-
tion defective or insufficient, or had claimed in his specifica-
tion more than he had a right to claim as new ; it should be
lawful for the Commissioner of Patents, upon the surrender
to him of such patent, to cause a new patent to be issued to
the same inventor, for the same invention, in aceordance with
the inventor’s corrected description and specification, and for
the residue of the term of the original patent. This statute
also provided that the right to receive a reissue shonld extend
to executors, administrators and assigns, and that the reissued
patenc, together with the corrected description and specifica-
tion, should have the same effect in law, on the trial of all
actions thereafter commenced for causes subsequently aceru-
ing, as though the same had been originally filed in such cor-
rected form Dbefore the issuing of the original patent.

§213. The Patent Act of 1837° made some additions to
the statute of 1836, relevant to reissues. Section 5 recognized
a right in a patentee to demand and receive several reissued -
patents for distinct parts of the subject-matter of his surren-
dered patent. And Section 8 provided, that whenever a pat-
ent should be returned for reissue, the claims thereof should
be subject to revision and restriction, in the same manner as
were original applications for patents ; and that the Commis-
sioner should not grant any reissue, until the applicant should
have entered a disclaimer, or altered his claim, in accordance
with the decision of the Commissioner ; and that the gpplicant,
if dissatisfied with such decision, should have the same remedy

- 1 b Statutes at Large, Ch, 357, p. ¢ 5 Statutes at Large, Ch. 45, p.
117. 191.
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by way of appeal, that thelaw provided in cases of original ap-
plications.

§ 214, The Patent Act of 1870' substantially re-enacted
the law of reissues as it had been embodied, for more than
thirty years, in the statutes of 1836, and 1837 ; but re-
enacted that law with a few modifications and additions.
Where the old law used the phrase ¢ defective or insufficient
description or specification,’’ the new law used the words ¢ de-
fective or insufficient specification.’”” Where the old statute
made it lawful for the Cominissioner. to reissue a patent, the
new statute made it obligatory upon him to do so. Where
the old law recognized a right in a patentee to demand and re-
ceive several reissme patents in the place of one surrendered
patent, the new law provided that the Commissioner might,
in his discretion, cause several such patents to be issued upon
the demand of the applicant. The provision of the old
statute, that the applicant, if dissatisfied with the decision of
the Commissioner, should have the same remedy and Dle
entitled to the same privileges and proceedings, as were pro-
vided by law in the case of original applications for patents,
was omitted in the new statute ; but its effect was retained,
by expressly mentioning reissues in those sections of the new
statute, which provided for that remedy, and for those priv-
ileges and proceedings.” Section 33 of the new statute pro-
vided further, that where a patent was to be reissued to an
assignee of the inventor, the application should be made, and
the specification be sworn to, by the inventor, if he be living.
The Patent Act of March 3, 1871, prescribed, that the provi-
sion of Scetion 33, just mentioned, should not be construed to
apply to any patent, issued and assigned before July 8, 1870 :
the date of the approval of the Act of which that section
formed a part. Another new provision of the Statute of
1870, was as follows : ‘“ No new matter shall be introduced
into the specification, nor in case of a machine patent shall

' 16 Statutes at Large, Ch. 230, p.  Sections 46 to 52, p. 204.

198. 3 16 Statutes at Large, Ch. 132, p.
* 16 Statutes at Large, Ch. 230, 583. '
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the model or drawings be amended, except by each other ; but
where there is neither model nor drawing, amendments may
be made upon proof satisfactory to the Commissioner that
such new matter or ainendment was a part of the original in-
vention, and was omitted from the specification by inadver-
tence, acecident, or mistake, as aforesaid.” !

§ 215. Section 4916 of the Revised Statutes is substantially
a copy of Section 53 of the Statute of 1870. Section 4895 of
the Revised Statutes, re-enacted the provision above cited
from Section 33 of the Act of 1870, coupled with the statu-
tory construction of that provision, which was contained in
the Patent Act of 1871, and which wasabove explained. Sece-
tions 46 to 52 of the Act of 1870, were re-cnacted as Sections
4909 to 4915 of the Revised Statutes. Thus the law of reis-
sues underwent no change when the Revised Statutes were ap-
proved. The reissue provisions which were embodied in the
Act of 1870, are still the statutes which govern the subject.

The meritorious ground for reissues, as stated by the
Supreme Court in Grant ». Raymond, has now been set forth ;
and the subsequently enacted and gradually developed statu-
tory law on the subject has been explained. To explore the
great mass of relevant adjudicated cases, and to extract from
those cases the detailed doctrines of the law of reissues, is the
engaging work upon which it is now in order to enter.

§ 216. To be the lawful subject of a reissue, a patent must
be invalid, or it must be at least inoperative.’ All patents
that are invalid, are also inoperative. If the two words had,
in the statutes, been always connected with the word ¢ and ;”
there would be ground for an argument that they were used
synonymously. In fact, however, they have always been eon
nected with the word *“ or;”’ thus indicating that they were
not intended to signify the same thing. What they do re-
spectively mean, is to be ascertained by considering other pro-
visions of the statute ; namely those provisions which indicate

i

1 16 Statutes at Large, Ch. 132, 1836, Section 13; Act of 1870, Sec-
Section 53, p. 206. tion 63; Revised Statutes, Section
2 Act of 1832, Section 3 ; Act of 4916.
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the causes from which either invalidity or inoperativeness must
have sprung, in order to make patents reissuable. . To have
that effect, either of those faults must have resulted from a
defective or insufficient specification, or from the patentee
claiming more than he had a right to claim as new. This last
cause of fault, was first mnentioned in the statutec of 1836. In
the following year, Congress provided that patents should no
longer be held to be invalid, on that ground, provided proper
disclaimers were reasonably entered." KEver since 1837, there-
fore, faults in patents, arising from patentees claiming more
than they had a right to claim, have been as curable by dis-
claimers as by reissues ; and, as the remedy by disclaimer is
both cheaper and better than the other, the remedy by re-
issue has seldom or never been sought as a cure for a fault of
that class. The case law on the subject of rcissues, is there-
fore substantially confined to reissues which were granted be-
cause the surrendered patents were alleged to be invalid or in-
operative, by reason of defective or insufficient specifications.

§ 217. The meaning of the word ‘¢ specification’’ is that of
the words ‘‘ description and claim’’ when it is used, in the stat-
utes, separately from both those words.” In the reissne sec-
tion of the statute of 1836, the word ‘¢ description” was used
in connection with the word ‘¢ specification’’ and thus limited
the meaning of the latter to the signification of the word
‘““claim.”’* On the other hand, in the fourth sentence of
Section 4916 of the Revised Statutes, the word ‘¢ specifica-
tion’’ is used in immediate connection with the word ‘¢ claim,”’
and is therefore limited, in that place, to the meaning of the
word ¢ description.”

The word ¢ defective’” and the word ¢ insufficient’” are not
synonymous in this statute, as at first thought they may appear
to be. The former word means ‘¢ bad,’’ and the latter me¢ans
‘“ lacking.” A description may be complete, while it 1s obscure
in some of its parts. In such a case, if is defective. On the

1 5 Statutes at Large, Ch. 45, See- 1880, ,
tions 7 and 9, p. 193. 3 Wilson v. Coon, 18 Blatch. 636,

2 Wilson ». Coon, 18 Blatch. 535, 1880.
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other hand, it may be perfectly clear, as far as it goes, while
omitting all reference to some parts of the thing deseribed.
In such a case, it is insufficient. So also, a claim may mistily
cover the whole' invention deseribed, but being liable to be
misunderstood, it is defective. On the other hand it may be
entirely clear, while it is narrower than the invention, and
therefore insufficient to cover and secure the latter.

§ 218. From the foregoing it follows, that ever since 1836,
those patents have been reissuable which were invalid or in-
operative, by reason of defective or insufficient descriptions
or claims ; provided their fanlts arose from inadvertence, acci-
dent or mistake, and without any fraudulent or deceptive in-
tention. This proviso is equally imperative in all cases. As-
suming it to be satisfied in all, and disregarding the nugatory
provisions relevant to reissues when the patentee has claimed
toc much, it appears that the faults which make patents reis-
suable are four in number. 1. Invalidity arising from defec-
tive description. 2. Invalidity arising from insufficient de-
scription. 3.- Invalidity arising from defective claims. 4.
Inoperativeness arising from insufficient claims.

The nature of the first three of these faults, is explained in
the chapter on letters patent. Whether or not a particular
patent was or is invalid for either of those reasons, may be de-
termined, by the application. thereto of the relevant rules and
doctrines set forth in that chapter. Specifications have, for
many Yyears, been generally written with such a degree of
gkill and eare, that comparatively few letters patent have, in
recent times, been characterized by either of the first two
fanlts. Those which have possessed the third fault, have, in
many cases, been made to possess it, in order to deceive or de-
fraud the publie, and not from inadvertence, accident or mis-
take., Defective claims are frequently nebulous claims, in-
. tended to mean much or to mean little, according to the exi-
gencies of future cvents. To the publie, they are intended to
corvey a signification so wide as to deter others than the
pateniee, from accomplishing the same result by other means
than those which the patentee is entitled to claim. To the
courts, they are intended to convey a meaning so narrow as
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to enable thein to successfully run the gauntlet of litigation.
For such purposes of duplicity, nebulously defective claims
are more useful than clear and perfect ones would be. Those
who secure such patents, therefore seldom surrender them for
reissue, except in cases where the defect arose from the
absence of verbal skill, in the writers of the claims, rather than
from the presence of intent to deceive, in the owners of the
patents. The considerations stated in this paragraph, account
for the well-known fact, that most of our reissued patents
were reissued because of alleged inoperativeness arising from,
alleged insufficiency of claims. |

§ 219. Claims are the only operative parts of specifications.
If an inventor has produced two or more inventions, so allied
that they may properly be secured to him in one letters pat-
ent ; and if he fully describes all of those inventions in the
descriptive part of his specification, but covers only one of
them by his claims ; then his patent is operative as to one of
those inventions, and inoperative, as to the others. Inopera-
tiveness of that kind, is sufficient to lay the foundation of a
right to a reissne.” Reissues granted in such cases are called
broadened reissues. Though the statute does not, under that
name, authorize reissues of that kind, they are anthorized by
the general terms of the law ;* and have been upheld by the
Supreme Court in many cases.*

§ 220. Inadvertence, accident or mistake must have been the
source of the fault in letters patent, in order to make them re-
issuable.® Such inadvertence or accident may have been suf-
fered, or such mistake may have been committed, by the
patentee, or by the Commissioner of Patents.*” The statute is
satisfied on this point, where the patent was inoperative by

! Anilin v. Higgin, 15 Blatch. 201, Goodyear, 9 Wallace, 788, 1869 ;
1878 ; Wilson v, Coon, 18 Blatch. Corn-Planter Patent, 23 Wallace, 217,

635, 1880, 1874 ; Marsh v, Seymour, 97 U. 8.
¢ Miller v. Brass Co. 104 U. S, 364, 356, 18%77.
1881, ¢ Revised Statutes, Section 4918,

3 Battin v. ‘Taggert, 17 Howard, 5 Grant v. Raymond, € Peters, 218,
74, 1854 ; Morey v. Lockwood, 8 1832,
Wallace, 230, 1868 ; Rubber Co. ».
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reason of insufficient claims, if those claims were made too few
or too narrow because the patentee was mistaken about the
state of the art,’ or because the patentee or lis solicitor,
when concerting the claims, inadvertently failed to make
them as extensive as the invention.®* So also, the statute is
‘satisfied, where the patent was inoperative by reason of in-
sufficient claims, if those claims were made too narrow be-
cause the Commisgioner, on account of an erroneous opinion
entertained by him, refused to allow them to be made as broad
as they ought to have been ;* or because of an erroneous de-
cision made by him in an interference proceeding.

§ 221. The Supreme Court has recognized the fact, that
patents have been reissued by the Commissioner, in some
cases where there was no statutory ground therefor ;° that is
to say, in some cases where the patents surrendered were neither
invalid nor inoperative ; or if invalid or inoperative, werc not
s0 by reason of a defective or insuflicient specification ; or if
invalid or inoperative by reason of a defective or insufficient
specification, were not so because of inadvertence, accident or
mistake. It is, however, still an unsettled question whether
any of these matters can be investigated in courts. The point
is so important, and involves so many cases and considera-
tions, that it deserves and must receive an extensive explona-
tion in this book. To that explanation it is now convenient to
proceed. |

§ 222. It has several times been said by divers justices of
the Supreme Court, that the Commissioner, when granting a
reissue, is presumed to have decided that some statutory
ground for a reissne existed ; and that his decision, on that
point, is not subject to review, in any suit for infringement.’

1 National Spring Co. v. Mig. Co. 5 Burr v. Duryee, 1 Wallace, 531,

12 Blatch. 89, 1874. 1863 ; Leggett v. Avery, 101 U. 8.
? Miller v. Brass Co. 104 U.S. 352, 259, 1879.

1881. ¢ Story, J., in Philadelphia and
3 Morey v. Loekwood 8 Wallace, ‘Trenton Railroad Co. v. Stimpson,

230, 1868. 14 Peters, 448, 1840; McLean, J.,

¢ American Shoe-Tip: Go v. Protec-  in Stimpson v. Railroad Co. 4 How-
tor Co. 2 Bann, & Ard. 551, 1877. ard, 404, 1846; Clifford, J., 1n
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In the first of these cases, the point was not before the
court for decision. The question at bar was whether the re-
issued patent needed to contain any recitals of the particular
statutory faults on account of which it was granted. The de-
cision on that point was in the negative. In stating the
grounds upon which that decision was based, Justice Srtory

-overstepped the issue, and, when speaking of the evidence of

reissuability laid before the Commissioner, remarked : “ No
other tribunal 1s at liberty to re-examine or controvert the
sufficiency of such proof, if laid before him, when the law has
made such officer the proper judge of their sufficiency and
competency.”’

In the scecond case, the Supreme Court found a number of
errors in the charge to the jury which had been given by the
judge in the court below. The first two of those errors, had
no relevaney to the point now under inspection. On that
point the judge had told the jury that the original patent was
inoperative and invalid by reason of non-compliance with the
requisites of the statute ; but that the plaintiff had not made
out such a case of inadvertence, accident, or mistake as justi-
fied a reissue. In delivering the opinion of the Supreme
Court, Justice McLLean did not expressly characterize this part
of the charge as crroneous, as he had expressly done relevant
to the first two points. The following paragraph contains
what he said on the subject :

‘“ By the thirteenth section of the Aect of 1836, ¢if the pat-
ent shall be inoperative or invalid, by reason of a defective or
insufficient description or specification,’ &e., ¢ if the error has
or shall have arisen by inadvertency, aceident, or mistake, and
without any fraudulent or deceptive intention, it shall be law-
ful’ to surrender it, &e. Now, as in granting the renewed
patent, the officers of the govermment act under the above
provisions, their decision must at least be considered primd
facie evidence that the claim for a renewal was within the

Seymour v. Osborne, 11 Wallace, Strong, J.,in Ball v. Langles, 102
516, 1870 : and in Collar Co. ». Van  U. 8. 129, 1880. '
Dusen, 23 Wallace, 6068, 1874, and
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statute. DBut this would not be conclusive against fraud in
the surrender and renewal, which, on the evidence, would be
a matter for the jury. And we suppose that the inquiry in
regard to the surrender is limited to the fairness of the trans-
action. In whatever manner the mistake or inadvertence
may have occurred is immaterial. The action of the govern.-
ment in renewing the patent must be considered as closing
this point, and as leaving open for inquiry, before the court
and jury, the question of fraud only.”’

What his Honor said about premd facie evidence, is un-
doubtedly the law ; but what he said about fraud, has since
been decided to be incorrect. 1t is now settled that questions
of fraud, in obtaining reissues, cannot be raised in any infringe-
ment suit.’ |

In the third case cited, the defendant did claim, in its an
swer, that the reissued letters patent were void, because no
evidence was produced before the Commissioner, to show that
the originals were inoperative or invalid. The defendant,
however, introduced no proof to support that statement of his
pleading, and the point was, for that reason, necessarily over-
ruled. The case furnished no means of reviewing the Com.-
missioner’s decision, and therefore there was no occasion for
the court to decide whether it was, in law, reviewable. Jus-
tice CLirForp however proceeded to say, that: ‘° Where the
Commissioner accepts a surrender of an original patent and
grants a new patent, his decision in the premises, in a suit for
infringement, is final and coneclusive, and is not re-examinable
in such a suit in the Cireuit Court, unless it is apparent upon
the face of the patent that he has exceeded his authority, that
there is snch a repugnancy between the old and the new pat-
ent that it must be held, as matter of legal construction, that
the new patent is not for the same invention as that embraced
and secured in the original patent.” Battin ». Taggert and
O’ Reilly ». Morse were cited by Justice CLirrorp to support
the foregoing obiter dictum. There was, however, no snch
question decided in either of those cases. In Battin ». Tag-

' Eureka Co. v. Bailey Co. 11 Wallnce, 492, 1870.
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gert, Justice McLEAN casnally remarked that in Stimpson .
Railroad Co. it was held °‘that the proceeding Dbefore the
Commissioner, in the surrender and reissue of a patent, is not
open for investigation, except on ground of fraud.” In
O’Reilly ». Morse, the question was raised by the defendant
whether Morse’s reissued patent was not void because his sur-
rendered patent was neither inoperative nor invalid. The court
decided that the reissued patent was not void, but in so de

ciding the court did not explain whether it agreed in opinion
with the Commissioner touching the invalidity or inoperative-
ness of the surrendered patent, or whether it found itself with-
out power to review his decision on that point.

In the case of Collar Co. ». Van Dusen, the question was,
whether the reissued patent and the surrendered patent were
for thesame invention. That question was readily and rightly
decided in the negative, and the patent therefore held void.
But Justice Crirrorp said in passing : ¢“ Unless, however,
it is apparent upon the face of the new patent that the Com-
missioner has exceeded his authority, his decision is final and
conclusive, as the jurisdiction to reissue patents is vested in
him subject to a single exception, that if there is such repug-
nancy between the old and the new patent that it must be held,
as matter of legal construction, that the reissued patent is not
for the same invention as that embraced and secured in the
original patent, then the reissued patent is invalid.”’

In the case of Ball ». Langles the question was also whether
the surrendered patent and the reissued patent were for the
same invention. Here also that question was quickly decided
in the negative and the patent held void. But Justice Strong
also said in an obiter dictwm that: ‘¢ The commissioner was
invested with authority to determine whether the surrendered
patent was invalid by reason of a defective orinsufficient spec-
ification, or because the patentee had claimed more than he
had a right to claimm as new ; and if he found such to be the
case, and found also that the error had been due to inadver-
tence, accident, or mistake, without fraud, his decision was con-
clusive, and not subject to review by the courts.”

In accordance with the obiter dicta of the Supreme Court,
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in the five cases thus reviewed, the same doctrine has been
announced in other obiler dicta by Circuit Courts in many
cases ; and in a few Circuit Court cascs it has been judicially
decided to be law.'

§ 223. But the other side of the question, stated in Section
221 of this book, is also supported by several obeta dicta of
the Supreme Court, and by several strong arguments in deci-
sions of several of the Cireunit Courts.

In Burr . Duryee,” Justice Grier said, that the patentee,
in his original patent, claimed all he had a right to claim, and
claiined no more ; and that there was no error from inadver-
tences, accident or mistake. Now these statements of fact,
were contrary to the decision of the Commissioner, which was
involved in his having reissued that patent. In this instance,
therefore, the Supreme Court did in fact review that decision,
and did in fact pronounce it wrong.

In Goodyear ». Rubber Co.," Justice Swayxe said that,
‘¢ The surrender was made by the executor, for the reason that
the specification was defective and required amendinent.
This the law permitted, if the facts brought the case within
the provisions of the statute. The Commiissioner was charged
with the duty of examining the facts and deciding upon the
application. IHis judgment is shown in the result. Upon
comparing the context of the specifications of the surrendered
and reissued patent, and giving to each a reasonable interpre-
tation, we are satisfied that the decision was correct, and wo
see no reason to reverse it.”> This therefore was an instance
in which the Supreme Court appears to have reviewed the de-
cision of the Commissioner relevant to the defective character
of the specification of the original patent, and to have pro-
nounced that decision to be right. In saying that they saw
no reason to reverse it, they implied that they had jurisdic-
tion to reverse it, had any such reason been seen.

1 8mith v. Merriam, 6 Fed. Rep. 1863.
713, 1881 ; Selden v. Gas Burner Co. 3 Rubber Co, v. Goodyear, 9 Wal:
9 Fed. Rep. 390, 1881. | lace, 799, 1869

? Burr v. Duryee, 1 Wallace, 571,
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In James ». Campbell,’ Justice DBraprLey said that,
‘“ Where it is apparent on the face of the patent, or by con-
temporary records, that no such madvertence, accident, or
mistake, as claimed in a reissue of it, could have occurred, an
expansion of the claim cannot be allowed or sustained.”’ This
is & declarution that courts will review and reverse the decision
of the Commissioner, on the question of the existence of inad-
vertence, accident, or mistake, in certain cases where certain
kinds of documentary evidence shows that decision to have
been wrong.

In Whitely ». Swayne,” Judge Leavirr decided that the
original patent was not inoperative or invalid by reason of a
defective or insufficient specification ; and that the reissues
were therefore not granted in accordance with the statute ;
and that when the statutory requirements relevant to reissues
are not complied with, it is within the power of the court and
its plain duty to hold the reissue void.

In Wicksv. Stevens,® Justice BrapLey, when sitting in the
Circuit Court for the Eastern District of Texas, decided that
neither inadvertence, accident, nor mistake, did in fact cause
the particular omisgion, in the claim of the original patent,
which the claim of the reissued patent supplied ; and that
therefore the latter claim could not be sustained.

In Giant Powder Co. ». Vigorit Powder Co.,* Justice
FieLp, when sitting in the Cireuit Court for the District of
California, delivered a long opinion upon this subject. The
substance of that opinion appears to be, that the Commis-
sioner has no jurisdiction to reissue any patent, unless the
original was chargeable with some of the faults which, ac-
cording to the statute, make patents reissuable ; and that if
an original patent shows on its face, that it did not have either
of t'.ose faults, it is the duty of the court to hold any reissue
thereof to be void.

I James v. Campbell, 104 TU. 8. 3 Wicks v. Stevens, 3 Bann. &
371, 1881. Ard. 318, 1876.

? Whitely v. Swayne, 4 Fisher, 123, 1 Giant Powder Co. v. Vigorit
1865. Powder Co. 6 Sawyer, 508, 1880.
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In Flower ». Rayner,’ Judge Nixox decided that where an
original patent shows upon its face, that no statutory ground
for a reissue existed therein, any reissue of that patent is void,
because unauthorized by law ; and that, though the decision of
the Commissioner on this point is presumed to be correct, yet
the courts are not obliged to accept it as final. - |

In Searls ». Bouton,” Judge WnekLER entered a final de-
cree adjudging, among other things, that original letters pat-
ent No. 160,195 was riot inoperative or invalid by reason of a
defective or insufficient specification, and that the Cominis-
sioner liad po juriediction to accept the surrender of said orig-
. inal letters patent, and to grant reissue No. 9297 thereon ; and
that said reissué was therefore void.

§ 224. Great interests are involved in the question stated in
Section 221 and discussed in Sections 222 and 223. So many
patents have doubtless been reissued in cases where the orig-
inals were not in fact reissuable, that many hardships will
surely follow the settlement of the’law upon the point, and
whether it 1s settled for or against the finality of the Commis-
sioner’s decision. If settled for that finality, the public will
" have to pay tribute in a ‘class of cases, relevant to which it has
never consented thus to be taxed : will have to submit to a
class of patents which have no deeper foundation than the will
of the Commissioner of Patents. If the question is finally set-
tled against the finality of the Commissioner’s decision, many
meritorious inventors will have been misled by the obeter dicia
of Justices Story, McLEean, Crirrorp, and StroNG into sur-
rendering their valid patents, and receiving for them nothing
but worthless parchment. In view of this dilemma, it was a
misfortune that the Supreme Court did not decide the
question, when it ‘arose in-the case of O’Reilly ». Morse. A
single sentence of decision in that case, would have' obviated
pages of dicia which have since been scattered through many
others, and would have authoritatively guided the -citizens
upon a point which no amount of dicfe can settle.

! Flower v. Rayner, 5 fed. Rep. ¢ Searls v. Bouton, 12 Fed, Rep.
793, 1881, 626, 1881,
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§ 225. To the present text writer, the question stated in
Section: 221 appears to admit of a plain and unassailable an-
-swer ; and that answer is the following. The decision of the
Commissioner relevant to the existence of a statutory ground
for a reissue, 13 not conclusive in any. court ; because he has
no jurisdiction to grant any reissue in the absence of such a
statutory ground ; and because the statute does not make him
the final judge of his own jurisdiction.

§ 226. Miller v. Brass Co." is a celebrated case, which in-
troduced a new doctrine into the patent laws of the United
States. That doctrine is precisely this. The right to obtain
a broadened reissue, is lost by a long lapse of time, after the
date of the original, and before the application for that reissue.
If that doctrine has any prototype in any prior deliverance of
any United States judge, that-prototype must be found in a
charge which Chief Justice Tanky delivered to a jury some-
what early in his judicial career.” In that case, the third par-
agraph of his Honor’s instruction was as follows: ¢ The
plaintifi, at the time of his application for the patent of 1834,
had a right to surrender the patent of 1829, and take ont a
corrected one, if the said patent was invalid, either by reason
of the defective description of the improvement, or by reason
of his having claimed, as new, more than he was entitled to ;
provided, the error had arisen from inadvertence or mistake,
and the plaintiff proceeded to correct it within a reasonable
time after it was discovered.’” The last proviso of this in-
struction, differs from the doctrine of Miller ». Brass Co., in
that, the latter makes the fatal lapse of time to begin at the
date of the origina: patent, whereas the former makes it to
begin when the fault of the original patent is discovered.
This difference is a substantial one ; because reissuable faults in
letters patent are often, and perhaps generally, of such a
character that they can be detected only by persons learned in
‘the patent law ; and because a patentee may honestly keep
his patent by him for years, without subjecting it to profes-

1 Miller v. Brass Co. 104 U. 8. 350, ? Kniéht v. Railroad Co. Taney's
1881. Circuit Court Decisions, 107, 1840.
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sional serutiny. The doctrine of Miller ». Brass Co., must
therefore find its foundation and genesis elsewhere than in the
opinion of Chief Justice Tanky ; and elsewhere than in any
United States decision made and reported before that doctrine
was promulgated in that case in January, 1882.

§ 227. The length to which delay must be drawn out, in
order to lose the right to apply for a broadened reissue, is as
yet unknown. No clearer light can, at present, be thrown
upon that inguiry, tilan can be thrown by stating the various
spaces of time, which in various cases, have already been
found long enough to be fatal. In Miller ». Brass Co. itself,
the delay continued for fifteen years. In three later Supreme
Court cases, the delay was for fifteen, fourteen, and thirteen
years, respectively.® In each of two cases on the circuit, the
delay was thirteen years ;* and in another, it was ten years ;°
and two others, it wasnine years ;* and in another, it was five
fears ;° and in one it was only twenty months ;' and in all
of them it was held to have been long enough to lose the
right to a broadened reissue, and therefore to have made void
the broadened claims of the respective reissues at bar.

§ 228. Reissued patents sought for and granted for other
faults than insufficient claims, will perhaps hereafter be sub-
jected to a doctrine of delay. If so, more delay will probably
be required to kill such patents, than is required to kill a
broadened claim, for it was said in Miller . Brass Co. that
the correction of a patent, by means of a reissne, where it 1s
invalid or inoperative for want of a full and clear description
of the invention, cannot be attended with such injurious re-
sults, as follow from the enlargement of a claim ; and hence a

I Battin v. Taggert, 17 Howard, 4 Sheriff v, Fulton, 12 Fed. Rep.
85, 1854. 137, 1882,

2 Johnson v. Railroad Co. 106 5 Hayes v. Seton, 12 Fed. Rep.
U.S. 539, 1581 ; Matthews v. Ma- 123, 1882 : Holt v. Keeler, 13 Fed.
chine Co. 105 U. 8. 64,1881 ; Bantz Rep. 464, 1882,

v. Frantz, 105 U, S, 160, 1881, € Streit v, Lawter, 11 Fed. Rep,
'3 Combined Patents Can Co. v. 309, 1882,

Lloyd, 11 Fed. Rep. 149, 1882 ; New- 1 New v. Warren, 22 Off. Gaz. 538,
ton v. Mfg. Co, 14 Fed, Rep. 470, 1882,

1882.
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reissue may be proper in such cases, though a longer period
has elapsed since the issue of the original patent.

§ 229. The statutory provision which makes a patent void,
if the invention it covers was in public use or on sale more
than two years before that patent was applied for, is a matter
which does not apply to reissued patents, and the applications
therefor." The reissue application is considered as appended
to the original application,” and the two years ceases to run
with the filing of the latter.

§ 230. A surrender of a patent, when made with an appli-
cation for a reissue, need not be made in writing ; and there-
fore the statement in a reissue that it is a reissue of a surren-
dered former reissue, is not negatived by the production of a
document purporting to be a surrender of the original patent,
and apparently intended to have been a surrender of the for-
mer reissue.’ The presumption that the proper patent was
surrendered, by parol if not otherwise, is not negatived by
proof of an ineffectual attempt to snrrender it in writing.

§ 231. Patents surrendered prior to July 8, 1870, were
thereby eancelled in law, whether a reissue was granted there-
on or not. Patents surrendered since July 8, 1870, were
also cancelled thereby if reissues were granted thereon, but
not otherwise.” No damages or profits can ordinarily be re-
covered, for any infringement of a surrendered patent com-
mitted prior to its cancellation, by means of any judgment or
decree entered after that time ; but money recovered or volun-
tarily paid, on account of such infringement, prior to such can-
cellation, cannot be recovered back.® Nor will any such can-
cellation have any effect upon any unpaid judgment or decree
which was entered before that cancellation took effect. The
right of the patentee, in such a case, rests upon his judgment

! Shaw v, Lead Co. 11 ¥ed. Rep. 1863 ; Peck v, Collins, 103 U, 8. 664,

714, 1882, 1880.
2 Grant v. Raymond, G Peters, 218, 5 16 Statutes at Large, Ch, 132,
1832, Section 63, p. 206 ; Revised Stututes, -
3 Dental Vuleanite Co. v. Wether- Section 49186,
bee, 2 Clif. 563, 1866, ¢ Moffitt v, Garr, 1 Black, 273,

¢ Moflitt v, Garr, 1 Black. 273, 1861,
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or decree, and not on his patent.' : The: decision just cited, is
a decision of the Supreme Court, delivered by Justice Stronc,
but it was never-inserted in. the Supreme Court reports.

The 'only exception, yet established; to what the last para-
eraph states is the ordinary rule -relevant to profits.and dam-
ages which acerued from the infringement of a.surrendered
patent before its cancellation, was -established in a case where
the defendant infringer was himself. the patentee, and where
the plaintiffs ‘'were his equitable grantees; as to that part of
the territory of the United States,-included within the boun-
daries of Connecticut and New York. 1In that case, the pat-
entee infringed his grantee’s rights, and afterward surren-
dered and reissued the patents involved. The Supreme Court
decided that the defendant held his patents, all the time in
trust for the plaintiffs, to the extent of their territory ; and
that he must therefore account to them for the profits which
he had made from the use of the trust property, within that
territory, regardless of the fact that he had surrendered and
reissued thiose patents, after making a part of those profits.

§ 232. A reissued patent may be surrendered and again re-
issued, under the same circumstances as those which make an
original patent reissuable.’ So also, a patent might be reis-
sued during its extended term, as well as during its first term,
when, as formerly, extensions of patents were provided for
by law.* DBut: patents reissued during their respective ex-
tended terms will be more likely to suffer.from the doctrine
of Miller ». Brass Co.® than those reissued during their first
terms, because of the generally longer lapse of time after the
dates of the originals. No reissue can be granted of a patent
after its final expiration ; even where that expiration resulted
from the fact that the same invention had been patented in &
foreign country before it was patented in the United States ;

1 Mevs v. Conover, 11 Off. Gaz. Fed. Rep 390, 1881.

1111, 1876. 4 Wilson v. Roussean, 4 Howard,
* % Littlefield v, Perry,'21 Wallace, 646, 1846 ; Gibson v. Harris, 1 Blatch.
205, 1874. 1687, 1846.

3 ¥rench v, Rogers, 1 Fisher, 136, 5 Miller v, Brass Co, 104 U. 8.
1851 ; Selden v. Gas Burner Co, 9 350, 1881,
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and from the fact that the foreign patent has expired, though
the United States patent sought to be reissued, does not ap-
pear, on its face, to have done so.’ |

§ 233. Only *¢ the same invention’’ can be.covered hy a re-
issued patent.” This gqnoted phrase occurs, in this relation,
in all the. relevant statutory provisions, now or heretofore in
force in the United States. But neither of those statutes ob-
viously indicates whether the phrase refers to whatever inven-
tion was. made by the patentee, and actually descsibed in his
original- application ; ‘or refers to whatever invention was sub.
stantially suggested, indicated or described in the patentee’s
original letters patent, drawing or model ; orrefers to whatever
invention was described or indicated in the original letters patent
or drawing of the patentee ; or refers to whatever invention
was described by him in his original letters patent ; or refers
only to whatever invention was actually claimed by him in
that original document. Information on this subject, is how-
ever to be had in the decisions of the courts. As the
question 1s almost as complex as it is important, and as the ad-
judged cases, and judicial obiter dicta, which bear upon it,
lack something of harmony ; it is necessary in this place to
engage in an extensive search among the precedents, and in a
careful comparison of conflicting arguments and opinions.
. § 234. To show that a given invention was actually made by
a patentee, before applying for his original patent, and was
intended. by him to he incorporated into that patent ; is not
enough to entitle the patentee to such a reissue of the pat-
ent, as will cover that invention.® In the case cited, Alfred
Nobel appeared to be the inventor of several processes and
compositions of matter, useful in the business of blasting.
Ilis original application for a patent described and claimed
mixtures of gunpowder, and of gun-cotton, and of rocket
powder, with nitro-glycerine ; and described and claimed sev-

1 C W, Siemens’ Appeal, 11 Off. ent Aot of 1870, SBection 53 ; Revised
Gaz. 1107, 1877, ‘Statutes, Section 4916,

2 Patent Act of 1832, Section 3; 5 Powder Co. v. Powder Works,
Patent Aot of 1836, Section 13: Pat. 98 U, S. 126, 1878,
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eral processes for exploding pure nitro-glycerine. This appli-
cation was amended by Nobel’s solicitor, in such a way as to
climinate the mixtures, and confine it to the processes ; and on
the specification so amended a patent was granted. That pat-
ent was surrendered and reissued in four divisions ; the last
being for the mixtures described and claimed in the original
application, but not mentioned in the specifications of the
original letters patent. This last divisional patent was in
its turn sutrendered and reissued in two subdivisions, one
being for the mixture of gunpowder with nitro-glycerine, and
the other being for the mixture of rocket-powder with nitro-
glycerine. 1t was not denied that these two patents were for
the samne inventions that were covered by the reissued pat-
ent upon the surrender of which they were granted ; but it
was claimed, by the defendant, that the inventions covered by
them were unlike any inventions described or claimed in the
original patenit. To this the complainant argued in confes-
sion and avoidance, claiming that the inventions covered by
the last two reissnes, were invented by Nobel, and were de-
scribed and claimed in the original application, and that reis-
sues can lawfully be granted for the same inventions so de-
scribed, whether they are described in the specification of the
original letters patent or not. The Supreme Court decided
the case against the complainant, holding that reissues can
only be granted for the same inventions that formed the
subject-matter of the original patents ; and that the statute
does not give any inventor a right to amend his patent, by
the addition of other inventions, which though they might be
his, had not been inserted in the application for his original
patent, or if so inserted, had been eliminated therefrom..

In a still later case evidence tending to show that the pat-
entee, before obtaining his original patent, had invented
cverything covered by the reissue, was held to be immate-
rial.’

§ 236. The claims of a reissue need not to be confined to
the invention actunally claimed in the original ; for it has been

1 Mfg. Co. v. Ladd, 102 U. 8. 413, 1880.
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expressly decided by the Supreme Court, that a patentee may
in a reissue include in his claims whatever was described in
the specification of his original letters patent.’ In the case
just cited, and also in an earlier Supreme Court opinion,’ de-
livered by the same justice of that tribunal, doctrine much
broader than this was stated in obifer dicta. In that earlier
opinion Justice Crirrorp remarked, that ;: ¢ Power is unques-
tionably conferred upon the commissioner to allow the speci-
fication to be amended if the patent is inoperative or invalid,
and in that event to issue the patent in proper form ; and he
may, doubtless, under that authority, allow the patentee to
redescribe his invention and to include in the deseription and
claims of the patent not only what was well deseribed before
but whatever else was suggested or substantially indicated in
the specification or drawings, which properly belonged to the
invention as actually made and perfected.”’ In Marsh ». Sey-
mour, Justice Crirrorp repeated this obiter dictum, but re-
peated it with an interpolation. Ile inserted after the word
‘¢ drawings” the words ‘“ or patent oftfice model.”” The still
later case of Powder Co. ». Powder Works ® settled the inac-
curacy of the last clause of the former dictumn.

§ 286. But the Supreme Court has never really decided
whether an invention, shown only in the drawings of an orig-
inal patent ; or an invention shown only in the original Pat-
ent Office model, may be covered by the claims of a reissue.
Those two questions are very important ones. They have no
necessary connection with each other. One may be decided
in the affirmative and the other in the negative, without vio-
lence to any statute, or to the symmetry of the patent system.
Upon few questions in the patent law do the books contain so
much obiter dicte as npon these ; but disregarding all such
extrajudicial utterances, let attention now be paid to those
statutes and decisions which bear upon the two questions re-
spectively.

! Marsh v. Seymour, 97 U. S. 366, 516, 1870,
1877, $ Powder Co. v. Powder Works,
2 Seymour v, Osborne, 11 Wallace, 98 U, 8. 126, 1878,
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- § 287.. The statute provides that where the natuve of.the
case admits of drawings,.the. applicant for -letters patent.shall
furnish :one copy, which.shall be filed in the Patent Office,
and that a copy thereof -shall e attached to.the patent, as a
part:of the specification.’ The drawings of all letters patent,
issued since 1871, and- containing drawings, are published
in the Official Gazette of the Patent Office, by means of exact
photolithographic: reproductions ; and. are. similarly published
in the certified copies of . specifications and drawings of lctters
patents, which are distributed amnong the States, and among the
I'ederal courts.” : There seems therefore to be no reason why
a-claim in a reissued patent, may not as properly be based
upon -a representation in a drawing, as on a description in a
specification. Several Circunit Courts have accordingly decided
the question in that way, in cases where the fate of the suit de-
pended upon that decision.” Judge H. B. Browx. has, in-
deed, decided the point the other way,* but he did not sup-
port that decision by any citation of authorities bearing
directly upon the question, nor by any necessary logical de-
duction fromn the cases which he did cite.

§ 238. It is probable that no reissue claim was ever sus-
tained in any case where the thing covered by it was neither
referred to in. the original specification, nor indicated in the
original drawing, and was shown only in the original Patent
Office model. - The present text writer has made careful
search through the reports, and has never found any report of
such a case ; though lhe has found .two cases in which the
original model was considered in aid of the original specifica-
tion ; * and has found one where the model was spoken of as
agreeing with the drawings in showing the device in contro-

versy ;° and has found several which contain obiter dicta to

- .1 Revised Statutes, Section 4889. 4 Kells -v. McKenzie, 8 Fed. Rep,

? Revised Statutes, Section 490, 284, 1881,

3 Bantz v, Elsas, 1 Bann. & Ard. 5 Aultman v. Holley, 11 Blatch.
351, 1874 ; Kerosene Lamp Heater 317, 1873; Reissner ». Anness, 3
Co. v. Littell, 3 Bann, & Ard. 313, Bann. & Ard. 148, 1877.

1878 ; Atwood v. Portland Co. 10 ¢ Calkins v. Bertraud, 2 Bann, &
Fed. Rep. 286, 1880, Ard, 215, 1875.
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the effect that -original models are proper foundations for reis-
sued claims. --Such passing ‘remarks were, however, founded
upon: other. obiter dicta; if founded: upon- anything, and are
therefore of. no more weight -than the reasons which underlie
them. .The question whether a reissue claim can be based
wholly on a Patent Office model, is therefore .an open one;
and it 18 proper in this place to state the arguments that may
be considered, when it is finally decided.. Those arguments
appear to fall naturally into the following classification.
Firsr: It is an established rule of patent :law, that where
the court is able to say from a comparison of an original and a
reissued patent, what are the inventions described in each,
then the question of identity is one of pure construction, and
consequently is matter of law for the court, without any aux-
iliary matter to be passed upon by the jury, if the action be
at law.' This rule is inconsistent with the idea. that a valid
reissued claim nay be based on a thing shown only in the orig-
inal model ; because the question as to what a model does or
does not contain, is a pure question of fact. If reissued
claims could be sustained on original medels alone, the
opinion of the court on the question of sameness of invention
would never be conclusive in any case where a model was
originally deposited in the Patent Office. In that event,
there would still be an auxiliary matter of fact to be passed
npon by the jury ; no matter how plainly the original and re-
issued specifications appeared, on.ticir face, to be for different
inventions ; -and no matter how.exempt- both specifications
might be from terms of art calling for expert explanation.
Skconp : The original model is furnished to the Commis-
sioner of Patents ;°. and .becomes the property of the United
States.. :It is not allowed to be taken from the Patent Office
except in the custody of some sworn employé, specially author-
ized by the Commissioner, with the written approval of the
Secretary of the Interior.”* No court could compel its pro-
duction therein, against the will of the authorities of the Pat-

! Heald v, Rice, 104 U, S. 737, . ? Revised Statutes, Section 4891.
1881. ’ 3 Patent Office Rule 59.
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ent Office. If Congress had intended that reissue claims should
he sustained on models alone, it would 'therefore have made
some provision for proving those models by certified copies.
So far from doing so, Congress has always omitted models
from the lists of things, belonging to the PPatent Office, which
according to the statutes are thus provable.' Certified copics
of modcls have sometimes been made by the Comnmissioner,
and used in evidence by cousent ; but no such copy was ever
admitted agninst the objection of counsel ; or if so admitted,
it was admitted without authority of law. If reissne claims
could be based on original modele, therefore, it would seldom
be possible for a defendant to technically prove that such a
patent was for a different invention from any shown in such a
model. The practical operation of such a rule, would be to
make the Commissioner’s decision conclusive on the question
of sameness of invention, 1n many cases where an original inodel
was filed, unless the patentee should please, by waiving all
objections, to submit that question to the courts. It would
often be In the power of one party to an action to take away
from the courts a power which undoubtedly belongs to them ;
the power to pass upon the validity of reissue patents, as
against an objection of want of sameness of invention with
the originals.

Twurn : The public has ample opportunity of learning all
the contents of drawings and specifications, by means of the
copics which ure contained in the widely distributed Patent
Oftice Gazette, or of the printed certified copies which are to be
found in every State capitol, and in many other places, or of
the complete uncertified printed copies which are purchasable
from the Commissioner of Patents for about ten cents each.
But no person has any reliable means of learning the charac-
teristics of the Patent Office models, except that of going
to the Patent Office to inspect them, or sending an agent
thither for that purpose. Indeed eighty-seven thousand

I Patent Act of 1836, Seco. 4 ; Pat- Sec. §7; Revised Statutes, Section
ent Act of 1837, Seo. 2: Patent Act 892,
of 1861, Sec. 15 ; Patent Act of 1870,
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of those original models no longer exist, having been de-
stroyed in the Patent Office fire of 1877. To allow a reissue
clain on a model alone, would operate as a surprise upon per-
sons who had no actual notice, and no fair constructive notice,
of the contents of that model. It is true that such persons
would not be liable to any action for accrued profits or dain-
ages, on account of having made used or sold the subject-
matter of such areissue claim before it was granted ; but they
would be liable to an injunction, restraining them from future
making, using or selling of specimens of that thing, though it
was not covered by any patent, or otherwise published, till
nfter they had perhaps enibarked their capital in inachinery for
making such specimens, or in such specimens themselves.

FFourti : To allow reissued claims to e based on models
alone, would be to give an extensive opportunity to fraud.
Specifications or drawings can never be surreptitionsly
changed without leaving ample means for certain detection.
Thousands of exact copies thereof are made before the letters
patent are issued ; and before the leticrs patent reach the
patentees, hundreds of those copies are being transported in
the mails thronghout the United States. Patent Offico
models, on the contrary, are never duplicated, except in spe-
cial cases ; and it is not practicable for the Commissioner to
keop them ia such close custody as to insure against fraudu-
lent changes being made in their parts, or in the arrange-
ment of those parts.

I'tfrit ¢ On the other side of the question, it can truly he
said, that the original model is sometimes more likely to be a
perfeet representation of the inventor’s actual invention, than
cither the specification or the drawings. The answer to that
suggestion is, that such is not always the fact, and that even
if it were so, reissues are not granted for everything the in-
ventor actually invented, and intended to patent.’ They
ought to be grantable only for those inventions, of the exist-
ence of which the inventor gave the public fair notice when
he filed his original application ; and fair notice of an inven-

! Powder Co. v, Powder Works, 98 U, 8, 126, 1878.
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tion cannot be gwen to fifty millions of people, by simply de-
poaltmg a model in the Patent Office at Washington, where, if
It 18 not destroyed by fire, it is hkely to be broken by acei-
dent or altered by dishonesty.

§ 239. The last clause of Section 4916, of the Revised Stat-
utes, provides, that *‘ when there is neither model nor draw-
ing, asiendments may be made upon proof satisfactory to the
Commissioner that such new matter or amendment was a
part of the original invention, and was- omitted from the
specification by inadvertence, accident, or mistake.”” The
meaning of that clanse is not perfectly known ; but it is known
not to enlarge the power of the Commissioner, in reference to
the invention for which a reissue may be granted. That
power 18 still restricted to the same Invention that was
originally patented.’ That is to say, it is restricted to the
same invention which was originally made manifest to the
public in the specifications or drawings of the original letters
patent.

§ 240. The provision, first enacted in 1870,” that *‘no
new matter shall be introduced into the specification’ is
merely another way of saying that a reissued patent shall be
for the saume invention as the original.® That provision,
therefore, neither enlarged nor restricted the reissuability of
letters patent ; and, accordingly, it is not new matter, within
its meaning, to state a new use of the invention shown in the
original ; * nor to explain, in a reissue, the operation of a de-
vice which in the original was only described ;° nor to vary
the description of anything described in the original ;° nor
to claim anything which was described in the original specifi-
cation,” or shown in the original drawings.’

1 Powder Co. v. Powder Works, & Ard. 243, 1876 ; Porter v. Stew-

98 U. S. 138, 1878, art, 18 Blatch, 561, 1881.
? 16 Statutes at Large, Ch. 230, ¢ O'Reilly v. Morse, 16 Howard,
Section 63, p. 206. 62, 1863.
8 Powder Co. v. Powder Works, 1 Rubber Co. v. Goodyear, 9 Wal-
98 U. 8. 138, 1878. lnce, 788, 1869 ; Powder Co. v, Pow.
¢ Broadnax v. Transit Co. 5 Bann, der Works, 98 U, S. 136, 1878,
& Ard. 611, 1880. ¢ Bantz v. Elsas, 1 Bann. & Ard.

5 Putnam v. Yerrington, 2 Bann. 351, 1874; Kerosene Lamp Heater
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§ 241. The rule, that whatever was described or shown in
an original specification or drawing, may be claimed in a re-
issue, is qualified by another rule, which provides that if the
thing in question was disclaimed in the original, it cannot be
claimed in any reissue thereof.' Not only express disclaimers,
but also disclaimers which are implied by the law, operate to
foreclose a reissue for the thing disclaimed. Where, for in-
stance, a specification states that a certuin described device is
in common use, no reissue claim .can lawfnlly be allowed for
that device ; * or where a specification described a contrivance
which it characterizes as old and faulty, that contrivance can-
not be made the subject of a valid reissue claim.’

§ 242. Reissued patents, which were granted on the sur-
render of former reissues, must be able to endure comparison,
on the point of identity of invention, not only with the orig-
inal leiters patent, but also with the surrendered reissues,
which preeceded them.*

§ 243. There is a legal presumption that the necessary iden-
tity of invention exists in all reissued patents ; and tuat pre-
sumption controls the point, unless the contrary is shown to be
true.® That can be done only by introducing the original let-
ters patent in evidence ;° and by showing the court, from a
comparison of the original specification and drawings, with the
description and claims of the reissue, that the former do not
embody what is described and claimed in the latter.” If, on
comparing a reissue with its original, the former appears on its
face to be for a different invention from any described or in-
dicated in the latter, that reissue is void."

§ 244. To omit from a reissue, anything which the original

Co. v. Littell, 3 Bann, & Ard. 312, Circuit Court Decisions, 106, 1840.

1878; Atwdod v, Portland Co. 10 Fed, ¢ O'Reilly v. Morse, 156 Howard,

Rep. 286, 1880. 62, 1863 ; Klein v. Russell, 19 Wal-
} Legpett v. Avery, 101 U. 8, 266, Ince, 433, 1873,

1879, 6 SBeymour v, Osborne, 11 Wallace,

' ? Edgarton v. Mfg, Co, 9 Fed. 616, 1870.

Rep. 451, 1881, T Smith v. Dental Vulcnmte Co.
8 SBtreit v. Lauter, 11 Fed. Rep, 93 U. 8, 499, 1876.

309, 1882, ® Ball v. Langles, 102 U, 8. 130,

4 Knight v. Railroad Co. Taney's 1880,
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specification stated to be essential to the invention, is fatal to
identity of invention.' Indeed, it has been held in one case
that the omission of one bolt from a reissue patent for a reaper
and mower, was cnough to negative identity with the original,
because with the bolt, the machine was a reaper only, and not
a mower.” A process consisting of one stage, is not the same
invention as a process consisting of that stage and one or

more others.” Where, however, an original patent deseribed

and claimed several different inventions, one or more of those
inventions may be omitted from the claimns of a reissue of that
patent.* It is necessary to the requisite identity of invention,
that the reissue should claim no invention not deseribed or
shown in the original ; but it is not necessary to that identity,
that the original should describe or claim no invention not. de-
scribed or shown in the reissue.

§ 245. A sub-combination may be claimed in a reissue, if
it was shown in the original as performing the same func-
tion ; even though it was claimed in the original only asa
part of a larger combination.” DBut a sub-combination cannot
be legally claimed in a reissue, if it is there shown to perform
a substantially different function from any which it could
perform in its original environment.® In the former case the
invention, consisting of the sub-combination, existed in the
original specification. In the latter case, the sub-combination
may have existed in the original, but it did not compose, in
that place, the same invention which it constitutes in the re-
issue.

' Gill v». Wells, 22 Wallace, 1, Wallace, 181, 1874 ; Jordan v, Dob-

1874 ; Russell v, Dodge, 93 U. S.
460, 1876 ; Atwood v». Portland Co.
10 Fed. Rep. 286, 1880,

? Kirby v. Mfg, Co. 10 Blatch, 307,
1872,

3 Wood-Paper Patent, 23 Wallace,
599, 1874,

¢ Rubber Co. v. Goodyear, 9 Wal-
1t ce, 788, 1869,

6 Battin v, Taggert, 17 BHoward,
74, 1854 ; Corn-Planter Patent, 23

son, 4 Fisher, 232, 1870 ; Pearl v.
Ocean Mills, 2 Bann. & Ard. 469,
1877 ; Herring v, Nelson, 3 Bann, &
Ard, 65, 1877 ; Kerosene Lamp Hent-
er Co. v, Littell, 3 Bann, & Ard. 312,
1878 ; Turrell v, Spaeth, 3 Bann. &
Ard, 461, 1878.

6 Gill v, Wells, 22 Wallace, 24,
1874 ; Johnson v». Railroad Co. 105
U. S. 539, 1881,
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§ 246. A single device may also be made the subject of a
separate claim in a reissue, though in the original it was
claimed only in ecombination with other devices ; provided
that device was a new and useful invention of the patentee,
and might have been separately claimed by him in the original
patent.’

§ 247. Whether a patentee, in effecting a reissne, may strike
out from the original specification, the description of one of
the ingredients of the patented combination, and may insert,
as a substitute therefor, in the new specification, the descrip-
tion of an equivalent for the omitted ingredient, is an unset-
tled question. That he may do so, has been denied by Jus-
tice CLIFFORD in an obiter dictumn,” but in point of principle
the question seems to call for an affirmative answer ; because
two combinations are identical in the eye of the patent law,
not only where they contain the samme number and the same
arrangement of the same parts, but also where one of those
combinations omits some of the parts of the other, and substi-
tutes equivalents for the parts omitted.®

§ 248. Reissue patents are not to be held void for wani of
identity with the originals, where a liberal construction of the
two documents can avoid that result.* Courts are accord-
ingly inelined, where claims apparently too broad are inserted
in reissue patents, to narrow those claims by construction, in
order to make them conform to the inventions shown in the
original patents.® This inclination is not suflicient, how-
ever, to be relied upon, in a ecase where a patent was surren-
dered and reissued solely to broaden its claim, and where the
broadened claim is elearly void for want of novelty, as well as
for want of identity with the original invention.®

§ 249. Where some, but not all, of the claims of a reissue

1 Gallahue v. Butterfield, 10 ¢ Milligan & Higgins Glue Co. v,

Blatch. 237, 1872. Upton, 1 Bann. & Ard. 605, 1874,
2 Gill v. Wells, 22 Wallace, 30, 5 Mfg. Co. v. Ladd, 102 U, S.
1874, : 412, 1880 ; Brainard v, Cramme, 123

3 Seymour v. Osborne, 11 Wallace, Fed. Rep. 624, 1882.
816, 1870 ; Gould v. Rees, 15 Wal- § Wisner v, Grant, 7 Fed. Rep.
lace, 187, 1872, 922, '1880.



178 - REISSUES. [cHAP. 1X.

patent are void, because they are obnoxious to the doctrine of
Miller ». Brass Co., or because they are not for the same in-
vention as the original ; that fact does mnot vitiate the other
claims of that patent. The reissue will, in either of thosc
cases, have whatever validity it would have had if it had not
contained the invalid elaims.’

§ 250. Executors, administrators or assigns have the same
right to surrender and reissue a patent, that the patentee him-
self has ;7 except that in the case of assigns of patents which
were assigned by the patentee after July 8, 1870, the applica-
tion must be made, and the new specification be signed, by
the inventor himself if living.” The exemption from this
law, of all patents granted and assigned before July 8, 1870,
is not to be found in the Patent Act of that date. It was first
enacted March 3, 1871 ;* but it expressly applied, by retroac-
tive operation, to all reissues of the kind, that were granted
between July 8, 1870, and March 3, 1871. Of course, it ap-
plies by prospective operation, to all reissnes of the kind
granted since the latter date. In cases where the patent was
granted and assigned by the patentee, before July 8, 1870,
the inventor need take no part in the application for a reissue,
even though the applicant. received his assignment from an in-
termediate owner after that day.” It however always was,
and still is, proper for the patentee to make the application
for a reissue, instead of his assignees doing so ; provided it be
done with the knowledge and consent of the latter, or pro-
vided the latter ratifies the application, after it is made.’
The title to the reissued patent will, in such a case, vest at
once in the assignee, by operation of the assignment of the
original patent, and without the exccution of any new docu-
ment.’ |

! Gage v, Herring, 107 U, S. 640, 583,
1882 ; Gould v. Spicer, 15 Fed. Rep. 5 Selden v, Gas-Burner Co. 9 Fed.
344, 1882 ; Cote v. Moffitt, 16 Fed. Iep. 390, 1881,
Rep. 345, 1882 ; Schillinger v. Brew- 6 Dental Vuleanite Co, v. Wether-
ing Co., 24 Off. Gaz. 495, 1883. bee, 2 CIif. 563, 1866 ; Wing v. War-
? Reovised Statutes, Section 4916, ren, o Fisher, 548, 1872.
3 Revised Statutes, Section 4895. 1T Woodworth v». Hall, 1 Wood-
" 4 18 Statutes at Large, Ch. 132, p.  bury and Minot, 248, 389, 1846 ; Mc-
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§ 2561. Where several executors are appointed in a will but
only one of them receives letters testamentary, a patent of the
testator may be lawtully reissued to that executor, and the
legal title to the reissued patent will thereupon vest exclusive-
ly in him.' A grant of a reissue to a person as administra-
tor, is conclusive evidence in an infringement suit that the
person was in fact administrator ;? and the same rule doubt-
less applies as well to executors. A reissue to a person in trust
for the heirs at law of the patentee, will confer the legal title
to the reissue npon that person, and the equitable title upon
the persons beneficially interested, whoever they may be.*

§ 252. An assignee of a patent is a person to whom the en-
tire legal interest, or an undivided part of the entire legal in-
terest, in a patent, has been duly assigned by an instrument in
writing. A grantee differs from an assignee, in that the
rights conveyed to him, are confined to a part, or to parts of
the territory of the United States. A licensee is one who re-
ceives either an exclusive or a concurrent right to make or to
use or to sell the thing covered by the patent.* A reissue
may be granted to an assignee of the executor or administrator
of the patentee ; ° or to an assignee of an assignee;° or in-
deed to an assignee of any degree, however far removed from
the original patentee by mesne assignments ;' and if the re-
issued patent recites thosc assignments it becomes at least
prime faceie evidence thercof, in an infringement suit.® If
a patent is owned jointly by two or more patentees, or by two
or more assignees, or by one or more patentees and one or

Burney v. Goodyear, 11 Cushing
(Mass.), 569, 1803.

! Rubber Co. v. Goodyear, 3 Wal-
lace, 788, 1869.

? Woodworth v. Hall, 1 Woodbury
& Minot, 248, 389, 1846 ; Goodyear
v. Hullihen, 3 Fisher, 251, 1867.

3 Woodworth ». Stone, 3 Story,
753, 1845 ; Northwestern Fire Ex-
tinguisher Co. v. Pbiladelphia Iire
Extinguisher Co. 1 Bann, & Ard.
177, 1874,

1 Sections 274, 287, and 296 of this
book.

5 Carew 1. Fabric Co. 1 Holmes,
45, 1871.

6 Swift . Whisen, 2 Bond, 115,
1867.

7 Selden v. Gas-Burner Co. 9 Fed.
Rep. 390, 1881.

8§ Middletown Tool Co, v. Judd, 3
Fisher, 141, 1867; Hoffheins v,
Brandt, 3 Fisher, 218, 1867,
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more assignees, all the owners must join in a reissue, or must
ratify it, or it will be void ; but neither grantees nor licensees
are required to do either.' The right of a patentee or as-
signee to receive a veissue is not affected by his having made
grants, or issued licenses under his patent ;* but where a pat-
entee grants away his rights in a part of the territory of the
United States,'and afterward conveys the residue to another
vendee, it is doubtful whether that vendee is entitled to apply
for a reissue.’

§ 263. Grantees may continue to hold their rights under an
original patent after it is surrendered and reissued by the pat-
- entee or assignee ; or they may take corresponding rights un-
der the reissued patent. They have their choice hetween the
two.' It follows from this rule, that in theory at least, a
given invention may be the subject of letters patent in one
part of the United States, at the same time that it is free to
the public in other parts of the country. . If this were a praec-
tical result, it would be highly unjust, because it would oper-
ate to prohibit given manufactures in onc State, while in an-
other State the same pursuits would be free to all. In fact how-
ever, patentecs or assignees seldom surrender any claims which
it is worth while for any interested person to retain ; and, on
the other hand, grantees are generally ready to ratify and
adopt broadened reissues. It may hereafter happen, that in
order to retain his rights of action for acerned damages or
profits, or in order to avoid the risk of exchanging a valid
original patent for a reissue patent of uncertain validity, now
and then a grantee will elect to continne to hold under the
original, while the patentee holds under a reissue patent. 1f
such cases become numerous and important they will probably
lead to a change of the statute. The remedy would be to
prohibit reissues of original patents relevant to which any as-

! Potter v. Holland, 4 Blatch. 206, 8 Commissioner of Patents v.
1868 ; Forbes v. Stove Co. 2 Clif. Whiteley, 4 Wallace, 522, 1868.
379, 1864 ; Meyer v, Bailey, 2 Bann. 4 Washburn v. Gould, 3 Story,
& Ard, 73, 18756, 122, 1844 ; Woodworth v». Stone, 3
2 SBmith v, Mercer, 3 Penn. L, J.  Story, 749, 1845 ; Potter v. Holland,
Rleports, 529, 1846, 4 Blatch. 206, 18568,
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signment or grant shall have been made, or to enact that in
such cases, all the assignees and grantees shall join in the sur-
render. .

§ 264. The legal effect of a valid reissne patent has always
been the same, under the different statutes, which have from
time to time been in force. The phraseology of the Act of
1832 in this respect was as follows. ‘‘ Such new patent, so
granted, shall, in all respects, be liable to the same matters of
objection and defence as any original patent. DBut no public
usee or privilege of the invention so patented, derived from or
after the grant of the original patent, either under any special
license of the inventor, or without the consent of the patentec
that there shall be a free public use thereof, shall, in any man-
ner, prejudice his right of recovery for any use or violation of
his invention after the grant of such new patent as afore-
said.”” ' The language of the Act of 1836 on this point was
as follows : ¢‘ The patent, so reissued, together with the cor-
rected description and specification, shall have the same
effect and operation in law, on the trial of all actions herecafter
commenced for causes subsequently aceruing, as though the
same had been originally filed in such corrected form.”” ?

It follows from these provisions, that reissued patents can-
not be affected, in point of novelty, by anything done after the
date of the original application. Novelty still dates from the
original invention.” Nor will any invention produced after
that time, be taken into account as showing the state of the
art, and therefore as being relevant to the question of construc-
tion of the reissued patents.® On the other hand, when reis-
sued patents are introduced in evidence to negative the novelty
or limit the scope of other patents, they operate as of their own
date, and not as of the date of the originals.®

It follows also from the foregoing statutory provisions, that
persons who use or sell, after the date of a reissued patent,

14 Statutesat Large, Ch, 162, Sec- 1832,

tion 3, p. 559, 4 Carroll v. Morse, 9 Off. Gaz, 453,
? b Statutes at Large, Ch, 357, Sec- 18786,
tion 13, p. 122, 5 United States Stamping Co, v,

8 Grant v Raymond, 6 Peters, 218, King, 17 Blatch. 64, 1879,
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specimens of the thing covered by it, are liable as infringers ;
even though those persons made, or bought, or used those spec-
imens before that date, and when, on account of the omission
to cover them by the original patent, they had a legal right to
appropriate the invention.'

! Stimpson v, Railroad Co, 4 How-  Rice, 1 Fisher, 211, 1856 ; Bliss v,
ard, 380, 1846 ; Agawam Co. v, Jor- DBrooklyn, 8 Blatch, 634, 1871,
dan, 7 Wallace, 609, 1868 ; Carr v,
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§ 255. Tur constitutional provision relevant to the duration
of patent rights, is that such rights, when granted, chall be
granted for limited times." The Patent Act of 1790 pro-
vided, that under the circumstances and conditions prescribed
therein, the Secretary of State, or the Secretary of War, or
the Attorney-General, or any two of them, might issue letters
patent for an invention, for any term not exceeding fourteen
vears. The same provision was made in the atent Aect of
1793.° Under that law, patents were generally, if not uni-

1 Constitution of the United
States, Article 1., Section 8.

21 Statutes at Large, Ch. 7, Sec-

tion 1, p. 109,
3 1 Statutes at Large, Ch. 11, Seo-

tion 1, p. 321, \
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versally, granted for the full fourteen years ; but whether so
granted or not, there was, prior to 1832, no mention in the
statutes of any way in which any patent, once granted, could
be extended, and its duration thus prolonged. In July of the
last-mentioned year, it was enacted : ¢ That application to
Congress to prolong or renew the term of a patent, shall be
made before its expiration.’’ * The same section also provided
a method of proceeding, to be followed by applicants in such
cases. The entire section was, however, merely a self-im-
posed limitation on a constitutional power of Congress: the
power to promote the progress of science and useful arts, by
securing for Ihnited times, to inventors the exclusive right to
their respective inventions, Inasmuech as Congress could dis-
regard that limitation in any particular case, the section was
not one of great importance, even while it remained on the
statnte book ; and it was repealed by the Patent Act of July
4, 1836." Since that date, the extending of patents by Con-
gress, has been regulated by no other law than the Constitu-
tion.

§ 2566. Patents may be extended by Congress at any time,
either before or after their expiration.® This power was exer-
cised as early as 1808.' Inone later case such an extension was
granted nearly three years before the then existing exclusive
right was to expire ;°and in another, more than twenty-one
years intervened between the expiration of the original terin
of the patent, and the granting of the extension. Congres-
sional extensions, when granted, are usually granted for the
term of seven years; but they may lawfully be granted for
any limited length of time, whether longer or shorter than

that.
§ 257. Some special acts, for the extension of patents,

14 Statutes at Large, Ch. 162, Sec- 4 Evans v. Jordan, 9 Cranch, 199,

tion 2, p. 559. 1815.
2 p Statutes at Large, Ch, 3567, See- ¢ Bloomer v, McQuewan, 14 How-
tion 21, p. 125. ard, 539, 1852,

3 Bloomer v. Stolley, 6§ MocLean, 6 Agawam Co. v. Jordan, 7 Wallace,
161, 1850 ; Jordan v. Dobson, 2 683, 1868.
Abbott, 407, 1870.
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merely extend their duration by a simple legislative edict, and
do no more." Others instruct the Commissioner of Patents to -
ascertain the truth relevant to sundry questions of fact men-
tioned therein ; and authorize him to decide whether in view
of those facts, and of sundry considerations of justice and of
public policy, the patent ought to be extended ; and direct
him to extend it, if his decision is in the affirmative.” When
patents are extended in this latter method, those provi-
sions of the special act which limit the operation of the exten-
sion, need not to be recited in the certificate of extension
which the Commissioner indorses upon the patent or other-
wise puts forth., The law reads the certificate in the light of
that statute, without any such recital.’

§ 2568. Special Acts of Congress granting or authorizing ex-
tensions of patents, come within the general rule, that the
validity of a statute cannot be questioned in courts, on any
allegation that its passage was procured by fraud or bribery.*
Such Acts are considered as engrafted on the general patent
laws, and are to be construed in connection with them.® Al-
though the Constitution authorizes Congress to grant exclu-
sive rights in inventions ouly to inventors, Congress may
provide, when exercising its power in particular cases, that as-
signees of the inventors shall have the same rights under the
extended term, that they had under the original term of the
patent extended.®

§ 259. Patent Office extensions of patents, were first au-
thorized by the Patent Act of July 4, 1836.” DBy the Patent
Act of March 3, 1861, they were prohibited, as to all patents

thereafter granted.® The last extension of the kind, was

1 Bloomer v. McQueoewan, 14 How-
ard, 539, 1852 ; Woodworth v. Ed-
wards, 3 Woodbury and Minot, 123,
1847. |

¢ Agawam Co. ». Jordan, 7 Wallace,
583, 1868.

$ Agawam Co. v. Jordan, 7 Wallace,
583, 1868.

¢ Gibson v, Gifford, 1 Blatch. 529,
1850.

8 Bloomer v. McQuewan, 14 How-
ard, 1852; Jordan v. Dobson, 32
Abbott, 408, 1870.

¢ Blanchard’s Gun-Stock Turning
Factory v. Warner, 1 Blatch, 259,
1848,

15 Statutes at Large, Ch. 357,
Section 18, p. 124.

812 Statutes at Large, Ch, 88,
Section 16, p. 249,
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granted in 1875, and expired in 1882.. It is improbable that
any general law, authorizing such extensions, will ever again
be enacted in the United States. Inasmuch, however, as
actions are still liable to be brought for past infringements of
many of those formerly in force, and also because part of the
rules and doctrines of law established in suits for infringe-
ments of Patent Office extensions, are equally applicable to
suits based on Congressional extensions, it is expedient to ex-
plain those rules and doctrines in this book.

§ 260. The Patent Act of 1836 provided,' that whenever
any patentee of an invention should desire an extension of his
patent, he might make application therefor in writing, to the
Commissioner of the Patent Office, setting forth the grounds
thereof ; and that the Commissioner should thereupon, and on
the payment of a specified fee, cause to be published a notice
of the application, and of the time and place when and where
the same would be considered. The Secretary of State, the
Commissioner of the Patent Office, and the Solicitor of the
Treasury, were constituted a board to hear and decide upon the
evidence produced before them both for and against the ex-
tension. If, upon such hearing in any particular case, it ap-
peared to the board, having a due regard to the public in-
terest, that it was just and proper that the term of the patent
should he extended, by reason of the patentee without neglect
or fault on his part, having failed to obtain from the use and
rale of his invention, a reasonable remuneration for the time,
ingenuity and expense bestowed upon the same, and upon its
introduction into public use ; the statute made it the duty of
the Commissioner to extend the patent, by making a certifi-
cate thereon of such extension, for the term of seven years
from and after the expiration of the first term. The statute
also provided that no such extension should be granted after
the expiration of the term for which it was originally issued ;
and that when so extended a patent should have the same
~effect in law as though it had been originally granted for the
term of twenty-one years; and that the benefit of such re-

1 5 Statutes at Large, Ch. 357, Section 18, p. 124.
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newal should extend to assignees and grantees of the right to
use the thing patented, to the extent of their respective in-
terests therein.

The Patent Act of 1848’ amended the above provisions by
vesting the power of the board, in the Commissioner of Pat-
ents alone ; and by directing him to take into consideralion
the original patentability and novelty of the inventions cov-
ered by patents sought to be extended, as well as to be gov-
erned by the rules and principles that had theretofore gov-
erned the board.

No other change was ever made in the statute relevant to
the subject, until in 1861 it was repealed as to future patents.
As to patents granted before March 2, 1861, it was re-enacted
in the Patent Act of 1870, and again re-enacted in the Re-
vised Statutes.” In both these re-enactments, one provision
is found, which did not exist in the former law, namely the
provision that the application should be filed not more than
six months nor less than ninety days before the expiration of
the original term of the patent.

§ 261. The statutes relevant to extensions have all men-
tioned ‘¢ patentees’’ as being persons entitled to apply for ex-
tensions, and have mentioned no others, When the first of
those statutes was enacted in 1836, nobody but an inventor or
his executor or administrator, could be a patentee. In 1837,
however, Congress enacted, that any patent thereafter issued,
might be made and issued to the assignec or assignees of the
inventor. In all subsequent cases, where that course was
pursued, the inventors and the patentees were not the same
persons ; but no corresponding change was ever made in the
statute relevant to extensions. The question has therefore
arisen, whether, in such cases, it was the inventor ‘vho had a
right to apply for an extension, or whether the patentce was
the person who had that right, or whether both the inventor
and the patentee must have joined in such an application.

19 Statutes at Large, Ch. 47, Sec- 2 Revised Statutes, Sections 4924
tion 1, p. 231. to 4928,
- 716 Statutes at Large, Ch. 230, ° 45 Statutes at Large, Ch. 45, Sec-
Section 63 to 67, p. 208. tion 6, p. 198.
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Where the inventor would have an cquitable interest in the
extension if granted, it was proper for him to apply for that
extension alone.! When granted, the legal title to such an
extension, would vest in the patentee, because such an exten-
sion was in the nature of an amendment of his patent ; but
the equitable title might vest wholly in the inventor, or vest
partly in the inventor and partly in the patentee, or vest
partly in the inventor and partly in third persons, according
to the cquitable facts of each case. When the inventor
would have no equitable interest in the extension if granted,
no extension could be obtained, either on his application, or
on that of the patentce, or on that of both together ; because
it was not the intention or scope of the statute to grant exten-
sions of patents for the sole benefit of others than the inven-
tors of the things secured therehy.’

Whether the executor or administrator of an inventor-pat-
entee, had a right to apply for an extension, was the first of
the ten questions which were snbmitted to the Supreme
Court in the celebrated case of Wilson ». Rousscan. That
question was argued in the affirmative by Webster, Seward and
Latrobe, and dceided in the affirmative by the court.®

Where a joint patent was taken out by joint inventors, all
had to join in an applieation for an extension of that patent, if
all were a living ; and if any were dead, the legal representa.
tives of the dececased had to unite in such an application.*

§ 262. No Patent Oflice extension was ever grantable after
the expiration of the original term.® Such cxtensions could
be granted at any time before the midnight at the end of the
last day of that term ; because fourteen-year patents did not
expire till the last hour of the fourteenth anniversary of the
day of their respective dates.® DPatents limited in law to the

1 Sayles v. Dubuque and Sioux 4 Wickersham's Case, 4 Off. Gaz.
City Railroad Co.3 Bann. & Ard. 155, 1873.

220, 1878. 5 Act of 1836, Section 18 ; Act of
? Wilson v. Turner, Taney's Cir- 1870, Section 63 ; Revised Statutes,
cuit Court Decisions, 292, 1845, Section 4924,

3 Wilson v, Roussean, 4 Howard, ¢ Johnson v, McCullough, 4 Fisher,
673, 1846. 170, 1870,
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term of fourteen years from the date of earlier foreign pat-
ents, were extendible, at the discretion of the Commissioner of
Patents, as well as those not so limited ;' but in such a case
the extension had to be granted before the expiration of the
foreign patent, even though the extended patent purported
on its face to run for some time longer.*

§ 263. Whether an inventor-patentece needed to possess any
interest in the first terin of his patent at the time of applying
for an extension thereof, was the fifth question submitted to
the Supreme Court in the case of Wilson ». Roussean.® That
question was decided in the negative. Even where the as-
signee of the first term of a patent surrendered and reissued it ;
the inventor-patentee had a right to ignore the reissue, and to
apply for, and reccive an extension of the original patent.*

§ 264. It was against the policy of the law, if not against
its letter, 1o extend any patent, in the extension of which, if
granted, the inventor would have no property right. The
right to an extension was given by the law, chiefly with a view
to the advantage of the inventor, and not of his assignee or
grantee.® It never was necessary, however, that the inventor
ghould Dbe in a condition to receive the legal title to the exten-
gion, or even that the entire equitable estate in it, should belong
tohim. An interest in the proceeds of the exelusive right dur-
ing the extended term, was enough to satisfy the poliey of the
law in this respect. Even where the original patent was
granted to an assignee, and where the extension was, therefore,
in point of legal title, a prolongation of his patent ; the ex-
tension was held to be valid, because tlie inventors had 1nter-
ests in Its proceeds.” Moreover, inventors are presumed in
law to have had a sufficient interest to support extensions act-

! Tilghman ». Mitchell, 9 Blatch. Mills, 3 Fisher, 536, 1869.

27, 1871. ® Wilson v. Turner, Taney’s Cir-
? New American File Co. v. Nichol- cuit Court Decisions, 292, 1845.

gon File Co. 8 Fed. Rep. 816, 1881, 6 Gear v. Grosvenor, 1 Holmes,
* Wilson v. Rousseau, 4 Howard, 215, 1873.

673, 1840. " Sayles v. Dubuque and Sioux

§ Potter v, Braunadorf, 7 Blatch. City Railroad Co. 3 Bann. & Ard.
97, 1869 ; Crompton v. Belknap 220, 1878.
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ually granted, unless the contrary is pr en to have been the
fact.’ |

§ 265. The certificate of extension w <h was provided for
by the statute,” was generally indorsed on the original parch-
ment letters patent ; but where the original document was lost
or was out of the control of the person applying for the ex-
tension, that certificate was indorsed upon a ceitified copy of
the letters patent and was equally valid.®

§ 266. Jurisdiction to extend a particular patent, was ac-
quired by the Commissioner, under the statutes in force prior
to July 8, 1870, whenever the proper person filed an applica-
tion for such an extension, and paid the requisite fee ;* pro-
vided the application was filed, and the fee paid, long enough
before the expiration of the original term of the patent, to
enable the Commissioner to investigate the matter in the way
prescribed by statute.® After July 8, 1870, the law remained
the same on this point, except that under the statute of that
date, and under the Revised Statutes, the application had to
be filed not more than six months, nor less than ninety days
before the first term of the patent would expire." The juris-
diction always depended, therefore, upon the application being
filed and the fee paid by the proper person at the proper
time. The decision of the Commissioner, relevant to the ex-
istence of his jurisdietion, was never conclusive in any case.’
The validity of a Patent Office extension, is therefore open to
inquiry in an infringement suit ; when it is questioned on the
thecry that the person who applied for it, was not such a per-
son as had the legal right to do so. Indeciding that question,
however, the courts regard with respect {the practical construe-
tion of the statute, which was necessarily involved in the grant-

! Ruggles v. Eddy, 10 Blatch, 56, 5 Apawam Co. v. Jordan, 7 Val-

1872. lnce, 583, 1868.
¢ Patent Act of 1836, Section 18. 616 Statutes at Large, Ch. 230,
3 Potter v. Braunsdorf, 7 Blatch. Section 63, p. 208, Revised Statutes,
108, 1869. ' Section 4924,
4 Gear v. Grosvenor, 1 Holmes, 7 Wilson v. Rousseau, 4 Howard,

218, 1873. 687, 1846.
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ing of the extension.' Indeed the Supreme Court has held that
the practical construction given to astatute, by the execcutive
branch of the government charged with its execution, is en-
titled to great weight, when the trne meaning of that statute
is drawn into judicial inquiry.’

§ 267. The meritorious facts which entitled an inventor-
patentee to a P’atent Office extension were, that without fault
or neglect on his part, he had failed to obtain from the use
and sale of his invention, a reasonable remunecration for the
time, ingenuity and expense bestowed upon it, and upon its in-
troduction into public use.” Unlike the foundation facts whicl
entitle a patentee to a reissne, these points wre not required by
the statute to exist absolutely. The statutory provision is
that they shall appear to the satisfaction of the Commissioner
of Patents. 1t is therefore immaterial whether the courts are
satisfied of their existence or not. The fact that a particular
extension was granted, shows that the Commissioner was satis-
fied of the existence of those facts in that case ; and evidence
that they did not in fact exist, is therefore inadinissible in a
suit for infringement of the patent during that extension.*

§ 268. The statute made it the duty of the Commissioner
to advertise all applications for cxtensions, and to refer such
cases to the principal examiner having in charge the class of
inventions to which the patent sought to be extended belonged,
and having received the report of the examiner, to hear and
decide each particular case at the time and place designated in
the advertisement. All these provisions were directory, and
none of them were jurisdictional. The validity of no exten-
sion could therefore be affected by proof, in an infringement
suit, that some or all of those acts were omitted by the Com-
Iissioner, or were irregularly performed.®

! Brooks v, Bicknell, 3 McLean, 4 Clum v. Brewer, 2 Curtis, 506,

250, 1843. 1855 ; Jordan v. Dobson, 2 Abbott,
? Grant v. Raymond, 6 Peters, 244, 408, 1870.
1832. 5 Brooks v. Jenkins, 3 MecLean,

* Patent Act of 1836, Section 18 ; 435, 1844 ; Colt v. Young, 2 Blatch.
Patent Act of 1870, Section 66; 473, 1852 ; Tilghman v. Mitchell, 9
Revised Statutes, Section 4927. Blatch. 27, 1871.
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§ 269. No fraud, practised upon or by the Commissioner,
relevant to securing or granting an extension, can ever become
the subject of inquiry in any suit for infringement. The de-
cision of the Commissioner, in granting an extension, does not,
however, foreclose all inquiry into allegations of fraud ; as it
does into allegations of inadvertence, error, or ministerial ir-
regularity. The law is not go absurd as to make a man’s own
decision that he has committed no fraud, and suffered none to
be committed npon him, a conclusive adjudication of that
point. But charges so grave deserve a special proceeding for
their investigation. They are not to be bandied about as
collateral makeweights in infringement sunits. When investi-
gated, they must be -investigated in a special proceeding
brought to repeal the grant of the extension.’

§ 270. *“ The benefit of the extension of a patent shall
extend to the assignees and grantees of the right to use the
thing patented, to the extent of their interest therein.’’’
This enactment, in almost precisely the same words, has al-
ways found a place in statutes relevant to extensions of
patents.” The meaning of this law was never learned from
its perusal. It is one of the cases in which persons who could
neither think nor write with precision or with clearness, were
put to penning statutes for a nation. It is an instance in
which Congress made a law for millions, without having any
accurate idea of the nature of the law it was making. The
duty of ascribing a definite meaning to the enactment
devolved, therefore, upon the courts. Dut the clause was so
ambiguous that the judges could not agree in regard to it. A
provision which should have been put beyond question by a
competent and faithful Congress, when it was enacted in 1836,
was still a subject of controversy in the Supreme Court more
than thirty-seven years later. Now that forty-seven years
have passed since its enactment, the text writer can collate the

1 Rublz;er Co. v. Goodyear, 9 Wal- 2 Revised Statutes, Section 4928,
lace, 796, 1869 ; Mowry v. Whitney, 3 Patunt Act of 1836, Section 18;
14 Wallace, 434, 1871. Patent Act of 1870, Section 67.
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adjudicated cases, and can deduce and state the adjudicated
meaning of the clause. That meaning is as follows.

§ 271. Every person who, at the beginning of any extended
term of any patent, has a right to use a particular specimen of
any thing covered by that patent, has the same right to use
that specimer during that extended term, unless his right
was expressly limited so as not to include that term ;
and if such a person is the owner of such a specimen, he may
sell it to be used by others during that extension.’

The limitations expressed in this rule are not to be over-
looked. 1. It applies only to persons whose right to use
existed at the time of the extension. It has therefore been the
practice of some patentees to avoid the rule altogether, by mak-
ing {heir licenses expire a day or more before the end of the
existing terms of their respective patents. 2. The rule con-
fers no right upon any person on account of his having had a
right to make or to sell specimens of the patented thing. 3.
The rule does not apply to any patent for a process.” 4. The
rule confers no right under an extension, that did not exist
under the former term. Accordingly, if the former right was
subject to a royalty, the right under the extension .will be sub-
ject to the same royalty.” 5. The rule confers no right to
make or use or sell any new specimen of the patented thing ; *
though it does confer a right to repair the articles to which it
applies.” 6. The rule does not apply where the right to use,
when granted by the patentee, was expressly limited to the

1 Wilson v. Rousseau, 4 Howard,
677, 1846 : Bloomer ». McQuewan,
14 Howard, 539, 18562 ; Chaffee .
Belting Co. 22 Howard, 217, 1859 ;
Bloomer v, Millinger, 1 Wallace,
340, 1863 ; Mitchell v. Hawley, 16
Wallace, 644, 1872; Eunson .
Dodge, 18 Wallace, 414, 1873 ; Paper-
Bag Cases, 106 U. S. 766, 1881;
Woodworth v. Curtiz, 2 Wooodbury
and Minot, 624, 1847 ; Goodyear v,
Rubber Co. 1 Clif. 349, 1859 ; Woos-
ter v, Sidenberg, 13 Blatch, 88, 1876 ;

Black v. Hubbard, 3 Bann, & Ard.
40, 1877.

? Wetherill v. Zine Co. 6 Fisher,
60, 1872,

3 Union Mfg. Co. v. Lounsbury,
41 New York, 363, 1869.

1 Hodge v. Railroad Co. 6 Blatch.
165, 1868 ; Wood ». Railroad Co. 2
Biasell, 62, 1868.

5 Wilson v. Simpson, 9 Howard,
109, 1850 ; Aiken v. Print Works, 2
Clif, 435, 1865 ; Farrington v. De-
troit, 4 Fisher, 216, 1870.
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existing term of the patent.’ The right provided by the rule
of this section is a property right; and the specimens to
which it refers, and the right to use those specimens, may
therefore be transferred by sale, devise, levy of execution, or
assignment in insolvency.®

1 Mitchell v. Hawley, 16 Wallace, ! Woodworth v». Curtis, 2 Wood-
544, 1872. bury and Minot, 524, 1847.
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TITLE.
272. The nature of titles, and the | 284. Express warranties of validity.
metbods of their acquisition, 2856. Equitable titles ; how created.
273. Title by oceupancy. i 286. IEquitable titles ; how treated.
274, Title by assignment, 287. Title by grant.
275. Characteristics, authentication, | 288. Extra-territorial rights convey-
and effect of assignments. ed by grants,
276. Dormant assignments, 289, Title by creditor’s bill.
277. Assignments of rightsof action | 290. Title by bankruptcy.
for past infringements. 291. Title by death.
278. Construction of assignments. | 202. Tenancy in common. Joint-
279. Reformation of nssignments, tenancy.
280. Assignments of extensions, 203. Joint-tenancy ; how severed.
281. Recording and notice. 294. Rights of tenants in common as
282. Warranty of title. against each other.
263. Noimplied warranty of validity. | 295. Partition.

§ 272. Trrues to patent rights are capable of two independ-
ent classifications. One relates to the nature of title ; and the
other relates to the methods: by which title may be acquired.
In the first of these aspects, titles are divisible into those
which are purely legal, those which are purely equitable,
and those which are both legal and equitable. In the second
aspect, they are divisible into these: 1. By occupancy.
2. By assignment. 3. By grant. 4. By creditor’s bill. 5.
By bankruptcy. 6. By death. Titles which are both legal
and equitable may be acquired in either of these methods.
Titles which are purely equitable may be acquired by either,
except the first ; and those which are purely legal may be
transferred by either, except the first, fourth and fifth. It is’
the plan of this chapter, to treat the subject of title under this
sixfold division ; and, in general, to treat it with a view to
title which is both legal and equitable, and is therefore com-
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plete ; but also, to incorporate into that treatment, such state-
ments as may show the relations ‘which purely legal and
purely equitable titles bear to each other, and to the law ; and
to conclude the whole with a discussion of such points as relate
to patent rights owned contemporaneously by a plurality of
persons.

§ 273. Title by ocecupancy is that title to a patent, which a
person may acquire by inventing any new and uscful process,
machine, manufacture, or composition of matter. During the
space of time between the day of invention and the date of
letters patent therefor, that title is inchoate, but is neverthe-
less recognized by both law and equity.' Such an inchoate
right may be assigned ; and an assignment thereof will convey
the legal title to the letters patent, as soon as the letters patent
are granted.” This rule applies not only to cases where the
assignments are recorded before the granting of the patents,
but also to cases where, though executed before, they are not
recorded till after that event.” So also it applies to cases
where the assignments are executed after applications for pat-
ents are rejected, and before those rejections are reversed.*
The inchoate right to a Patent Office extension of a patent,
when such a right was provided by law,® was also a proper
subject of assignment, even while it remained inchoate ;¢ and
such an assignment also operated to convey the legal title to
such an extension, whenever such an extension was granted
by the Commissioner of Patents.’

The title by occupancy, which an inventor acquires when
he invents, is not affected by the fact that he is at the time in
the employ of another ;° for persons employed, as much as

1 Gayler v. Wilder, 10 Howard, 5 From July 4, 1836, to March 2,
493, 1850 ; Hendrie v. Sayles, 98 186l.

U. 8. 651, 1878. ¢ Nicholson Pavement Co. v. Jen-
? Gayler v, Wilder, 10 Howard, kins, 14 Wallace, 456, 1871.
. 493, 1850. T Railroad Co, v. Trimble, 10 Wal-
8 United States Stamping Co. v. lace, 380, 1870.
Jewett, 7 Fed. Rep. 869, 1880, ¥ Whiting ». Graves, 3 Bann. &

4 Gay v, Cornell, 1 Blatch. 510, Ard. 222, 1878 ; Hapgood v, Hewitt,
1849. ‘ 11 Fed. Rep. 423, 1882,
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employers, are entitled to their own independent inventions.'
The original title of a patentee to a patent issued to him, is
presumed to continue till he 1s shown to have parted with it ;*.
and the grantee named in a reissue patent is presumed to be
the lawful owner of that patent, until he is shown not to
have owned the patent which he surrendered in order to ob-
tain that reissue, or is shown to have parted with the title to
the reissue after that date.’

§ 274. An assignment of a patent is an instrnment in writ-
ing, which, in the eye of the law, purports to convey the entire
title to that patent, or to convey an undivided share in that
entire title.* Such assignments usunally purport to convey
the entire right secured by the patent ; and therefore they
cover the exclusive right to make, to use, and to sell the pat-
ented invention throughout the United States. It has, how-
ever, been held that an assignment which purports on its face
to convey the exclusive right to make and sell the invention
covered by the patent is a full assignment of that patent,
becanse an expressed execlusive right to make and sell, carries
with i1t an implied exclusive right to use, the subject-matter of
the putent.” Assignments of legal titles to patents must be
in writing, because the staiute provides no other method of
effecting such an assignment ;° and because since patent
richts are creatures of statute and not of ¢common- law, the
transfer of the legal title thereto cannot be regulated by the
rules of the latter system.” . It seems, however, that an equit-
able title may be created by parol,” and if such a title can he
created by parol, it may, perhaps, by parity of reasoning, be
transferred by the same method.

§ 2756. The patent assigned ought to be described in an as-

I Agawam Co. v. Jordan, 7 Wallace, 211, 1858.

683, 1868, 5 Nellis v. Mfg. Co. 13 Fed. Rep.
2 Fischer v. Neil, 6 Fed. Rep. 89, 451, 1882.

1881. ¢ Revised Statutes, Section 4898.
8 Washburn & Moen Mfg. Co. v. 1 Gayler v. Wilder, 10 Howard,

Heaish, 4 Fed. Rep. 900, 1880. 498, 1850.

¢ Gayler v. Wilder, 10 Howard, 8 Whiting v. Graves, 3 Bann. &
477, 1850; Potter v.Holland, 4 Blatch. Ard. 225, 1878,
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signment by its number and its date, and by the name of the
patentee, and the name of the invention which it purports to
cover ; but an assighment will bo valid, though it is lacking
or erroneous in one or more of these particulars, if the de-
scription which it contains really excludes doubt as to the pat-
ont intended to be conveyed.! An assignment of an invention
or patent for a machine, will not convey any patent for a
process in the performance of which that machine finds its
only utility.” Amn assignment by a natural person requires
no other anthentication than the assignor’s signature. Such
papers are sometimes acknowledged before a magistrate ; but
if such an acknowledgment is of any value, 1t is so merely
because it obviates the necessity of proving the signaturc of
the assignor, and if it obrviates that nccessity, 1t does so by
virtue of the law of the particular State in which it is acknowl-
cdged.” An assignment by a corporation needs not to be
authenticated by its corporate seal, but is properly ecxecuted,
if executed in the name and by the authority of the corpora-
tion, and by a proper officer, who signs for the corporation,
and signs as an officer thereof. An assignment to a corpora-
tion confers no title upon any stockholder therein ;* and an
assignment to a corporation which is not organized till after
the date of the assignment will, at least by way of estoppel,
inure to its benefit when organized, and will be good as
against the assignor.’

§ 276. An assignment for which the consideration was
never paid, and which was never acted upon by either of the
parties thereto, conveys no title to the assignee ;° but no as-
sipnment which has been acted upon by the parties thereto

1 Case v. Morey, 1 New Hamp- v, Tilden, 14 Fed. Rep. 740, 1882,
gshire, 349, 1818 ; Holden v. Curtis, 4 Gottfried v. Miller, 104 U, S, 527,
2 New Hampshire, 63, 1819 ; Har- 1881,
mon v. Bird, 22 Wendell, (N. Y.) 113, 5 Gottfried v. Miller, 104 U. 8.
1839 ; Hill v. Thuermer, 13 Indiana, 528, 1881,

351, 1859. * 8 Dyer v. Rich, 1 Metcalf {Mass.)

* Downton v, Mfg, Co.9 Fed. Rep. 180, 1840,

402, 1879 ; Downton v». Allis, 9 Fed. T Railroad Co. v. Trimble, 10 Wal-
Rep. 771, 1881. . lace, 380, 1870.
3New York Pharmical Association
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can be revoked on the ground of a partial failure to pay the
promised price,’

§ 277. Rights of action for past infringements of a patent
are not conveyed by any mere assignment of that patent ;’
but they may be conveyed by any assignment which purports
to convey them, whether that document purports also to con-
vey the patent,’ or purports to convey the rights of action
alone.*

§ 278. The construction of assignments depends primarily
upon the meaning of all the language in which they are
composed, rather than upon that of any partieular words they
contain ; * and if that langnage is clear in the eye of the law,
its effect cannot be varied by any parol evidence ;° but if
that language is ambiguous, it may be construed in the light of
certain classes of parol proof. The parties will never be per-
mitted to testify what they intended to signify by the lan-
gange they used, because if they were, assignors might nar-
row, and assignees might widen, the scope of the rights con-
veyed, by simply making oath to alleged former states of
their own minds.  Perjury could scldom be detected in such
a case ; and such a rule would put property at the mercy of
avarice. Nor is any evidence admissible which merely shows
that one of the parties to an assignment made such declara-
tions, or did such aects, in pursnance of that assignment, as in-
dicate that he understood the document in a sense most favor-
able to himself. If such evidence were admissible, the honest
mistake of an assignor, in construing his contract, would often
deprive an assignee of rights which he had honestly bought ;
and the honest mistake of an assignee would often deprive an
assignor of rights which he never hadsold. But parol evidence
18 admissible to construe an ambiguous assignment, if that evi-

! Hartshorn v. Day, 19 Howard, 4 Hayward v.Andrews, 12 F'ed.Rep.
222, 1856 ; Mackaye v. Mallory, 12 786, 1882.
Fed. Rep. 328, 1882, * Washburn ». Gould, 3 Story, 122,
? Moore v. Marsh, 7 Wallace, 515, 1844,
1868. ' 6 Railroad Co. v. Trimble, 10 Wal-

S Hamilton v. Rollins, 3 Bann. & lace, 367, 1870.
Ard. 160, 1877.
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 dence shows the, existence of such collateral documents, or
surrounding circumstances, attending the execution of that as-
signment, as throw light upon the meaning of its words ;'
or shows that both parties to that assignment, practically con-
strued it, after its execution, and in so doing construed it
alike.” If ambiguities still.remain in an assignment after all
other recognized methods of solving them have been em-
ployed, they are to be solved against the grantor, as he is sup-
posed to have written the document, and therefore to be
chargeable with the obscurity.®

§ 279. Reformation of an assignment may be had by means
of a bill in equity filed for that purpose, if that assignment
does not conform to the mutual intention of the parties to its
execution ; but neither party can secure such reformation on
proof of what his intention was, unless he also proves that the
intention of the other party was the same.* But no reforma-
tion of an assignment can affeet the right of any innocent pur-
chaser, for a valuable consideration, who had no notice, at the
time of his purchase, that the inutual intention of the parties
was different from the assignment which passed between
them.*

§ 280. No extension of a patent, is conveyed by any assign-
ment of the first term thereof.® Nor is any extension, which
is not provided for by the general law when an assignment is
made, covered by the word ‘‘renewal ’’ in such an assign-
ment. In such a case, that word is held to mean ¢ reissue’
and not to mean ‘‘ extension.”” ” But if, at the time such an
assignment is made, the patent statutes do provide for exten-

1 Read v. Bowman, 2 Wallace, 114, 1867.
691, 1864 ; Phelps v. Classen, 1 t Downton v. Allis, 9 Fed. Rep.
Woolworth, 212, 1868 ; Witherell v, 771, 1881,
Zinc Co. 6 Fisher, 50, 1872. ¥ Gibson v. Cook, 2 Blatch. 149,
? Wilcoxen v. Bowles, 1 Lonisi- 1850 ; Woodworth v. Cook, 2 Blatch.
ana An'l, 230, 1846; Parrott v.Wikoff, 151, 1850. :
1 Louisiana An'], 232, 1846 ; Colemnan ¢ Wilson v. Rousseau, 4 Howard,
v. Grubb, 23 Penn. St. 409, 1854. 646, 1846.
¢ Smith v, Selden, 1 Blatch, 475, T Wilson v. Roussean, 4 Howard,
1849 ; May v. Chaffee, 2 Dillon, 385, 646, 1846.
1871 ; Falley v. Giles, 29 Indiana,
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sions of patents of the class to which the assigned patent
belongs, then the word ‘‘ renewal *’ is a sufficient word to con-
vey such an extension.' An assignment of an invention, with-
out limitation or qualification, will convey, not only the origi-
nal term, but also any Patent Office extension, of the patent
granted for that invention. Whether such an assignment
will convey any Congressional extension, is an undecided
point. An aflirmative decision wupon it will not necessarily
follow the rnle in Hendrie ». Sayles, but it is not improbable
that the Supreme Court will take the step required to pass
from the one doectrine to the other, whenever the question
arises in that tribunal. |

§ 281. Recording in the Patent Office, within three month-
after its date, is necessary to the validity of any assignment of
a patent right, as against any subsequent purchaser or mort-
gagee, for a valuable consideration, without notice.” This
statutory provision does not apply to any assignment executed
prior to the granting of letters patent, unless that assignment
is one upon which a patent is to be issued to the assiguee ; and
in such a case the invention must be so identified in the assign-
ment, that there can be no mistake as to the particular inven-
tion intended to be conveyed. Nor does the provision apply
to any assignment made by a judge or register in bankruptey
under Title LXI. of the Revised Statutes ; and such an as-
signment though unrecorded more than three months after
its date and delivery, will prevail against a subsequently exe-
cuted hut previously recorded assignment of the bankrupt or
his executor or administrator.® Neith. r does the provision
apply to any assignment which conveyed acerued rights of
action only.® In such a case, the assignee, in order to protect
his right, should give the infringer notice of the assignment ;

! Pitts v. Hall, 3 Blatch. 201, 1854; 4+ Wright v. Randel, 8 Fed. Rep.
Goodyear v, Cary, 4 Blatch. 303, 599, 1881.
1859 ; Chase v, Walker, 3 Fisher, 122,  Prime v. Mfg. Co. 16 Blatch,

1866. 4566, 1879.
? Hendrie v. Sayles, 98 U. 8. 554, 6 Gear v. Fitch, 3 Bann, & Ard.
1878. 573, 1878.

3 Revised Statutes, Seotion 4898,
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so that if the infringer afterward pays the assignor, or pays
somne sitbsequent assignee, for that right of action, he will do

so at his peril, and will not discharge liis liability to the first
assignee.’ IRecording an assignment of a patent, is not
necessary to its validity, as between the parties to that assign.
ment ;3 * nor as against an infringer of the patent;® nor as
against an innocent purchaser for a valuable consideration
without notice, who takes his assignment within three monthsg
after the date of the prior unrecorded assignient ;* nor as
against any subsequent purchaser who had actual notice there-
of, when purchasing ; * nor as against any subsequent purchaser
who paid no valuable consideration for the assignment which
he took.® A merely good consideration will, therefore, not
support an assignment as against any prior unrecorded assign-
ment of the sanmiec patent given for a valuable consideration.
The notice whiech will protect a prior unrecorded assign.
ment, against a subsequent assignment for a valunable con-
sideration, may be actual, or it may be constructive only.
Such constructive notice may be based on the’fact that the
subsequent assignee was informed, at the time of his purchase,
that the prior assignee was making, using or sclling spectinens
of the invention covered by the patent involved. Such mak-
ine, using or selling is such a possession of the invention, as
charges all purchascers who are cognizant thereof, with notice

1 Woodbridge v. Perking, 3 Day 4 Brooks v, Byam, 2 Story, 525,

(Connecticut) 364, 1809 ; Vanbus-
kirk v. Hartford Eire Insurance Co.
14 Connecticut, 144, 1841 ; Campbell
v, Day, 16 Vermont, 558, 1844 ; Clod.-
felter v. Cox, 1 Sneed (Tenn.) 330,
18563 ; T.oomis », Loomis, 26 Ver-
mont, 198, 1854 ; Murdoch v. Finney,
21 Missouri, 138, 18565 ; McWillinns
v{Webb, 32 Towa, 677, 1871,

? Holden v, Curtis, 2 New Hamp-
gshire, 61, 1819 ; Case v. Redfield, 4
McLean, 27, 1849 ; Blackey. Stone,
33 Alabama, 327, 1858 : Moore .
Bare, 11 Iowa, 198, 1860 ; Turnbuli
v. Plow Co, G Bissell, 229, 1874,

1843 ; Pitts v, Whitmman, 2 Slory,
609, 1843 ; Boyd v. M‘Alpin, 3 Mec-
Lean, 427, 1844 ; Cage v, Redfield,
4 McLean, 626, 1849 ; McKernan »,
Hite, 6 Indiana, 428, 1855 ; Sone »,
Palmer, 28 Missouri, 539, 1859,

+ Gibson v. Cook, € DBlatek, 144,
1850,

5 Peck v, Bacon, 18 Connecticut
377, 1847 : Continental Windmill
Co. v. Empire Windmill Co. 8
Blatch., 295, 1871 ; Ashceroft v. Wal-
worth, 1 Holmes, 152, 1872.

¢ Haxton v. Aultman, 15
Stute, 471, 1804,

Ohio
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of whatever title the maker, user or scller may possess,' Such
constructive notice may also be based on the fuct that the sub-
sequent purchaser was a corporation in which the assignor was
a director. The assignor’s actual knowledge of his own prior
assignment, becomes in such a case, constructive notice of that
assigniment, to the corporation one of whose directors the as-
gsignor i8.” Where title has once vested in a subsequent pur-
chaser, for a valuable consideration, without notice of a prior
unrecorded assignment more than three months old ; that title
beeomes absolute, and may be purchased by persons who had
actual knowledge of the prior assignment.” If this rule werc
otherwise, titles thus derived might become valueless for
want of qualified purchasers.*

The foregoing parts of this section contemplate cases where
the things covered by several assigninents of the vame ussignors,
are unquestionably identieal ; and where there is no ground for
controversy relevant to the respective dates of the contlicting
transactions. Where cither or both of those circnmstances
are otherwise, other points ¢f luw wiil also arise.  Where, for
example, the subsequent assienment purported to convey no
more than the right, title, and interest of the assignor, in the
speeified patent, that assignment can never prevail against any
prior unrecorded assignment which left any interest in the as-
signor ; * if indeed it can prevail against one which left no
snch interest.’

The date of an assignment is the day of its delivery, and not
the date which appears upon its face, if the latter differs from
the former ;' and the threc months within which, after that

I Prime v, Mfg. Co. 16 Blatch. 455, dence, Section 1503a,
1879. ¢ Brown v, Jackson, 3 Wheaton,
? Continental Windmill Co., ». 449, 1818 ; Ashcroft v. Walworth,
Empire Windmill Co. 8 Blatch. 295, 1 Holmes, 152, 1872 ; Turnbull .
1871 ; Cutter Co. v. Sheldon, 10, DPlow Co. 6 Bissell, 230, 1874.

Blatch. 1, 1872, 6 Oliver v. Pintt, 3 Howard, 363,
2 Wright v. Randel, 8 Fed. Rep, 1845 Mg v. Le Claire, 11 Wallace,
599, 1881. 232, 1870,

¢ Varick v». Briggs, 6 Paige, (N. Y.) TDyer v. Rich, 1 Metcunlf (Mass.),
329, 1837; Story's Equity Jurispru- 180, 1840,
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date, an assignment is required to be recorded, are lunar, and
not calendar months.’

§ 282. Warranty of title is implied in every assignment of
a patent right unless that assignment purports to convey
merely the right of the assignor ; or unless it is otherwise
limited to narrower ground than the entire patent right which
it describes. Every such assignment will therefore transfer
whatever title the assignor may subsequently acquire by pur-
chase or otherwise.” DBut an assignment of the right, title and
interest of the assignor without anything more, will not oper-
ate to convey any title which is subsequently acquired by
him.?

§ 283. No warranty of validity is implied in any assignment
of a patent right. If the assignor knows the patent to be in-
valid, at the time he makes the assignment, he is guilty of
fraud, and the assignee may have relief against him, on that
ground ; but if both parties are equally innocent of knowledge
of invalidity, the loss consequent on any invalidity afterward
brought to light, must fall upon the then owner of the pat-
ent.*

Some State courts have held, that when sued by an assignor
for the purchase price of a patent, any assignee may defend
on any ground of invalidity which he can prove to exist.
This view is based on the theory that in such a case there is a
failure of consideration. This theory is not correct, because
an assignor may lose, and an assignee may gain as much on
account of the assignment of an invalid patent as on account
of a valid one. An assignment of an invalid patent is a suffi-
cient consideration to support a promissory note, in any case
where there is neither warranty nor fraud.® To allow an
assignee, who has made profit from the patent assigned, to de-
fend against a suit for the promised price, on the ground of

} Section 125 of this book. Battle’s Equity Cases (N. C.), 315,

? Faulks v. Kamp, 17 Blatch. 433, 1836; Cansler v. Eaton, 2 Jones'
1880. . Equity Cases (N. C.), 499, 1856.

3 Porry v. Corning, 7 Blatch. 195, > Thomas v, Quintard, b Duer
1870. (N. Y.), 80, 1855.

¢ Hiatt v. Twomey, 1 Devereux &

b
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some defect he has been able to discover in the patent, would
be very unjust. Such a rule might enable an assignee to reap
enormous gains from practically exclusive rights, and then to
avert payment for those rights, on some far-fetched ground of
invalidity, which never for one moment had disturbed his ex-
clusive possession of the patented privilege. Even where an
assignee 18 not shown to have derived any benefit from the as-
sighment of a particular patent, he ought not to be permitted
to defend against a suit for the price he promised to pay
thereior ; because that assignment operated, at least to pre-
vent the assignor from making, using or selling specimens of
the patented thing. It is perfectly well scttled that loss or
disadvantage to the promisee, is a sufficient consideration to
support a contract, even where that contract resulted in no
berefit to the promisor.’

§ 284. Express warranties of validity may of course be in-
corporated in assignments of patents ; and, where so incorpo-
rated, they will subject assignors to actions for damages, if the
patents assigned are found to be in faet invalid. Parol
warranties of validity, when they accompany written assign-
ments of patents, are inadissible as foundations for actions
for damages based on alleged invalidity of those patents ;®
but such parol statements may be admissible as aiding to prove
fraud, In a case where other evidence shows that the assignor
knew the patent to be invalid, when he made the assign-
ment.' In such a case, hewever, the assignee’s right of action
rests upon the fraud and not upon the parol warranty.” It
follows, therefore, that the parol warranties of validity which
sometimes accompany assignments of patents, have little legal
value.

§ 285. Equitable titles to patent rights may arise in a num-
ber of different ways. Such a title accrues to an assignee when

! Parsons on’ Contracts, Book 2, 21 Missoauri, 341, 1855.

Ch. 1, Sec. 2. 4 McClure v. Jeffrey, 8 Indiana,
* Wright v. Wilson, 11 Richard- 83, 1856.

gon (8. C. Law Reports), 151, 1856, b Rose v. Hurley, 39 Indiana, 78,
3 Van Ostrand v. Reed, 1 Wendell, 1872,

(N. Y.) 433, 1828 ; Jolliffe v. Collins,
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a patent is granted to an inventor, for'an invention made or
completed after the execution of an assignment adapted to
convey it." Such a tit.2 accrues to an inventor when a patent
is granted to his assignee, in pursuance of an assignmnent,
which was accompanied by a contract providing that the as-
signee should pay to the inventor all or some portion of the
proceeds of the patent.” Such a title acerues to an assignee
of a term for years, in a patent right, if that term 18 limited to
expire before the expiration of the existing term of the pat-
ent.” And such a title will doubtless arise out of any con-
tract which purports to give a person a beneficial interest in a
patent right ; but which does not amnount to an assignment or
grant of legal title, nor to a license to make, to use, or to sell
the invention. So also, any facts which would create a con-
structive or a resulting trust, if they related to other kinds of
intangible personal property, will doubtless have the same
effect upon property in patents, when they relate thereto.

§ 286. In whatever way an equitable title to a patent right
may be found to have arisen, it will be upheld by a court of
equity, as against the naked legal title. Dut if the holder of
the legal title assigns the patent to a purchaser for a valuable
consideration, without notice of the equitable title ; such a
purchaser will take the entire ownership of the patent, freed
from the prior equitable incumbrance.® One distriet judge
has decided this point the other way, holding that the maxim
caveat emptor applies to such a cast.® DBut that decision was
rendered before that in Hendrie ». Sayles ; and was made in
evident forgetfulness of the really applicable maxim that,
‘“ between equal equities the law will prevail ;> and of the
well established doctrine, that, if a purchaser for a valuable con-
sideration without notice of a prior equitable right, obtains a

! Littlefield v. Perry, 21 Wallace, 3 Cook v. Bidwell, 8 Fed. Rep, 452,
926, 1874 ; Nesmith v, Calvert, 1  1881. '
Woodbury & Minot, 34, 1845 ; Conti- ¢ Hendrie v. Sayles, 98 U, 8. 549,
nental Windmill Co. v. EmpireWind- 1878.
mill Co. 8 Blatch. 295, 1871, 5 Consolidated Fruit Jar Co, v
? bayles v. Dubuque & Sioux City Whitney, 2 Bann. & Ard. 385, 1876,
Railroad Co. 6 Dillon, 563, 1878,
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legal estate at the time of his purchase, he will be entitled to
priority in equity, as well as in law.” The maxim of caveat
emptor applies where a seller has no title whatever.* When a
seller has the legal title, but not the equitable, then the other
maxim governs the rights of assignees.

§ 287. A grant, from one person to another, of a putent
right is a conveyance in writing of the entire right, or of an
undivided interest therein, within and throughout a certain
specified portion of the territory of the United States. The
subject matter of a patent right is not divisible in any other
category than a territorial one ;* and therefore grants cannot
be made to convey one of several inventions covered by a pat-
ent ; nor to convey an exclusive right to make, use and sell a
patented invention for one of several purposes to.which it is
applicable. The rules which relate to the form, authentica-
tion, construction, revocation, reformation and efiect of assign-
ments, refer with equal force to grants ; except as otherwise
stated or implied in this section, and except as the explained
nature of a grant clearly indicates otherwise. In addition to
. those rules, there are several which refer to grants and not to
assigniments ; and to the latter, it is now in order to attend.

A grant is not void for ambiguity where it purports to con-
vey all of the territory of the United States except a number
of counties theretofore conveyed to others, but not specitied
in the grant ; because the reservation is such an one as is capa-
ble of being made certain by competent evidence.® It is not
inconsistent with the character of a document as a grant,
that it contains a clause of forfeiture in case of non-payment
of royalties, or a clause providing that the grantor s .ail prose-
cute and defend suits relating to the exclusive right  granted.®

! Bispham’s Principles of Equity,
Section 40.

? Abbett v. Zusi, b Bann. & Ard.
38, 1879.

3 Gayler v. Wilder, 10 Howard,
494, 1850; Moore v. Marsh, 7 Wallace,
621, 1868 ; Littlefield v. Perry, 21
Wallace, 219, 1874,

1 Goodyear v. Railroad Co. 1 Fish-
er, 627, 1803 ; Saydam v. Day, 2
Blatch, 21, 1846 ; Washing Machine
Co. v. Enrle, 3 Wallace, Jr. 320, 1861,

> Washburn & Moen Mig. Co. v.
Haish, 4 Fed. Rep. 908, 1880,

¢ Littlefield v. Perry. 21 Wallace,
220, 1874.
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Noris it inconsistent with a grant, that the document limits
the exercise of the exclusive right, to the making, using and
selling of a particular number of specimnens of the patented
invention involved.’ DBut no instrument can be a grant which
reserves a right to the grantor, to sell specimens of the patent-
ed thing within the territory covered thereby ; though it re-
serves him no right to make or to use any such specimen with-
in that territory.’

§ 288. A grant of an exclusive right to make, use, and sell
a particular patented invention within a particular part of the
United States, confers the right to use, anywhere within the
United States, those specimens of that invention which are .
made and sold under the grant, and within the territory cover-
ed thereby.” This point was established in a case where the
patented article was capable of being used but once ; but in the
other case which supports it, the rule was applied, though the
thing covered by the patent was capable of repeated uses. It was
a remark of Sir Franeis Bacon, that : ¢¢ It is the vice of subtle
minds to attach too mmuch importance to slight distinctions.’
Such a mind may possibly hold that Judge SAawyEr was not
justified in disregarding the distinction just mentioned. Dut
Judge SAwYER took still a further step in the case last cited.
He refused to enjoin the defendant from selling, west of the
Rocky Mountains, those specimens of the patented invention
which were lawfully made and sold east of that landmark ;
though the complainant was the sole grantee of all the territory
which he sought to protect from intrusion. It is probable
that this practice and the doctrine upon which it is founded
will also be approved by the Supreme Court when the question
arises in that tribunal, for it has said, that : ‘¢ Power to sell
the machine and transfer the accompanying right of use is
an incident of unrestricted ownership.””*

1 Wilson v. Rousseau, 4 Howard, 3 Adams v. Burke, 17 Wallace, 453,
646, 1846 ; Washburn v, Gould, 3 1873 ; McKay v. Wooster, 2. Sawyer,
Story, 122, 1844 ; Ritter v, Serrell, 2 373, 1873,

Blatch, 379, 1852. ¢ Paper-Bag Cases, 105 U, 8. 771,

? Pitts v, Jameson, 15 Barbour 1881,

(N. Y. Supreme Court), 315, 1853,
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§ 289. A creditor’s bill may operate to transfer a compleic
title, or an equitable title, to a patent right, whenever a judg-
ment is obtained against its owner, and an exccution issued on
that judgment, is returned nulle bone; and the court in
which the creditor’s bill is filed may appoint a trustee to exe-
cute a proper assignment.’ But a suit, instituted by the filing
of such a bill, is not a patent suit in such a sense as to confer
jurisdiction on a Federal court.” Where jurisdiction is not con-
ferred nupon those courts by variant citizenship, or other cause
known to the law, it will be necessary to proceed in the courts
of the States. In such of the States as have preserved equity
pleadings and proceedings, a creditor’s bill is the proper docn-
ment to file in such a court, when pursuing such relief ; but in
the States which have adopted codes of civil procedure, in
place of the comnmon law and equity plans of judieature, the
end in view may be reached by what are called proceedings
supplementary to executions.’

§ 290. Adjudieation of bankruptey and appointment of an
assignee, operated, under the bankrupt law of 1867, to vest
in such assignee, all patent rights of the bankrupt and all
choses wn action based thereon, except such as were held in
trust by him, and except such as were exempted from at-
tachment, or seizure, or levy on execution by virtue of the laws
of the United States, or by virtue of the laws of the State in
which the bankrupt had his domicil at the time of the com-
mencement of the bankruptey proceedings.' Though this
bankruptey law was repealed in 1878, many titles, to patent
rights now in force, were transferred by its operation ; and it
8 therefore still a law of practical importance. Whenever
new bankruptey statutes are hereafter enacted, it is probable
that similar provisions will be inserted also in them. Corre-
sponding proceedings in insolvency under State laws, do not
have the operation of bankruptey proceedings in this particu-
lar.  They do not confer upon the assignee in insolvency, any

! Ager v, Murray, 105 U. 8. 126, 2 Pacific Bank v. Robinson, b7
1881. . Californis, 522, 1881,

?Ryan v, Lee, 10 Fed. Rep. 917, 1 Revised Statutes, Bections 5046,
1882. 5053, 5045.
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title to the patent rights of the insolvent.' But it i probable,
that courts which have jurisdiction of' such proceedings, may
co*npel the insolvent to execute such an assignment to the as-
signee In insolvency as will convey the same rights to the latter,
as those which, without such a document, were conveyed to
an assignee in bankruptcy under the bankrupt law of 1867.
§ 291. Death of an inventor, before, the grant of a patent
for his invention, causes a transfer of his inchoate title, to his
executor or administrator, in trust for the heirs at law of the
deceased in case he dies intestate, or in trust for his devisees
n case he leaves a will disposing of the inveuntion.” Such an
inchoate title has several of the same qualities, in the hands of
-the executor or administrator, that it had in the hands of the
deceased. If it was an unassigned inchoate title in the hands
of the inventor, it is likewise so in the Lands of his legal repre-
sentative., If the deceased had parted with the equitable
title, and had, at his death, only the inchoate legal title, the
equitable title will be unaffected by the death of the inventor,
and will remain the property of its purchaser. So also, if
the inventor had parted, prior to his death, with the inchoate
legal title, and retained the equitable title, then the latter, and
not the former, will devolve upon his executor or adminis-
trator. Death of the owner of any legal or equitable title to a
patent right already in existence, causes a transfer of that title
to his executor or administrator, in like manner as it causes the
transfer of any other intangible personal property of the de-
ceased.® Such a legal representative may convey the title by
assignment or by grant, by means of any suitable instrument in
writing, and in pursuance of such general or special authority
from the probate court as is preseribed, in that behalf, by the
laws of the particular State whose court that tribunal is.’

I Asheroft v. Walworth, 1 Holmes, Bann. & Ard, 177, 1874.

154, 1872, 5 Brooks v. Jenkins, 3 McLean,
? Ager v. Murray, 105 U. S. 131, 441, 1844 ; Hodge v. North Missouri
1881. Railroad Co. 1 Dillon, 104, 1870.
4 Revigsed Statutes, Section 4896. ¢ Brooks v. Jenkins, 3 McLean,441,

+ Northwestern Extinguisher Co. 1844,
v. Philadelphia Extinguisher Co. 1
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Where there are several joint executors or -administrators, the
assignment or grant of one of them, is legally the assignment
or grant of them all ;' and if an administrator denominates
himself an executor, or if an executor calls himself an adminis-
trator, in such a document, that document will be none the less
efficacious to convey the title which he holds in his true ca-
pacity.’

§ 292. Tenancy in common, in a patent right, will arise
whenever the sole owner of such a right, in all or in part of
the territory of the United States, conveys to another an undi-
vided interest in the whole or in part of the right which he
owns. Mutual ownership of some sort arises when a plurality
of persons are joint inventors of a process or thing, for which
they obtain a joint patent ; and also when a plurality of persons
obtain, by one assignment or grant, the nndivided ownership
of a patent, or the undivided ownership of a patent right in a
part of the territory of the United States. Whether such
mutual ownership constitutes tenancy in common, or constitutes
joint-tenancy is a question upon which no positive answer can
at present be given. The text writer can do no more than to
state the considerations upon which each of the two possible
answers, 1f given, must be based, and to state which of those
sets of considerations appear to be the more convineing.

In favor of the hypothesis of joint-tenancy, it may be said
that joint-tenancy is a doctrine of the common law which is as
applicable to personal property as to real estate ;® and that
such mutual ownership of patent rights, as those now under
inspection, are characterized by all of the four unities which
constitute joint-tenancy ; the unity of interest ; the unity of
title ; the unity of time; and the unity of possession. In
answer to this it may be said that the doctrine of survivorship
13 the distingunishing characteristic of joint-tenancy ; and that
the reasons which gave rise to that description of estate in

! Wintermute v. Redington, 1 4 Blackstone, Book 2, Ch. 25, last
Fisher, 239, 1856, paragraph.

* Newell v. West, 13 Blatch. 114, ¢ Blackstone, Book 2, Ch. 12,
1875.
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England, never existed in the United States ; and that those
reasons were founded on the feudal idea that the services due
to the superior lord, should be kept entire ; and that the doc-
trine of survivorship was invented to secure that feudal end ;
and that 1t has no foundation on any principle of natural
justice, or on any point of public policy relevant to American
patent rights ; and that, therefore, joint-tenancy and its inei-
dent, survivorship, are not such doctrines of the common law
as are entitled to be incorporated into our American patent
system. To this argument against joint-tenancy, it may be
replied that it has as reasonable an application to American
patent rights, as it has to American reul estate ; and that the
Supreme Court of the United States has applied it to the latter
sort of property.’ To thisit may be rejoined that though the
question was involved, it was not argued, in the case last cited ;
and that the Supreme Courts of several of the States have de-
cided that joint-tenancy is not a part of American common
law.” And it may be further rejoined that even if applicable
to American real estate, it is not applicable to American patent
rights, because, if it were, it would often operate to defeat the
reward to inventors which it is a purpose of Ameriecan patent
law to secure ; and because the same reasons which in England
excluded the doctrines of joint-tenancy from personal property
used in agriculture or in commerce,’ should in America exclude
those doctrines from personal property ereated by invention and
used in manufactures. And it may be further rejoined that,
even if, in the absence of contrary legislation, the doctrines of
joint-tenancy would apply to American patent rights, yet those
doctrines have been substantially abrogated throughout most
of the United States, by means of those State statutes which
have repealed or emasculated those doctrines within the several
States, and by virtne of Section 721 of the Revised Statutes,
which had adopted those State statutes. To the last re-

! Mayburry v. Brien, 15 Peters, 37, Steinberger, 2 Ohio, 306, 1826 ;
1841. Harris v. Clark, 10 Ohio, §, 1840,

2 Phelps v, Jepson, 1 Root (Con- 8 Blackstone, Book 2, Ch. 25, last
necticut), 48, 1769; Sergeant wv. paragraph.
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joinder it may be surrejoined that Section 721 of the Re-
vised Statutes does not adopt the State statutes on this snb-
ject ; because that section is identical with Section 34 of the
Judiciary Act of 1789, and because the latter provision has
been held by the Supreme Court, to apply only to cases arising
out of the laws of the States.' To this surrejoinder, there
may Dbe a rebutter that this part of the decision in the United
States ». Reid, has apparently been overruled in later Supreme
Court cases.” To the mind of the text writer it appears that
those of the foregoing arguments which deny joint-tenancy in
patent rights, are on the whole more cc: vincing than those
which affirm it. All mutnal ownership of such rights, will
therefore be treated in the following pages, as though it were,
undeniably, tenancy in common.

Inasmuch, however, as the question hae never been decided
by the Supreme Court, it would be prudent to avoid, as far
as possible, the circumstances which created a joint-tenancy at
English common law ; for if joint-tenancy should be held to
exist in any patent right, its doctrine of survivorship would
deprive the heirs or devisees of a dying joint-tenant, of their
just inheritance, and would confer that inheritance upon the
joint-tenant who survived.®

§ 293. The circumstances, which, unless avoided, may be
held to create a joint-tenancy in a patent, can, where joint in-
ventors become joint patentees, be avoided by means of a
joint assignment of the patent to a third person, and a separate
reassighment to the patentees, of their respective undivided
interests. Such an operation will turn any joint-tenancy into
a tenancy in common, because it destroys the unity of title,
and if the separate reassigenments are executed and delivered
on different days, it also destroys the unity of time. Where a
sole inventor sells an undivided interest in his invention or his
patent, the objectionable circumstances can’ be avoided by sim-

1 United States v. Reid, 12 How- Black. 431, 1861 ; Wright v, Bales,
ard, 363, 1851. | 2 Black. 535, 1862,

? Yance v. Campbell, 1 Black. 427, 8 Blackstone, Book 2, Ch. 25, last
1861 ; ‘Haussknecht ». Claypool, 1  paragraph,
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ply assigning that undivided interest to the purchaser ; instead
of doing the comnmon, but unscientifie, thing of assigning the
whole invention, or the whole patent, to himself and to that
purchaser”jointly. Andin a case where a sole patentee assigns
his patent, or grants a territorial right therein, to a plurality
of purchasers, those circumstances can be avoided by simply
executing and delivering a separate paper to each purchaser
for his undivided share ; instead of making one document con-
vey the whole right to all the purchasers together. Indeed
any device which will destroy either of the four unities of a
joint-tenancy, will destroy that tenancy, and at the same in-
stant will destroy the right of survivorship. If the unity
of possession is destroyed, the ensuing estate of each owner
is an cstate in scveralty; but if that unity is preserved, while
cither or all of the others are destroyed, the joint-tenancy
is converted into a tenancy in common.'

§ 294. One tenant in common of a patent right may exercise
that right to any extent he pleases without the consent of any
co-tenant. Ile inay make, use, and sell, specimens of the
patented invention to any extent, and may license others to do
80, and neither hie nor his licensees can be enjoined from a con-
tinuance in so doing.” Nor can any recovery of profits or
damages be had against any such licensee, at the suit of any
co-tenant of any such licensor.” It seems to logically follow
that no recovery of profits or damages can be had against one
co-tenant, who, without the consent of the others, has made,
used or rold specimens of the patented thing. That doectrine
has however been denied by one federal judge ; * and doubted
by another ;° though it has been enforced by a third," and
by the Supreme Court of Massachusetts ;" and by the Supreme
Court of New York.® Either one of several co-tenants in a

! Blackstone, Book 2, Ch. 12. 223, 1876.

?Clum v». Brewer, 2 Curtis, 523, ¢ Whiting v. Graves,3 Bann., & Ard.
1855. . 225, 1878,

$ Dunham v. Railroad Co. 7 Bissell, T Vose v. Singer, 4 Allen, (Mass.)
223, 1876. 232, 1862,

4 Pitts v. Hall, 3 Blatch. 207, 1854. 8 De Witt v. Mfg. Co. 5 Hun,
5 Dunham v. Railroad Co. 7 Bissell,  (N. Y.) 301, 1875. -
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patent right, may of course sell his right independently of the
others ;' but where joint trustees are appointed to hold the
legal title to a patent, and to manage it according to their
mutual judgment and discretion, a joint deed of all those trus-
tces is necessary to convey that right to another.®

§ 205. Partition of a patent right, held by tenancy in
common, may of course be made by the common consent and
mutual action of all the owners of that right; but no such
partition can be made against the will of either owner. This
rule follows from the fact that no partition of estates held by
tenancy in common was compellable at common law ;’ and
from the fact that no United States statute has provided for
any such partition ; and from the fact that the State statutes
relevant to partition of real estate do not apply even to
personal property which is held under the laws of the States,
and surely cannot apply to any personal property which is
created by the laws of the nation.

! May v. Chaffee, 2 Dillon, 388, 11 Fed. Rep. 302, 1882,
1871. 3 Blackstone, Book 2, Ch. 12,
3 Wiscott v. Agricultural Works,
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LICENSES.

206. Licenses defined and described.

297. Express licenses to make, with
implied leave to use, or implied
leave to sell the things made.

298. Express licenses to use, with
implied leave to make for use.

299, Express licenses to sell, with

' implied leave to the vendees to
use and to sell the things they
purchase.

300. Licenses to make and use, with-
out implied leave to sell.

301. Licenses to make and sell, or
to use and sell, with implied
leave to the vendees to use and
to sell the articles they buy.

302, Express licenses so restricted

as not to convey implied rights, !

303. Written and oral licenses,

304. Recording and notice,

305, Licenses given by one of sev-
eral owners in common, and li-
cenges given to one of several
joint users,

306. Construction of licenses.

307. Warranty and eviction.

308. Clauses of forfeiture.

309. Effects of forfeiture,

310. Assignability of licenses.

311. Purely implied licenses.

312, Implied licenses from conduet,
and first by acquiescence.

313. Implied license from conduct
by estoppel.

314. Implied license from actual re-
covery of damages ox profits.

§ 206. ANy conveyance of a right under a patent, which does
not amount to an assignment or to a grant, is a license. It is
a license, if it does not convey the entire and unqgualified mo-
nopoly, or an undivided interest therein, throughout the par-
ticular territory to which it refers.' Consistently with this
definition, the following have been held to constitute licenses
only : an exclusive right to make and sell, but not to use :*
an exclusive right to inake and use, but not to sell :* an ex-

673, 1882 ; Dorsey Rake Co. v. Mig,.
Co. 12 Blatch, 203, 1874,
3 Mitchell v. Huvley, 16 Wallace,

644, 1872,

1 Gayler v, Wilder, 10 Howard,
494, 1850 ; Sanford v. Messer, 1
Holmes, 149, 1872 ; Hill v, Whitcowb,
1 Holmes, 321, 1874,

¢ Hayward v. Andrews, 106 U. S,
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clusive right to use and sell, but not to make :* an exclusive
right to make, to use, and to sell to be used,f for cgrtain pur-
poscs, but for no other.® *‘The right to manufacture, the
right to sell, and the right to use, are each substantive rights,
and may be granted or conferrcd separately by the paten-
tee.” * Any one or two of these rights may be expressly con-
veyed by a patentee, while the other is expressly retained by
him. In the absence of express reservation, however, some
licenses are extended by implication, so as to convey, not only
what they expressly cover, but also some other right which
is necessary to the full enjoyment of the right expressly econ-
veyed. This doctrine is not in conflict with the rule which
prohibits the enlargement of an instrument in writing by parol
evidence ; "because that rule is directed only against che admis-
sion of oral evidence of the language, used by the parties in a
contract which was reduced to writing.' This doctrine relates
to the legal effect of the language actually written, and is
based on that maxim of the common law which preseribes,
that any one granting a thing, impliedly grants that, without
which, the thing expressly granted would be useless to the
grantee,®

§ 207. An express license to make specimens of a patented
thing, is without value, unless it implies a right to use, or a
right to sell, the specimens made thereunder. It is not to be
presumed that a right so nugatory as a bare right to make, was
the only subject of a license for which a valuable consideration
was paid. Whether the implied right, which accompanies
such a license, is a right to use or a right to sell, can Dbest be
determined by ascertaining the cireumstances which surrounded
the giving of the particular license in question. If the licensee
was engaged in a business which made it convenient for him
touse the thing involved, then the right to use will be implied
in preference to the right to sell, because it is the more natural

! Hamilton wv. Xingsbury, 17 1873.

Blatch. 265, 1879. 4 Greenleaf on Evidence, Section
? Gamewell Telegraph Co. v 277.
Brooklyn, 14 Fed. Rep. 255, 1882, b Steam Stone Cutter Co. v. Short-

8 Adams v. Burke, 17 Wallace, 45€, sleeves, 16 Blatch. 382, 1879,
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implication in such a case. On the other hand, if the licensee
had no occasion to use the thing in view, but was engaged in
making and selling similar things, for the use of others, then a
right to sell will be implied from a right to make." Rights to
both use and sell will not be implied from an express license to
make, becausc only one of those rights is necessary to the bene-
ficial enjoyment of such a license. An express license to make
specimens of a particular thing does not imply a license to use
a particular patented machine for that purpose, even where
the patent on that machine was owned by the licensor, at the
time of the license, and even where that machine was then
the best-known means of making the thing licensed.’

§ 208. An express license to use a limited or unlimited
number of specimens of a patented article, implies a right to
make those specimens, and to employ others to make them,
and will protect thosc others in making them for the use of
the licensce.” If the license to use, covers a greater length
of time than one specimen of the thing to be used will last ;
then there is an implied right in the licensee to repair or to
rebuild that specimen, or to replace it by another specimen
made or purchased for that purpose.*

§ 209. An express license to sell specimens of a patented
thing, does not imply any right to make those specimens,
because it is to be presumed that they may be obtained by
purchase, and because no person requires any license to enable
him to lawfully buy an article covered by any patent. Dut
a license to sell does imply that a right to use and to sell again
shall be conferred on the vendecs of the licensee, for otherwisc
no persons would buy except for exportation, and sales for
exportation are seldom sufliciently practicable to raise a pre-
sumption that they alone were contemplated by the parties to
a license to sell.

I Steam Cutter Co. v. Sheldon, 10 4 Wilson v. Stolley, 4 McLean, 276,

Blatch. 8, 1872, 1847 ; Bicknell v, Todd, 5 McLean,
2 Troy Nail Factory v. Corning, 14 236, 1851 ; Woodworth v, Curtis, 2
Howard, 193, 1852, Woodbury & Minot, 624, 1847 ; Steam

3 Steam Stone Cutter Co. v. Short- Cutter Co. v. Sheldon, 10 Blatch. 8§,
gleeves, 16 Blatch. 381, 1879. 1872.
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§ 300. A license to make and use does not authorize any salo
of the thing so made, nor authorize any purchaser of that
thing to use the same.' Nor docs a sale, coupled with an ex-
press license to use, give any right to use after the license has
been forfeited.” The purchaser of a patented thing gets
no other right to use it than such right as the seller had an ex-
press or an implied right to convey.” And the purchaser of
a thing which is useful only in producing a patented article,
gets thereby no right to use his purchased thing for that pur-
pose.”

§ 301. A license to make and sell, or a license to use and
sell, implies a right in the purchaser to use, and to sell again,
the thing thus lawfully sold to him. When a gpeciinen of a
patented invention is sold with the authority of the owner of
the patent which covers it, and without any restriction on the
ownership or use of the thing conveyed, then that specimen
passes out of the exelusive right which is secured by the pa*ent,
and may be used as long, or sold as often, as though it had
never been subject to a patent.” The same result also follows
from a sheriff’s sale of a patented article, where that sale was
made in pursuance of an execution, issued against the owner
of the patent right, and lawfully levied on that article, as the
property of that owner. But no person acquiring the owner-
ship of mutilated portions of a speciinen of a patented thing,
can lawfully reconstruct that specimen by adding the missing
parts, and still less can he lawfully use or sell the entire article
when reconstructed.’

§ 302. Express licenses which, if unrestricted, would convey

I Wilson v. Stolley, 4 McLean, 277,
1847.

* Wortendyke v. White, 2 Bann., &
Axd. 25, 1875.

3 Chambers v, Smith, 5 Fisher, 14,
1870.

* Stevens v. Cady, 14 Howard, 528,
1862 ; Stevens v. Gladding, 17 How-
ard, 447, 1854.

® Bloomer v. McQuewan, 14 How-
ard, 539, 1852 ; Chaffee v. Belting

Co. 22 Howard, 217, 1859 ; Adams
v, Burke, 17 Wallace, 453, 1873 ; Pa-
per-Bag Cases, 105 U. 5. 771, 1881 ;
McKay v. Wooster, 2 Sawyer, 373,
1873 ; May v. Chafiee, 2 Dillon, 385,
1871 ; Detweiler v. Voege, 8 Fed.
Rep. 600, 1881.

¢ Wilder v. Kent, 15 Fed. Rep.
217, 1883.

T American Cotton Tie Co. v. Si-
mons, 106 U. S. 89, 1882,
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implied rights, may be so restricted that they will not have that
cffect.’ A license to make and sell may be so restricted that
the things made and sold under it cannot be lawfully used in
certain specified parts of the United States ; or so restricted
that the licensee cannot make and sell the patented thing any-
where in the United States, with intent to have it exported to
a foreign country.” A license to use and sell may likewise be
restricted in the same way. A license to make and use may be
so restricted that the patented thing cannot be used in certain
specified parts of the United States,® and cannot be used
anywhere in the United States, during certain specified spaces
of time.*

§ 303. Licenses may be written, or they may be oral. The
former have no advantage over the latter, except that they can
usually be proven with more ease and more certainty, and ex-
cept that the latter may sometimes be invalid because obnox-
ious to some statute of frauds. Those exceptions, however,
constitute an abundant reason for cmbodying all such con-
tracts in plain black and white documents, rather than com-
mitting them to the ‘¢ slippery memory of man,”’

§ 304. No license is required to be recorded,®" and no
record of a license affects the rights of any person; for a
license 18 good against the world, whether 1t 15 recorded or
not.” So also, if a license is embodied in two papers, one of
which limits the scope of the other, an assignee of the broader
document will take subject to the limitations of the narrower,
even if he had no notice of its provisions, or even of its exist-
ence, Nor will the fact that the broader docurnent was re-
corded, and the narrower one unrecorded, alter or affcet the

1 Hamilton wv. XKingsbury, 15 5 Brooks v. Byam, 2 Story, 525,

Blatch. 64, 1878 ; Hamilton v. Kings-
bury, 17 Blatch. 264, 1879.

? Dorsey Rake Co. v. Mfg. Co. 12
Blatch, 204, 1874.

8 Wicke v. Kleinknecht, 1 Bann, &
Ard. 608, 1874.

4 Mitchell v. Hawley, 16 Wallace,
044, 1872,

1843 : Consolidated Fruit Jor Co. v.
Whitney, 2 Bann., & Ard, 38, 1875 ;
Buss v. Putney, 38 N. H. 44 1859,

¢ Chambers v. Smith, 6 Fisher, 14,
1870.

" Farrington v. Gregory, 4 Fisher,
221, 1870.
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operation of this rule.' It follows, that where two licenses
conflict, the first must prevail even though the taker of the
- gecond, had no notice of the existence of the first ; and it also
follows that any license will prevail as against the claims of
any subsequent assignee or grantee of the patent right in-
volved.’

§ 305. A license from one of several owners in common of
a patent right, is as good as if given by all those owners ;?
and a license given to one of several juint makers or users of a
patented thing is as good as if given to all, if the licensor gives
it with the understanding that the thing licensed to be done is
to be done jointly, or is to be done by the express licensee on
behalf of the other party.*

§ 806. The czonstruction of a license in writing, depends
upon the same genecral rules as the construction of other
written contracts.” For example, it is to be construed in the
light of the circumstances which surrounded its execution.®
Accordingly, where the owner of several patents licenses a
person to make, use or sell a particular class of things which, if
made, used or sold without a license, would infringe all those
patents, then that license confers a right under them all.’

§ 807. No warranty of validity of the letters patent is
implied in any license given thereunder, and unattended
proof of invalidity is therefore no defence to any suit for
promised royalties.® As long as a licensee continues to enjoy
the benefit of the exclusive right, he must pay the royalty
which he promised to pay, and he cannot escape from so

1 Hamilton v. Kingsbury, 17
Blatch, 264 and 460, 1880.

? Continental Windmill Co. v. Em.
pire Windmill Co. 8 Blatch. 295,
1871.

3 Dunham ». Railrond Co. 7 Bis-
gell, 224 1876.

* Bigelow v. Louisville, 3 Fisher,
603, 1869.

> Witherell v. Zine Co. ¢ Fisher,
60, 1872,

§ Burdell v. Denig, 92 U. 8. 722,
1875.

" Day v, Stellman, 1 Fisher, 487,
1859.

8 Birdsall v. Perego, 6 Blatch. 251,
1865 ; Sargent v. Larned, 2 Curtis,
340, 1855 ; Marsh v. Dodge, 4 Hun,
(N. Y.) 278, 1875 ; Bartlett v, Hol-
brook, 1 Gray (Mass,), 118, 1854 ;
Marston v. Sweef, 66 N. Y., 207,
1876.
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doing by offering to prove the patent to. be void.' But a
license does imply that the licensee shall not be evicted from
its enjoyment, and such an eviction is a defence to a suit for
royalties aceruing after it occurred.?

Such an eviction occurs whenever the patent is adjudged
void in an interference snit prosecuted in equity in pursuance
of Section 4918 of the Revised Statutes. In one case it was
held that such an eviction occurs whenever the Patent Office
decides against the patent, in an interference between it and
an application filed after it was granted.® That holding was
wrong, because it was based on the statement that the decision
of the Patent Office, in the interference case, rendered the un-
successful patent void. That statement was entirely errone-
ous ; for that result can only be obtained by an action in
equity under Section 4918 of the Revised Statutes.* The
decision of the New York Court of Appeals in Peck ». Col-
lins,® was cited as the authority for that statement ; but on turn-
ing to Peck v. Collins, we find that it was the surrender of the
patent that annulled it, and the Supreme Court of the United
otates so decided, when the case reached that tribunal.® Such
eviction will also occur, whenever the patent is repealed, by
the decree of a court in which an action is brought by the
United States for that purpose. This statement is ventured on
the analogy of what was meant to be decided in the case of
Marston ». Swett ; namely, that a licensee is evicted from the
cnjoyment of his license whenever the patent is judicially an-
nulled. Such eviction also oceurs, whenever the licensee is en-
joined from acting under it, at the suit of the owner of a senior
patent ;* and by parity of reasoning, it occurs whenever a
judgment or decree is obtained by the owner of a senior

! Burr v. Duryee, 2 Fisher, 285, Book S8ewing Machine Co. v. Steven-

1862, | son, 11 Fed. Rep. 155, 1882,
2 White v. Lee, 14 Fed. Rep. 791, 5 Peck v. Collins, 70 N.Y. 376, 1877.
1882, ¢ Peck v. Collins, 103 U, 8. 664,
3 Marsten v. Sweet, 82 N. Y. 526, 1880.
1880. 7 Pacific Jron Works v, Newhall,

4 Union Paper-Bag Machinec Co.v. 34 Connecticut, 67, 1867,
Crane, 1 Holmes, 429, 1874 ; Wire
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patent, against the licensee for an infringement which con-
sisted of acting under the license. Such an eviction will also
probably be held to occur whenever the patent is defied by
unlicensed persous, so extensively and so successtfully as to
deprive the licensee of the benefit of his share in the exclusive
right which it was supposed to secure.

§ 308. IForfeiture of a license does not follow from the smgle
fact that the licensee has broken some covenant which was
made by him when accepting the license ; unless the parties
expressly agreed that such a forfeiture should follow such a
breach." And even where such an agreement is made, it will
not always be enforced. Ior example, non-payment of royalty
on the very day it becomes due, will not work a forfeiture, if
that non-payment arose from lack of certainty relevant to the
place of payment, and from lack of demand from the licensor.*
Nor will forfeiture of a license result from the fact that the
licensee has infringed the patent by doing acts, with the inven-
tion, which were unauthorized by the license. The license
will not protect him in such doings, but it will continue to
protect him in doing the acts which it did authorize.” Indeed
forfeitures are not favored by the law ; and courts are always
prompt to seize upon any circumstance which indicates an
agreement or an eleztion to waive one.*

§ 309. Where a license is really forfeited, and the licensee
continues to work under it as though it were still in force, the
licensor has an option to sue him as an infringer, or to sue him
for the promised royalties.® If he selects the first of these
remedies, the infringer may generally interpose any defence
that he could have set up in the absence of a license.” If
there is an exception to this rule, that exception exists where

! White v, Lee, 5 Bann. & Ard, 572, 5§ Woodworth v, Weed, 1 Blatch,

1880, 166, 1846 ; Cohn v». Rubber Co. 3
?Dare v. Boylston, 6 Fed. Rep. DBunn. & Ard. 572, 1878 ; Union Mfg.
493, 1880, Co. v. Lounsbury, 42 Barbour, (N. Y,)

4 Wood v. Wells, 6 Fisher, 383, 125, 1864.
1873 ; Steam Cutter Co. v. Sheldon, ¢ Woodworth v, Cook, 2 Blatch.
10 Blatch, 1, 1872. 160, 1850 ; Burr v. Duryee, 2 Fisher,
* Insurance Co. v. Eggleston, 96 283, 1862,
U. 8. 572, 1877.
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the license eontained an agreement on the part of the lcensece
not to contest the validity of the patent. Whether or not
there 18 such an exception to the general rule, has never yet
been settled, though it is likely to be decided at an early day.:
The question seems to be whether a forfeited eontract is bind.
ing upon the party that suffered the forfeiture ; and if so,
whether a party can make a valid contract to omit a legal
defence when brought into court in response to the suit of
another party.

§ 810. No license is assignable by the licensee to another,
unless it containg words which show that it was intended to be
assignable.® The most suitable phrase with which to express
such an intention, would inclade the word ‘¢ assigns ;> but in
one case it was held that the words ‘¢ legal representatives’
would answer the purpose, beeause the license fairly indicated
that the parties understood that phrase to include ¢ assigns’
as well as ‘‘ executors or administrators.”’* But even unas-
signable licenses may sometimes be invoked by persons who
are not exactly 1dentical with the licensees. A. railroad com-
pany which was formed by the consolidation of prior railroad
companies, may invoke the licenses which were given to either
of its constituent corporations ; because the consolidated com-
pany is a successor rather than an assignee of those companies.*
So also, a license to a corporation, will protect 2 receiver who
is authorized to manage its business during its embarrass-
ments.” Where a license is given to a partnership, composed
of several persons, and where that partnership is dissolved,
and its business is continued by one of the partners, that part-
ner is entitled to that license ;° but a license to one person
gives no right to any partner of that person ; and if it author-

1 Wooster v, Mfg. Co, 23 Off. Gaz, ¢ Hamilton v». Kingsbury, 15
2613, 1883. Blatch. 69, 1878.

2 Troy Factory v. Corning, 14 How- 4 Lightner v. Railroad Co. 1 Low-
ard, 193, 1852 ; Rubber Co. v. Good- ell, 338, 1869,
year, 9 Wallace, 788, 1869 ; Baldwin 5 Emigh v. Chamberlin, 2 Fisher,
v. Sibley, 1 Clifford, 1560, 1858 ; Searls 192, 1861.
v. Bouton, 12 Fed, Rep. 143, 1882 ; ¢ Belding v. Turner, 8 Blatch. 321,
Bull ». Pratt, 1 Connectiount, 342, 1871,

1816,
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jizes the Tlicensee to act only at a particular place, it will not
protect any doings of his elsewhere.” The non-assignability
of a license, may be waived by the licensor, and will be so
waived if he accepts the promised royalty from the assignee
of the licensee ;* or ratifies the transfer of the licenre, by
otherwise treating the assignee as the licensee was entitled to
be treated.”

Assignable licenses are assignable only in their entirety,
unless they expressly authorize their assignment in parts, and
to a plurality of persons. The purchaser of a Ticense, takes
it subjeet to all the restrictions connected therewith, whether
he has notice of those restrictions or not;° and subject to
lability for the same rate of royalty for his doings, that the
licensee would have had to pay for similar acts ; but not sub-
ject to any royalty, or other money, due from the licensee to
the licensor, at the time of the assienment of the license.’

§ 811. Purely implied licenses may arisc from the conduct
of patentees and grantees of patents, or from recoveries by
them, of profits or dumages for certain classes of infringe-
ments. Many of the rules which have thus far iu this chap-
ter, been stated and explained in eonnection with purely ex-
press licenses, and in connection with express licenses having
implied incidents ; are also applicable to licenses which are
purely implied. Little or nothing remains to be said about
the latter, except to state the classes of circumstances out of
which they are found to spring,

§ 312. Implied licenses, from conduct of owners of patent
- rights, may arise out of any one of a considerable number of
classes of facts ; but, when analyzed, those facts will probably
always be found to thus operate by virtue of the doctrines
of acquiescence, or the doctrines of estoppel. Where the
owner of a patent right acquiesces in the doings of onc who

! Rubber Co. v, Goodyear, @ Wal- 1843. Consolidated Fruit Jar Co. v.

lace, 788, 1869, Whitney, 1 Bann. & Ard. 3506, 1874.
? Bloomer v. Gilpin, 4 Fisher, 55, 6 Chambers v. Smith, 5 Fisher, 12,
1859, 1870.
* Hammond v. Organ Co. 92 U. 8. 5 Goodyear v. Rubber Co. 3 Blateh.
724, 1875. 449, 1856,

4 Brooks v. Byam, 2 Story, 545,
o
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makes, uses or sells specimens of the patented invention, and
where that owner also accepts partial compensation for such
doings, a license will be implied unless the case also presents
other facts which negative such an implication." Payment
of full compensation would be a still more convincing ground
upon which to base an implied license ; and such a license
may be based on a clear case of acquiescence, even if no
payment whatever is proven to have as yet been actually
received. DBut acquiesecence in unpaid-for use, does not
always imply that no compensation is to be expected. Where
the user knew of the patent, and the patentec knew of the
use, and did not object thereto ; 1t is more reasonable to im-
ply an agreement for a quantum meruit, than to imply that
the patentee donated the use of his invention to the user, or
to imply that the user unlawfully seized upon the invention
of the patentee.” DBut acquiescence cannot exist without
knowledge of the thing acquiesced in, nor can it be predicated
even of knowledge and omission to interfere with the doings
of the infringer, if that omission is fairly aceounted for on
other grounds. \

§ 313. The estoppel which will work an implied license is
that sort which is most aceurately denominated estoppel by
conduct ; and all of the following elements are necessary to its
existence. 1. There must have been a representation or a
concealment of material facts. 2. The representation must
have been made with knowledge of the facts. 3. The party
to whom it was made must have been ignorant of the truth of
the matter. 4. It must have been made with the intention
that the other party should act upon it. 5. The other party
must have been induced to act upon it. 6. That act must
be hurtful to the party acting, in case the estoppel is not
enforced in his favor.*

! Blanchard v. Sprague, 1 Clif. 297, 18, p. 437.

1859. 4 Railroad Co. v. Duboise, 12 Wal-
2 McKeever v, United States, 23 lace, 64, 1870 ; Hill v. Epley, 31 Penn,
Off. Gaz. 15627, 1883. State, 334, 1858 ; Dezell v, Odell, 3

s M'Millin v. Barclay, 5 Fisher, Hill (N. Y.), 215, 1842 ; Patterson v.

201, 1871 ; Bigelow on Estoppel, Ch.  Lyttle, 11 Penn, State, 53, 1849,
®



CHAP. XILI. | LICENSES, 227

If the owner of a patent right were to explain the patented
invention to a person ignorant of the patent; and were to
advise him to make, to use, or to sell a specimen of that
invention, with intent to induce him to infringe the patent un-
knowingly ; and if that person were thereby induced to incur
expense in infringing or in preparing to infringe that patent,
then it would follow {rom these doctrines of estoppel, that
an implied license would result to a person thus misled. The
same result would follow, if the owner of a patent right were
to conceal the existence of the patent from a person who, to
his knowledge, was about to infringe it unknowingly ; if that
concealment were done with intent to allow that person to
infringe ; and if that person incurred expense in infringing or
in preparing to infringe, which he would not have incurred if
he had known of the patent. So also, where a person sells a
patented machine to another without having any interest in or
under the patent, he will be estopped from prosecuting his ven-
dee for infringement on the basis of any after acquired title.

§ 314. An actual recovery of money in an infringement suit
for unlicensed making and selling a specimen of a patented
thing, operates as an implied license to the purchaser of that
specimen, to use it to the same extent that he could lawfully
have done, if the infringer had been licensed to make it and
to sell it," Dut to effect such a result, something more than
a judgment or decree is necessary. There must be a satisfac-
tion of that decree or judgment.? Recoveries based on
unlicensed use of a patented process or thing, are necessarily
confined to such use as occurred befc - the suit was brought,
if the action be at law, or to such as veeurred before the final
decree, if the action is in equity ; and it therefore follows
that no such recovery can operate to license any one to con-

tinue such use, or to begin a new use of that thing or that
process,*

! Spaulding v, Page, 1 Sawyer, 709, 1140, 1881, |
1871 ; Perrigo v. Spaulding, 13 ? Gilbert and Barker Mfg. Co. v.
Blatch, 391, 1876 ; Steam Stone Cut- Bussing. 12 Blatch. 426, 1875.
ter Co. v. Mfg., Co. 17 Blatch. 31, 4 Suffolk Co. v. Hayden, 3 Wallace,
1879 ; Booth v, Seevers, 19 Off. Gaz. 315, 1865,
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INTERFERING PATENTS.

315, Causes and characteristics of | Commissioner of Patents on a

interfering patents. i prior interference in the Patont-
316. Actionsin equity boetween inter- Offics.

fering patents. 319, Injunctions in interference ac-
317. The proper issue im such ac- tions.

tions. i 320. Tho proper decroes in such

318. The forco of the decision of the | actions.

§ 315. Parenrts which contain one or more ciaims in ecommon,
are interfering patents. All but one of several such patents
are necessarily void, as to the interfering claim or claims;
though all may be valid as to the other claims which they
respectively contuin,' There are two eauses which lead to the
eranting of interfering claims. BSuch claims may be granted
hecause of inadvertence or erroncous judgment on the part of
the Patent Oftice ; and they may be granted because applica-
tions do not always happen to be made in the order ¢f inven-
tion. The first cause may operate when the Patent Office
examiners overlook an. anticipating patent, while examining
an application in point of novelty; er when they form an
erroneons opinion that an existing patented ciaim is subatan-
tially different from the claim under immediate inspection.
The second cause may operate when one person who is an
original, but not the irst, inventor of a particular thing,
applies for and receives a patent thereon, before sanother
person, who is an o.lginal and the first inventor of that thing,
files his application in the Patent Office. Under such circam-
stances, it is the duty of the Commissioner to declare an inter-
ference between the patent and the unpatented application,

} Gold and Silver Ore Co. v. Disintegrating Ore Co. 6 Blaich. 311, 1860.
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and if, in that interference proceeding, the later applicant is
adjudged to be the prior inventor, and if the application
is otherwise unobjectionable, it becomes tlie duty of the
Commissioner to grant him a patent.’ The Commissioner has
however no authority to recall the patent thereto ..¢ granted
to the wrong pacty. That patent can be set aside by the
courts alone. '

§ 316. A suit in equity is the preseribed proceeding by
means of which the interfering claims of two or more patents
may be adjudicated upon, in point of comparative novelty.®
The complainant insuch a suit may be the patentee or assigneo
of either of the interfering patents, or a grantee or licensce
thereunder ; for all of these persons fall within the category
mentioned in the statute : a category which includes every
person interested in any one of the patents, or in the
working of the invention claimned under any of them. The
defendant may be any patentee, assignee or grantec who owns
an interest in another of the interfering patents ; for all such
persons are ‘‘ owners’’ thereot. It is neither mecessary that
all the possible complainante should join in a snit, nor that all
the possible defendants should be brought before the court.
The statute provides that no decree entered in such a suit shall
affect cither patent, except so far as the patent affected is
owned by parties to the suit, or by persons deriving title under
them after the rendition of such decree. 'The proper practice
is to make all persons complainants who have a right, and who
are willing, to be so made ; and to make all persons defendants
who are liable to be made so, and who reside or may be found
in the district where the sunit is brought. No person wlio
neither resides nor is found in that district ¢an be made a party
defendant to a suit of this kind, any more than to any other
equity suit in a Federal court.®

A bill eannot ve filed in an interference suit, until the com-
plainant’s patent is actually granted ;* and until the defend-

! Revised Statutes, Section 4904. Miller, 1 McCrary, 31, 1880.
1 Revised Statutes, Section 4918, 1 Hoeltge v. Hoeller, 2 Bond, 388,
8 Liggett & Myers Tobacco Co. v. 1870,
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ant’s patent is actnally granted, there is no occasion for such
a bill.- No cross-bill is either necegsary or proper in a suit of
this kind, because the statute provides that in such a suit, the
court may adjudge either of the patents to be void. The de-
fendant may therefore obtain all rightful affirmative relief
without becoming himself a complainant in a eross-bill.’

§ 317. There is but one issue of fact in an interference suit.
That issue relates to the dates wherein the interfering matter
was respectively invented by the interfering inventors. If
the complainant’s .invention is the older, the defendant’s
interfering claim is void for want of novelty. And the com.
plainant’s interfering claim is void for want of novelty,
if the defendant’s invention is found to antedate the
other. KEvidence that a third person anticipated both inven.
tors, is not admissible in an interference suif ; because such
evidence is not relevant to any decree the court has jurisdic-
tion to make in such a case. Such evidence, if acted upon,
would result in a decree voiding both patents. The statute
authorizes a decree voiding either patent, but asuthorizes none
voiding both. A decree voiding one, is not a decree implied-
ly validating the other. Such a decree leaves the successful
patent open to every possible objection save want of- novelty ;
and leaves it open to every possible objection of want of
novelty, save such as might otherwise have been based on the
existence of the unsuccessful patent ; and leaves it open also
to that objection, as between all persons, except the parties
to the interference suit and their privies. If a defendant in
an interference suit may attack the complainant’s patent on
the ground that a third person anticipated the complainant’s
invention, he may, with equal propriety attack it on any or all

. of the numerous other grounds upon which patents may be

attacked in point of validity. To suppose that the statute of
interference suits authorizes any such extended litigation, is
apparently to misapprchend its purpose and misconstrue its
language. These views arc ventured, notwithstanding one
district judge has decided the point in the opposite direction.”

1 Lockwood v, Cleaveland, 6 Fed. ? T'oster v. Lindsay, 3 Dillon, 126,
Rep. 721, 1881, 1875, .
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§ 818. The evidence upon which interference suits are de-
cided, consists of the best evidence on the question in is-
suc. On this question the Cominissioner’s decision is prime
facie evidence in favor of the patent last granted ; because
he would not have granted it if he had not decided it to be
entitled to priority in point of date of invention.’ The Com-
missioner’s decision is not conclusive j because, if it were, the
court would have no funection but to enforce that decision ;
and because, if it were conclusive in law, it would bind nobody
but the senior patentee. In such a case the operation of a
decree based on a Commissioner’s decision, if wrong in fact,
would be to deprive a patentee of all right to inake, use or
sell the thing which he was the first to invent and the first to
patent ; and to throw that invention open to all the residue of
the world.?

§ 319. Injunctions are not expressly aunthorized by the
statute which provides for interference sunits. Justice NrrLson
once decided that a preliminary injunction could be granted
in such & case on the ground that ‘¢ the power conferred upon
the Cirenit Court to entertain bills in equity, in controversies
arising under the Patent Act, is a general equity power, and
carries with it all the incidents belonging to that species of
jurisdiction.” * Justice BLaTcrFORD Was of counsel for defend-
ant in tliat case, and was its reporter ; but when he came to
the bench he declined to follow the precedent, saying, ‘I am
not aware of any principle which would authorize the Court,
in a snit of this character, to restrain a defendant from bring-
ing suits on his patent, before that patent is adjudged to be
invalid.”” * Of course Justice Br.arcnrorp was aware of what
Justice NeLsoN had decided. Ile must therefore have held
that the reason Justice NErnson gave was not a good one;
nnless there is a substantial difference between the forms of
injunction asked for in the two cagses. The injunction prayed
before Justico Nerson was that the defendant be restrained

1 Wiro Book Sewing Machine Co. 2 Potter v. Dixon, 5 Blatch. 165,
v. Stevenson, 11 Fed, Rep. 165, 1882,  1863.

? Union Paper-Bag Machine Co, v. 4 Asbestos Felting Co, v. Salaman.
Crane, 1 Holmes, 429, 1874. der Felting Co. 13 Blatch, 454, 1878,
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from using or selling his interfering patent; and the injune-
tion prayed in the other case was that the defendant be
restrained from bringing suits upon his interfering patent. In
both cases the thing sought to be enjoined was an attempted
enjoyment of the patented right. The two decisions seem
therefore to be in conflict, and the law upon the point cannot
be said to be settled.

§ 320. The hearing of an interference case may disclose
that there is no interference between the patents before the
court ; or that there is such an interference. In the former
event, the proper decree to enter is one dismissing the com-
plainant’s bill ; and in the latter event, the proper decrec is
one adjudging the patent issued on the later of the inventions,
to be void, so far as it secures the interfering matter, and so far
as the title of the parties to the suit extends.” Such a decree
should be entered regardless of whether the patent to be
voided 18 that of the defendant or that of the complainant.
If it is the latter, a decree merely dismissing the complain-
ant’s bill will not answer the purpose; because such a decree
does not necessarily involve any such conclusion.” It may
mean only that there is no interference; or it may merely
mean that the complainant has no proper title to the patent
which he invokes. '

1 Gilmore v. Golay, 3 Fisher, 522, ? Tyler v, Hyde, 2 Blatch. 310,
1869 ; Bturges ». Van Hagen, 6  1851.
Fisher, 572{ 1873.
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REPEAL OF PATENTS.

321, Patents obtained by fraud, or | patents so obtained or so grant-

granted by mistake. ed.
322, Jurisdiction of equity to repeal ! 323. Practice in such cases.

§ 321. Parents and reissues may sometimes be obtained by
frand ; and sometimes be granted by mistake. The facts
which constitute the fraud, or which make the granting a
mistaken one, may generally be interposed as one of the
defences to an infringement suit ; but where those facts are
such that no one of those defences can be based upon thein,
they cannot be interposed merely because they constitute a
fraud,’ or constitute a mistake.” Nor can any individual bring
any action to repeal or otherwise set aside a patent, on any
ground of fraud ; or indeed on any ground whatever, except
that of an interference.” Where frauds are ingenious enough
to keep clear of all known defences to infringement suits, the
wrongs which they cause are without a remedy, unless the
United States can repeal a patent which its officers have
fraudulently been induced to grant, or to reissue. So also,
where a patent is granted by mistake, instead of being re-
fused, as it ought ; and where the ground of refusal does not
constitute ground of defence to a sunit for infringement ; the
wrongs which such a mistake will occasion must be remedied
by a repeal of the patent, or they are remediless.

3 322. Equity has jurisdiction to repeal letters patent for
land, where they were obtained by fraud, or issued by mistake ;

! Railroand Co., v. Duboise, 12  1869.
Wallace, 64, 1870. 3 Mowry v. Whitney, 14 Wallace,
! Doughty v. West, 6 Blatch. 433, 439, 1871.
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whenever the United States files a bill stating the facts, and
praying that the letters may be arinulled.' This doctrine is
equally applicable to patents for inventions, unless the
Supreme Court mistock the law, when concerting its odzter
dictum in Mowry ». Whitney.? Judge SHirLEY was ap-
parently of opinion that the Supreme Court did deviate on that
occasion ; and in an obiter dictum of his own, he stated his
reasons for taking the opposite view.® Those reasons are not
without weight ; and inasmuch as the point has never been
adjndicated, it is at present impossible to know whether any
court has jurisdiction, on any ground of fraud or mistake, to
repeal letters patent for inventions. Assuming, however, that
such a jurisdiction does inhere in some class of courts, it is
possible to outline its character ; and to base that outhne
upon adjudicated cases of undoubted authority. That there-
fore is the remaining function of this short chapter.

§ 323. A bill to repeal a patent must be filed by the United
States ;* acting through the United States district attorney of
the district wherein 3t is filed :* and it must be filed in the
Cireuit Court of the United States for that district ;" and be
filed before the expiration of the patent which it seeks to
repeal.” No ecitizen has any power to compel the United
States or the district attorney to file such a bill 5 or to control
its prosecution after such a bill is filed." The filling in of this
outline must await the passage of time, and the development
‘of jurisprudence ; if indeed the whole subject of repeal of
patents does not require to be founded on future legislation.

I United States v. Stone, 2 Wallacs,
635, 1864.

? Mowry v. Whitney, 14 Wallace,
440, 1871.

3 Attorney-General v. Rumford
Chemical Works, 2 Bann. & Ard. 308,
1876.

4+ Mowry v. Whitney, 14 Wallace,
440, 1871.

5 Attorney-General v, Rumford

Chemical Works, 2 Bann. & Ard. 308,
1876, )

6 Revised Statutes, Bection 623,
p. 9.

" Bourne v. Goodyear, 9 Wallace,
811, 1869.

8 Now York & Baltimore Coffeo
Polirhing Co. v. New York Coffee
Polishing Co. 9 Fed. Rep. 680, 18€l.



CHAPTER XV.

QUI TAM ACTIONS.

924, Qui fam actions, defined and | 329, The amount of tho recoverable
described ay they exist in the penalty.
patent laws. 330. The plaintif must be one
826. The wrongs which are the | natural person,
foundations of such actions. 331. The forum for qui lam actions.
326. The first two of those three ! 332, The forin of the suit, and the
classes of wrongs. requisites of a declaration, in
327. The third of those three clagses such an action,
of wrongs. 333. Injunctions to resirain the com-
328. Wrongs of cither class are com- mission of wrongs of either of
pleted when the articles are | the first two classes,
illegally markéd, without any | 334. Appeals in qui {am cases,
subsequent using or selling.

§ 324. Trursk are certain actions at law, which derive their
name from the Latin words qus Zam, used at the beginning of
the declaration in such an action, in times when all declara-
tious were written in the Latin language. No such action
was known to the common law of England ; but several actions
of the kind have long been prescribed by statute, in that
country, and in this, Que Zam actions relevant to patents are
authorized by Section 4901 of the Revised Statutes. That
statute forbids certain classes of acts ; and provides that who-
ever commits an act of ecither of those classes, shall he liable
to a penalty of not less than one hundred dollars, with costs 3
and that any person may sue for that penalty, in any Dis-
trict Court of the United States within whose jurisdiction
the offence was committed ; and that one half of the pen-
alty, when recovered, shall go to the plaintiff, and the other
half to the United States. |

§ 825. The forbidden acts arc: 1. Unauthorized marking,
upon any patented article, of the namne, or any imitation of the
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‘name, of the patentee. 2. Unauthorized marking, upon any
patented article, of the word ‘¢ patent’ or ‘¢ patentee,” or
the words ‘¢ letters patent,’’ or any word of like import, with
intent to imitate or counterfeit the mark or device of the
patentece. 3. Marking upon any unpatented article the word
‘“ patent,’” or any word importing that the siune is patented,
for the purpose of deceiving the public.

§ 826. The first two of these three classes of acts are injuri-
ous to the public, and to the patentees. They are injurious
to the public in that they are adapted to mislead persons into
buying and using articles which were made and sold in viola-
tion of patents, and which therefore cannot be lawfully used
even by innocent purchasers. The law provides that thosc
who have a right to make and sell patented articles shall
mark those articles with the word °‘ patented ;’' and that
other persons shall not so mark such articles.” When
buying anything which is not so marked, a purchaser
properly concludes that it is not patented, and that he
may therefore use it without risk of a suit for infringe-
ment ; and when buying anything that is so marked, the
purchaser concludes, with equal propriety, that it was made
and sold by ihe patentee or some one lawfully aunthorized by
him, and that therefore it may be lawfully used to any extent
desired. It is clear, that on these accounts, the first two of
the forbidden acts are detrimental to public security, and
therefore opposed to public policy. The same acts are also
injurious to patentees, and they will be considered in that
aspect 1n a subsequen. scetion.

§ 327. The last of the three forbidden classes of acts is
injurious to the publie, in that it is adapted to mislead persons
into an opinion that they have no right to make and use, or
make and sell, other specimens of the thing marked as being
patented. When an unpatented thing is so marked, it is im-
material whether it is a patentable thing or not.* This point
is so clear that it would not be thought to require or admit

 Revised Statutes, Scction 4300. 3 Oliphant v. Sailem Flouring Mills
? Revised Statutes, Section 4901, Co. § Sawyer, 128, 1878, ‘
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elaboration, had not a judge in one case expressed a contrary
opinion.' Whether a thing is patentable or not depends on
considerations of which the public as a whole are necessarily
ignorant. They may therefore be deceived by seeing the
word ¢ patented”’’ upon an unpatentable unpatented article, as
readily as by secing the same word on a patentable unpatented
article. That word warns them not to copy that article.
They are as réluctant to dieregard that warning on a supposi-
tion that the article is not patentable, as they are on the
hypothesis that it i1s not patented ; and they-are as effectu-
ally diverted from exercising their right to copy it in the
one case as in the other.

Intent to deccive the public is a necessary element of the
forbidden act now under consideration ; and that intent does
not exist when the person marking, is himself mistaken
relevant to his right so to mark ;* or where the word ¢ patent-
ed” is accompanied by other words or characters which
indicate that the article was once the subject of a patent, but
that the patent has expired at the time of the marking.®
Inasmuch as all persous are presumed to intend the natural
consequences of their acts, proof of an act which was adapted
to deceive the public, is sufficient proof of the intent to de-
ceive, unless the doer establishes his innocence of that intent.
The burden of proof therefore lies upon the defendant, in this
particular.*

§ 328. Proof that the article illegally marked patented was
afterward sold, or was otherwise presented to the notice of the
public, is not a necessary element in either of the acts which
are forbidden by the statute ; but proof that the intent to
deceive the public existed when the marking was done is such
an element, Accordingly, if a person illegally marks an artiecle,
his offense is complete, and is not condoned by a subsequent
omission to profit by that offense ; but where a person marks

! United States v. Morris, 2 Bond, 8 Wilson v. Mfg. Co. 12 Fed. Rep.
27, 1866, b7, 1882,

* Walker v, Hawxhurst, 5 Blatch. 4 Brig Struggle v. United States,
494, 1867. 9 Cranch, 74, 1815,
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an article without any intent to deceive, and afterward uses
the article so marked, for purposes of deception, he does not
violate the statute,’ |

§ 320. The penalty preseribed by the statute for ecither of
the forbidden acts is ‘* not less than one hundred dollars 3
and Justice Curris  well decided that such language must,
in a penal statute like this, be strictly construed, and that,
when so construed, it authorizes a penalty of precisely one
~ hundred dollars and no more.” The district judge in the
same distriet, in a later case, instructed a jury to assess the
¢ damages'’ not less than one hundred dolla» and as much
more as they thought proper.” That instruction was not ac-
companied by any reasoning on the subject, and was apparently
made in ignorance of the elabofate contrary decision of Justice
Curris. The latter decision may thereforo safely be said to
embody the law on this point.

§ 330. The plaintiff in a que fam action for illegally marking
a patented or unpatented article, may be any ¢ person.””* It
was decided under a similar statute relevant to copyrights,
that a plurality of persons could not jein as plaintiffs in ax
action of the kind.® The langnage of that copyright statuto
was identical with that of tho present patent statute in this
particular ; and the same good reasoning which carried the
court to its conclusion in the copyright case, will probably
carry any court to the samo conclusion in any gue fam action
under the patent statute. The person who sues must be a
natural and not an artificial person ; and Lie must sue in his
own namo and not in that of the United States.*

§ 331. Junsdiction in qui Zam actions, unlike that in other
kinds of patent suits, is conferred upon Distriet Courts, not upon
Circuit Courts, of the United States, and is conferred upon
the particular court within the district of which the forbidden

I Nichols v. Newell, 1 Fisher, 047, 4 Revised Statutes, Section 4901,

1853. b Forrett v. Atwill, 1 Blatch, 153,
¢ Stimpson v. Pond, 2 Curtis, 602, 1846.
1850. ¢ United States v. Morris, .2 Bond,

8 Nichols v, Newell, 1 Fisher, 669, 27, 1866,
1863,
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act was sommitted, rather than upon the court of any district
within which the defendant resides or may be found.! There
is, however, another section of the Revised Statutes which
provides that ‘“All pecuniary penalties and forfeitures may be
gued for and recovered either in the district where they accrue
or in the district where the offender is found.” *

§ 332, The proper form of common law action, in quz
fam cases, 18 that of debt.” Imasmuch, however, as no
particalar form is preseribed by the Federal statute, the code-
forms of complaints or petitions are to be used in code
States.* The declaration, complaint, or petition, as the case
mey be, ought to state all the elements cf the forbidden act
upon which it is based ;° and to charge that the act was
contrary to the form of the statute in such cases made and pro-
vided.® It 18 not enough to charge that the act was con-
trary to the law in such cases made and provided ;' but to
aver it to have been contrary to the form of the statutes in
such cases made and provided, though inartistie, is not fatal.”
It is not necessary to aver the uses to which the penalty wlhen
recovered, i1s to be applied.®

§ 333. The first two of the classes of acts, forbidden by
Section 4901 of the Revised Statutes, are not only injurious
to the publie, in the manner already explained ; but they are
also injurious to the rightful patentecs. Such acts enable
infringers to inecrease the amount of their infringements, by
inducing the public to believe that the articles they sell were
lawfully made, and may be lawfrlly sold and used. So also,
such acts may enable infringers to palm off on the public an
inferior article, the using of which will disappoint the pur-

! Revised Statutes, SBection 4331, 6 Sears . Unitod States, 1 Gal-

? Rovised Statutes, Section 732. lison, 2569, 1812,

3 Stimpson v. Pond, 8 Curtis, 505, 7 Smith ». United States, 1 Gal.
1856; Jdacob v». United Stntes, 1 lison, 264, 181%.

Brockenbrough, 520, 1821. 8 Kenriok v. United States, 1 Gal-
4 Rovised Statutes, Sections 721, lison, 273, 1812,
914, ® Sears v. United BStates, 1 Gal-

> Ferrett v. Atwill, 1 Blatch. 155, lison, 259, 1812,
18486,
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chaser, and thus operate to injure the reputation of the
genuine thing. For thesc reasons, it has been held that a
person who 1s guilty of an act of either of the first two classes,
may be restrained by an injunction from any repetition of
such an act.’

§ 334. A writ of error lies to the Cirenit Court for the same
district, from the final judgments of a District Covrt, in a
gue tam patent case, because such a case is a civil case,” and
‘because the matter in dispute in every such cuse exceeds the
sum of fifty dollars ;° but no such writ of error lies from the
Circuit Court to the Supreme Court, unless at least fifty pen-
alties can be recovered in one action, and a judgment for five
thousand dollars thus be obtained ;' for a gue tum patent case
is not a case touching a patent right.” Such actions are based
on pretensions of patent rights, where no such right exists.

1 Wagshburn & Moen Mfe, Co. v, 4 Revised Statutes, Section 692, 18
Haish, 4 Bann & Ard. 571, 1879. Statutes at Large, Part 3, Ch. 77,
? Jacob v. United States, 1 Brock- Sec. 3, p. 316.
enbrough. 625, 1821, * Revised Statutes, Section 699,

3 Revised Statutes, Section 633,
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§ 335. A rarent for a process is infringed by him, who, with-
out ownership or license, uses substantially the process which
the patent claims ; whether or not he uses substantially the
apparatus  which the patent desceribes. Infringement of «
process patent may occur even where precise identity does
not exist in respeet of the process claimed by the patent, and
that nsed by the infringer. In the leading case just cited,
the apparatus used by the infringer was totally unlike that
described by the patent ; and the process used by the infringer
differcd from the patented process in several particulars. The
claim of the patent was: *¢ The manufacturing of fat acids
and glycerine from fatty bodies Ly the action of water at
high temperature and pressure.”” The description of the
proeess which was contained in tho specitication of the patent,
stated that the water should be mixed with the fatty body in
the proportion of two or three parts of fat, to one of water;
and that the mixture should be heated to about 612° Faliren-
heit § and should be subjected to a pressure suflicient to pre-
vent the heat from converting the water into steam.

The infringer mixed from four to seven per cent of lime
with the water and the fat ; and heated the mixture to only
about 310° I'ahrenheit ; and subjected it to a pressure corre-
spondingly lower than what would have been necessary to pre-
vent the conversion of the water into steam, if he had used
the higher degree of heat. So also, he heated his mixture by
means of superheated steam introduced into the vessel con-

! Tilghman v. Proctor, 102 U. 8. 730, 1880.
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taining it, instead of applying heat to the outside of the vessel ;
and he maintained the intimnacy of the mixture by continunous-
ly pumping the water from the bottomn to the top of the
mingled mass, instead of continuously foreing the mixture
through a coil of tubes. Notwithstanding all these diffor-
ences, the Supreme Court held the defendant’s process to
substantially meclude that of the patent, and therefore to be
an infringement of the latter. This holding was not incon-
sistent with the opinion that the addition of the lime to the
mixture, was a useful addition to the patented process, nor with
the possibility that the defendant’s method of maintaining the
intimacy of the mixture, was superior to that of the patent, nor
with the probability that the heating by the introduction of
superheated steam, was- more perfeet than by conducting the
heat into the mixture through the walls of the inclosing
vessel, nor with the fact that the lower degree of heat and of
pressure used by the defendant was more safe, and perhaps
more economical, than the higher degree of each, which was
suggested in the patent.

§ 336, Similar circumstances characterized the question of
infringement in the case of Mowry ». Whitney."! The patent
in that case covered a process, which consisted in taking cast
iron car-wheels from their moulds as soon as they become solid
enough to retain their shape ; and in immediately placing the
wleels in a furnace or chamber, previously heated to about the
temperature of the wheels when taken from the moulds ; and
in thercupon rcheating those wheels; and then in causing
them to {inally cool with a great degree of slowness.

The infringer’s process consisted in taking the wheels red
hot from the moulds ; and in thereupon putting them in an
unheated chamber, interlaying them with chareoal, and cover-
ing the whole with a perforated metal plate ; and in then
causing the charcoal to burn so as to reheat the wheels to a
somewhat indefinitely high temperature ; and in so adjusting
the draft, as to make the charcoal burn out and the wheels to
consequently cool down, with a great degree of slowness.

I Mowry v. Whitney, 14 Wallace, 620, 1871,
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The Supreme Court found all of the steps of the ecomplain.
ant’s process in the defendant’s doings, though confessedly
the reheating was done by different means, and the slow cool-
ing regulated on different principles, from those which caused
and controlled the corresponding parts of the complainant's
process.

§ 837. The case of Cochrane . Deener’ involved the in.
fringement of a patent for a process of winnowing impurities
out of ground wheat, while the flour is being separated from
the other parts of the meal by means of fine cloth sieves,
commonly called ‘¢ bolts.”” The patent deseribed a suitable
apparatus by means of which to practice this process. It
consisted of a series of cylindrical sieves, covered with cloth of
progressively finer meshes, and having within them a series of
air pipes, so disposed that when the ground wheat was in the
sieves, and the sieves were revolving, air blasts were Dblown
from the ends of those pipes, into and among the particles of
gronnd wheat. Those air Dblasts operated to blow the im-
purities through the opening in the top of the bolting
chamber, at the same time that the revolutions of the siceves
operated to scparate the flour from the middlings. The result
of the whole operation was to separate the ground wheat into
three sorts of matter, and to place those three sorts in three
different receptacles.

The defendant accomplished the same result, by winnowing
the impurities out of the ground wheat, while the flour was
being separated from the other parts of the meal, by means of
fine cloth sieves. But the defendant’s sieves were flat, and
the air blasts were blown through those sieves from below and
reached the impurities through the cloth, instead of reaching
them {from the ends of pipes located on the same side of the
cloth, as that occupied by the ground wheat. The Supreme
Court, however, held that process to infringe the complain-
ant’s patent, notwithstanding these differences.

§ 338. No process patent is infringed where any one of the
gerics of acts which constitute the process is omitted by the

1 Cochrane v. Deener, 94 U. 8. 787, 1876.
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supposed infringer, unless some cquivalent act is substituted
for the one omitted.' Precisely what constitutes equivalency,
as between aects, has never been decided or stated by the
Supreme Court. Reason seems to indicate that one act is
the equivalent of another when it works in substantially the
same way to accomplish the same result, Accordingly, it
has been held that tamping oil wells with benzine, is equivalent
to tamping them with water in respect of the series of acts
which constitute the process covered by the Roberts torpedo
patent.”

§ 339. Maclhines and manufactures may well be treated
together in respeet of infringement, because no exact line can
be drawn between them, and becaunse the same rules of in-
fringement are applicable to both those classes of tangible
things. A patent for a machine or manufacture is infringed
by him, who, without ownership or license, makes, or uses,
or sells any specimen of the thing covered by any claim of
that patent. It is not an infringement of a patent, to make,

use or sell any specinien of any invention deseribed but not
claimed therein ;° beeanse a patent covers only what it claims.

But whoever infringes any one claim of a patent infringes tho
patent, whether or not it contains other claims which he does
not infringe.* "

Whether a particular thing made or used or sold by a
particular person, mfringes a particular claim of a particular
patent, is always a question of fact. In some cases that ques-
tion can readily be decided by the application of one rule of
law, and sometimes by the application of another, and some-

I Dittmar v. Rix, 1 Fed. Rep. 342,
1880 ; Hammerschlag v, Garrett, 10
Fed. Rep, 479, 1882 ; Cotter v. Cop-
per Co., 13 Fed. Rep. 234, 1882,

* Roberts v. Rotor, § Fisher, 296,
1872,

¢ Howe v». Williams, 2 Clif. 262,
1863 ; Waterbury Brass Co. v, Miller,
9 Blatch. 93, 1871 ; Toohey v. Hard-
ing, 4 Hughes, 253, 1880.

¢ Moody v. Fiske, 2 Mason, 115,

1820 : Wyeoth v. Stone, 1 Story, 273,
1840 ; Pitts v. Whitman, 2 Story, 609,
1843 ; Colt v. Arms Co,, 1 Fishier, 108,
1851 ; Pitts v. Wemple, 2 TFishar,
10, 1855 ; Foss v. Herbert, 1 Bissell,
121, 1856 ; Morris v. Barrett, 1
Bond, 254, 1859 ; Singer v. Walmnsley,
1 Fisher, 558, 1860; McComb wv.
DBrodie, 1 Woods, 1563, 1871 ; Me-
Comb wv. Ernest, 1 Woods, 195,
1871.



246 INFRINGEMENT., JHAP. XVI,

times it can be decided only by the judicial sagacity of the
tribunal before -which.the question is tried. Such relevant
rules of law as are well established, will now be stated, and,
as far as necessary, will be illustrated by describing the leading
eases which embody them.

§ 8340. The respective results of a machine or manufacture
covered by the claim of a patent, and of a machine or manu-
facture alleged toinfringe that claim, do not furnish a eriterion
by which to decide the question of infringement. Those re-
sults may be identical, while the things which produce them are
substantially different. Any person may accomplish the result
performed by a patented thing without infringing the patent, if
he uses means substantially different from those of the patent.’
To hold the contrary of this rule wounld be to retard, and not to
promote the progress of the useful arts.” So also, on the other
hand, the respective results of patented and alleged infringing
machines or manufactures may be entirely different without
causing the latter to escape the charge of infringement cven
when that charge is based on unlicensed using. This rule results
from the well-established point of law that it 1s an infringe-
ment of a patent to use any machine or manufacture claimed
therein, though such use is for a purpose which is not men-
tioned in the patent.®

§ 841. Mode of operation is a criterion of infringement on
one side of that question, but not on the other. 1f the mode
of operation of an alleged infringing thing is substantially
different from that covered by the claim alleged to be in-
fringed, it follows that the charge of infringement must be
negatived ;* but if the mode of operation is substantially the
same it does not follow that the charge of infringement must
be affirmed. In that case the question must be decided by
some additional criterion. To establish an infringement of a

1 O'Reilly v. Morse, 15 Howard, 62, 159, 1871; Zinn v, Weiss, 7 Fed.

1853. Rep. 916, 1881 ; Union Stone Co. v.
? Smith v. Downing, 1 Fisher, 8¢ Allen, 14 Fed. Rep. 353, 1882.
1850. 4 Smith v, Downing, 1 Fisher, $3,

3 Mabie v. Haskell, 2 Clif. 511, 1850 ; Eames v. Cook, 2 Fisher, 149,
1865 ; McComb v. Brodie, 1 Woods, 1860.
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claim, the facts must be subjected to several snccessive tests.
If the case fails on ecither of those tests, no further inquiry
need be made ; but an infringement cannot be affirmed till all
those tests have been applied and have been withstocod. The
first of these is that which relates to identity of mode of
operation. It is therefore important to know wherein this
requisite identity consists. A dogmatic statement on that
point has probably never been ventured by any court. The
nature of the question seenm not to admit of an answer which
shall be at once short and sufficient. The best way to investi-
gate the subject is probably to reason by analogy from prec-
edents ; and accordingly several of the sections which imrme-
diately follow, are devoted to an analysis of cases, with a view
to furnishing the investigator with data for such reasoning.

§ 842. The Cawood patent’ covered a machine which com-
bined the mode of operation of an anvil, with the mode of
operation of a vise. A drawing of the machine is printed on
page 492 of 1 Wallace. The railroad rail mended upon it, was
supported by it as by an anvil ; and at the same time was
clasped by it as by a vise. The Supreme Court held that the
‘“ Michigan Southern’ machine did not infringe the Cawood
patent, because while that machine did clasp the rail as a vise,
it did not support the rail as an anvil, The same tribunal also
held that the Beebe and Smith machine did not infringe the
Cawood patent, hecause its mode of operation was different.
It both supported and clasped the rail, but it clasped it by
holding it hetween two jaws, which jaws, when in position,
rested in a V-shaped noteh in the anvil. The exterior of the
Jaws were also V-shaped, in order to fit the notch, and they
clasped the rail becaunse of their gravity, and not in the
manner of.a vise. They also supported the rail, but in a
manner peculiar to themselves, and not in the manner of an
anvil.

§ 343. The driven-well patent, reissue No. 4372, covers an
interesting invention. That invention is practised by driving
into the ground a long tube closed and pointed at its lower

! Cawood Patent, 94 U. 8. 706, 1870.
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end, and having perforations through its sides just above that
end ; and by attaching » pump to its upper end ; and by work-
ing that pump whenever water is desired. The mode of
operation of that well is as follows : The working of the pump
creates a vacuwm in the tube, and that vacnum in turn creates
a vacutimn outside of the tube in the neighborhood of its
lower end, and the latter vacuum draws to itself all the water
in several millions of cubic feet of the surrounding earth.

The alleged infringer in one case,’ followed the patent in
every particular except that instead of driving the tube into
the carth, or into a hole previously made by driving down
a rod smaller than the tube, he bored a hole into the earth
with an augur larger than the tube which he placed in
the hole after the augur was withdrawn. This apparently
slizht change caunsed the well to have a substantially different
mode of operation from that covered by the patent. The
pump, indeed, created the vacuum in the tube as before, but
that vacuum ercated no vacunum around outside of the tube,
beeause the space outside of the lower end of the tube was
in direct communication with the external air, through the
annular space which snrrounded the tube throughout ifs entire
length and which was due to the fact that the tube was
staaller than the hole in which it was placed. Because of this
difference, Judge McCrary, with excellent diserimination,
held that the well of the defendant did not infringe the
driven-well reissue.

Judges Sniras and Love afterward decided that reissue
to be void, because they fonnd it to be for a different
invention from that covered by the original patent.? They
based this finding on the fact that the original directed
the hole to be made in the ground by driving down a rod,
having a swell thereon, and directed the insertion, in the hole,
of a tube somewhat smaller than the diameter of the swell of
the rod ; and on the further fact that the original did not state
that the pump must be attached to the tube by an air-tight

I Andrews v. Long, 12 Fed. Rep. * Andrews v, Hovey, 16 Fed. Rep.
871, 1880. 396, 1883,
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conncction. The finding cannot be thought to stand on this
last fact, Lecause the original patent did state that water,
when not flowing naturally, might be drawn from the tube
by any of the known forms of pump, and because it could not
be so drawn without an air-tight conneetion between the pump
and the tube. Duf the first fact stated by the judges to sup-

.port their finding was alone sufficient to have that effect.

That fact showed the original patent to be confined to an
invention identical with thay whiely, in the former case, dndge
McCrary had held to be substantially different from the
invention covered by the reissue, and which was substantially
different beeause it had a difierent mode of operation.

§ 344. DBlanchard’s patent for a machine for turning and
cutting irregular forms, consisted of a combination of a
model, a gnide, and a eutter wheel. When the machine was
in operation the guide followed the irregularities of the model,
as the model revolved, and the guide also caused the entter to
follow the same irregular curves while the rough block was
revolved under the cutting edges.  Both model and block
had a continuowvs lateral motion, as well as a continuous rotary
motion, and therefore the guide and the cutter wheel pro-
ceceded in corresponding spiral courses. In that way the guide
traversed all parts of tl  surface of the model, and the cutter-
wheel traversed all portions of the rough Dblock, and thus
reduced the latter to conformity with the shape of the model.
An 1nfringer in one case' so combined the parts of the
machine, that the model and rough block both rotated by an
intermittent motion, and moved laterally by a rectilinear
reciprocating motion. Justice Grier held that this mode of
operation was substantially unchanged from that of the patent.

§ 345. Ilayden’s patent for a machine for making brass
kettles consisted of two general divisions. 1. An engine lathe
with its mandrel to revolve the pulleys and the gearing, and
having special devices for the special work in hand. 2. A
furnishing or spinning tool and tool earriage, secured to the
frame of the lathe, and having speeial deviees to make it work

I Blanchard v. Reoves, 1 Fisher, 103, 1850,
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harmoniously with the lathe in producing the kettles which
the two divisions of the machine jointly operated to manufact-
ure. These two divisions were  operated by one motive
power, like a shaft, which might be connected with a water
wheel, or with a steam engine, or with any other suitable source
of motion.

The infringer in one case’' operated the first division of
the machine by one such motive power; but he operated the
second division by another, namely by the hand of a workman
tarning a crank. Judge Wooprurr held that this was not
such a change of mode of operation as amounted to enough to
negative infringement.

§ 346. The Wells hat-body machine consisted of a revolving
brush to separate and throw fibres of fur; a perforated vacuum
cone to receive the fur on its exterior surface ; and an inter-
mediate tunnel, to gnide the fur from the brush to the cone.
The patent which was granted for that invention was three
times smrrendered and reissued. The second reissue was
involved in a celebrated Supreme Court case.” That reissue
described the machine which Wells invented, and it claimed
the mode of operation, substantially as described, of form-
ing bats (hat bodies) of fur fibres. The object of this claim
was to cover the machine of Seth Boyden, a machine which
had the same general mode of operation as that of Wells, but
which was substantially different from the latter in one of its
parts. This attempt to base a charge of infringement on
sameness of ‘“ mode of operation’’ alone, was occasioned by the
fact, that Justice Ctrris, in delivering the opinion of the
Sapreme Court in the case of Winans . Denmead,® had used
the phrase with great frequency. He used it exactly twenty
times in that case ; and the counsel for the Wells patent, when
arguing the case of Burr v. Duryee, formulated seven doc-
- trines which they stated were deducible from that score of
instances. Among those doctrines, the fourth was this:

1 Waterbury Brass Co. v. Miller, 9  1863.

Blatch, 94, 1871. 3 Winans v. Denmead, 15 Howard,
? Burr v. Duryee, 1 Wallace, 631 330, 1853,
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That copying a mode of operation is an infringement. But
Justice GriER, who was one of the majority of the court
which decided Winans ». Denmead, was convinced that the -
Jatter decision was erroneous. or that 1t did not mean what it
was generally understood to signify, for in Burr . Duryee he
delivered the unanimous opinion of the Supreme Court reject-
ing the complainant’s contention in terms bordering on those
of contempt. The case of Winans ». Denmead cannot there-
fore be fairly cited as an authority on this point. for if it ia
not consistent with Burr o. Duryee, it was overruled by the
latter, and if it is consistent with the latter case, its expres-
sions are likely at least to mislead the reader, as they misled
the counsel for the Wells patent. Ilarmoniously with its
decision In Burr . Duryee, the Supreme Court has ever since
had a positive tendency to disregard whatever is abstruct and
intangible in guestions of infringement, and to base its conclu-
sions upon the concrete features of the issues at har.

§ 347. Addition to a patented machine or manuiacture does
not cnable him who makes, uses or sells the patented thing
with the addition, to avoid a charge of infringement.’ This
is true even where the added device facilitates the working of
one of the parts of the patented combination, and thus makes
the latter perform its function with more excellence and
greater speed.” DBut there is a necessary qualification of this
rule, which must not be overlooked ; a qualification founded
as yet uipon no adjudicated case exactly in point, but based on
considerations of justice which cannot be ignored nor disputed.
If a patented combination differs from some older combina-
tion, only in the omission of one of the parts of the latter,
and in a resulting difference of mode of operation, the restora-
tion of the older structure by adding the part which the
patented combination omitted, would not constitute an in-
fringement of the latter.

§ 348. Changing the relative positions of the parts of a
machine or manufacture does not avert infringement where

' Carr v. Rice, 1 Fisher, 209, ? Cochrane v. Deener, 94 U, 8.
1856, 786, 1876.
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the parts transposed perform the same respective functions
after the change as before.' In the first of the cases just
cited, the thing transposed was a beater shaft in a corn-sheller ;
both in its original and in its new position, its function was to
force the ears of corn into the throat of the sheller. In the
sceond case, the thing transposed was the outlet vapor flue of a
quicksilver furnace ; and that flue operated in the same way to
perform the same function in the infringing apparatus that it
did in the patented furnace.

But changing the relative positions of the parts of a machine
does avertinfringement, where the changing of those positions
so changes the funections of the parts, that the nachine
acquires a subsianiially different mode of operation, even
though the result of the machine remains the same® A suit
for infringement cannot be sustained against him who malkes,
uses or sells a substantially different ecombination, even though
it includes exactly the same ingredients as those claimed in
combinaticn by the patent in suit* The owner of a patent
for a combination cannot suppress a newer, better and sub-
stantially different combination of the same ingredients.

§ 349. Omission of one ingredient of a combination covered
by any eclaim of a patent, averts any charge of infringe-
ment based on that claim.® A combination is an entirety.
If one of its elements is omitted, the thing claimed dis-
appears. Every part of the combination claimed 1s con-
clusively presnmed to be material to the combination, and no
evidence to the contrary is admissible in any case of alleged
infringement.® The patentee makes all the parts of a com-
bination material, when he claims them in combiration and

! Adams ». Mfg. Co.,, 3 Bann. & 5 Prouty v. Ruggles, 16 Peters, 341,
Ard. 1, 1877: Knox », Quicksilver 1842 ; Eames v, Godfrey, 1 Wallace,

Mining Co. 0 Sawyer, 438, 1878, 78, 1863 ; Case v. Brown, 2 Wallace,
2 Brooks v, Fisk, 15 Howard, 221, 320, 1804; Dunbar v. Myers, 94

1853. U. 8. 187, 1876 ; Fuller v. Yentzer,
3 Gill. v. Wells, 22 Wallace, 14, 94 U. 8, 297, 1876.

1874. 6 Vance v. Campbell, 1 Black, 430,

4 Seymonr v. Osborne, 11 Wallace, 1861 ; Le Fever v. Remington, 13
bbb, 1870, Fed. Rep. 86, 1882.
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not separately.’ A patentec may, however, deseribe all the
devices in his machine or manufacture, and instead of claim-
ing all or any particular portion of them in combination, may
claim so much of the deseribed mechanism as produces a
particular described result. Such a claim is infringed by him
who, without ownership or license, makes, uses or sells any
apparatns made up of enough of the deseribed devices to pro-
duce the specified result, by the specified mode of operation.’
The rule stated at the head of this section is perhaps the best
known and most frequently applied of all the rules which
pertain to infringement ; but it has no application to anything
which depends upon a particular form for patentability, and
which for convenience may be made in scveral sections. A
ghoe last, for example, even if made in only two sections, may
infringe a patent for a last of the same shape, but which is
made in three sections instead of in two.’

§ 350. No substitution of an equivalent for any ingredient
of a combination covered by any claim of a patent can
avert a charge of infringement of that claim.* But like
substitution of soniething which is not an equivalent, will Liave
that effect.” The doctrine of equivalents may be invoked by
any patentec whether he claimed equivalents in his claim,”
or described any . his specification,” or omitted to do either
or both of those things. DBut where a patentece states in his
specification that a particular part of his invention is to be
constructed of a particular material, and states or implies that
he does not contemplate any other material as being suitable
for the purpose, it is not certain that any other material will
be treated by a court as an equivalent of the one recommended
in the patent.” Combination patents would generally be

! Water-Meter Co. v. Desper, 101 562, 1878.

U. S. 332, 1879, 6 Dental Vulcanite Co. v. Davis,
¢ Silsby v. Foote, 14 Howard, 218, 102 U. S. 229, 1880.
1852, T Union Metallic Cartridge Co. @,

3 Mabie v. Haskell, 2 Clif. 511, 1865.  United States Cartridge Co. 2 Bann,
¢ O'Reilly v. Morse, 15 Howard, 62, & Ard. 594, 1877.
1853 ; Imhaeuser v. Buerk, 101 U. 8. 8 Aiken v. Bemis, 3 Woodbury &

655, 1§79. Minot, 348, 1847 ; Harris v. Allen,
* Railway Co. v. Sayles, 97 U.S. 15 Fed. Rep. 106, 1883,
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valueless in the absence of a right to equivalents, for few
combinations now exist, or ean hereafter be made, which do
not contain at least one element; an eflicient substitute for
which could readily be suggested by any person skilled in the
particular art.’

§ 361. To define an equivalent is at present a weighty and
difficult undertaking. It 1s weighty because many rights of
property now depend, and always will depend, upon the
definition. It is difficult because the deliverances of the
Supreme Court upon the subject are Inharmonious, and be-
causc none of those deliverunces are accompanied by cle-
mentary reasoning on the merits of the question. The primary
points are plain. The difficulties arise in the latter part
of the problem ; but the plain points require to be stated in
order that the others may be methodically reached and
intelligently discussed.

§ 862. One thing, to be the equivalent of another, must
perform the same function as that other.” If it performs
the same function, the fact that it also performs another fune-
tion is an immaterial one.® Therefore, it sometines happens
that a junior device is an equivalent of aseniordevicein a sense
that will constitute it an infringement of a patent for the
lIatter ; at the same tine that the senior device is not an
cquivalent of the junior device in a sense that will cause
the former to negative the novelty of the latter.' One
thing may accordingly be an equivalent of another, though it
does more than that other, but it cannot be such an equivalent
if it does less.® But the test of function is only the first of
several tests of equivalency. The fact that one thing performs
the same function as another, though necessary, is not suth-
cient to make it an equivalent thereof.’

! Turrell v. Spaeth, 3 Bann. & Ard. mons, 3 Bann. & Ard. 623, 1878,

458, 1878. 4 T,oercher v. Crandal, 11 Fed. Rep.
2 Machine Co. v. Murphy, 97 U. S. 878, 1881.
125, 1877%. 5 Bliss v. Haight, 3 Fisher, (26,1869, -

8 Foss v. Herbert, 2 TFishor, 31, 6 Eames v. Godfrey, 1 Wallace, 75,
1856 ; Sarven v. Hall, 9 Blatch. 524, 1863; Conover v. Roach, 4 Fisher,
1872 ; Wheeoler v. Reaper Co., 10 12,1857 ; Merriam v, Druke, 5 Fisher,
Blatch. 195, 1872 : Kendrick . Em- 259, 1872.
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€ 353. Function must be performed In substantially the
sgame way by an alleged equivalent, as by the thing of which
it is allegced to De an equivalent, in order to constitute it
such.' This substantial saineness of way is not nceessarily a
theorctical scientific sameness. In a purely seientific sense, a
serew always performs its function in a substantially different
way from alever, and in substantially the same way as a wedge.
Screws and wedges are equally inclined planes, while a lever
is an entircly different clementary power., Dut serews and
levers can practically be substituted for each other in a larger
number of machines, than serews and wedges can be similarly
substituted. When a lever and a serew can be interchanged
and still perform the same function with a result that is
beneficially the same, they are said to perform the same fune-
tion in substantially the same way.? DBut one thing may
be an equivalent of another in one environment, and not such
an cquivalent in another situation.? Springs and weights
are generally equivalents 3 * but when the environment is such
that a spring will operate suceessfully while a weight will not
s0 operate, then they are not equivalents.®  While in most cases
a mere handle is not an equivalent of a lever, it is such an
equivalent where its connections are such that it performs the
same function in substantially the samc way.® Indeed, in one
case, the Supreme Court went to the length of deeiding a con-
fined column of water in a cylinder, worked by a pump and
working a piston, to be an equivalent of o combination of a
vibrating arm, toggle joint, and other mechanical devices, when
used to transmit vibratory power.’

In view of the foregoing adjudications, and of the nature of
the question, it isat present imposgible to say precisely wherein
the required smneness of way of performing a function really

! Sickels », Borden, 3 Blateh. 535, = ¢ Imhneuser v. Buerk, 101 U, S,

1856 ; Burr ». Duryee, 1 Wallace, 656, 1879.
673, 1863 ; Wernor v, King, 96 U, S. 5 Cross v. DMackinnon, 11 TFed.

230, 1877. Rep. (601, 1882,
* Turrell ». Spaeth, 3 Bann. & Ard., 8 Corn-Planter Paient, 23 Wallace,
458, 1878. 235, 1874.

9 Cochrane v, Deener, 94 U, S. 789, T Blako v. Robertson, 94 U. 8. 732,
1876, 1870.
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consists ; and in view of the vast variety of present and future
mechanical devices and modes of operation, it will probably
be always impossible to formulate a criterion which will be
applicable to every case. The safest reliance is upon the
analogies of precedents, and upon the instructed sagacity of
those who are called upon to advise and to decide in new
Cases.

S 354. Whether a device, in order to be an equivalent of
another, must have been known at the time of the invention or
of the patent, is the final inquiry relevant to the characteristics
of equivalents. Itisa point of large importance. Theafiirma-
tive view secems to have originaled in the mind of Justice
CrLirrorp, and to have originated there in the Ifall of 18G5, In
November of that year he instructed a jury that a thing to be
an equivalent of an article in a patent, must have been I:nown
at the date of the invention, and of the patent.” The rule of
the Supremme Court, at that time, scems to have been that a
thing might be an equivalent of a thing in a patent, 1if known
to be such at the tiine of the infringement.” Indeed, Justice
Crirrornd himself, in 1861, had delivered a earefully prepared
mstruction to a jury, in which he said : ** You will regard
the substantial equivalent of a thing as being the same as the
thing itsclf, so that, if two machines do thesame work, in sub-
stantially the same way, and accomplish substantially the same
result, they are the same ; and so if parts of the two machines
do the same work, in substantially the same way, and accomplish
substantially the result, those parts are the same, although they
may differ in name, form, or shape.””’ Iingaged. as he then
was, 1n defining an equivalent, he wholly omitted the element
of age. Indeed, as late as October, 1865, he found a defend-
ant’s device to be an equivalent of a thing in a patent, because
it performed the same function. in substantially the same way,
and produced substantially the same resunlt.* Ilere is no
allusion to any clement of age in the characteristics of an

! Union Sugar Refinery v. Matthies.- 8 Cabhoon v. Ring, 1 Clif. 620,
sen, 2 Fisher, (629, 1800. 1861. ‘

2 O'Reilly v. Morse, 15 Howard, 4 Roberts v. Harnden, 2 Clif. 506,
123, 1853. 1865.
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equivalent. That element was introduced into the definition
Jater in the Fall. DBut no statute relevant to the subject was
enacted in the interval, nor indeed at any other time, either
before or since Justice CLiFForD changed his views. Nor did
Justice CLIFFORD ever announce the reasons which ecarried him
to his altered definition.” Ile, however, repeated the later
proposition in several subsequent cases.

In Seymour ». Osborne,' he said, that in order to be an
equivalent of a thing in a patent, a device must have been
known at the date of the patent. In support of that state-
ment he cited two cases, neither of which appears to relate to
the precise point.” DBut after formulating the doectrine he
was content to ignore it, and he reasoned out the question of
infringement in the case with sole reference to the character
of the defendant’s machines, and without any regard to tho
point of time when any parts of those machines first became
known. Indeed he expressly said that questions of infringe-
ment are best determined by a comparison of the machines.
Now, it is evident that a comparison of two machines has no
tendency to show whether a particular device in one of them,
was or was not known when the other was patented.

In Gould v. Rees® Justice Crirrorp delivered the opinion
of the Supreme Court, reversing a judgment in an action at
law, because the judge had charged the jury that the omission
of one of the elements of a combination, and the substitution
of another mechanical deviee to perform the same function,
will not avoid infringement. Now that instruction was clearly
wrong, because it did not provide, as it ought, that the sub-
stitute must perform the same function in substantially the
same way, in order to be an equivalent for the thing for which
it is substituted.' The Supreme Court, therefore, decided that
the instruction was erroneous, but Justice Curirrorp, in
delivering the opinion, said, in effect, that it ought also to

' Seymour v, Osborne, 11 Wallace, 3 Gould v. Rees, 15 Wallace, 193,
556, 1870. 1872,

? Prouty v, Ruggles, 16 Peters, 341, ‘+ Burr v, Duryee, 1 Wallace, 573,
1842 ; Johnson v, Root, 2 Clif. 123, 1863 : Sickels v. Borden, 3 Blatch,
1862, 535, 1856.
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have been limited by the proviso that the thing substituted
should have been known at the date of the patent. The case
did not call for any decision on that point, because the un-
doubted error in the charge was enough to require a reversal
of the judgment. Noris the dictum supported by any reason-
ing, or by any citation of authority other than the previous
dictum of the same justice in the case of Seymour ». Os.
borne. It is true that the doctrine is repeated on page 194,
in the same paragraph with an undeniable doctrine of the
patent law, and the whole paragraph purports to be supported
by nine cited cases. But none of those cases has any relevancy
to the point now under examination, though they do support
the other doetrine of the paragraph.

In Gill . Wells' Justice CrLirrorn repeated his revised
definition of an equivalent, and stated that it was based on
repeated Supreme Court decisions. Ile cited seven precedents
to sustain this statement. I'ive of them have no apparent
relevancy to the point,” and the other two are his own ducta
in Seymour @. Osborne, and Rees ». Gould. 1le also cited
his own prior decision in Roberts ». larnden,” but he who
turns to that case will find that its definition of an equivalent
is the former one; the one which omits the element of
age., The repetition of the later dicte in Gill ». Wells, was
also obiter, because, before repeating it, Justice Crirrorp had
delivered the opinion of the Court holding the instructions
which the judge below gave to the jury on the question of
the validity of the patent as a reissue, to have been erroncous
instructions. In proceeding further Justice Crirrorp was
proceeding merely as a moot judge. Indeed, after laying down
his rules on the subject of equivalents and of infringement,
his Honor said that: ‘ Inconveniences past estimation would
result if those rules should be applied in defining the rights

1 Gill v. Wells, 22 Wallace, 31, Howard, 329, 1850 ; Brooks v. I'isk,
1874. 15 Howard, 212, 1853 ; Vance v.
? Prouty v. Ruggles, 16 Peters, 341, Campbell, 1 Black, 428, 180t.
1849 ; Carver v. Hyde, 16 Peters, 2 Roberts v. Harnden, 2 Clif. 5006,
514 1842 ; Stimpson v, Railroad, 10 1865,
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of a patentee to make amendments to the specification of an
original patent when applying for a reissue.”

Union Paper-Bag Machine Co. ». Murphy,' decided two
years later than Gill . Wells, was an equity suit which turned
on the question of infringement. The court below found non-
infringement, but the Supreme Court reversed that decision.
In delivering the opinion Justice Crirrorp returned to his
earlier definition of an equivalent ; to that definition which he
gave sixteen years before in Cahoon ». Ring, and enforced
twelve years before in Roberts . Ilarnden, Ile now formulated
his views as follows : ¢“ Authorities concur that thesubstantial
cquivalent of a thing, in the sensc of the patent law,is the
same as the thing itself ; so that if two devices do the same
work in substantially the sime way, and accomplish sub-
stantially the same result, they are the same, even though
they difier in name, form, or shape.”

But in Imhacuser ». Buerk® Justice CrLirrorp once more
repeated his second and revised definition of an cquivalent :
the definition which he originated in the case of the Union
Sugar Refinery . Matthiesen. But after repeating it le
ignored it, and reasoned out the question of infringement in
the case, on the basis of his carlier definition : the definition in
Cahoon #. Ring : the definition which ignores age, and con-
fines itself to function and to character.

§ 305. No other Supreme Court justice has ever inserted just
such doctrine as that of Justice CrLirrorp’s scecond definition
of an equivalent, into any opinion of that tribunal. Several
cases have been adjudicated in that court, which called for
the application of that doectrine, if it is a true one, but
1t has never been applied to any neccessary issue pending
therein. On the contrary, that court, subsequent to the
case of Gill v. Wells, expressly decided that two things are
equivalents where they perform the same function, in sub-
stantially the same manner.® On the other hand Justice

! Machine Co. v, Murphy, 97 U. S. 656, 1879.
125, 1877.  Mason v. Graham, 23 Wallace,

* Imhaeuser v. Buerk, 101 U. S. 275, 1874.
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Brarcnrorp said in a recent Supreme Court case, that the
complainant at bar was °‘ entitled, under dccisions hereto-
fore made by this Court, to hold as infringements all valve
regulations applied to such combination which perform the
same oflice in substantially the same way as, and were known
equivalents for, his form of valve regulation.”' DBut in so
paying, Justice Brarcnrorp did not say that the complainant
would not have been entitled to hold as infringements all
valve regulations, applied to such a combination, which per-
formed the same office, in substantially the same way. Nor is
gsuch a denial dedueible by any fair implication from the
facts of the case. Those faets could not only endure the
milder test, but could also endure the other and severer one -
which results when the element of age is inserted in the
definition of an equivalent. DBut the opinion contains no
finding and no statement that the milder test would not have
been sufliciently severe for the purpose in hand, if the facts
had been unable to endure the more exacting criterion,

§ 856. Nearlyall the Circuit Courts have uniformly ignored
the clement of age when inquiring about cquivalents, and
several of them have decided or stated that one thing is
an equivalent of another where it performs substantially the
sane funection, in substantially the same way.” Indeed,
Justice Crirrorp himself decided the third of these cases,
the case of Graham o. Mason, and in doing so said that *¢ It is
a well-settled law that if one device is employed in a similar
combination as another, and performs the same function in
the same way, the two are substantially the same, although
they may be different in form, and may be known among
mechanics by different names.” Probably only three Cireuit
Court cases,” except a part of those decided by Justice Criy-

i Clough v. Mfg., Co. 106 U. 8. 7 Bissell, 382, 1877 : Evory v. Durt,
178, 1882. 15 Fed. Rep. 112, 1883.

* Conover v. Ronch, 4 Fisher, 206, 3 King v. Cement Co, 6 I'isher,
1857 ; Conover ». Rap, 4 Fisher, 61, 341, 1873 ; Webster n. Carpet Co, 1
1859 ; Graham v, Mason, 5 Fisher, Bann, & Ard. 90, 1874 ; Babcock v.
11, 1869 ; Harwood v. Mfy. Co. 3 Judd, 5 Bann. & Ard. 130, 1880.

Fisher, 530, 1869 ; Vogler v. Semple,
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FORD, have ever recognized any such definition of an equivalent
as embodies the element of age; and in only two of the three
did any issue depend upon the soundness or unsoundness of
that definition.

§ 8367. Justice BraTourorp has had on the cirenit a legiti-
mate occasion to decide whether a thing, in order to be an
equivalent of a device in a patent, must have been known at
the date of the invention covered by that patent. That ques-
tion arose and was argued before him in the case of the
Batchelder Sewing Machine, and was decided in the nega-
tive.’ Each claim of the Batchelder patent was for a com-
bination. Among them the fourtlh consisted of four ingre-
dients, and among those ingredients was a so-called perpetual
feed.? That perpetual feed consisted of a belt armed with
points and passing around rollers. The defendant substituted
for that device a four-motion feed which was never known
till long after the date of the Batchelder invention, and long
after the date of the Batehelder patent.  That fact of newness
was urged as a reason for finding non-infringement, but Justice
Brarcurorn held it to constitute no ground for such a finding.
The principle of his decision in this case, was also applied by
the same judge to a question of electro-chemical cquivalents in
another.®

§ 8358, The question, stated at the head of Seetion 854, has
thus far been treated in the light of the precedents without
regard to the reasons which must underlie the true answer.
None of these precedents, save those cstablished by Justice
Br.arcurorn, scem to contain any argument on the point. The
judges appear generally to have contented themselves with
following such decisions or obiter dicte on the point, as were
called to their attention, or as arose in their memory, and
accordingly their deliverances are so diverse that they cannot
be harmonized. But it may not be impossible to reach the
true answer by a process of reasoning. Until such a process

! Potter v. Stewart, 18 Blatch. 563, 105, 1869.
1881. 8 United Nickel Co. v. Pendleton,

* Potter v. Braunsdorf, 7 Blatch. 15 Fed. Rep. 745, 1883,
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is found to lead in another direction, it is probably best to rely
upon the decision of the Supreme Court in Mason ». Graham,
and upen that of Justice Brarcurorp in Potter v. Stewart,
rather than upon the obiter dicta of Justice Crirrorp in
Seymour 2. Osborne, Gould #. Rees, Gill ». Wells, and
Iinhacuser». BDuerk. Until such a process is found to cstablish
another doetrine, it 1s safe to define an equivalent as a thing
which performs the same funection, and performs that function
in substantially the same manner, as the thing of which it iy
alleged to be an equivalent.

§ 359. Primary inventions are entitled to a somewhat looser
application of this decfinition of an equivalent, than those
inventions whieh are secondary. A primary invention is one
which performs a function never performed by any earlier
invention. A sccondary invention is one which performs a
function previously performed by some carlier invention, but
which performs that funetion in a substantially different way
from any that preceded it. There are but two Supreme Court
cases which have elearly attended to the distinetion now under
treatment.' In the first of these cases the court said : ¢ If
he [the patentee] be the original inventor of the deviee or
machine called the divider, he will have a right to treat as
infringers all who make dividers operating on the same prin-
ciple, and performing the same functions by analogous means
or cquivalent combinations, cven though the infringing
machine may be an improvement of the original, and patent-
able as such. Dut if the invention elaiined be itself but an
improvement on a known machine by a nicre change of form
or combination of parts, the patentec cannot treat another as
an infringer who has improved the original machine by use of
a different form or combination performing the same fune-
tions. The inventor of the first improvement cannot invoke
the doctrine of equivalents to suppress all other improvements
which are not mere ¢olorable invasions of the first.”

In the last of these cases the court said : ‘¢ In such ecases, if

1 McCormick v. Talcott, 20 Howard, 405, 1857 ; Railway Co. v. Sayles, 97
U. 8. 6566, 1878. :
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one inventor precedes all the rest, and sirikes out something
which includes and underlies all that they produce, he acquires
a monopoly, and subjeets them to tribute.  DBut if the advance
toward the thing desired is gradual, and proceeds step by step,
so that no one can claim the complete whole, then each 1s
entitled only to the specific form of deviee which he produces,
and every other inventor is entitled to his own specific form,
so long as it differs from thosc of his competitors, and does not
include theirs.”’

The exact thought which resides in the breasts of the
judees, probably cannot be learned from any mere reading of
those two deliverances. They require analysis, and that
analysis must be made in the light of several considerations
which do not appear upon the face of the langnage used by
the court. Let the mind be therefore directed a while to such
an inquiry, before dropping the point and proceeding to
another branch of the subject of infringement.

§ 360. Consider first the case of the primary patent.  Such
a patent 1s sald in McCormick 2. Taleott to be infringed by
things ‘“ which operate on the same principle,”” and “ per-
form the same functions’ by ¢ analogous meuans’ or ¢ equiva-
lent combinations.” Now, ‘ operating on the szme prin-
ciple” doubtless means having the same ‘“mode of opera-
tion 3’ ' and the signification of the latter phrase is now fairly
well established in the patent law. ¢ Performing the same

functions’” is a phrase still clearer in meaning, and equally

just in its application to the matter in hand.  DBut the expres-
sion ‘‘ analogous nieans’’ leaves that important branch of the
rule very much at larce. ‘¢ Analogous’ signifies ¢ bearing
some resemblance.””  Analogies are sowmetines detected in
things which on the whole are deecidedly unlike. What
proportion the likeness of two things must bear to their
nnlikeness, in order that they may constitute ‘¢ analogous
means’’ is a point upon which it is evident the court did not
mean to be precise. ‘¢ Equivalent combinations’’ doubtless

signifies the same as ¢ combinations of cquivalents,”’ and

! Burr v, Duryee, 1 Wallace, 531, 1863.
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therefore that branch of the rule gives to primary patents the
benefit of the doctrine of equivalents heretofore explained.®
All patents aro entitled to that doctrine in some shape, but not
all patents are entitled to suppress everything that could be
called ‘‘ analogons neans” forr performing its functions.
Turning now to Railway Co. ». Sayles, it appears there to he
stated that a primary patent is infringed by whatever it
‘‘inclundes and underlies,”” The emphasis here must he
placed on the conjunction, beeause no patent is infringed by
any combination of the parts it includes, unless that combina.
tion cmbraces all of the parts included in some one elaim of
the patent.” The word ‘“ underlic” 18 doubtless used meta-
phorieally in this phrase. It cannot mean that one thing
infringes the patent for another merely because it is mechani-
cally placed upon that other, and is kept from falling to the
ground by it. DBut the metaphorieal meaning of the word
““underlie” as applied to inventions, i8 not a precise meaning.
It leaves seope to diseretion in its application, and was doulbt-
less so intended.

§ 361. Now consider the casc of the sccondary patent.
MceCormick 2. Taleott states that such a patent is infringed
only by *‘colorable invasions.”” That also is a metaphor
Its meaning scems to be *¢ plain appropriation,’” or ‘¢ undeni-
able infringement,’’ undeniable, of course, in the eye of the
law, and not neeessarily undeniable by persons unacquainted
with the established eriteria, by means of which substantial
identity or substantial difference is asc rtained to exist n a
riven ease.  lurning again to Railway Co. ». Sayles, it is
found there to be stated that a secondary patent is entitled only
to its ‘“specific form of devico.” DBut that statement is
qualified near the bottom of pago 561 by the addition of the
words ¢¢ or that which is substantially the same.”’

§ 862. The two cases seem therefore to teach general doc-

) Bections 3i0 to 358 inclusivo. 2 Wallneo, 820, 1864 ; Dunbar v,
? Prouty v. Ruggles, 16 Peters, Myers, 94 U. 8. 187, 18706 ; Fuller
341, 1842 ; Eames v. Godfrey, 1 v Yentzor, 94 U. 8. 297, 18%.

Wallace, 78, 1864 ; Caso v. Brown,
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trines rather than precise rules; and those general doctrines
appear to be about as follows :

There are two tests of cquivaleney. 1. Identity of func-
tion. 2. Substantial identity of way of performing that
function. Primary as well as secondary patents are infringed
by no substitutions that do not fully respond to the first of
these tests. The sccond of these tests 1s somewhat elastie,
beeause it contains the word ‘¢ substantial.”  That word is
allowed to condone more and more important differences in
the case of a primary patent, than in the case of a secondary
one. In the case of a patent narrowed in construetion by an
extensive state of the preceding art, the word ‘¢ srubstantial®
will give but little elusticity to the application of the doctrine.
If fewer mventions preceded the one at bar, the word will
have somewhat more of carrying power. When the inven-
tion at baris strictly primary, and especially if it is extreme-
ly useful, then the word substantial will be made to cover
differences alike numerouns and important, and even highly
creditable to the infringer who invented them. Probably the
most striking instances of the latter sort which are to be found
in the books, are to be found in the telephone eascs.

§ 303. A change of form does not avoid un infringement of
a patent, unless the patent specifies a particular form as the
means by which the effeet of the invention is produced.®
Iiven where a change of form somewhat modifies the construc-
tion the action or the utility of u patented thing, non-
infringement will seldom result from such a change.  The best
way to show the scope and meaning of theso rules is to
colicet and explain the instances in which changes of form
have been held to be immaterial to questions of infringement.

§ 304. Strobridge ». Lindsay® was a case, the patent in-
volveld in which, covered a coffee mill. The hopper and
grinding shell of that mill were formed in a single piece, and

' American Bell Telephone Co. v. ? O'Reilly v. Morse, 16 Howard,
Spencer, 8 Fed. Rep. 509, 1881 ; 123, 1853,
American Bell Telephone Co. v. 3 Strobridge v. Lindsay, 6 Fed.
Dolbear, 15 Fed. Rop, 448, 1883, Rep. 510, 1881,
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were suspended within the box, by the upper paré of the
hopper, or by a flange thercon. The defendant’s mill was
liko the complainant’s, except that the hopper and the grind-
ing shell were separate constructions, but were firmly fastened
together before they were suspended in the box.  That change
of form resulted in a change of construction, bhut in no change
of action or of wutility., It was of course held not to avoid
infringement.

§ 8365, Ives ». Ilamilton' was a cuse wherein the patent
covered a combination of a saw-mill saw, with a pair of enrved
anides at the upper end of the saw ; and a lever, connecting
rod of a pitman, straight guides, pivoted eross-head, and slides
or blocks, and erank-pin, or their equivalents, at the opposite
end 3 whereby the toothed edge of the saw was caused te move
unequally forward and backward at its two ends, while sawing.
The result was a rocking or vibratory motion in the saw, instead
of the straight reciprocating motion therctofore characteristio
of saw-mill saws. The defendant substituted for the eurved
cuides of the patent, similar gutdes made erooked by a broken
line. Dut the Supreme Court held this change of form not
to avoid infringement, saying that a curve is often treated
even in mathematieal scienee as constituting a suceession of
very short straight lines, or as one broken line constantly
changing its direction.

§ 366. Morey «. Lockwood,” was a ease in which the hill
wis based on the patent for the Davidson syringe 5 an mven-
tion which furnishes u good illustration of .one of the rules which
relate to infringement, as well as of one of thoese which relate
to novelty. In it, the bulb was placed in an axial line with
two flexible tubes, and received enema at one of its ends,
from one of those tubes, and discharged the sane, from its
other end, into and through the other of those tubes. The
Supreme Court held the patent to have been nfringed by
the Richardson syringe, in which the bulb was placed above
the axial line of the two flexible tubes, and reecived the enema

' Ives v, Hamilton, 92 U, 8. 431, ? Morey v. Lockwood, 8 Wallnce
1870, 230, 1808,
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from one of those tubes near the point where it discharged the
same into the other.

$ 367. The American Diamond Rock Boring Co. v, The
Sullivan Machine Co.,' was a ease involving a patent for a
rock-boring implement, consisting of a hollow metal horing
head armed with diamonds, and which when moved with a
combined rotary and forward motion, bored an annular hole
into rock, leaving a central core to be subsequently broken by
o wedge and then readily removed, The defendant used a
rock-boring tool, consisting of a hollow metal horing head, but
having its bottom partially plugged so as to leave two holes
elsewhere than in the centre of the head, and having a convex
surface armed with dimmonds.  This tool bored a simple hole
into rock without leaving any core to be afterward removed.
The chanee of form involved a modification of the action, and
perhaps & moaification of the utility of the implement, but 1t
was held not to avoid infringement.

§ 908, Llizabeth 2. Pavement Co,* was a easc hased on tho
Nicholson pavement patent.  That pavement consisted pri-
marily of rows of parallel-sided wood Dblocks, set endwise,
on a continuons foundation, the rows being separated by
parallel-sided strips of board, set edgewise between them, and
resting on the same foundation, and about half as wide as the
blocks were long.,  The defendant made a pavement differing
from the Nicholson in nothing, except that the sides of the
strips. were not parallel with eachi other, the strips being
thicker at the top than at the bottom edge, and exeept that
the upper angles of the strips were let into corresponding
notches cut in the sides of the blocks. The Supreme Court
held that though this change in the form of the blocks and of
the strips might constitute an improvement in point of utility,
it did not operate to avoid infringement.

N 369. Patents for comnpositions of matter give rise to (ues-
tions of infringement somewhat peeuliar to themselves,  In-

' American Diamond Rock Boring ? Tllizabeth ». Pavement Co. 97

Co. v, Sullivan Machine Co. 14 U, 8. 137, 1877.
Blateh, 119, 1877,
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fringement depends, in such cases, upon sameness or equiva.
lence of ingredients, and upon substantial sameness of the
proportions of those ingredients. Omission of one or more of
the ingredients of a patented composition of matter, avoids
infringement, as truly as omission of one of its parts avoids in-
fringement of a patent for a combination of mechanical
devices. Addition to a patented composition of matter, of an
ingredient which the patent purposely avoided, and which
when added substantially changes the character of the compo-
sition, also avoids infringement.' DBut an addition which
results in no substantial change of character, and which was
macde merely for the purpose of an attempt to cvade the
patent, will not have that effect.’

§ 370. Substitution of one equivalent for another, in a
patented composition of matter, 1s generaliy as ineffectual to
avoid infringement as is like substitution in a machine. An
equivalent for one ingredient of a patented composition of
matter is anything which in that composition performs the
same function as that ingredient.”® In the ecase cited, it was
held that chloride of zine in solution was an equivalent of
common dry salt, in the coraposition of matter covered by the
patent at bar, *“ because in the process of manufacture they
practically produce the same results.””  No attention was given
to the uestion whether they produced that result in substan-
tially the same way. So also the Supreme Court has held
that the term “‘ equivalent” means ¢ equally good” when it
refers to the ingredients of compositions of matter. Where
the composition of matter involved, i3 a compound of metals,
an cquivalent of either of those, is another metal having
sitnilar properties, and producing substantially the same effect
in that composition.®

§ 371. A substituted ingredient may perform the required
funetion better than the patented ingredient, and may perform

1 Byam v. ddy, 2 Blatch. 521, 131, 1872

1863. ¢ Tyler v. Boston, 7 Wallace, 330,
? Rich v, Lippincott, 2 Fisher, 6, 1868,
1853. 5 Matthews v, Skates, 1 Fisher,

3 Woodward v. Morrison,1 Holmes, 609, 1860.
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that function in a somewhat different manner, and still be an
equivalent for the latter.” In the cuse cited the patent
covered a compound of nitro-glyeerine and absorbent matter,
of which infusorinl carth was stated to be the preferred
varicty. The absorbent matter, when mixed with three times
its weight of nitro-glycerine, absorbed the whole, and still re-
tained the form of a powder. This compound made dyna-
mite. The defendant’s compound consisted of nitro-glyceriue
end mica scales mixed in nearly equal proportions, the mica
scales not absorbing the nitro-glyeerine, but merely holding it
in suspension upon their surfaces. This compound was called
mica powder. Its usc at the 1oosae Tunnel demonstrated its
superiority over dynamite, in point of efticiency, cconomy,
and safety ; and there is cvidently a difference between o
powder which absorbs a liquid as in minute capillary tubes, and
one which does not absorb, but which carries a liguid upon the
surfaces of its particles.  DBut notwithstanding these differences
Judge Suerrry in an accomplished opiuion, held the miet
powder to infringe the dynamite patent. So also, in a later
case on the same patent,” the same judge held a certain gun-
powder to be an equivalent of the infusorial carth, hecause it
performed every function of the latter substanee, though it
also performed the additional function, at the time of the ex-
plosion of the compound, of co-operating with the nitro-
glycerine in rending the rock, instead of remaining, like in-
fusorial earth, an inert substance. The doetrine which results
from this case is that one ingredient is an equivalent of
another in a composition of matter, if it performs the sane
function, even though it also performs another funection,
which that other is wholly incompetent to accomplish.

3 372. When a patent expressly states that the composition
of matter which it covers, does not include a specified ingre-
dient of similar compositions, the substitution of that ingre-
dient for onoe of those covered by the patent, is cnough to
avold infringement, even thongh the two ingredients perform

! Atlantic Giant Powder Co. v. ¢ Atlnntiec Giant Powder Co. v.
Mowbray, 2 Bann. & Ard. 447, 1876, Goodyear, 3 Bann. & Ard, 161, 1877.
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the same function in that composition of matter. DBut this
does not amount to saying that the two things are not equiva.
lents. 1t mcrely amounts to the doctrine that a patentee nmay
disclaim a partieular equivalent if he chooses.’

§ 873. Changes of the proportions of the ingredients of a
composition of matter will not avoid infringement of a patent
for such a composition, where those changes do not affect its
essential character in any way more important than to inercase
its bulk more than they inerease its cost.”

§ 374. The doctrines of the last five scctions appear to he
applicable to compositions of matter in general, whether they
consist of chemical umons, or of mechanical mixtures, or
of metal amalgams.  Jurisprudence will  doubtless  follow
sciencee, if seience hereafter shows any reason for distinguishing
hetween the different classes of compositions of matter in re-
gpect of questions of infringement 5 but no such distinetions are
yet traceable in the adjudicated casces.

§ 375, A design patent is infringed by any design which, to
observers in generaly has the same appearance as that of the
design covered by the patent.” The fact that an analysis of
two forms of design discloses differences hetween them, 1s
thercfore insuflicient to show lack of that substantial identity of
appearance, which constitutes infringement. Suech a question
of identity is to be decided on the basis of the opinions of
average observers, and not upon the basis of the opinions of
experts.

§ 376. The comparative utility of the plaintiff's and the
defendant’s process, machine, manufacture, or composition of
matter, is not alone a eriterion of infringement ; heeause the
observed superiority of one over the other may have arisen
fromn superiority of the materials or of the workmanship used
in constructing the specimens under inspeetion. Indeed 1t
was been held that the superiority or inferiority of utility in a
defendant’s machine, does not necessarily import non-infringe-

! Byam v. Farr, 1 Curtis, 260, 1852. * Gorham . White, 14 Wallace,
? Fastman v, Hinckel, 56 Bann, & 528, 1871 ; Perry v. Starrett, 3 Bann,
Ard. 1, 1879, & Ard. 485, 1878.
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ment, even where it can be traced to slight differences in
mode of operation.” No man is permitted to evade a patent
by simply construeting the patented thing so imperfectly that
its utility is diminished.* On the other hand, a defendant’s
machine may be better than that covered by the patent in suit ;
hut. it that superiority resulted from some addition to the
latter, it will have no tendency to avoid infringement.® Nor
is infringcement avoided by the fact that the defendant con-
striucted and used his machine to produee one of the simpler
of the forms of things produced by the machine of the plain-
til, and was thus cnabled to produce a larger nmumber in an
equal space of time.*  The superiority or inferiority of a de-
fendant’s process, machine, manufacture or process of matter,
as compared with that covered by a patent upon which he 1s
sucd, can generally be traced to its cause. W hen that can be
done, attention should be taken from the difference in utility,
to the cause of that difference. " Non-infringement will result
if that cause is such a differenee in function, mode of opera-
tion, or character of construction, as is of itself sutlicient to
justify that conclusion.  Insome cases, however, it may not
be possible to ascertain the cause of the observed ditference of
utility hetween two inventions, or to detect the existence of
any such cause otherwise than by its effects.  In such a case,
a decided difference of utility 13 evidence tending to show sub-
sfantial ditierence between the characters of the two inven-
tions.” When evidenee of difference of utility between a
plaintiff’s invention and a defendant’s doings, is introduced on
an issuc¢ of infringement, it must be considered only in con-
nection with all the other evidence upon that subject.® If
considered alone, it is likely to mislead, because difference of

utility often springs from causes which do not constitute
substantial difference of invention.

! Waterbury Brass Co, v. Miller, 9 512, 1871,

Blatch. 77, 1871, ! Blanchard ». Beers, 2 Blatch,
? Chieago Fruit ouse Co.v. Busch, 420, 1852.
2 Bissell, 472, 1871 : Toberts w. ® Many wv. Sizer, 1 Fisher, 27,
Harnden, 2 Clif, 506, 186G5. 1849,
*Pitts v. Wemple, 1 Bissgell, 87, 6 Singer v. Walmsley, 1 Fisher,
1865 ; Cartor o, Baker, 1 Sawyer, 0§85, 1860,
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§ 377. To constitute an infringement of a patent, it is not
necessary that the infringer should have known of the ex-
istence of the patent at the time he infringed it ;' or, know-.
ing of its existence, it i8 not necessary that he should have
known his doings to constitute an infringement.?

! Parker v. Haworth, 4 McLean, ? Parker v. Hulme, 1 Fisher, 54,
373, 1848 ; Matthews v, Skates, 1 1849,
Fishor, 608, 1860.
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COURTS PARTIES AND CAUSES.

Introductory oxplanation.
Jurisdiction of United Stu!vnﬂ
courts of first resort in patent
CRECS,
Question of tho jurisdiction of
Stato  courts in patent  cuses
stintod.
Supported in the afirmative
from ALEXANDER HAMILTON,
Supported in the negative from
Justice Srony,

supported in  tho, aflirmative
from Justice WastINGTON,
Supported in the negntivo from
Clinecllor henr,

Supported 1 the negative from
Justico Fiunn,

lonsidered In the light of all
the foregoing opinions,
Supported in the negative by
tho text-writer,

Jurisdiction of Stato courts
over controversies growing out
of contraets rolovant to pat-
ents,

Jurisdiction of individunl Unit-
ol States courty of first resort

1 patent cnses, i

Iixeeptions to the rules of tho
lnst section,

Jurisdiction of the Court of
Claims,

Question of the jurisdiotion of
the Court of Claims over cnuses
of netion bnsed on unauthorizoed

making, using, or selling by the *

United States Governmont of
spoecimoens of o patented procoss
or thing.
Question of the jurisdiction of
United Sfates Cirenit Courts
ovor nctions, brought  against
agents  of tho United  Stoatos
Government, and based on unau-
thorized mnking, using, or sell-
ing, by thoso agents, on bohalf
of tho pgovernmment, of speci-
mens of o puatentod process or
thing,

Who may bo a plaintiff or com-

plainant in o patont netion,

. Who may bo pluintifl or com-
plainant in an action hased on
an assigned neoruoed right of ae-
tion for infringement.

346, Yixceutors and administrators
as plaintiffs and complainants,

357. Assignoees of execntors or wde
ministrators as plaintifis and
contplainants.

398, Attorneys in fuet ecannot be
nominal pluintifis or complaine.
nnts,

399, Owners in common ag joint
plaintiffs or complainants.

400. Licensces cannot bo nominal
pleintiffs, nor sole nominal com-
plainnnts,

401, Who may bo made o defendant
in o patent action,

402. Minors, married women and
lunntics ay defendants,

393,

HZ Y
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34
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403. Agents, salesmen, and employ-
ees a8 defendants.

404. Employers as defendants,

405, Persons as defendants who have
caused others to infringe.

406. Joint infringers as defendants.

407. What facts constitute joint in-
fringement.

408. Partners as defendants.

409, Private corporations as defend-
ants,

410. Officers, directors, and stock-
holders of corporations as de-
fendonts,

PARTIES AND CAUSES.

[cEAP. XVIIL.

| 411. TThe same subject continued.

412. Stockholders of corporations.

413. Oflicers of corporations.

414, Directors of corporations.

415. Statutory liability of officers,
directors, and stockholders of
corporations,

416. Consolidated corporationsas de-
fendants in actions based on
infringements committed by
their constituent corporations.

417. Causes of action based on a
plurality of patents, or on both
terms of an extended patent.

§ 878. Tue foregoing part of this text-book treats of the
rights of inventors and patentees, and of their assignees,
grantees, licensees, and legal representatives ; and also treats
of the wrongs which are committed when those rights are
infringed. The remaining part explains the remedies which
may be invoked, sometimes to prevent, and sometimes to
repair such wrongs of infringement. The present chapter is
devcted to the courts which may originally administer those
remedies ; and to the parties who may invoke them, and
against whom they may be invoked ; and to the causes of
action which justify patent litigation between those parties in
those courts. |

§ 879. The Cireuit Courts of the United States have original
jurisdiction of all suits at law or in equity arising under the
patent iaws of the United States.” The Distriet Courts of the
United States for the Western Distriet of Arkansas ; the East-
ern District of Arkansas at Helena ; the Northern Distriet of
Mississippi ; the Western: Distriet of South Carolina ; and the
District of West Virginia; have the same jurisdiction in
patent cases that the Circuit Courts have in other districts.
The same jurisdiction belongs also to the District Courts of
the Territories of Arizona, Dakota, Idaho, Montana, New

1 Revised Statutes, Section 629.
2 Revised Statutes, Section 571, as

amended January 31, 1877, 19 Stat-
utes at Large, Ch. 41, p. 230.
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Mexico, Utah, Wyoming,” and Washington ;* and to the
Supreme Court of the District of Columbia.®

§ 380. Whether State courts have any jurisdiction of actions
for infringements of patents, is a question of great interest,
upon which it is not possible, at this writing, to give a positive
answer. Under the Revised Statutes, the question was clearly
answerable in the negative ;* but in 1875 Congress enacted a
statute which' provided : “That the circuit courts of the
United States shall have original cognizance, concurrent with
the courts of the several States, of all suits of a civil nature at
common law or in equity, where the matter in dispute exceeds,
exclusive of costs, the sum or value of five hundred dollars,
and arising under the Constitution or laws of the United
States.”” ® The constitutional provision relevant to the subject
is that : ¢ The judicial Power of the United States, shall be
vested in one Supreme Court, and in such inferior Courts as
the Congress may from time to time ordain and establish.” °
In view of this organic law, it is certuin that Congress cannot
confer any judicial power wupon any other than Ifederal
courts.” Therefore the statute of 1875 could not have such
an operation, even if it purported to do so, and 1t does not so
purport. What it says about concurrent jurisdiction of the
State courts, is by way of recital, rather than by way of grant.
It appears to assume, that in the absence of congressional pro-
hibition, the State courts would inherently have coneurrent
jurisdiction, and it removes the prohibition contained in the
Revised Statutes.”

The real question therefore is, whether, in the absence of
congressional prohibition, State courts have jurisdiction of

1 Revised Statutes, Section 1910. 5 18 Statutes at Large, Part 3, Ch.
* Revised Statutes, Section 1911, 137, Section 1, p. 470.
asamended June 29, 1876. 19 Stat- 8 Constitution of the United
utes at Large, Ch. 154, p. 62. States, Article 3, Section 1.
iSections 760 and 764 of the Revised T Martin ». Hunter’s Lessee, 1

Statutes relating to the District of Wheaton, 330, 1816 ; Houston .
Columbia. Cochrane v. Deener, 94 Moore, 5 Wheaton, 27, 1820.
U. 8. 782, 1876. 8 Revised Statutes, Section 711.

‘ Revised Statutes, Seetion 711,
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actions arising under the constitution and Iaws of the United
States. Upon that question, the great constitutional lawyers
who have treated it, differ in opinion.

Y 881. The first in point of time, was that author whose
opinions on law points never had the technical foree of judicial
deeistons, but whose intelleet was so extensive in its grasp,
and so powertul in its operation, that whatever he wrote in the
Federalist, 1s worthy to be ecited on the most weightv ocea-
sions. In the eighty-sccond number of that splendid work,
Avrexanper’Iliyinron treated the subjeet now under review,
and treated it in the following terms :

‘“ The only thing in the proposed constitution, which wears
the appearance of confining the eauses of federal cognizance to
the federal courts, is contained in this passage: ¢ The judi-
cial power of the United States shall be vested in one
supreme eourt, and in such inferior courts as the congress shall
from time to time ordain and establish.” This might either
be construed to signify, that the supreme and subordinate
courts of the union should &lone have the power of deciding
those causes, to which their authority is to extend ; or simply
to denote, that the organs of the national judiciary should he
one supreme court, and as many subordinate courts as congress
should think proper to appoint; in other words, that the
United States should exercise the judicial power with which
they are to be invested, through one supreme tribunal, and a
certain number of inferior ones, to be instituted by them. The
first excludes, the last admits, the concurrent jurisdiction of
the state tribunals : and as the first would amount to an aliena-
tion of state power by implication, the lust appears to me the
most defensible construetion.”

‘“ But this doctrine of eoncurrent jurisdiction, is only clearly
applicable to those descriptions of causes, of which the state
courts have previous cognizance. It is not equally evident
relation to cases, which may grow out of, and he peculiar to,
the constitution to be established ; for not to allow the state
courts a right of jurisdiction in such cases, can hardly be con-
sidered as the abridgement of a pre-existing anthority. I mean
not therefore to contend that the United States, in the course
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of legislation nupon the objects intrusted to their direction, may
not commit the decision of causes arising upon a particular
regulation, to the federal courts solely, if such a measure
should be deemed expedient : but I hold that the State courts
will be divested of no part of their primitive jurisdiction,
further than may relate to an appeal ; and I am even of opin-
ion that in every case in which they were not expressly ex-
cluded by the future acts of the national legislature, they will
of course take cognizance of the causes to which those acts may
aive birth. This I infer from the nature of judiciary power,
and from the general genius of the system. The judiciary
power of cvery government looks beyond its own local or
municipal laws, and in civil cases lays hold of all subjects of
litigation between parties within its jurisdiction, though the
causcs of dispute are relative to the laws of the most distant
part of the globe. Tliose of Japan, not less than of New
York, may furnish the objeets of legal discussion to our courts.
When in addifion to this we consider the State governments
and the national governments, as they truly are, in the light
of kindred systems, and as parts of one whole, the inference
seems to be conclusive, that the State courts would have a con-
current jurisdiction, in all cases arising under the laws of the
union, where it was not expressly prohibited.”’

§ 882. Justice Story, on the other hand, delivered an
opinion of the Supreme Court in 1816, in which le said that :
*“1t can only be in those cases where, previous to the consti-
tution, State tribunals possessed jurisdiction independent of
netional authority, that they can now constitutionally exereise
a concurrent jurisdiction.” ' The same great jurist also held
the same opinion in his Comimentaries on the Jonstitution.’

§ 383. Justice Wasmineron, on the contrary, held to the
views of IIamicrox. 'When delivering the leading opinion of
the Supreme Court, in a case which was decided in 1820, he
cited HaMiuron’s opinion and said : I can discover, I confess,
nothing unreasonable in this doctrine ; nor can I pereeive any

" Martin v. Hunter's Lessee, 1 2 Story on the Constitution, Sec-
Wheaton, 337, 1816. tion 17564,
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inconvenience which ecan grow out of it, so long as the power of
Congress to withdraw the whole, or any part of those cases,
from the jurisdiction of the State courts, is, as [ think it must
be, admitted.’’’

§ 384. Chancellor KenT, in Lis Commentaries, reviewed the
opinions of Ilamirron, Story and WasuiNerox, and in con-
clusion stated his own view on the subject to be that : ¢¢ With.'
out an express provision to the contrary, the State courts will
retain coneurrent jurisdiction, in all cases where they had
jurisdiction originally over the subject-matter.” *  Inasmueh
as patent suits are outside of this category, the opinion of
Kexr is fairly citable with that of Story on the negative side
of the question now under review.

§ 885. dustice I'ienp, in delivering a Supreme Court opinion
in 1866, quoted exiensively from the opinion delivered ly
Justice Srory n 1816, and said that the court agreed fully
with his conclusion, that the judicial power of the United
States is, in some cases, unavoidably exclusive of all State
authority, and that in all other cases, it may be made so at the
election of Congress.” In a later case the same justice said,
that : ¢* In some cases, from their character, the judicial power
is necessarily exclusive of all State authority ; in other cases
it may be inade so at the option of Congress, or it may be ex-
ercised concurrently with that of the States.”* In a still later
case the sume Justice covered the point in explicit terms, saying
that : ‘“ Some cases there are, it is true, in which, from their
nature, the judicial power of the United States, when invoked,
is exclusive of all State authority. Sueh are cases in which
the United States are parties, cases of admiralty and maritime
jurisdiction, and cases for the enforcement of the rights of
inventors and anthors under the laws of Congress.”’ *

§ 386. But neither of the foregoing five Supreme Court
cases, is a true precedent on the question ; for though that

I Houston v». Moore, 5§ Wheaton, 429, 1860.

26, 1820. ¢ Railrond Co, v. Whitton, 13
1 Kent's Commontaries, l.ect- Wallace, 288, 1871,
ure XVIII. p. 400, > Gaines v. Fuentes, 92 U, S, 17,

3 The Moses Taylor, 4 Wallnce, 1875,
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question was recognized and answered in them all, it was not
necessarily involved in either. The remarks which those cuses
contain upon the subject must therefore rest for their weight
as authority, upon the high character of the judges who
delivered them, and not on that of the court which decided
the cases.' On the affirmative of the issue we have the
opinion and the reasons of Ilamivron, indorsed by dJustice
WasiingroN. On the negative, we have the opinions of
Justice Story, Chaneellor Kenr and Justice I'iterp ; but those
opinivns are not accompanied by the reasoning out of which
they arose. Therefore it may not be amiss to examine the
point fundamentally.

§ 887. It cannot be claimed that the Constitution of the
United States confers any jurisdiction on any State court ; and
it is clear that Congress has no power to do so.* There-
fore, if such courts have jurisdietion of patent suits, that
jurisdiction must be founded on some general principle of
jurisprudence, existing outside of written ediets, or upon the
general genius of our composite republie.  Ilamivron inferred
the jurisdiction from both these considerations, and he
assigned no other ground therefor.

lie stated his first premise in the following terms : ¢ The
judiciary power of every government looks beyond its own
local or municipal laws, and in civil cases lays hold of all sub-
jects of litigation between parties within its jurisdiction, though
the caunses of dispute are relative to the laws of the most dis-
tant part of the globe. Those of Japan, not less than of New
York, may furnish the objects of legal diseussion to our
courts.”” DBut this premise scems to be broader than the prin-
ciples of private international law will warrant, It i+ a maxim
of that law, that whatever force the laws of one country have
1n another, depends solely upon the jurisprudence and polity
of the latter.” Rights originating in Japan, may be enforced
by the conrts of New York, provided similar rights exist under

I United States v. Lee, 106 U. S.  Moore, 5§ Wheaton, 27, 1820.

217, 1882, ¢ Story on Conflict of Laws,
*Martin ». Hunter's Lessee, 1  Section 23,

Wheaton, 330, 1816:; Houston w.
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the lasws of that State 3 but IIaxsrron was for onee in error,
when hie wrote that the judiciary power of every government
lays liold of all subjeets of litigation between parties within ity
jurisdiction.  No rights are more universally recognized
throughout the world, than thoso which grow out of private
contracts ;3 but not every private contract, made in Japan, and
legally enforeeable therve, is enforeeablo i the courts of New
York. For exammpley thoso courts ean enforee no contract
which is contrary to what the citizens and government of New
York regard as good morals 3 but the standard of good morals
in New York is different from that which prevails in Japan.
There is said to be a statute In Japan regulating the price at
which girls arosold by their parents.  There is no snch statute
in New York, and no right of action growing out of any such
statute, can be enforceed in the courts of that State, beeause
the polity of that State does not inelude rights of property in
daughters.  Thoueh for an entively different reasong it is
equally true that the polity of the State of New York does not
include rights of property in inventions 3 and such rights,
heing outside of its polity, are outside of the judicial cogni-
zance of it courts.  Consistently with these reasons, Justice
'Ly remarked that cases for the enforeement of rvights of
inventors and authors, are, from their nature, exclusively cog.
nizable in the United States courts,

ITaoynron stated his second premise in the following terms :
““When we consider the State covernments and the national
covernment, as they truly are, in the light of kindred systoims,
and as parts of one whole, the inferenee seems to bo conelusive,
that the State courts would have conenrrent jurisdietion, in all
cases arising under the laws of the union, where it was not ex-
pressly prohibited.””  This reason appears to be Taulty in both
of 1ts branches, It is not certain that kindred governments
will always enforee each other’s statutes.  Governments, like
persons, may he kindred and still he substantially different in
the polity which controls their conduct.  So also, the fact that
the State and national governments form parts of ono whole,

L Gaines o, Muentes, 92 U, 8, 17, 1875.
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does not Iead to the conclusion that cach part can naturaily do
whatever any other part ean accomplish.  We are indeed one
republie, but we are a republic of departments.  Sowme publie
business belongs to the national; and some to the State govern-
ments, and some c¢an be performed by either,  The fact of
the unity of the republic has no tendencey to prove what are
the details of that distribution. No State can perform the
functions of the nation, and logically allege the fact that it is
a part of the nation to be o sutlicient warrant for its exereise
of nattonal jurisdiction.

I the arenment of this seetion is corrcetly drawn from eor-
reet foundations, it will follow that Hasioron’s opinion is not
supported by his reasons 5 and as no other reasons seem ever to
have been given for the jurisdietion of State courts over patent
suits, it i3 probably safe to conclude that those c¢ourts have no
such jurisdiction,

§ 888, Actions brought to enforee contraets hetween private
partics, relevant to patent rights, are not actions arising under
the patent laws of the United States ; and therefore are not
cognizable as such, in the lUinited States courts.'  And
actions to sct aside sueh contracts fall in the sune category.’
These rules of law are well established, and are unchallenged.

mt a bare majority of a small quornm of the Supreme Court
has gone furthery, and in spite of 4 vigorous dissent from the
minority, has held another doetrine which it is more diflienlt
to vindicate by reasoning.  That doctrine is as follows,  Wlhero
a complainant files a Dbill, in which he states a patent right,
and states its nse by the defendant 3 and, in a charging part,
recites the particulars of an alleged license claimed by the
defendant to be a justification of that use, and avers that there
18 no such license i1 existenee, and prays for an injunction, and
an account of infringer’s profits ; and where the defendant
files an answer, admitting the patent vight, and admitting the
use, and defending only on the ground of the alleged license ;

! Brown v. Shannon, 20 Hownrd, ? Wilson v, Sandford, 10 How.

bti, 1857 ; Albright v, Tons, 106 U. S, ard, 101, 1850,
613, 1882,
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then the action is not one arising under the patent laws of the
United States.! This doctrine was held by Justices CLIFFoRD,
MiLLer, FierLp, and Harvan ; and was dissented from by
Chief Justice Warre and J ustices Swayne and Braprry. The
dissenting opinion of the latter, is one of the most perfeet
specimens of judicial reasoning to be found in the Supreme
Court reports. It seems to the text writer to be perfectly
unanswerable, and he cannot forbear to praise it, while yielding
a loyal subinission to the conclusion of the majority. DBut
there 1s no warrant for pressing that coneclusion any further
than it necessarily goes : no warrant for applying its doctrine
to any case which lacks any of the elements upon which it was
based.

Where a complainant files a bill in whieh he states a patent
richt, and states its use by the defendant, and says nothing
about any contract or license, and prays for an injunction and
ann account ot infringer’s profits ; and where the defeudant
thereupon files an answer in which he does not traverse any
part of the bill, but pleads, by way of confession and avoid-
ance, that he has o license whieh covers his use of the patent,
it will not do to apply the rule in Hartell ». Tilghman, If
that rule were applied to such a case, it would result in a dis-
missal of the bill for want of jurisdiction. Then if the com-
plainant should file a new bill in a State court, precisely like
the other, and if the defendant should thereupon file an answer
saying nothing about any license, but denying the validity of
the patent, that suit would also have to be dismissed, becanse
it would present no controversy except one touching the vaiid-
ity of a patent for an invention. Any infringer of a patent
conld thus defeat cvery suit based on his infringement, by sim-
ply making one defence in one court, and another defence in
another court, no matter how wecak both of those defences
might be. A consequence so unjust cannot be tolerated ; and
to prevent such a consequence it i3 necessary to hold, that
where a plaintiff decides to sue a defendant as a naked in-
fringer, the Tederal courts have jurisdiction, and that such

! Hartell v. Tilghman, 99 U. S. 547, 1878.



CHAP., XVIL ] COURTS PARTIES AND CAUSES. 283

jurisdiction cannot be ousted by any answer which the defend-
ant may decide 1o interposc.

 380. Actions for infringement of patents, being transitory
in their nature, may generally be brought in any district in
which the defendant is an inhabitant or can be {found.'’
Wherever the defendant is a natural person, he can therefore
be sued in any distriet wherein he can be served with process ;
provided he 1s not decoyed or forced into that distriet for that
purpose, nor caught there when attending eourt as a party or a
witness. Dut where the defendant is a corporation, the mat-
ter of finding the defendant is not always so simple. Deing
intangible, a corporation cannot be seen with the eyes, as a
natural person can. It exists ideally throughout the territory
of the State whieh ereated 1t, and it exists nowhere else.” It
can he found wherever, within that territory, one of its officers
directors or agents can be discovered.  Unless prohibited by
its charter, or exeluded by loeal luwy a corporation may transact
business in States wherein 1t has no corporate cexistence.’
For example, a Pennsylvania corporation may do business in
New Jersey, and in the course of that business may infringe a
patent there.  Whether, under such circumstances, a corpora-
tion is *“ found >’ in New dJersey, by a United States marshal
who serves process upon one of its officers or agents in that
otate, 1s a question which depends upon New Jersey law, and
one which that law answers in the affirmative.* A correspond-
ing question is answered in the same way by the law of Illinois,
thongh the Illinois statute which Dbears upon the subject, is
general and not special, like that of New Jersey.® In the case
last cited, the Dbusiness which the defendant Missouri corpora-
tion did in Illinois, included infrin; cment of the complainant’s
patent. After that case was argued, and before it was de-
cided, the present text writer argued a case before the same

118 Statutes at Large, DTart 3, S. 378, 1877.
Chapter 137, Section 1, p. 470. 4 Williams v. Empire Transpor-

?Bank of Augusta v. Earle, 13  tation Co. 3 Banr. & Ard. 533, 1878.
Peters, 519, 1839 ; Railroad Co. v. 5 Wilson Packing Co. v. Hunler,
Wheeler, 1 Black, 286, 1861. 4 Bann. & Ard. 184, 1879,

* Lr parfe Schollenberger, 96 U,
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distinguished judge, in which still more advancad ground was
held by the court. In that case the United States Cireuit
Court for the Northern District of lllinois held that it had
jurisdiction of a bill, filed against the Grand Trunk Railway
Co. of Canada, and based on infringement committed by that
corporation in Michigan ; service having been made on an
agent of the corporation in its oflice in the Northern District
of Illinois, although néither that agent, nor the business trans-
acted in that oftice, had any connection with the infringement,’

It does not follow from ecither of the foregoing cases, that
every corporation is found wherever one of its ofticers or agents
15 caught.  On the contrary, it 1s not possible to get jurisdic-
tion of any corporation by scerving process on even its presi-
dent, unless the corporation exists under the laws of the State
wherein the serviee is made, or 1s then doing some corpo-
rate business in that State.” Nor does it follow, from any-
thing in this section, that every corporation ean he sued in the
Federal courts 1n every State wherein it does  business,
Whether that is the case in a particular instance, depends upon
the statute of the State in which the business is done. It is
probable that no State allows foreign corporations to do husi-
ness within its territory withiout making them suable 1n its own
courts. In effecting the latter result, most of the States have
probably used statutory language broad enough to make those
corporations equally suable in those Ifederal courts which sit
within their boundaries.  Dut it is also probable that some
States have specified the particular State courts in which for-
cign corporations, doing business within their limits, shall sub-
mit to be sued, and have not used language broad enough to
cover the Iederal courts. Wherever that is found to be
the fact, it is an omission which ought to be remnedied by
the State legislature, for it is clear that no State ought to
permit any foreign corporation to come into its territory, and
infringe the patents of its citizens, without providing that such
a corporation shall consent to be ¢‘ found’’ within that State,

I Snylos v, Grand Trunk Railway ? Wilson DPacking Co. v, Hunter,
Co., Manuscript, 1879, 4 Bann. & Ard, 187, 1879.
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in order to give the proper courts jurisdiction to administer a
remedy.

§ 390. A number of exeeptions exist to sundry of the rules
stated in the last seetion § and this section is devoted to stating
and explaining those exceptions.

Where a State contains more than one distriet, every patent
action brought in that State against a single defendant, who
is an inhabitant of that State, must be brought in the dis-
trict where he resides ; and where there are two or more de-
fendants residing in different distriets of a State, such an
action, if brought against them in that State, must be bhrought
in one of those distriets.

Where a distriet contains more than one division, every
snch action hrought in that distriet, against a single defendant
who 18 an inhabitant of that State, must be brought i the
division where he resides 3 and where there are two or more
defendants residing in different divisions of a district, such an
action, 1f bronght against them in that distriet, must be
brought in one of those divisions. The distriets to which this
exception applies are the Southern of Georgiag® the Dis-
trict of Jowa;? the Western of Michigan ;* the Northern
of Ohio;® the Sonthern of Ohio 3 ° the Eastern of Tennes-
sce 3 ' the Western of Tennessee ;* and the Western of Blis-
souri,”

The Cireuit Court for the Southern District of New York
has no jurisdiction of any action hased on any infringement
committed in the Northern Distriet of the same State.” 1t
has been held in one case that where such a suit is hrought
in the Southern District, the court will proceed to judgment

! Revised Statutes, Section 710,
* 21 Statutes at Large, Chap, 17,
Sec. 4, p. 63,
321 Statutes at Large, Chap. 120,
Sec. 2, p. 155,
¢ 20 Statutes at Large, Chap. 326,
see. 3, p. 176.
* 20 Statutes at Large, Chap. 1G9,
Nec, 3, p. 102,
621 Btatutey at Large, Chap. 18,

See. 4, p. 6.

T 21 Statutes nt Liarge, Chap, 203,
Sec, b, p. 176,

b 30 Statutey nt Linrge, Chap, 309,
. 236.

720 Statutes at Large, Chop. 20,
Sec. 3, p. 263,

1 Ruvised Statutes, Section G657 ;
Hodge v. Railroad Co. ¢ Blateh, 85,
1868,
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unless the defendant sets up the want of jurisdiction in his
pleadings.! DBut this was apparently an errsr, because the
Supreme Court has decided that no waiver cr admission of the
parties can give a court jurisdiction of any cause of which the
law gives it no jurisdiction.” Courts cannot sit as arbitrators,
Procecdings outside of their jurisdiction are void, and no
waiver, neglect, or admission of parties can make themn valid.

§ 891. The Court of Claims is the tribunal which has juris-
diction of all actions Dbrought by owners of patent rights
against the government of the United States, for compensation
for implied licenses to the government, to make and use pat-
ented inventions.® The case in which this point of law is
established was decided by the Court of Claims in 1879, and
affirmed by the Supreme Court November 20th, 18S2. No
opinion was delivered in the latter tribunal, though the ques-
tions involved in the ecase were both new and important,
This omission to review the reasoning of the court below, was
a deserved compliment to Judge Notr, who delivered the
opinion in the lower tribunal. That opinion is one of the
most able patent casc opinions ever rendered in the United
States ; and not the least of its merits resides in the fact that
the decision is confined to the precise issnes at bar. The casc
being founded on an implied contract of license between the
patentee and the government, no attempt is made in the decis-
ion to show whether the court would have had jurisdiction, if
the doings of the government had been tortious.

§ 892. What remedy a patentee has when the government
makes or uses specimens of his patented invention without his
consent, 1s a question to which no positive answer cuan at pres-
ent be given. All claims founded upon any law of Congress
are cognizable in the Court of Claims.' Claims for infringe-
ments of patents are founded on the patents infringed, and
those patents are founded upon a law of Congress. There-
fore a claim for an infringement is ultimately founded on a

1 Black v. Thorn, 10 Blatch, 84, 3 McKeever v. United States, 23
1872. Off. Gaz. 1525, 1879.

2 Hipp v. Babin, 19 Howard, 278, 4 Revised Statutes, Section 1069,
1856. '
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law of Congress. It might thus appear that the Court of
Claims has jurisdiction in such cases ; but Justice BraprLEy
has remarked that, ‘‘ As its jurisdiction does not extend to
torts, there might be some difliculty, as the law now stands,
in prosecuting in that court a claim for the unauthorized use
of a patented invention.””' But perhaps a distinetion may be
drawn between torts upon ordinary property and torts upon
patent rights, in respect of this question of jurisdiction. Torts
upon ordinary property are outside the jurisdiction of the
Clourt of Claims, because they cannot be said to be founded
upon any law of Congress, and because the jurisdictional stat-
ute eontains no other language suitable to cover them. DBut
torts upon patent rights are ultimately founded upon the
patent laws, and those laws are laws of Congress.

& 303. Dut whether or not the Court of Claims has jurisdie-
tion of a case based upon an unauthorized making or using by
the government, of a patented invention, it is Important to
inquire whether, in such a case, an action will lie against those
agents of the government who personally comimitted the m-
fringement. On this point also Justice Braprey stated his
opinion in an ebiter dictuin In the case last cited, saying : ¢“ The
course adopted in the present case, of instituting an action
against a public officer, who acts only for and on behalf of the
government, 1s open to serious objections. We doubt very
much whether such an action can be sustained. It is substan-
tially a suit against the United States itself, which eannot be
maintained under the guise of a suit against its officers and
agents except in the manner provided by law. We have
heretofore expressed our views on this subject in Carr o.
United States, 98 U. 8. 433.”” But the opinion in Carr ».
United States was also delivered by Justicc BRADLEY, and this
part of it was afterward held by the Supreme Court to be an
obiter dictum, and to be unsound.® The reasoning which, in the
Lee case, carried the majority of the Supreme Court to the
conclusion that agents of the government who unlawfully seize

'James v. Campbell, 104 U. S. ? United States v. Lee, 106 U. §,
308, 1881, 216, 1882,
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and hold the lands of the citizen may be sued in the Cirenit
0011rts, must nltimately carry that tribunal to the samne conely-
sion, relevant to governmental agents who appropriate, on be-
half of the government, the patent rights of an individual.

§ 394. The plaintiff or eomphmmnt In an action based on an
infringement of a patent may be the patentee, or the sole as-
signee of that patent ; or any grantee under a patent may
sue alone, for any infringement committed within his terri-
tory.! It is not neeessary for the plaintiff, in an action at
law, to own any interest in the patent at the time he Drings
his action. It is enough if he was the patentee, assignee, or
grantee of the rights infringed, at the time the infringement
sted upon was committed.” Dut this rule does not generally
apply to actions in equity, for such actions are generally de-
pendent upon an injunection, and no injunetion can be granted
to restrain future infringements of a patent, on the suit of a
person who has no interest in the patent threatened to be in-
fringed.

§ 895. Actions at law brought by assignees or grantees, for
infringements committed prior to the time they obtained
title, must generally be brought in the name of the person
who held the legal title to the patent right when and where it
was infringed by the defendant. This common law rule was
not abrogated by the federal statute which permitted suits to
be brought by assignees, because the assignees which are con-
templated by that statute are assignees of patents, and not as-
signees of rights of action under patents.® Actions in equity,
on the other hand, if maintainable at all in such a case, may
be brought in the name of the assignee ; and such an action
will be maintainable where the suit is based or infringements
and threatened infringements, committed after the coinplain-
ant obtamed title, as well as upon infringements committed
before that event.' An action in equity will also be main-

! Revised Statutes, Section 4919;  1868.
Wilson v. Rousseau, 4 Howard, 646, 3 Moore v. Marsh, 7 Wallace, 515,
1846 ; Stein v. Goddard, 1 MecAlis- 1868.
ter, 82, 1856, 4 Dibble v». Augur, 7 Blateh. 86,

* Moore v, Marsh, 7 Wallace, 515, 1809 ; Henry v. Stove Co., 2 Baan.
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tainable in such a case, if the assignor of the right of action
was a corporation and has been dissolved or has expired ;* or
if for any reason it is impossible for the assignee of the right
of action to sue in the name of the assignor.” Where the as-
sienor is dead at the time the assignee desires to bring an
action at law, and where no legal representative of the assign-
or exists, or i3 likely to exist unless the appointment of one is
obtained for the special purpose of using his name as nominal
plaintiff in the assignee’s suit, it would seem no great stretch of
equity jurisdiction to allow the assignee to file a bill in his own
name, and thus avoid the useless and expensive circuity of
compelling him first to secure the appointment of an adminis-
trator, and then to bring an action at law in the name of the
latter. No principle adverse to such a proceeding was per-
ceived by Chief Justice MarsmaLr, when, in a similar case of
expensive circuity at law, the more direct and less expensive
methods of equity were invoked before him.*

§ 896. Where a patentee, assignee, or grantee, who was en-
titled to sue for an infringement of a patent, died before
beginning an action thereon, such an action may be brought
by his executor or administrator, upon his fulfilling the condi-
tions, and giving the guarantees of fidelity and solvency
required by the law of the State wherein the court is estah-
lished in which the action is proposed to be brought.* DBut
it is not certain, that, when beginning a patent action in a
Federal court in a State other than that of his appointment,
an executor or administrator must conform to the condi-
tions, or give the guarantees, prescribed by the local laws.®

& Ard. 224, 1876 ; Gordon v. An-
thony, 16 Blatch. 234, 1879; Mer-
rism v. Smith, 11 Fed. Rep. 589,
1882 ; Shaw v. Lead Co., 11 Fed.
Rep. 715, 1882 ; Consolidated Oil
Well Packer Co. v. Eaton, 12 Fed.
Rep. 870, 18832. '

! Lenox v, Roberts, 2 Wheaton,
373, 1817,

* Hayward v, Andrews, 106 U. S.
675, 1882,

8 Riddle v, Mandeville, 5 Cranch,
329, 1809,

4 Rubber Co. v. Goodyear, 9 Wal-
Iace, 791, 1869 ; Wilkins v. Ellett, 108
U. S. , 1882 ; Picquet v. Swan, 3
Mason, 472, 1824,

5 Hodge v. Railroad Cos. 4 Fisher,
162, 1870 ; Northwestern Fire ILx-
tinguisher Co. v. Philadelphia Five
Extinguisher Co., 1 Bann., & Ard.
177, 1874,
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Whether the various State laws, relevant to foreign exceutors
or administrators suing in State courts, are binding in such
cases as these, is a point upon which there appears to be a con-
flict of authority. The cases last cited appear to support the
negative of the question, while those cited just before seem
to sustain the affirmative view. It is possible that a distine-
tion may be drawn on this point betweeneactions based on
patents, and actions arising out of local law and brought into
Federal courts on grounds of diverse citizenship. If that dis.
tinction is found to be important, it may lead to a decision
that executors and administrators may begin and prosceute
patent cases in IFederal courts in States other than that of their
appointment, without any regard to the probate or other
analogous laws of those States. If it is held otherwise, then
the laws of the States relevant to the conditions upon which
foreign cxecutors or administrators are permitted to sue in
their courts will require the attention of the practitioner in
such cases. In some States those conditions amount to local
probate, and in others they amount to no more than the giv-
ing of a bond for costs. But whether onerous or casy, and
whether necessary or unnecessary to be regarded in patent
eases, an omission to regard them cannot be availed of by a
defendant, unless availed of in his pleadings.’

§ 307. Where an executor or administrator of a deeceased
patentee, or assignee or grantce of a patent right, assigns that
right to another, or assigns to another a right of aetion for its
miringement ; that other can sue thereon in any State without
any proccedings in the nature of local probate ; provided he
can sue in his own name.* Whether he ean sue in his own
name will depend upon whether he is entitled to an injune-
tion, or if not entitled to an injunction, it will depend upon
whether equity can take jurisdiction on some other ground;
or if not entitled to sue in equity at all, it will depend upon

! Rubber Co. v. Goodyear, 9 Wal.  ereaux (N. C.) 73, 1829 : Poterson u.
lace, 791, 1869. Chemical Bank, 32 N, Y. 21, 1865 ;
* Harper vu. Butler, 2 Peters, 238, Riddick v. Moore, 65 N, C. 382
1829 : Trecothick v. Austin, 4 Mason, 1871.
36, 1825 ; Leake v. Gilchrist, 2 Dov-
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whether the laws of the particular State authorize assignces
of rights of action to bring actions at law in their own respee-
tive names.

§ 398. Patentees and other persons entitled to bring actions
for infringements of patents, may appoint attorneys in fact to
bring those actions in the names of the appointors ; but not
in the names of the attorneys in fact.’

§ 399. Owners in common of patent rights must sue jointly
for their infringement, or the defendant may plead in abate-
ment. This rule applies where a patentee has assigned an un-
divided part of his patent,’ and also to cases where the owner
of the patent has granted an undivided interest therein, in that
part of the territory of the United States wherein the infringe-
ment sued upon was committed. In the first of these cases
the action must be brought by the patentee and assignee
jointly ; and in the other case it must be jointly brought by
the owner of the patent and his grantee. Indeced the rule
necessarily applies to every case where a plurality of persons
own the undivided interest in a patent right, whether in the
whole, or only in a part of the territory of the United States.

§ 400. Licensees under patents cannot bring actions for
their infritigement.” Where a person has received an ex-
clusive license to wuse or to sell a patented 1rvention within a
specitied territory, all actions at law against persons who, with-
out right, have done anything covered by the license, must be
brought in the name of the owner of the patent right, but
generally for the usc of the licensee ;' and all actions in
cquity must be brought by the owner of the patent right and

149, 1872: Nelson v. McMann, 4
Bann, & Ard. 203, 1879 : Gamewell

I Goldsmith v. Collar Co. 18

Blateh, 82, 1880.

* Moore v. Marsh, 7 Wallace, 515,
8G8,

3 Gayler v. Wilder, 10 Howard,
477, 1850, Taper.Bag Cases, 100
U. 8. 766, 1881 ; Blanchard v. Eld-
ridge, 1 Wallace, Jr. 337, 1849 ;
Potter v. Holland, 4 Blatch. 206,
1808 ; Sanford v. Messer, 1 Holmes,

Telegraph Co. v. Brooklyn, 14 Fed.
Rep. 2565, 1882 ; Ingalls v. Tice,
14 Fed. Rep. 237, 1882 ; Wilson v.
Chickering, 14 Fed. Rep. 917, 1883,

4 Littlefield v. Perry, 21 Wallace,
223, 1874 ; Goodyear v. McBurney,
3 Blatch. 32, 1853.
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the licensce suing together as joint complainants.” Aections
at law brought in the name of the owner of a patent right,
but actually begun by an exclusive licensee, may be maintained
by the latter, even against the will of the nominal plaintift.?
And where an exclusive licensee brings an action in equity in
the name of himself and the owner of the patent right, that
action may be maintained without the co-operation and even
against the objection of the latter.

Where the owner of a patent is himself an infringer of a
licensee’s exclusive right to use or to sell the invention covered
thercby, no action at law can remedy the wrong. The
licensee cannot bring such an action in his own name in that
case, any more than in another ; and he cannot sue in the name
of the wrong-doer, for he would thus make the latter both
plaintiff and defendant. Such a state of facts constitutes such
an impediment to an action at law as authorizes the licensee
to sue the owner of the patent in a court of equity.” Where
an exclusive licensce, who pays royalties in proportion to the
extent of his use or his sales of the patented invention, allows
infringers to use or to sell that invention without interference
from lim, the owner of the patent right may suc those in-
fringers in his own name and for his own use.’

§ 401. The defendant in an action for an infringement of
a patent may be a natural person. A private corporation
may also be held liable as defendant in such an action.®
Among public corporations, the liability of a city for infring-
ing a patent has been affirmed,” and that of a county has
been denied.” The ground of this distinction 1s the fact that
cities are created and exist mainly for the special use of the
people who compose them ; while counties are subdivisions of

1 Hammond v, Hunt, 4 Bann. & 1026, 1881.

Ard. 113, 1870, ® York & Maryland Line Railrond
? Goodyear v. Bishop, 4 Blatch. Co. v. Winans, 17 Howard, 30, 1854.
438, 1860. ¢ Bliss v. Brooklyn, 4 Fisher, 536,

8 Littlefield ». Perry, 21 Wallace, 1871,
223, 1874 ; Root v. Railway Co., 105 TJacobs v. Hamilton County, 4
U. S. 216, 1881, Fisher, 81, 1862.

4 Still », Reading, 20 Off, Caz.
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States, made for the purposes of political organization, and
civil and judiecial adininistration.” The same reasons seem to
indicate that organized villages are generally liable for in-
fringements, while ordinary townships are not. The general
rule on the subject appears to be that cities and villages are
liable for infringements of patents, unless the charters or stat-
utes which created or whieh regulate them otherwise require
or provide, while counties and townships are not so liable un-
less they are made so by the legislative power which called
them into being. School distriets probably fall in the same
category as townships in respeet of this sort of liability.” Of
course, no State can be sued for any infringement of a pat-
ent ;° and the nation cannot be sued except by its own con-
sent.' Whether that consent has heen given in the statute
establishing the Court of Claims, and whether agents of the
national government arc liable to actions for infringements
committed by them in its behalf, are questions which are
treated in Sections 392 and 393 of this bool.

§ 402. Natural persons cannot cscape liability for their in-
fringements of patents on the ground that they are minors,
marricd women, or lunatics.® A minor is not less liable to an
action because the act of infringement was done at the com-
mand of his father ;° but if & married woman commits an in-
fringement in the presence of her husband, she is not liable to
an action thercfor, unless it ¢an be shown that she did it with-
out his influence or consent.” In the absence of such evi-
dence, the hushand is alone liable for the torts of the wife
which are committed in his presence ;°* and for the infringe-
ments which are committed jointly by both.” The only dis-

! Ward v. County of Hartford, 12
Connecticut, 406, 1838 ; Commis-
sioners of Hamilton County v, Mig-
hels, 7 Ohio State, 118, 1857,

‘*Wilson v. School District, 32
New Hampshire, 118, 1855.

- 4 Eleventh Amendment to the
Constitution of the United States.

i United States v. Lee, 106 U. S.
204, 1882.

5 Cooley on Torts, Chapter IV.

¢ Humphreys v. Douglass, 10 Ver-
mont, 71, 1838 ; Scott v. Watson, 46
Maine, 362, 1859.

"Bishop's Law of Married
Women, Volume 2, Section 258,
8 Bishop’'s Law of Married

Women, Volume 1, Section 43.
¥ Green v, Austin, 22 Of. Gaz,
683, 1882.
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tinction between the liability of lunatics and of sane persons,
for such torts as infringements of patents, seems to he that the
former can never be held hable for more than actual damages.*

§403. An agent or salesman who sclls specimens of a
patented thing on commission is liable as an infringer for so
doing.” DBut a mechanic who, when working for wages,
makes or uses a patented thing, or nses a patented process, at
the command of his employer, 1s not liable to an action at law
on that account,® though he may doubtless be restrained by
an injunection from continuing such making or using.* A de-
cree for an account of profits would not be proper in such a
case, because a mechunic cannot be said to make any profits
from such an infringement. Nor would a deeree for damages
be any more proper in an action in equity, than would a
judgment for damages in an action at law.

§ 404. Whoever directs or requests another to infringe a
patent is himself liable to an action for the resulting infringe-
ment on the plain principle that what one does by another he
does by hmmself.® So, also, if an infringement is committed
by A. D., for the benefit of C. D., but without the knowledge
or authority of the latter, the latter will still be liable as an
infringer, 1f he approves the tort after its commission.” An
infringement which is committed by an employee in the regn-
lar course of his employer’s business will also render the latter
liable to an aection, even if the employer forbade the aets
which constituted the infringement,’ or even if the em-
ployer did not know that such was the character of those
acts.”

§ 405. It is a general prineiple of law, that whoever does an

. ! Cooley on Torts, page 102,

? Potter v. Crowell, 3 Fisher, 112,
1866 ; Maltby v. Bobo, 14 Blatch.
53, 1876 ; Steiger v. Heidelberger, 4
Fed. Rep. 455, 1880.

¢ Delano v, Secott, Gilpin, 498,
1834 ; United Nickel Co. v. Worth-
ington, 13 Ied. Rep. 393, 1882.

+ Goodyearv. Mullee, 5 Blatch, 437,
1867.

b Green v. Gardner, 22 Off, Gaz-
683, 1882,

¢ See Judson v. Cook, 11 Barbour
(N. Y.), 642, 1852 ; Allred v. Bray, 41
Missonri, 484, 1867.

" See Philadelphia & Reading
Railroad Co. v. Derby, 14 Howard,
468, 1852,

8 Wooster v. Marks, 17 Blatch
368, 1879,
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act which naturally causes another to commit a tort is him-
gself liable to an action therefor.! The applicability of this
doctrine to patent suits is a subject which is as yet almost
wholly unexamined by the courts. When so examined, 1t will
probably be found to have its limitations. If A. DB. unlaw-
fully makes a specinen of a patented thing, and sells it to
C. D., a man whose business it is to use things of that class,
there seems to be no injustice in holding the former responsi-
ble, not only for his own illegal making and selling, but also
for the illegal using committed by the latter, for that mak-
ing and selling naturally resulted in that using. On the other
hand, if E. IF., a merchant, gives ;. ., a manufacturer, an
order for a quantity of arviicles which may be made cither with
or without a particular patented machine, and if (. II. makes
those articles with that machine because he ordinarily and nat-
urally uses that machine for such purposes, it secms to be
clear that I. If. is not liable for that unlawful making.®
But if I. J. unlawfully makes a patented machine and leases
it to K. L. to be used, it scems right to hold the former liable
to an aetion for that usc.

§ 406. Where several persons co-operate in any infringe-
ment, all those persous are of course liable therefor. In that, as
in all cases of torts for which several persons are liable, all may
be sued jointly, or any of them may be sued alone.” So, also,
an action may be brought against several joint defendants,
and sustained against such of them as the evidence shows
to be liable, even thongh not sustained against all.* Where
an action at law is sustained against several joint infringers,
the judgment will be entered against all, regardless of whether
the benefits of the infringement were confined to part of
them, or extended to the whole;® but a decree for profits
In an action in equity will be entered only against those of

! Guille v. Swan, 19 Johnsonr (N.  Wheaton, 358, 1825.
Y.), 381, 1822 ; Brooks v. Ashburn, 9 3 Hilliard on Torts, Vol. 2, p.
Georgia, 297, 1851 ; Lewis v. Johns, 242.
3¢ Californin, 629, 1868 ; Smith . 1 Reutgen ». Kanowrs, 1 Wash-
Felt, 50 Barbour (N, Y.), 612, 1868. ington, 172, 1804.

* Keplinger v, De Young, 10 5 Cooley on Torts, p. 136..
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the defendants who are proven to have actually realized prof-
its from the infringement.'

§ 407. The facts which will constitute co-operative joint in.
fringement fall, when analyzed, into a large number of classes.
A few of them may be mentioned in this seetion, but a much
larger number must be left to the reflections of the reader, or
to the development of litigation.

Where one man owns and others operate an infringing
machine, all are jointly liable to an action therefor.® Where
one person makes and sells a part of a patented combination,
and another person independently makes and sells the residue
of that combination, hoth intending that the purchaser shall
assemble the parts, and use the combination, there the maker
and seller of ecither of the partsis liable to an action as in-
fringer.” So, also, where a person makes and sells a eompo-
sition of natter, which is deseribed in a patent, and which is
uscful only for the purpose of performing a process covered
by that patent, there also the malker and seller 1s liable to an
action at law or in equity. In the two cases last cited, the
things made and sold by the defendants were not only in-
tended to he combined with other things so as to infringe the
patent, but they were in fact useless for any other purpose.
Wiere both of these elements are absent, there 1s no infringe-
ment in making and selling a part of a patented combination,
and therefore no lability to any action for an infringement.®
But if there was an intention that the thing made and sold
should be incorporated into the patented combination, an ac-
tion for infringement cannot be defeated by showing that it
could have been used for some purpose alone, or in unpat-
ented combinations.’

§ 408. A partnership is liable to an action for an infringe-

! Blizabeth v. Pavement Co. 97 U.  Hecker, 2 Bann. & Ard. 363, 1870.

5. 140, 1877, 5 Maynard v. Pawling, 5 Bann. &
! Woodworth v, Edwards, 3  Ard. 551, 1880 ; Millner v, Schofield,
Woodbury & Minot, 121, 1847. 4 Hughes, 261, 1881,
3 Wallace v. Holmes, 9 Blatch. 73, ¢ Saxe v. Hommond, 1 Holines,
1871, 456, 1875 ; Bowker v. Dows, 3 Bann,

I Rumford Chemical Works v. & Ard. 518, 1878.
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ment committed in the regular course of the partnership busi-
ness, by one or more of the partners, or under his or their
orders ; and also for any infringement committed outside of
that regular conrse of business, if it was previously authorized
or afterward adopted as the act of the partnership by all tho
partners.  I3ut no partnership is liable for any infringement
committed outside of the regular course of the partnership
business, unless it was so authorized or adopted.'

§ 400. Private corporations are responsible for infringe-
ments committed, authorized, or ratified by them, under sub-
stantially the same rules as those which govern the similar re-
sponsibility of natural persons. It was formerly supposed
that corporations could not be held liable for torts, beeause
torts are never authorized by eorporate charters, and <re there-
fore wltra vires. But this 1dea was soon found to produce
aross injustice in its practical operation ; and was therefore
abandoned by the courts.* The law is, that every private cor-
poration is liable for all the torts which were authorized by
that corporation, and for all torts done In pursnance of any
anthority to act on its behalf, on the subject to which the
torts relate, and for all torts ratified by the corporation after
they are committed.  And 1n deeiding upon this hiability, the
courts consider corporate oflicers, agents, and servants as pos-
sessing a large discretion, and they accordingly hold the cor-
poration liable for all their acts within the most extensive
range of the corporate powers.® The agent of a corporation
in committing an infringement may be another corporation ;
and the relation of agency exists and binds the prineipal,
where the agent infringes a patent in autherized pursuance of
the business which the principal was chartered to transact.*
Unless their charters otherwise provide, public corporations
which are liable at all for infringements of patents are doubt-

' Seo Story on Partnership, Sec- 3 See Cooley on Torts, p. 119,
tions 166 and 168, i York and Maryland Line Rail-
* Baltimore and Potomae Rail-  rond Co. v. Winans, 17 Howard, 38,
rord Co, v, Fifth Baptist Church, 1854,
108 U. 8.3 \P\, 1882,
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less liable under the same circumstances and to the saine ex-
tent as private corporations are.

§ 410. Under what cirenmstances and to what extent an
officer, director, or stockholder of a corporation is personally
liable for imfringements committed by it, are questions lere-
tofore but seldom and but slightly examined by the courts.
[t has been adjudicated that where persons actively and per-
sonally econduct infringements of patents, they eannot avert
an injunction by proving that they acted under the charter of a
corporation, and as officers, directors, or stockholders thercof.
This point was decided by Justice Nerson' and by Juwlge
W. D. Simeaan.” Judge Lowenn has leld that an action at
law cannot be maintained against the officers, directors, or
sharcholders of a corporation which infringes a patent, even
where such persons personally conducted the business which
constituted the infringement.” If that is the law upon the
point, it must also be the law that no damages can be reeov.
ered by an action in equity against any such person. Dut it
will not follow, where profits have been rcalized by persoas
from infringements committed by them in the disguise of a
corporation, that they can lawfully retain those profits, and
leave the patentece remediless.  And it is possible that Judge
Lowerrn is wrong iu his opinion. His examination of the
point does not appear to Lave been characterized by all that
thoroughness with which his judicial opinions are gencrally
developed ; and he himself remarks that his conclusion is con-
trary to what counsel had conceded in several earlier cases.
The point is one of much importance. Upon it may often
depend the just reward of invention, and the just punishment
of tort. An examination of the subject in the light of analy-
sis and of analogies may therefore be aceeptable to the profes-
sion, and not useless to the courts.

§ 411. Wronus are divisible, in one aspeet, into two classes :
wrongs of commission and wrongs of omission. Where an
officer, director, or stockhoider of a corporation is engaged in

1 Goodyear v». Phelps, 3 Blatch, 495, 1861.
91, 1853. 3 United Nickel Co. v. Worthing-
? Poppenhusen v, Falke, 4 Blatch. ton, 13 Fed. Rep. 393, 1882,



CHAP. XVIL] COURTS PARTIES AND CAUSES. 299

managing its business, and as a part of that business manages
and directs the infringement of a patent, that person is charge-
able with 2 wrong of commission. Where such a person has
power to prevent his corporation from infringing a patent, and
omits to exercise that power, and where the corporation there-
fore infringes that patent, then that person is chargeable with
a wrong of omission. Where a person is an officer, director, or
stockholder of a corporation, but has no personal power to
cause it to infringe a particular patent, nor to restrain it from
so doing, that person is chargeable with no wrong of cither
sort.

§ 412. Stockholders scldom have any power, merely as
stockliolders, to control the action of their corporation in
such a matter of detail as the infringement of a particular pat-
ent. Unless it can be shown that the stockholder whom it is
sought to hold liable in o particular case did possess power
of that kind, it 1s ¢lear that the common law will not compel
him to respond in damages for any infringement with which he
was not personally connected. If the law were otherwise a man
could lawifunlly be made to suffer for wrongs which he did not
commit, and could not prevent, and from which he received
no advantage. Indeed it is the general rule of the common
law, that mere stockholders in a corporation are not liable for
its debts,” and if not liable for its debts, they surely ought
not to be liable for its torts.

§ 413. The officers of a corporation are the persons who are
charged with the superintendence and control of its transac-
tions. It is doubtless their duty to refrain from directing in-
fringements to be committed ; and also to prevent the agents
and servants of their corporations from committing infringe-
ments or patents, when prosecuting the corporate business.
If such an officer directs and eauses a specific thing to be
done which turns out to constitute an infringement, it is
extremely difficult to see why he should be permitted to shift
all the responsibility for the tort upon the intangible corpora-
tion, that is to say upon the innocent stockholders as a body.

' Shaw v, Boylan, 16 Indiana, 386, 1861.
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If an agent or a servant of a ‘corporation commits an in-
fringement in the course of the corporate business, the
officers whose function 1t is to control that agent or that ser-
vant are chargeabie with a wrong of omission. They are
auilty of nmon-feasance in the performance of their official
duties. If their omission to prevent the 'infringement is the
result of gross inattention on their part, they are liable to the
corporation for any loss it may incur on account of the in-
fringement ; but it is otherwise if the omission resulted from
an crror of judgment." Whether such an officer is liable at
common law to the owners of the patent infringed secms to
depend upon other considerations.

If an officer, in pursuance of his general authority, directs
a servant of a corporation to make a machine for a particular
purpose, which machine may be made so as to infringe a
patent, or may be made so as not to have that cffect, it seems
that the officer is hound to see that it is not made so as to in-
fringe, and that if the servant makes it In that way, the
officer is liable to the patentee.® Dut if a servant of a cor-
poration, without any special orders to do so, makes or uses or
sells a thing which turns ont to be an infringement of a patent,
it seems that no superior officer is personally liable therefor
at commnon law.? 1t appecars reasonable that officers of corpo-
rations should be bound to see that whatever they caunse to be
done is done lawfully ; but it would perhaps not be ordinarily
right to make them personally responsible to strangers for
acts spontancously committed by their subordinates.

§ 414. Directors of corporations, unlike other officers, act
only in a collective capacity. Where an entire board of
dircetors unanimously orders a particular thing to be done
which will constitute an infringement of a patent, and where
that thing is accordingly done by the corporation’s agents
or servants, there seems to b2 no reason why those directors
should not be held personally liable to an action for that in-

1 Spering’s Appeal, 71 Pennsylva- (Mass,) 425, 1862.
nia State, 11, 1872, 8 See Bath v. Caton, 37 Michigan,
$ See Hewett v, Swift, 3 Allen 202, 1877. '
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fringement. If the corporation is alone liable in such a case,
then crafty and dishonest men may often manage to divide
the spoils of infringement, and leave nothing but an insolvent
or dormant corporation to be sued by the patentee. It would
evidently be a reproach to our laws if such a scheme could be
made to work. Whoever attempts to defend the legal safety
of such a mode of reaping the harvest of another, should have
his attention called to the following sentence, written by
Justice CampeBeLL, and approved by the Supreme Court, and
worthy to be quoted in every law-book, and rememnbered
by every man. ** 1t is certainly true that the law will strip a
corporation or individual of every disguise, and enforce a
responsibility according to the very right, in despite of themnr
artifices.”’

Where the action of a board of directors in ordering an in-
fringement results fromn the votes of a majority only, the
relations of the minority voters te the resulting infringement
must be different from that of the others. The members of
the minority ought not, in such a case, to be held lable for
the action of the board, or for its results, unless they afterward
adopt it by ratification. Where an infringement is ordered
by a quorum of a board of dircetors, in the absence of the res-
idue, the residue will be free from common law liability for
the wrong unless they afterward ratify it, or unless they are
chargeable with such gross non-attendance upon the meetings
of the board as justly causes them to bLe held responsible for
whatever is done by their colleagues in their absence. The
mere fact of being a director in a corporation is not suflicient
to render a person liable at common law for any tort commit-
ted by that corporation or its managers or agents.’

3 415. But there is a statutory liability in snch cases as
those which we are considering. Most of the States have
statutes which provide that, under various ecircumstances
therein specified, the officers, directors, or stockholders of a

'York and Maryland Line Rail- °®Arthur v, Griswold, 55 New

road Co. v, Winans, 17 Howard, 40, York, 400, 1874.
1854.
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corporation shall be personally liable for its debts or liabilities.
Scetion 721 of the Revised Statutes of the United States pro-
vides that ¢ The laws of the scveral States, except where
the Constitution, treaties, or statutes of the United States other-
wise require or provide, shall be regarded as rules of decision
in trials at common law, in cases where they apply.”” Under
this scction of the Revised Statutes, these laws of the States
will probably have the same effect in a patent suit in a United
States court, that they would have in' any action of trespass
on the case in a State court.' Such of the State statutes re-
ferred to as make stockholders, officers, or directors respon-
sible for the *‘ liabilities” of their corporations are clearly
broad enough to cover liabilities arising out of infringements
of patents. Indeed Justice Story decided that such liabilities
were covered by the word ‘‘ debts?’ in such a statute.® In
most of the States the statutory individual liability of ofiicers,
directors, and stockholders of corporations is more limited than
it was in Massachusetts when Justice Story made that deci-
sion. It is outside the scope of this text-book to set forth the
details of the State statutes which bear upon the point. It
will frequently happen that the controlling legislative edicts
which relate (o the matter will be found in the special char-
ters of particular corporations, rather than in the general stat-
utes of the several States. The general principle which runs
through all such laws scems to be that where a corporation is
so managed that it cannot be made to respond to lawful claims
based on its contracts or torts, those oflicers or directors who
caused that inability, or those officers, directors, or stockholders
who profited thereby, shall be made to respond in its place.

§ 416. A consolidated corporation is liable to actions m

' M‘Cluny v. Silliman, 3 Peters, 537, 1867 ; Parker v, Hall, 2 Fisher,
270, 1830 ; M‘Neil v. Holbrook, 12 62, 1857 ; Parker v, Hawk, 2 Fisher,
Peters, 84,1838 ; Vance v. Campbell, 58, 1857 ; Rich wv. Ricketts, 7
1 Black, 427, 1801 ; Haussknecht v.  Blatch. 230, 1870; Hayden v. Ori-
Claypool, 1 Black, 431, 1861 ; Wright  ental Mills, 15 Fed, Rep. (05, 1883.
v. Bales, 2 Black, 5§35, 1862 ; Lef- 2 Carver v. Mfg. Co., 2 Story, 448,
fingwell v. Warren, 2 Black, 590, 1843.

1862 ; Hanpger v, Abbott, 6 Wallace,
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equity for infringements committed before the consolidation,
by each of its constituents, it the property and franchises
which the consolidated corporation acquired from that constit-
uent, were of suflicient value, over and above all paramount
claims, to equal the profits or damages songht to be recovered
in such actions." This proposition results from the fact that
equity regards the property of a corporation as held in trust
for the payment of its debts, and recognizes the right of ered-
itors to pursue that property into whosesoever posscssion it
may be transferred, unless it has passed into the hands of a
bona fide purchaser.”

The liability of consolidated corporations to actions at law,
for infringements committed by its constituent corporations,
before the consolidation, is a matter which does not rest on
common law principles, so mnch as upon the statutes of the
States whercin those consolidated corporations came into
being, or upon the private Acts which anthorized the consol-
idations, or upon the charters of the constituent or of the
consolidated companies. Whencver ocecasion arises to hold a
consolidated corporation liable to an aection at law for such a
cause, a proper authority for so doing can probably always be
found in one or another of these sources.

§ 417. A plurality of patents may be sued upon in one
action, where the inventions covered by those patents, are
embodied in one infringing process, machine, manufacture,
or composition of matter ;° but not otherwise. Dut any
action based on alleged infringement, in one process or thing,
of a plurality of patents, may be sustained by evidence that

I Sayles ». The Lake Shore and 3 Sawyer, 259, 1874 ; Horman Patent
Michigan Southern Railway Co., Mfp. Co. v. Railroad Co. 15 Blatch,
Manuseript, 1878. 444, 1879 ; Gamewell Fire-Alarm

* Mumma v. Potomae Co. 8 Pe-  Telegraph Co. ». Chillicothe, 7 Fed,
ters, 286, 1834 ; Curran v. Arkan- Rep. 351, 1881 ; Nellis v. Mfy. Co. 13
sas, 15 Howard, 311, 1853 ; Railroad  Fed. Rep. 451, 1882,

Co. v. Howard, 7 Wallace, 409, 1868, ¢ Nellis v. McLanahan, 6 Fisher,

° Seymour v. Osborne, 11 Wallace, 286, 1873 ; Hayes v. Dayton, 8 Fed.
616, 1870 ; Butes v. Coe, 98 U. S. Rep. 702, 1880 ; Barney v. Peck, 16
48, 1878 ; Nourse v. Allen, 3 Fisher, Fed. Rep. 413, 1883.

63, 1859 ; Gillespic v. Cummings,
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one of those patents was so infringed, though the others were
not ;' and an action brought for alleged unlawful making,
using and selling may be sustained by evidence of ecither of
those three sorts of infringement.” So also, an action may
be based on intringement committed during the first term,
and on infringement committed during an extended term, of
any patent, and may be sustained on proof of ecither or both
of those infringements.

! Matthews v, Mfg. Co. 18 Blatch. * Locomotive Truck Co. v. Rail-
86, 1880, way Co, 10 Blateh, 203, 1872,
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Joinders in demurrer.

Trial of actions at law

infringement of patents.

488. Trial by jury.

489. Rules of practice.

490. Rules of evidence.

491. Letters patent as evidence,

492, Reissue letters patent are pri-
ma facie evidence of their own
validity,

493. Extensions of patents are prima
facie evidence of their own va.
lidity.

494, Letters patent presumed to be
in force till the end of the term
expressed on their face.

495, Evidencs of title,

496. Neither licenses, relenses, nor
omigsion to mark ‘‘patenfed”
need be negatived in a plain-
tiff's prima facie evidence.

497. Evidence of the defendant’s
doings.

498. Expert evidence of infringe.
ment.

499, Hypothetical questions for ex-
perts,

500. Expert testimony relevant {o
the state of the art.

481,
482,
483,
484,
483.
486,

487. for
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501. Cross-examination of experts.

502. Evidence of damages,

503. Defendant’s evidence in chief,

504. Evidence to snstain the first
defence.

505. 'To sustain the second defence,
506. 'To sustain the third defence,
when based on prior patents,
507. When based op prior printed

publications,

508. When based on prior knowl-
edgo or use,

509. Rebatting evidence to the
third defence, when based on
prior knowledge or use.

610, Rebutting evidence to the
third defence, however based.

511. Evidence to sustain the fourth
defence,
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| 529. The twenty-second defence.

030, The twenty-third defence,
631. The twenty-fourth defence.
632, The twenty-fifth defence.

533. The twenty-sixth defence.

634, The twenty-seventh defence.

035. How testimony is taken in ac-
tions at law,

030, When the judge may dircct the
jury to return a verdict for the
defendant.

637. Instructions to juries.

538. Verdicts,

539. New trials,

540. Trials by a judge without a
jury.

041. Trial by referece,

642. Judgments,

612,
013.
614,
blo.
6186,
b117.
b18.
519,
620.
b21,

522
023

b24,
525.
620.
627,
628,

To sustain the fifth defence.
The sixth defenceo,

The seventh defence,

'The eighth defence,

The ninth defence,

The tenth defence.

The eleventh defence,

The twelfth defence.

The thirteenth defence.

Thoe fourteenth defence.

. Tho f{iftcenth defence,

The sixteentl defence.
The seventeenth defence,
The eighteenth defence,
The nineteenth defence.
The twenticth defence.
The twenty-fizst defence.

| 543,
544,
545.
546.
547.
548,
549,
550.
551.
552.

293.

bo4.

Costs.

Costs under the statute,
Attorney’s docket fees.
Clerk’s fees.

Magistrate’s fees.
Witness fees,

Taxation of costs.

Writs of error.

Bills of exception.
Erroneous instructions,
refusals to instruct.
Exceptions to instructions, and
to refusals to instruct.

Time when cxceptions must be
noted, and time when bills of
exception must be drawn up
and signed,

and

§ 418. Ax action of trespass on the case, is prescribed by
the United States statutes, as the proper legal remedy, for in-
fringements of patents.’ Patent rights are not based upon the
common law ; but are founded wholly upon the Constitution
and statutes of the United States.’

right, and preseribes a legal remedy for its enforcement ; it is

} Revised Statutes, Section 4919,

Where a statute creates a

7 Section 149 of this book.
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the general rule, that no other common law remedy can be
used for that purpose.’ Unless patent rights are exempt
from this rule, it will follow that an action of trespass on the
case is the only action which United States courts can entertain,
when sitting as common law courts in patent cases. Whether
patent rights are thus exempt, is a question which once arose
in & Supreme Court case, but which was not decided beecause
it was apparently overlooked by the counsel and by the court.

The case was that of the Packet Co. ». Sickles. It was
originally an action of assumpsit, based on an alleged contract
between the parties, relevant to ecompensation for the use of a
patented machine. A recovery wasadjudged on that contract
in the court below ; but the Supreme Court reversed the judg-
ment oun the ground that the contract was not in writing, and
was not to be performed within one year, and was therefore
void under the statute of frauds.” On the ecuse being re-
manded, the plaintiff amended the declaration by adding two
counts in assumpsit for money had and reccived. The case
was thus changed from an action of assmnpsit on a contract,
to an action of assumpsit to recover compensation for the in-
fringement of a patent. The defendant did not notice the
(uesiionable propriety of an action of assminpsit for that pur-
pose, and therefore pleaded non-assumpsit. The jury found
for the plaintiff, and having been instrueted by the court to
asscss the damages on the basis of the value of the usc of the
machine, it rendered a verdiet for $11,333, with interest from
the day when the suit was brought.

Now if an action of assumpsit had been proper, it would be
difficult to show any impropriety in the charge of the court,
though in an action of trespass on the case it would have been
clearly wrong.® When the case again reached the Supreme
Court, it was again reversed ; this time because the charge did
not conform to the precedents relevant to the measure of
damages in actions at law for infringements of patents. DBut

! Wiley v, ¥ale, 1 Metcalf (Mass.) ? Packet Co. v. Sickles, 56 Wallaco,
554, 1840 ; Elder v. Bemis, 2 Metcalf 580, 1866.
(Mass.) 604, 1841 ; Smith v, Wood- ¢ Seymour v, McCormick, 16 How-
man, 8 Foster (28 N. H.) 528, 1854. ard, 480, 18563.
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no due notice appears to have been taken of the fuct that the
case at bar was an action of assumpsit, while those precedents
had been established in actions of trespass on the case.” Had
that distinction been attended to, the court could hardly have
sustained the propriety of the form of action, and at the same
time have reversed the case for error in the charge. The suit
was treated precisely as though it had been an action of tres-
pass on the case. If the court had meant to affirm the pro-
" priety of actions of assumpsit for infringements of patents, it
would not have so treated the suit ; for its ruling would scem
to be inappropriate to that form of action. The precedent is
therefore not fairly citable on either side of the question of the
propriety of an action of assumpsit for the infringement of a
patent.

§ 419. That an action of assumpsit may be based on an in-
fringement of a patent, has been stated to be the law by at
least two United States judges.’

In the first case cited, Judge Hucurs said : ‘“ Let us now
suppose the case of a person who takes possession of and uses
another’s horse, wagon and team, or threshing-machine, with.
out his knowledge, consent, or authority. . . . . Insuch
a case, the owner may recover damages in trespass for the tort ;
or he may waive the tort, and sue in assumpsit on the implied
promise to pay what is equitably due for the use and posses-
sion of the property. . . . . The case I have supposed is,
in principle, precisely the case we have at bar, for there is no
magical quality in the property of a patentee in his patent to
distinguish this case from the one just supposed, where ordinary
property had been taken and used without the owner’s con-
sent. . . . . The act of the defendant was nothing but
the simple one of a person taking and using another’s property,
without authority, to his own advantage, -and incurring a lia-
bility to compensate the owner for such use of the property.

! Packet Co. v. Sickles, 19 Wal- 4 Bann. & Ard. 245, 1879; Steam
lace, 617, 1873, Stone Cutter Co. v. Sheldons, 15
? Sayles v. Richmond, Fredericks- Fed. Rep. 609, 1883.
burg & Potomae Railroad Company,



310 ACTIONS AT LAW. [cuAPp. xvim,

The case is, in principle, precisely identical with that of such a
use ol a horse, or a boat, or a wagon and team, or threshing.
machine—giving a right of action in assumpsit.’’

In the second case Judge WuerLer said : ¢ When the
Windsor Manufacturing Company sold machines, embodying
these inventions, to the defendants for use, it invaded the
orator’s rights and converted the orator’s property to its own
use. These acts were tortious, and an action would lie for these
wrongs. As that company received money for the orator’s
property, the orator could waive the tort, and sue in assumpsit
for the money, or, what is the same in effect, proceed for
an account of the money received. In an action or pro-
ceeding for the money, the measure of damages would le the
amount of money received, not the amount of damage done,
and all right of recovery beyond that wounld be waived.”’

§ 420. It is against the policy of the law that the owner of
a patent right should lose by reason of its infringement. To
prevent such a result, the action of trespass on the case is well
adapted, because it measures the plaintiff’s recovery by the
plaintiff’s loss. DBut it is also against the policy of the law that
an infringer should gain by reason of his infringement. To
prevent such a result, the action of trespass on the case is not
well adapted, Dbecause an infringer may often gain far more
than the patentee loses by reason of the wrongful act of the
former. DPatents are peenliar property in this respect. A
horse or a wagon is worth about as much to one man as to
another, but the use of a patent may be worth ten times as
much to a rich infringer as to a poor patentee. It would be
a reproach to the patent laws if any infringer could unlaw-
fully maxe, use, and sell specimens of his neighbor’s patented
invention, and, when called to account in a court of justice,
could cancel his liability by paying une tenth of the procecds
of his tort to the owner of the patent. No completesystem
of law offers such a premium for its own violation. To
prevent such failures of justice, it was long the theory and the
practice of the United States courts, that equity had jurisdic-
tion to enforce a patentee’s right to recover an infringer’s prof-
its, independently of all other equitable titles, rights, and
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remedies.’ But that theory was overruled, and that practice
was stopped by the Supreme Court, in the case of Root v.
Railway Co.? The new rule which was stated and enforced
in that case, calls aloud upon courts of law to entertain actions
of assumpsit for infringements of patents, if by any means
they can find authority for so doing. 1f no such authority can
be deduced from the common law, then it ought to he con-
ferred by legislation 3 for unless it exists or is supplied, it
must often happen in the future that -infringers will profit by
their infringements far more than-inventors can profit by their
inventions.

§ 421. A majority of the States have abolished all common
law actions, and have substituted for the whole of them a
single form of proceeding which they call a civil action.
The United States stalutes provide that ‘¢ The practice,
pleadings, and forms and modes of proceeding in civil causes,
other than equity and admiralty caunses, in the cirenit and dis-
trict courts, shall conforin, as near as may be, to the practice,
pleadings, and forms and modes of proceeding existing at the
time in like causes in the courts of record of the State within
which such cirenit or district courts are held, any rule of court
to the contrary notwithstanding,’’ * and that ‘‘ Damages for
the infringement of any patent may be recovered by action

! Stevens v. Kansas Pacific Rail- East Tennessee, Virginia & Georgin
way Co., 5 Dillon, 486, 1879 ; Neving Railroad Co. 2 Bann, & Ard, 537,
v, Johnson, 3 Blatch, 80, 18563; 1877 : Vaughan v. Central Pacific
Sicklesv. Mfg, Co. 1 Fisher, 222,1856; Railroad Co. 3 Bann. & Ard. 28,
Jenking v, Greenwald, 2 Fisher, 41, 1877 ; Sayles v. Dubuque & Sioux
1857 ; Imlay v, Railroad Co. 4 Blatch,  City Railroad Co. 3 Bann, & Ard. 219,
228, 1858 ; Perry v, Corning, 6 Blatch, 1878 ; Gordon v, Anthony, 16 Blatch.
134, 1868 ; Howes v. Nute, 4 Clif. 174, 234, 1879 ; Hendrie v, Sayles, 98
1870 ; Cowing v, Rumsey, 8 Blatch, U.S. 546, 1879 ; Bignail v. Harvey, 18
36, 1870 ; Packet Co. v. Sickles, 19 Blatch. 353, 1880 ; Atwood v. Port-
Wallace, 611, 1873 : Smith v. Baker's land Co, 10 Fed. Rep. 283, 1880
Administrators, 1 Bann. & Ard. 117, Stevens v, Baltimore & Ohio Rail-
1874 ; Wetherill v, Zine Co. 1 Bann, road Co. 6 Ted, Rep. 283, 1881,

& Ard. 485, 1874 ; Burdell v. Denip, ? Root v. Railway Co. 105 U. 8,
02 U. 8. 720, 1875 ; Birdsall v. Coo- 189, 1881, :
lidge, 93 U. 8. 68, 1876 ; Vaughan v, * Revised Statutes, Section 914,
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on the case.””' Both these apparently inconsistent provisions
are contained in the same enactment, They must therefore
be construed together; and effect must be given to both.
‘When so econstrued, it will be scen that Section 914 docs not
oust nor affect the operation of the other. Dot ean harmoni-
ously stand, when Section 914 is held to be a general provision
covering no case which is specially provided for; or when it
is held to cover no cause save such as are ‘‘ like’’ the causes
litigated in State courts. To hold that Section 914 is the one
which prescribes what forms of action are to be nsed in patent
causes would involve a decision that there are °‘ like causes”
in State courts, and a further decision that the enactment
quoted from 4919 is wholly nugatory. The conclusion ap-
pears to be, that the proper action at law by means of which to
recover damages for infringements of patent is the same
throughout the United States and is an action of trespass on
the case.

§ 422. The declaration in an action of trespass on the case,
for an infringement of a patent, ought to be in proper com-
mon law form, as distinguished from the complaints and peti-
tions prescribed for other actions by the codes of sundry of
the States. The proper parts of such a declaration are the
following : 1. The title of the court. 2. The title of the
term. 3. The venve. 4. The commencement. 5. The
statement of the right of action. 6. The conclusion.

The true title of the United States Circuit Court established
in Connecticut is ¢¢ Cirenit Court of the United States, for the
District of Connecticut,”” and the title of the cirenit court
which is established in any other district is the same, except
as to the name of the distriet.’

The proper term of the court in which to entitle the decla-
ration is the term at which the appearance of the defendant
is due.® It is unnecessary to entitle a declaration in the
name of the case in which it is filed ; though it is convenient
to indorse that name on the back of the declaration, for the

! Revised Statutes, Section 4919, 31 Chitty on Pleading, 1i Ameri-
* Revised Stututes, Section 608, can Edition, p. 263.
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purposc of cnabling the document to be readily found ina
file.

The venue should be laid in the district where the action is
commenced, regardless of the district or districts wherein the
infringement was committed.' An infringement suit, being
based on a transitory cause of action, the place laid in the
declaration draws to itself the trial of all questions of infringe-
ment, wherever committed ; except in the single case where
the United States statutes otherwise provide.?

The commencement contains a statement of the names of
the partics to the action, and of the capacity in which they
respectively sue or are sued, if it is other than a natural per-
sonal capacity. Though it 1s probably unnecessary, it is un-
doubtedly prudent to state the nation of which the parties are
respectively citizens, and if that nation is the United States,
to allege also the particular State of which the parties are eciti-
zens respectively.  Where either party is a corporation, that
fact must be stated, and the name of the State or other sover-
eignty wherein it was created and exists should also be alleged.
The commencement properly eloses with a brief recital that
the form of action is that of trespass on the case.

§ 423. The statement of the right of action should contain
the namne and residence of the inventor, in order to identify
him, and to enable the defendant to make inquiries into the
history of the alleged invention. If that name or that resi-
dence were concealed from the defendant, he might thereby
be deprived of the means of learning of several perfect de-
fences. As the statutes stand at present, there is no necessity
for stating the citizenship of the inventor in any declaration,
unless the inventor is also a party to the action. Snch a
necessity will however arise whenever Congress discriminates
between citizens of the United States and ecitizens of other
countries, in respect of the terms upon which it iay authorize
patents to bhe granted.

§ 424. The novelty and the utility of the invention n:ust be

! McKenns, v, Fisk, 1 Howard, 248, 2 Revised Statutes, Section 657 ;
1843, Section 390 of this book,
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put in issue by proper averments in the declaration ; but it ig
not necessary to state the particular time at whieh the inven.
tion was made, so that it appears to have been made before
the application for the patent was filed.' The circumstance
that letters patent are themselves prima facie evidence of
novelty and utility, does not render unnecessary a proper
allegation of those facts in the declaration. IKvidence cannot
take the place of pleading, and proper pleading is nccessary
to make any kind of cvidence admissible in support of the
richt of a patentee to recover for an infringement of his
patent.

§ 425. The statement of the right of action must also aver
that the invention was not in public use or on sale for more
than two years before the inventor’s application for the
patent ; because that fact is one of those which are neeessary
to give the Comnnissioner of Patents jurisdiction to grant such
a documnent.” It is a fact which is of the essenee of the right
of action, and it must therefore be stated in the declaration.’

But the rule of this section is qualified by another, in every
case where public use or sale of an invention, more than two
years before an application for a patent, must have occurred
with the consent of the inventor, in order to invalidate the
patent.' In every suclh case it is necessary and is suflicient
to allege in the declaration that the invention was not in pub-
lic use or on sale with the consent or allowance of the inventor,
for more than two years before his application for a patent
therefor.

§426. If the patentee is neither a party to the action, nor
the inventor of the thing or process covered by the patent, it
is natural and proper to separately state his name in order to
fully and surely identify the patent. It is well also to state
his residence and his cifizenship, though there is at present no
requirement of law on either of those points.

§ 427. It is not necessary to state in a declaration the partic-

I'Wilder v. McCormick, 2 Blatch, 3 Gray v. James, 1 Peters’ Oircuit
31, 1846. Court Reports, 482. 1817,
* Revised Statutes, Section 4886. ¢ Section 102 of this book.
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alars of the application for the letters patent, nor the partic-
alars of the proccedings of the Patent Oftice in considering
that application, because the courts will presume that cvery-
thing was rightly done which the law required to be done in
order to authorize the Commissioner to issue the patent.' It
is customary and proper to say in a declaration that the invent-
or made duc application for letters patent, but not even that
general allegation appears to be required.’

§ 428. The declaration may describe the patent in the lan-
guage of the grant, and it is not necessary to set out the speci-
fieation ecither verbatim or substantially ;? though it is not
improper, except in point of prolixity, to incorporate the whole
of the patent and specification into the declaration.*

The declaration mmst state that the letters patent were issued
in the name of the United States of America, under the seal
of the Patent Office, and were signed by the Seeretary of the
Interior and countersigned by the Commissioner of IPatents,
and that they were delivered to the patentee.® Inasmuch as
patents are granted for various spaces of time, it is neccessary
to state the particular terms for which the letters patent in suit
were issued. It is mnecessary also to plead the legal cffect of
the patent, by saying that it did grant to the patentee, his heirs
or assigns, the exclusive right to make, use, and vend the in-
vention covered thereby, throughout the United States and
the Territories thereof.” |

§429. Where the patent upon which the action is based, is
a reissue, the original letters patent should be set forth pre-
cisely as though no surrender and reissue had oceunrred ; and
in addition thereto, it is necessary to state the particular kind
of defect which made the original a proper subject of a reis-
suc ; and to state also that such defect arose from inadver-
tence, accident or mistake, as the cuse may be, and without

! Cutting v. Myers, 4 Washington, ¢ Wilder v. McCormick, 2 Blatch,

221, 1818, 30, 1846.
* Wilder v. McCormick, 2 Blatch. 5 Revised Statutes, Section 4883.
31, 1840. Cuatting v, Myers, 4 Washington, 222,

* Cutting v, Myers, 4 Washington, 1818,
223, 1818, ¢ Rovised Statutes, Section 4884,
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any fraudulent or deceptive intention ; and to state that the
original patent was surrendered, and who surrendered it ; and
to state that the Commissioner of Patents caused a new patent
to be issned for the same Invention ; and to state finally the
name of the person to whom such new patent was granted,
These partienlars lie at the foundation of the right of the grantee
of a rcissuc patent to receive such a grant ; and although the
reissue is prima facie evidence that the tmth on all these
points is favorable to the validity of the patent, it is none the
less necessary to put those facts in issue by proper pleading.
The statements of this section are made subject to the condi-
tion that, if the Supreme Court shall decide any of these -
points of fact to be conclusively settled by the decision of the
Commissioner in granting a reissue, it will then be unnceessary
to state such fact or facts in a declaration.

§ 430. 'Where a disclaimer has been filed, that fact ought to
be stated in the declaration and its legal effect onght to be in-
dicated, because disclaimers constitute amendments of original
patents, and operate to vary their scope.’ In such a case
also, the declaration ought to state that the diselaimer was filed
without unrcasonable delay, because that fact is nccessary
to the right of a patentee to maintain a suit on a patent which
required a disclaimer.?

§ 431. Where the patent in suit was extended by the Com.
missioner of I’atents, and where the action is based partly or
wholly on its extended term, the declaration must state that
the extension was made in due form of law, and must show
that it was made before the expiration of the original term.
It ought to state also that the extcnsion was for the term of
seven years from the expiration of the first term ; but as that
is truc of all such extensions, it is possible that the omission
would be an imimaterial one.

Where the patent has been extended by a special Act of
Congress, and where the suit is partly or wholly based on such
extension, the declaration must state the legal effect of the Act
of cxtension, and it must especially show the particular space
of time covered thereby.

! Revised Statutes, Section 4917, 2 Revised -Statutes, Section 4922.
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§ 432, Where the plaintiff is an assignee or grantee of the
patentee, it is safer to set forth all the mesne assigmnents or
grants down to him, than merely to state that the exclusive
right which was intringed by the defendant, came to the plain-
tiff by assignmnent or by grant. This point of pleading seems
deducible by analogy from the rule relevant to declaring on an
assigned term for years of real estate.’ Title papers should,
Lowever, be set forth by their legal effect, rather than incor-
porated bodily into the declaration.

§ 483. No profert need be made in any declaration, of any
letters patent, disclaimer, reissue, or certificate of cxtension,
because all such documents arc matters of record in the Patent
Office.? Nor i3 any profert neccessary of any assignment or
grant of any interest under lctters patent, because, although
those instruinents are sometimes under seal, they are not re-
quired to Le so,® and therefore do not fall within the defini-
tion of a deed.* If, iowever, the title of the plaintiff is founded
upon letters testamentary or letters of administration, he must
make profert of the same, becanse they constitute exeeptions
to the general rule that profert is necessary only of deeds.’
If profert ismade of any document of which it is not necessary,
it will be treatcd as mere surplusage, and will not entitle the
defendant to oyer.*

§ 434, Infringement may be stated in a declaration in gen-
cral terms. Such a stautement is sufficiently specific if it
plainly alleges that the defendant, without the leave or license
of the owner of the patent, did use, or that he did make, or
that he did sell, a specimen or specimens of the thing or proc-
ess covered Dy the patent, within the territory covered by the
plaintiff’s title thereto, and within the time during which the
plaintiff held the title within that territory, and contrary to
the form of the Act of Congress in such cases made and
provided, and against the privileges granted by the patent.’

I'1 Chitty on Pleading, 368, b Gould's Pleading, Ch. VIII. Sec.
21 Chitty on Pleading, 3G6 ; Smith  43.

v. Ely, 6 MecLean, 90, 1849, 6 1 Chitty on Pleading, 306.
4 Revised Statutes, Section 4898, T Cutting v, Myers, 4 Washington,

¢ Stephen on Pleading, Ninth 223, 1818.
Awerican Edition, 437,
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This last statement, indeed, seems hardly necessary, for it is
but a conclusion of law from the facts stated ; and the allega-
tion that the infringement was contrary to the statute is un-
necessary, unless the plaintiff seeks to recover exemplary as well
as actual damages.' Nor is it generally necessary in a decla.
ration to negative the hypothesis of a license ; for licenses,
where they exist, may more properly be first mentioned in the
pleadings of the defendant.® But where the declaration
shows that strangers to th< suit have an exclusive United States
license, 1t st also show that the defendant is not lawfully
operating thereunder.” While an allegation of either mak-
ing, using, or selling will be suflicient in a declaration to show
a cause of action, no allegation of any one of thesc kinds of
infringement will support evidence of either of tiic others.
A dcclaration ought therefore to allege as many of them as
the plaintiff has any cxpeetation of being able to prove.

§ 435. The time of the infringement is properly stated by
alleging that 1t oceurred on a specified day, and on divers
other days betweey: that day and some later specified date ;
and no plaintiff will Lxe permitted to piove infringement outside
of the space of time which he specificd in his declaration.’
Repeated infringements may be sued for in one action ;° but
all the infringements complaiiicd of in one declaration, nust
have been committed after the plaintiff obtained title to the
patent, and before the beginning of the action. Where the
plaintiff- is an assignee, and where he not only has rights of
action against the defendant, for infringements committed
after the date of his assignment, but also has purchased rights
of action against the same party, for infringements committed
before such purchase, he must, if he sues at law, bring a sepa-
rate action for the latter causes, and must bring that action in
the name of the person who owned the patent at the time they
acerued.

! Parker v. Haworth, 4 (cLean, 3 Still ». Rending, 20 Off Gaz.
373, 1848. 1026, 1881.

2 Gelpcke v. Dubuque, '1 Wallace, ¢ Eastman v, Bodfish, 1 Story, 530,
322, 1803 ; Catlin v. Insurance Co. 1841,
1 Sumnper, 440, 1833 :; Iischer v, 6 Wilder v. McCormick, 2 Blatch,
Hayes, 6 I'ed. Rep, 79, 1881, 32, 1846.
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§ 436. The damages incurred by the plaintiff on aceount of
a defendant’s infringement must be stated specially, becauso
no particular damage necessarily arises from infringements of
patents, and therefore none 18 implied by the law.'! The
special damages to be alleged in any particular case depend
upon the circumstances of that case : depend upon the par-
ticular criterion of damages upon which the plaintiff relies.
The varions measures of damages in patent ecases are stated
and cxplained in the nineteenth chapter of this book. One or
more of them will be found to be applicable to every case
which is likely to arise. IFrom among them, the pleader may
select those which he expeets to be able to prove to be perti-
nent, and may then draw his special statement of damages ac-
cordingly. Such a special statement is required by the sub-
stantial principles of pleading, as well as by its technical rules,
Without it, the defendant would not be apprised of all the is-
snes of the ease. Ile would not know, till the day of trial,
whether ihe plaintiff would prove an established royalty, or
prove interference with his business, or prove what would be
a reasonable royalty, as the criterion of Lis damages. The de-
fendant would therefore have to go to court provided with wit-
ness on all these points, or would have to trust his sagacity, and
euess which of these points he would be ealled upon to meet.
It was to prevent such inconveniences that written pleadings
were originally designed ; and for the same purpose among
others, they are still retained as a part of actions in courts.

§ 437. The conclusion of a proper declaration in a patent
casc alleges that, by force of the statutes of the United States,
a right of acition has acerued to the plaintiff, to rccover the
actual damages which the declaration specifies, and such ad-
ditional amount, not exceeding in the whole three times the
amount ot such actnal damnages, as the court may see fit to ad-
judge and order, besides costs. The conclusion ends with the
ancient allegation of Lringing suit.

§438. A declaration, though not drawn in due form, is
sufficient for practical purposes, if it contains all that is essen-

11 Chitty on Pleading, 396.
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tial to enable the plaintiff to give evidence of his right and of
its violation by the defendant, and affords to the defendant
the opportunity of interposing every defence allowed to him
by law.' Courts do not encourage merely technical objections
to pleadings, and even on special demurrer will seek to sustain
those which, though not technically aceurate, are substantially
sufficient for the real purposes of pleading.

At this point the attention may turn from the first pleading
of a plaintiff in a patent action, and may engage itself for a
while with pleadings which are appropriate to defendunts in
such casces.

§ 439. Dilatory pleas in patent actions are not materially
different in their nature and operation from corresponding
pleas in other common law cases. 1t is therefore unnccessary
to treat thosc preliminary defences in this book, IRecourse
may be had to the standard works on common law pleading,
for whatever information the patent pleader may require npon
the subject.

§ 440. The defences. which are pleadable in bar to an action,
arc very numcerous in the patent law, and most of them are
peculiar to that branch of jurisprudence. Where the facts ap-
pear to sustain him in so doing a defendant may plead : 1.
That the matter covered by the original letters patent, was not
a statutory subject of a patent : or 2. That it was not an in-
vention : or 3. That it was not novel at the time of its alleged
invention : or 4. That it was not useful at that or any other
time : or i. That the inventor actually abandoned the mven-
tion, before any application was made for a patent therefor : or
6. That he constructively abandoned it, by allowing it to be 1n
public use or on sale more than two years before such applica-
tion : or 7. That the invention claimed in the original patent
is substantially different from any indicated, suggested, or de-
seribed in the original application therefor: or 8. That the
patentee surreptitiously or unjustly obtained the patent for
that which was in fact the invention of another, who was using
reasonable diligence in adupting and perfecting the same : or

1 Wilder v. McCormick, 2 Blatch, 37, 1846.
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0. That the invention was made by another jointly with the
sole applicant : or 10. That it was made by one only of two
or more joint applicants: or 11. That for the purpose of de-
ceiving the public the description and speeification filed in the
Patent Ofiice was made to cover less than the whole truth
relevant to the invention, or was made to cover more than was
necessary to produce the desired effect: or 12. That the de-
seription of the invention in the specification, is not in such
full, clear, concise, and exact terms as to enable any person
skilled in the art or science to which it appertaing, cv with
which it i3 most nearly connected, to make, construet, com-
pound, and use thesame : or13. That the claims of the patent
are not distinet : or 14. That the patentce unreasonably d--
Jayed to enter o needed disclaimer : or 15. That the original
patent was surrendered and reissued in the absenee of every
statutory foundation therefor : or 16. That the claims of the
reissue patent in suit are broader than those of the original,
and that the reissue was not appilied for till a long time had
clapsed after the original was granted : or 17. That the reissuc
patent in suit covers a different invention from any sngeested,
indicated, or described in the original specification or draw-
ings : or 18. That the patent was extended without any statu-
tory application therefor : or 19. That the patent was repealed:
or 20. That the patent legally expired before the alleged in-
- fringement began, or before it ended : 21. That the patentee
made or sold specimens of the invention covered by his patent,
without marking them ¢ patented,” and without notifying the
defendant of his infringement : or 22. That the plaintiff has
no title to the patent, or no such title as can enable him to
maintain the action : or 23. That the defendant has a license,
which anthorized part or all of the doings which constitute the
alleged infringement : or 24. That the defendant has a release,
discharging him from liability on aceount of part or all of the
alleged infringement : or 25. That the defendant is not guilty
of any infringeraent of the patent upon which he is sued : or
26. That the plaintiff is estopped from enforeing his right of
action ; or 27. That the cause of action sued upon is partly or
wholly barred by soine statute of limitation.
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§ 441. The first fourteen of these defences assail the validity
of original patents ; and either of them, if successfully main-
tained, will defeat any such patent, and therefore defeat any
action based thercon. All of the fourteen are also applicable
to actions based upon reissue patents, for though a defeective
or insufficient specification, or a defective or insufficient claim,
or an excessive clum, can be cured by surrender and reissue
those faults are sometimes retained and sometimes introduced
in reissues.’

The fifteently, sixteenth, and seventeenth of these defences
assail reissues as reissues. 1o what extent those defences, if
successtul, will affect the patent, or the action, are points
which are explained in the chapter on reissues.®

The eighteenth defence applies only to the extended terms
of such patents as were extended by the Commissioner of Pat-
ents. If maintained with success on the trial of an action for
infringement of such an extended term, such a detence would
be completely eflicacious ; because the Commissioner never had
jurisdiction to extend any patent without such an application
therefor as the statutes required.

The nineteenth defence, when true, will certainly be a full
one, to any action based on alleged infringements which were
committed after the repeal of the patent.  Whether it will be
a defence to any infrincement committed before that time,
will depend upon whether the patent is repealed ad in<tio, or
only ¢n futurum. Asno United States patent for aninvention
was ever yet reported to have been repealed, no further infor-
mation on this point can at present be conveyed.

The twentieth defence will be available where the detendant
can prove that the invention was patented with the knowledge
and consent of the inventor in some foreign country before 1t
was patented in the United States, and that such foreign
patent expired before the United States patent purported to
terminate. This defence, if suceessful, will not affect the
validity of the patent. It will merely limit the time wherein
it 1s capable of being infringed.?

¥ Revised Statutes, Section 4916, § Section 163 of this book.
? Sections 220 and 249 of this book,
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The twenty-first defence, if sncecessful, will bar the action,
but it will not affect the patent. Any oral or written notice of
infringement, if given to the defendant without stopping his in-
fringement, will have some effcet upon this defence.” Whether
it will entirely oust the defence, or will oust it only as to
subsequent infringements, is a point which appears not to
have been much considered. The decision in the case lasv
citcd was based on the latter opinion, though an argument
could be deduced from the statute which would favor the
former.’

The last six of thec twenty-seven defences are all without
relevancy to the validity of the patent. Iither of them may
be partly or wholly successful, according to the cireumstances
of each action, regardless of the success or want of suceess
which may attend the other twenty-one.

§ 442. The ancient rules of common law pleading would
require a special plea for cither of the twenty-seven defences,
which are enumerated in Scction 440, save only the defense of
non-infringement, and sometimes that of want of title.® DBut
a loose and unscientific relaxation of that part of those rules,
crept at one time into practical pleadings, both in England and
America. The abuse was reformed in England in the fourth
year of Willimin the Fourth ;* but in the United States it has
continued, exeept so far as it has been limited or enlarged
by legislation in particular States. DBut there was never
any principle which guided this departure from the ancient
law, and therefore no foundatio ‘or any science of the sub-
jeet.  Where an authoritative precedent can be found for a par-
ticular relaxation, that particular relaxation must be regarded.
In the absence of such a precedent, the safe and proper course
is to conform to the ancient common law rules, unless the
pleader is willing to risk his defence upon the theory that
State statutes relevant to pleadings are binding on Federal
courts when trying patent actions of trespass on the case. The

! New York Pharmical Association 8 Stephen on Pleading, 1060,
v. Tilden, 14 Fed, Rep. 740, 1882, i Stephen on Pleading, 158.
* Revised Statutes, Section 4900,
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text writer believes that they are not binding under such eir-
cumstances, because actions of trespass on the case were firgt
prescribed by Congress for patent suits in 1790, and be-
cause the law has never since been changed in that particuler,
and because,' therefore, there seems to be no authority for
holding that such an action under the Revised Statutes, is a
different proceeding from what it was under the earliest of the
statutes at large.

§ 443. The patent statute provides that five of the twenty-
seven defences may be made under the general issue, accom-
panied with a certain statu..ory notice of special matter.’
Those are the defences wlueh, in Section 440 of this book, are
numbered three, five, six, eight, and eleven, respectively., In
the statute, they arc mentioned in a different order ; and in-
deed the fifth wnd sixth are there grouped together, and the
third is there sepurated into two parts. The reasons for chang-
ing the classification in those particulars are probably obvious
to the reader. 'The fifth and sixth defences are entirely dis-
tinct from each other ; while the third is sustained by evidence
of anticipating matter, whether that matter is a prior patent
or printed publication as contemplated by one division of the
statute, or is a prior knowledge or use as contemplated by an-
other. Either of these five defences may also be made under
a sp~rial plea, instead of under tlte general issue accompanied
by notice, if the defendant so determmes Bt if any defend-
ant uscs both these forms of pleading for any one defence,
the court will on motion cal] upon him to select the ¢ne which
he prefers, and to abandon the other."

8 444. Notices of special matter must be in writing, and
must be served on the defendant or his attormey at least thirty
days before the trial of the case.® No such notice requires
any order of court as a prerequisite thereto ; and depositions
taken Defore the service of such a notice, are as admissible

4

11 Statutes at Large, Ch. 7, Sec. 4, 218, 1832 ; Day v. Car-Spring Co., 3
p. 111 Blatoh. 181, 1854.

¢ Revised Statutes, Section 4920, ¢ Road v. Miller, 2 Bissell, 16, 1867.

3 Evans v. Eaton, 3 Wheaton, 454, 5 Revised Statutes, Section 4920,

1818 ; Grant v. Raymond, 6 Peters,



OHAP, XVIIL ] ACTIONS AT LAW. 325

ander it as if taken afterward.’ It is not the purpose of the
statute to oblige the defendant to give notice of anticipating
matter before taking testimony, and thus to enable the plaintiff
to tamper with the witnesses. Its only purpense is to give the
plaintiff thirty days before the trial, in which to secure evi-
dence to contradict the testimony of the defendant’s witnesses,
in case the latter is untrue.

Notices of want of novelty must state the names of the prior
patentees, and the dates of their patents, where prior patents
are relied upon ; and where prior knowledge or use is relied
upon, such a notice must state the names and residences of the
persons alleged to have had the prior knowledge of the thing
patented, and where and by whom it was used.” Where
prior printed publications are relied npon as negativing the
novelty of the patented invention, the statute does not say how
such publications are to be identified in such notices. But the
Supreme Court has decided that they must be pointed ount with
suflicient definiteness to relieve the plaintiff from making an
unnccessarily laborious search therefor.” In the case just
cited, a notice was held to be insufficient, which stated that ihe
patented thing was described in a certain book therein men-
tioned, but did not state in what part of that book it was so
described. Notices of prior knowledge or use are sufficiently
specific, when they specify the city in which that knowledge
or nse existed or o¢eurred, and give the names of persons who
had that knowledge, or who engaged in that use, and state in
what city those persons reside. That is to say: the word
‘“ where’’ and the word ‘¢ residence,’’ as those words are’used
in the statute, refer to cities, villages, or towns, as the case may
be, and do not refer to particular houses, factories or farms.

The names of witnesses as such need not be mentioned in
a notice, yet it is often necessary to use as witnesses, persons
who are named in the notice as having been engaged in the
prior use to be proved, or as having known of the anticipating

1 Teese v. Huntingdon, 23 Howard, 1852,

2, 1859, 4 Wise v. Allis, 9 Wallace, 737,
) Revised Statutes, Section 4020, 1869,
3 Bilsby v. Foote, 14 Howard, 218,
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process or thing. Accordingly where a notice alleges that
A. B. used an anticipating machine in a certain city, and that
C. D. had knowledge of that prior use, those facts may both
be proved by E. F. without mentioning his name in the
notice.” Dutif A. B.is the only available person by whom
to prove his prior use, or if his testimony on that point
is to be taken together with that of others, his name must
still be mentioned in the notice : mentioned not as a witness
to be called to prove a fact, but as the person who transacted
that fact. | '

Notices need not stato the particular time when an anticipat.
ing printed pnblication was published, nor when an anticipat-
ing process or thing was known or used ;* but they must
state the dates of all alleged anticipating patents.” If a notice
does unnecessarily state a particular time, that statement will
be regarded as harmless surplusage, and a variance therefrom
in the evidence, will not render the latter inadmissible.*

§ 445. Where any defence to a patent action can be based
upon a fact of which the court will take judicial notice without
evidence, that defence may be made under the general issuc
without any special pleading. This point has perhaps never
been adjudicated in an action at law, but the principle upon
which it rests is fully established in actions in equity ;® and
there 1s probably no reason to doubt that it will also be enforced
on the law side of the Federal courts. In the case last cited,
Justico Woobs, in delivering the opinion of the Supreme Court,
made the following remark : ‘¢ Every suitor in a cause founded
on lefters patent should, therefore, understand that the ques-
tion whether his invention is patentable or not is always open
to the consideration of the court, whether the point is raised
by the answer or not.”> Now it has been shown that in order
to be ¢ patentable’ a process or thing must have four charac-

! Planing-Machine Co, v, Kaeith, ¢ Phillips v, Page, 24 Howard, 164
101 U, 8. 493, 1879 ; Many v. Jagger, 1860,
1 Blatch. 376, 1848. $ Brown v. Piper, 91 U. 8. 37,
# Phillips v, Page, 24 Howard, 164, 1875 ; Slawson v. Railroad Co. 107
1860. - U. 8, 649, 1882,

3 Revised Statutes, Section 4920,
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teristics, It must be astatutory subject of & patent. It must
be an invention. It must be novel. It must be useful.'
But Justice Woops used the word ‘¢ patentable’’ in the first
and second of these senses only. It was long ago settled that
special pleading, or a statutory notice, is necessary to the de-
fence of want of novelty,” and alleged want of utility is so
plainly & question of fact, depending upon evidence, that
plaintiffis ought not to be liable to be surprised with that
defence, on the trial of an action at law. DBut Justice Woobs’
remark, even when thus limited, requires also to be read in
the light of the case then at bar. In that ease, the patents
were held void for want of invention. To find them so, the
court had only to take judicial notice that windows had there-
tofore been placed in opposite walls of rooms, and that rays of
light had theretofore been reflected throngh apertures.

§ 446. The first and second defences are those which come
within the doctrines of the last section relevant to judicial
notice. The first defence is applicable only when a ¢ prinei-
ple’” has been patented, as for example by the eighth claim of
Moree,” or by the anwmsthesia patent of Morton and Jack-
son.'  The applicability of those doctrines to that defence is
perhaps invariable. But where a patent is assailed for want of
invention on account of prior facts which must be proved by
evidence in order to be acted npon by courts, there appears to
be no warrant for saying that the second defence need not be
pleaded. Justice requires that the plaintiff be notified before-
hand of such a defence, as truly as of the dofence of want of
novelty ; for it may equally be based on facts outside & the
patent, and outside of the knowledge of the inventor and of
the plaintiff,

Y 447. The third defence may be based upon a special plea,
instead of on the general issne accompanied by notice, and when
that practice is adopted, that plea is the only notice which the

1Chs I. to IV. of this book. 112, 1853.
? Agawam Co, v. Jordan, 7 Wallace, ¢ Morton v. Infirmary, 5 Blatch,
b83, 1868, * 116, 1862.

*O’Reilly v. Morse, 15 Howard,
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plaintiff can claim," Federal courts of equity, without any
statute prescribing that course, have always followed the law
relevant to notices of want of novelty ; and have uniformly
rejected evidence on that point, unless the defendant, in his
answer, gave the plaintiff the same kind and degree of infor-
mation thereof, that the statute calls upon a defendant, who
pleads the general issue at law, to give in his notice.” Courts
of law will probably follow this salutary example, and will call
upon defendants who elect to plead specially, to make their
special pleas as full in this respect, as the statute requires
notices to be when the general issue is adopted. So also, it
has been held that special pleas, when used instead of notices,
must be filed at least thirty days before the term of trial, or
the plaintiff will be entitle: to a continuance.” 'This holding
was 80 reasonable that it can be supported on the ground that
every court has power to make reasonable rules to regulate the
time of filing pleas.* A special plea which has been stricken
out by order of court, cannot operate as a notice and thus far-
nish the foundation of a defence which requires a notice in the
absence of a special plea.’

§ 448. The fourth defence is not among those which can be
made under the general issue accompanied by notice. There
is probably no case in which it has been sucecessfully made in
equity, without being set up in the answer ; or at law, without
being set up in a special plea. In the absence of such pre-
cedents, it would be unsafe for a pleader to attempt such an
innovation on the rules of the common law.

§ 4¢9. The fifth and sixth defences always require evidence
outside of the patent, and outside of the doctrines of judicial
notice. They may be made under the general issue accom-
panied by the statutory notice,’ or under a special plea, but

1 Evans v, Eaton, 3 Wheaton, §04, 4 Packet Co. v. Sickles, 19 Wallace,

1818. 611, 1873,
2 Agawam Co. v, Jordan, 7' Wallace, 5 Foote v. Silsby, 1 Blatch. 445,
583, 1868. 1849,

S Phillips v. Comstock, 4 McLean, ¢ Rovised Statutes, Section 4920.
6536, 1849,
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there is no reason to suppose that they can lawfully be made
" under the general issue alone.

8 450. The seventh defence is not based on any express
statute. Its foundation is the general spirit of the patent
laws, re-enforced by the dicta of the Supreme Court in the
case of Railway Co. v. Sayles.’ Evidence to support it must
always be drawn from outside of the patent, and must be
regularly introduced into the case. This defence is therefore
to be made by a special piea, when it is made at all. But its
applicability will always be very infrequent.

§ 451. The eighth defence may be made either by the gen-
cral issue accompanied by notice,’ or by a special plea. It
applies to cases where another than the patentee preceded him
in the first conception of the patented thing, but did not pre-
cede him in adapting it to actual use. If that other stopped
with that conception, the validity of the patent is not affected
thereby, but if he used reasonable diligence in adapting and
perfecting the invention so eonceived, no subsequent inventor
can have a valid patent, surreptitiously or unjustly obtained by
him for the same invention. Such a patent is surreptitiously
-obtained, where the patentee appropriates the idea from the first
conceiver, and, exceeding him in speed, reduces the invention
to proper form, and secures the patent, while the first con-
ceiver is diligently laboring to adapt the invention to wuse.
Such a patent is unjustly obtaired, if it is issued to a sub-
sequent inventor, without notice to the first conceiver, when
a caveat of the first conceiver is on file in the Patent Office.®
Where this defence is pleaded, 2ll its elements must be incor-
porated in the plea. The allegation of unjust or surreptitious
obtaining of the patent, must be accompanied by an ailegation
that the first conceiver was at the time using reasonable dili-
gence In adapting and perfecting the invention.*

§ 4562. The ninth and tenth defences are based on the fact

' Railway Co. v. Sayles, 97 U. 8. 1859.

563, 1878. | ¢ Agawam Co. v, Jordan, 7 Wallace,
? Reviged Statutes, Section 4920, 683, 1868,
* Phelps v. Brown, 4 Blatch. 362,
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that patents can lawfully be granted to no one but the invent.
ors of the things covered thereby, or to those who represent
them as assigns or legal representatives.” Netther of those
defences can ever receive any support from the face of the
patent, or from any fact of which any court can take judicial
notice. Both depend upon evidence aliunde, and either must
be interposed in a special plea, for the statute does not include
cither among those defences which may be made under the
general issue accompanied by notice. |

§ 463. The eleventh defence may be set up under the gen.
eral issue accompanied by notice,’ or in a special plea. Itis
a defence which is oftener put in by pleaders who are at a loss
how to defend, than it is by those who assail patents intelli-
gently. It has seldom or never been made with success, be-
cause patents are seldom or never obnoxious to the objection
which it involves. Even where a patent does contain too
much or too little, this defence does not apply, unless the fault
was intended, and was intended to deceive the public.’

§ 454. The twelfth defence is somewhat similar to the first
member of the eleventh ; but unlike that, 1t cannot be based
on the general issue accompanied by notice : and it does not
require the element of intention to deceive. It is based upon
that provision of the statute which malkes a full, clear, concise,
and exact description of the invention a prerequisite to the
jurisdiction of the Commissioner to grant a patent. If a
patent falls below the statutory requirement in that respect,
that patent is void.®* Whether a given patent does so fall, 18
a question of evidence and not of construction.® This defence
must be interposed in a special plea ; for neither the statute
nor any pracedent contemplates its being based on the general
issue, either with or without notice ; and still less does any
rule of law provide for its being made on the trial of an action .

without being pleaded at all.

1 Sections 50 and 51 of this book, 5 O'Reilly v. Morse, 16 Howard,

? Revised Statutes, Section 4420. 62, 18b63. '

3 Hotchkiss v. Oliver, 6 Denio ¢ Loom Co. v. Higgins, 105 U, 8.
(N. Y.) 314, 1848, 680, 1881,

4 Revised Statutes, Section 4888,
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'§ 450. The thirteenth defence is based on the statute which
requires, that before any inventor shall receive a patent for his
invention, he shall particularly point out, and distinctly claim,
the part, improvement, or combination which he claims as his
invention.' It is a defence of decided merit, aimed by the
policy of the law at nebulous claims. The courts have not
heretofore gono quite so far in upholding this defence, as the
statute would perhaps justify. I’robably the strongest judi-
cial language heretoforc used on the subject, is that of the
Supreme Court in the case of Carlton 2. Bokee.? In that
case, Justice BRADLEY, in delivering the opinion, said that :
“Where a specification by ambiguity and a needless multjpli-
cation of nebulous claiins, i8 caleulated to deceive and mislead
the publie, the patent is void.”” A special plea is also the best
and safest means of inferposing this defence ; though there is
less meritorious necessity for special pleading in support of it,
than in support of any other defence which assails the validity
of a patent. The question of such validity, as against this
defence, 15 a question of construction of the document, to
decide which, a judge will seldom require aid from outside
the letters patent themselves.

§ 456. The fourteenth defence is based upon the statute’
which provides that where a new invention and an old one are
hoth claimed in a patent, the patentee may sustain an action
on the former, but not unless he diselaims the latter without
‘unreasonable delay." That the old invention was old, and
that the delay to disclaim it was unreasonable, are matters of
fact depending upon evidence. There is therefore no reason
to suppose that this defence can be made in any action at law,
without a special plea to give it entrance.

§ 4567. The fifteenth defence goes to the jurisdiction of the
Commissioner to reissue the patent in suit. In the chapter on
reissues, the defence is discussed with some fulness.* What-
ever doubt may exist relevant to its validity, it is clear that

-1 Revised Btatutes, Section 4888, 2 Revised Statutes, Section 4922,

®Carlton v, Bokee, 17 Wallace, ¢ Sections 221 to 225 of this book,
472, 1873,
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the questions which are involved in its applicability to a par
ticular case, are mainly questions of fact, depending upon
ovidence n pazs, and that a special plea is therefore the
proper means of bringing it to the attention of the court.

§ 458. The sixteenth defence originated in the ycar 1882,
and though not based on the letter of any statute, it hus already
been many times enforced. The first element in its founde-
tion is a point of comparative construction of the original and
the reissued patent. But inasmuch as a pluintiff, suing on a
reissue, need not introduce the original in evidence, even that
~element depends upon proof by the defendant of the contents
of the original. The second element is a variable quantity,
for the particular length of time, between the date of an
original and the application for & reissue patent, which will be
fatal to a broadened reissue, depends upon the circumstances
of each case, and those circumstances can be made known to
the court throngh evidence alone. These considerations point
to the propriety of disregarding this defence, in an action at
law, unless it is set up in a special plea, and the plaintiff thus
notified of what he must meet on the trial.

§459. The seventeenth defence is among the most common in
patent litigation. It also depends npon proof of the original
patent, and requires at least that amount of evidence to sup-
port it. In cases where the question of sameness or difference
of invention is a complicated one, courts will generally require
the benefit of evidence on that subject to aid them in deciding
the point.” Tn order to give both sides an opportunity to
produce such cvidence, a special plea is necessary to be insisted
upon. Such a requirement is consistent also with the practico
in equity, where this defence has been interposed on that side
of the courts.

§ 460. The eighteenth defence has seldom been made, and
has never been made successfully in any reported case. It
will probably never again be applicable to any extensiun, for
extensions.capable of being sued upon are rapidly diminishing

o

' Miller v. Brass Co, 104 U, 8, 2 Powder Co. v, Powder Works, 98
350, 1882, U. S. 134, 1878.



OHAP., XVIIIL] ACTIONS AT LAW. 333

in number. If an occasion should arise for its interposition, it
ought to be set up in a special plea, for it depends upon a
point of fact, and one upon which evidence ountside of the put-
ont is likely to be required.

§ 461. The nineteenth defence will of course requmire cvi-
dence of the record of the court which repealed the patent.
But as that reeord cannot be contradicted by any evidence, and
as no repeal could have been had without the knowledge of
the plaintiff or his privics, there seems to be no meritorious
reason why a special plea should be insisted upon to sustain
this defence. Dut in the absence of a precedent, that will ho
the safest pleading for the defendant to file.

§ 462. The twentieth defence demands a special plea, because
the evidence to prove it must come from outside of the patent,
and when produced it must generally be supported by expert
testimony that the foreign patent produced is really one for
the same invention as the United States patent in suit., Indeed
the defence may fail even then, for it cannot stand against
proof that the foreign patent was surreptitiously taken out by
unother than the United States patentee, and without his
knowledge or consent. It would be highly unjust to allow a
plaintiff to be surprised on the trial of an action at law, with
proof of a foreign patent for his invention granted to another
after hisinvention was made, but before the date of his patent.
Such a piece of evidence, if unexplained, would limit the
duration of the United States patent, and thus perhaps defeat
the suit.' But if the plaintif could have time to prove that
it was granted without the knowledge or consent of the in-
ventor or patentee, it would have no unfavorable effect npon
lus rights. It is clear, therefore, that no such issuc ought to
be sprung upon a plaintiff when before the court. A special
plea is requisite to give him notice of a fact apparently so
unfavorable, but which may really be harmless when ex-
plained.

§ 463. The twenty-first defence is prima facie made out, by
proof that the plaintiff made or sold specimens of his invention

I Revised Statutes, Section 4887,
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without marking them ¢ ﬁatented.” But it can be at leagt

partly, and perhaps wholly, overthrown by proof that the

defendant continued to infringe, after he was duly notified of

the patent and of his infringement.' It is therefore certain
that the prima facie evidence onght not to be admitted without
a special plea, because if it were, a verdict might be based on
only half of the truth, even where the other half would have
led to a contrary conclusion if the plaintiff had been notified
of the necessity of producing the evidence to prove it.?

§ 464. The twenty-second defence can be made nnder the
general issue, where the defendant .nerely proposes to argue
that the plaintiff’s evidence does not make out any title, or
‘makes out no such title as enables him tosue in an action at
law. But where the defendant attacks the plaintiff’s title on
the basis of a paramount assignment to another, he ought to

plead the defence specially, for otherwise the plaintiff might

be surprised on the trial with evidence which, with a little time
for preparation, he could perhaps explain-away, or perhaps
overthrow.

§ 465. The twenty-third and twenty-fourth defences both
required to be pleaded specially according to the pleading rules
of the ancient common law.” But under the relaxation
which obtained in England, late in the last century, they
could, in ordinary cases, have been proved under the general
- issue.® 'That relaxation does not, however, deserve to be ex-
tended by any process of reasoning by analogy ; and it is pos-
sible that the courts will hold that it does not apply to patent
litigation in the United States. |

§ 466. The twenty-fifth defence is one to which the plea of
the general issne is, and always was, appropriate, for it is a
defence which consists simply in a denial of the alleged in-
fringement.® And even where a proper defence of non-
infringement involves evidence of the state of the art, the
genecral issue is a sufficient plea under which to make such a

1 Revised Statutes, Section 4000, 3 Stephen on Pleading, 158.
* Rubber Co. v. Goodyear, 9 Wal- 41 Chitty on Pleading, 491.
lace 801, 1869, 5 Steplien on Pleading, 160.
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defence, because no notice to the plaintiff is necessary to ren-
der such evidence admissible.? ]

§ 467. The twenty-sixth defence is as proper in an action
at law. as it is in an action in equity.” Estoppels in patent
cases are like those in other cases, in that they are divisible
into three classes : Lstoppels by matter of record ; by matter
of deed ; and by matter «n pais. The principles of estoppel
constitute a systemafic department of the law, to the develop-
ment and delineation of which a number of text-writers have
devoted careful and thorough consideration. No extensive
discussion of the subject is therefore to be expected in this
book. Something has already been written about estoppel in
pa:8, in connection with the subject of implied licenses.’
Something more may be added in this place, about estoppels
by matter of record, and by matter of deed, for the patent
precedents contain a few cases in which those doctrines have
been applied to controversies touching letters patent for in-
ventions, But the investigator will often need to resort fo
the standard text-books on estoppel, when seeking for the law
applicable to such matters, as they may hereafter arise in patent
litigation ; for the instances in which the doctrines of estoppel
have heretofore been applied to patent cases are comparatively
few. Those doctrines may, however, be deduced from other
kinds of causes, and then applied in patent litigation with all
their inherent foree.*

§ 468. Estoppel by matter of record arises out of the doc-
trine of 7es judicate ; and indeed that sort of estoppel gen-
erally and properly passes under the name of that doctrine.
It is a requirement of public policy and of private peace,
that each particular litigation shall duly come to an end, and
that when once ended, it shall not be revived. The law

- therefore properly requires that things adjudicated, shall not

again be drawn in question between the same partics, or be-

* Agawam Co, v, Jordan, 7 Wallace, 584, 1879 ; City of Concord v. Nor-
683, 1868 ; Blanchard v. Putnam, 8 ton, 16 Fed. Rep, 477, 1883.
Wallace, 420, 1869 ; Dunbar v, My- 3 Section 815 of this book.
ers, 94 U. 8, 198, 1876. 4 Duboise v. Railroad Co. 5 Fisher,

? Dickerson v, Colgrove, 100 U 8. ~ 208, 1871,

)
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tween any persons whose connection with the adjudication is
such that they onght not to be permitted to gainsay its result.
But things are not adjudicated in this sense till they are adju-
dicated finally. Interlocutory decrees, therefore, furnish no
foundation for a plea of res. judicata. A final decree is
pleadable, in a subsequent action, notwithstanding the defend-
ant may have new defences to interpose : defences, which he
did not deem it necessary tomake to the former suit, ordid not
learn of in time to set them up in the former litigation.” And
final decrees or judgments are not only binding on the parties
to the actions from which they resulted, but they are also
binding upon all persons who purchase interests in the subject-
matter of litigation after such decrees or judgments are
entered ;° and upon all persons who assumed the control
and expense of the former litigation, even though not parties
thereto.* So also, judgments by default and decrees pro con-
fesso are pleadable as res judicata, if they are finalin their
"nature, with the same effect as are judgments or decrees which
were rendered after a long-contested litigatien.® Dut in
order to be binding on either party to a new action, a former
judgment or decree must be binding on both. No former
adjudication is pleadable in favor of either party to a suit
unless it would have been pleadable against him, if it had
been rendered the other way.’

§ 469. Estoppel by matter of deed may also arise in patent
affairs, 'Where, for example, an assignor or grantor of a pat-
ent right, afterward infringes the richt which he conveyed,
he is estopped, by his conve: “nce, from denying the validity
of the patent, when sued for its infringement.’

I Rumford Chemical Works v, 5 Bradford v. Bradford, 6 Con-
Hecker, 2 Bann. & Ard. 359, 1876, necticut, 131, 1823 ; Davis v. Mur-
2 Duboise v. Railroad Co. 5 Fisher, phy, 2 Rich. (8. C.), 560, 1846.
210, 1871. ¢ Ingersoll v, Jewett, 16 Blatch.
3 Consolidated Fruit-Jar Co. v. 378, 1879 : Dale v. Rosevel, 1
Whitney, 2 Bann. & Ard. 33, 1876. Paige (N. Y.) 85, 1828 ; Paynes v
4 United States Felting Co. v,  Coles, 1 Munford (Va.) 394, 1810.
Asbestos Felting Co. 4 Fed. Rep. 816, 1 Consolidated Middlings Purifier
1880. 7 Co. v Guilder, 9 Fed, Rep. 156, 1881.





