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sufficient to prevent a subsequent original inventor, who hag
perfected his invention without knowledge of the prior invention,
from his right to a patent ; but, on the other hand, where a prige
inventor has been using reasonable diligence to perfect and adap
the invention to practical use, his right will be preserved and
protected, although his success may not have been perfect,
“The expression in our statute means that the patentee must
have been the inventor first in point of time before all others,”
With these these principles to guide me, I feel obliged to come
to the same conclusion with the Commissioner of Patents, that,
even putting out of the case Ketchum's testimony (unless I could
bring myself to believe the other two witnesses perjured), that
Ketchum’s invention and McCormick's are substantially the
same—1I mean the principle is the same, though there is a
difference in having the double inclination of the board—and that
Ketchum, assignor to Rufus L. Howard, is the prior inventor, and
I do so decide, there being also sufficient evidence to show prac-
tical use. *

P. H. Watson, for appellant.

W. P. N. Fitzgerald, for appellee.

B
I RE SAMUEL SEELY, APPLICANT. APPEAL FROM REFUSAL
To GRANT PATENT.

COMMISSIONER AND EXAMINERS EXAMINED UNDER oATH.—Taking the sections of
the acts of 1836 and 1839, relating to appeals from the decision of the
Commissioner, together, it is evident that the judge succeeded to the power
formerly conferred upon the board of examiners to require the Commis
sioner and the examiners in the Patent Office to farnish such information
as they might possess relative to the matter under consideration, and %0
held ; that an examiner might be interrogated under oath as to the pti-“l"'
nature and features of the invention in dispute.

R

*The patent was subsequently issued to Rufus L. Howard, assignet of
Willinm F. Ketchum, No. 9737, May 17th, 1853,
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NTION—ADDITIONAL EVIDENCE IN SUPPORT oF.—Where an
complied with all the formal requirements of the law by
application, and it is not found upon examination that the
js subject to any of the objections mentioned in the lnw as fatal
1  of a patent, it is not competent for the Commissioner to require
‘evidence as to the practical result of the invention.
ON PRIMA-FACIE EVIDENCE—REDUCTION T0 PRACTIOR.—The oath
accompanying the application is prima-facie evidence that the
erein set forth has been made, and none of the patent laws
required that the invention should have been in use or reduced
ctice before the issuing of the patent otherwise than by
model, drawing, and description of the invention as required

ANT"—XOT A MATTER OF DEGREE—NOT FRIVOLOUS OR MIS-
guestion whether the invention is sufficiently useful and
not refer to iits degree of utility as compared with other
of the same kind, but rather to its purpose, as whether, being
use, it is destined for some beneficial purpose, or is merely
gnificant, or misthievous to society.

OF OLD DEVICES—NEW AND BENEFICIAL EFFECT.—A patentable
consist of the use of an old thing in a known manuer, to
| effects already known, when the result is new and better in the
hat the effects are more economically or beneficially enjoyed by the

w coMBINATION.—Thus the application for the first time
n of a blast fan, or of both blast and suction fans, or of an
it whereby the heating of the boiler of the blowing engine is
 the same furnace that heats the kiln, beld to be patentable
iy it appearing that if these features should operate in the manner
gy would effect a considerable saving of fuel.

LL, J., District of Columbia, May, 1853.)

STATEMENT OF THE CASE.

ation under consideration in this decision became
. 9736 May 17th, 1853. For diagram, see Patent Office
, vol. 1, page 203.

5 a case where there was no opposing party, and in

- decision rests only upon the examination of the Com-
nder the seventh section of the act of 1836, as thereby
- required of him in the cases therein mentioned.
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His decision was made the 24th of January, 1853, in which he
says, addressing himself to the appellant : ** In the matter of your
alleged improvement in lime-kilns, I have to state in relation to
the first claim that if the draft of a lime-kiln becomes too weak in
consequence of extending the height of a kiln for the purpose of
economizing heat, the application of any well-known means of
increasing the draft is obvious, and cannot be considered a new
and patentable invention. The use of two blowers—one a suction
blower and the other a forcing blower—in order that one may he
used when it would be inconvenient or impracticable to use the
other, is considered a matter of common right as obvious as that
of choosing between the two that which may be most convenient,
and not a thing which can be deemed in a patentable sense a
combination. In reference to the third claim—that of heating the
boilers of the engine by the same fire that heats the kiln—a like
device may be found in those furnaces in which the waste heat is
applied to heat the boiler of the blowing engine, which possesses
the same power of self-adjustment, if such a power be a practi-
cable thing in either case in accommodating the production of
steam to the blast required.”’

There were two reasons of appeal. The first, very nearly in
the language of the clause of the act of Congress just referred to,
which limits the examination of the Commissioner to matters
therein expressed, and the second reason is in the terms of the
part of the section which requires the Commissioner fo notify the
applicant of his refusal, giving him briefly such information and
references as may be useful, &e.

The Commissioner answers the first reason by saying that what
it states is a mere truism, because an appeal from a refusal of a
patent must always be for that reason. Nothing more can be
said specially in reply. And he refers to annexed copies of letters
of the gth and 11th of February last, communicating to Mr. Set*f}'
the reasons why the Office differs from the opinion expressed in
the first reason. The substance of the letter of the gth states
that the only things assumed as known devices in the official de-
cision of the 24th ultimo upon the first claim in the case of the lime-
kiln are, first, making the kiln high and feeding the limestone in at
the top, for the purpose of economizing heat ; and second, the *:lSe
of a fan or other mechanical blower as the means of increasing
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‘of a draft. These two devices are so generally
e Office does not consider a special reference to
necessary, so long as the increased addition to the
kiln and keeping up a sufficient draft involves only
‘carrying the economy of heat, and other advantages
long to the increase of height, to a greater extent.
Hion of a known means of strengthening the draft to
ar case is deemed unpatentable. On the second claim
hings assumed to be known, are, first, the forcing
d, the suction blower. As it is not pretended that
is new, a reference is not necessary. The Office
to be understood as giving its opinion upon the patent-
n view of those two things being known, of using both
e lime-kiln for the purpose specified. In regard to the
1, and the thing mentioned as an equivalent, the Office
ualifiedly stated that the latter does act in practice as
lator. On the contrary, serious doubts are entertained,
ed in the letter of the 24th ultimo, whether either one
in practice. If not, then the device in either case con-
in not building a separate fire for the engine-boiler,
where it may take its heat from the main fire, and
s will be considered as equivalent until satisfactory
placed on file that the one claimed has been actually
cally to perform the self-regulating function claimed

of the 11th, as to the first two claims, adds nothing.
third, the only additional thing is that the decision
ffice extends so far as this, that in the absence of the
fact that the thing does perform that function (that is,
: principle has been or can be made susceptible of
ly definite and constant relations in quantity to serve in
he means of such a self-regulation of the apparatus as
for it) a patent ought not to be granted for heating the
ler over the kiln fire instead of a scparate one.

day and place appointed by previous notice for the
e appellant appeared by his counsel and Mr. Lane, an
from the Patent Office, the Commissioner having laid
the original papers in the case, together with the
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grounds of his decision touching the points involved by the
reasons of appeal.

Upon the application of the counsel for the appellant, Mr,
Lane was sworn by the judge, according to the provisions of
the statute, for the purpose of being examined in explanation
of the principles of the invention for which the patent was
prayed. Objections on the part of the Office were made to
answering the seventh interrogatory and the twelfth as not being
embraced within the rule provided by the statute. The object
of both questions was to obtain information on the subject of the
peculiar nature and features of the invention forming the very
subject of the issue, and essential to the right claimed, and which
it was thought had not been sufficiently set forth in the report.
In the seventh section of the act of 1836, giving the party a right
of appeal to a board of examiners from the decision of the
Commissioner, it is made the duty of the Commissioner to
furnish to the board of examiners not only a certificate in writing
of his opinion and decision, stating the particular grounds of his
objections, and the part or parts of the invention which he con-
siders as not entitled to be patented, but also such information as
he may possess relative to the matter under their consideration.
By the act of 1839, chapter 88, this board was abolished, and
instead thereof the appeal was authorized to be made to the
chief judge of the District Court for the District of Columbia,
the eleventh section of which statute provides ‘‘that at the
request of any party interested, or at the desire of the judge, the
Commissioner and the examiners in the Patent Office may be
examined under oath in explanation of the principles of the
machine or other thing for which a patent in such case is prayed
for.” It is supposed, without the necessity of entering on any
particular course of reasoning on the subject, that it must appear
clear that the judge succeeded to the same authority that the
board possessed to require of the Commissioner and examiners
like information and to the full extent, and that the two laws
taken together in their provisions on this subject, authorized the
examination according to said interrogatories. The objections
must therefore be considered overruled.

This examiner stated that, so far as he knew, there never had
been a blast used in a lime-kiln before this; that the principle
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tion of the two blowers, so far as he knew, had never
n any other lime-kiln. And so with respect to the
rating heat and flame in the same furnace for the
‘calcining the limestone, and for the steam-boiler for
apparatus, in the sense that it is in no other lime-
other features of the invention, so far as related
were new, and that if the practical results would be
it would save considerable fuel, which is one of the
able items of expense. This is believed to be the
(The paper containing the statement referred to is
h.)
now to consider the reasons of appeal; and their
is such that they may both be considered together.
the construction of the seventh section of the act
of 1836, as to the extent of the jurisdiction of the
ner in requiring additional evidence in this case to
claim of the appellant to have a patent for his inven-
irms of the law declaring the previous requisites, on a
¢ with which the party is entitled; and those condi-
, if the applicant’s case falls, he will not be entitled,
licit as to need no other interpreter than itself, and need
stated.
ears to be admitted that the application, specification,
models, and oath have all been made according fo the
5 of the law, and it also appears that this is not a
nce.
tion claimed is a new and useful process, so arranged
in combination with the kiln for calcining limestone,
greatly beneficial to the public and more economical,
ving of expense in the cost of fuel, and producing a
and superior article of lime.
nmissioner in his report does not say in terms that he
ed in the course of his examination any evidence that
, as stated in its combination, falls within any of the
mentioned in the law as a sufficient ground to justify a
but he intimates that the parts (separated) are old,
l0wn things, and have been used in other applications ;
Ough considered as combined in the intended application
Ne-kiln, there is no evidence of what the practical result
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would be. This, 1 think, is not meeting the proposition as to js
practical result. To entitle the party to a patent, | consider it 35
settled law that (to use the language of Judge Cranch) ‘‘none of
the patent laws have ever required that the invention should he
in use or reduced to actual practice before the issuing of the pat-
ent otherwise than by a model, drawings, and a specification
containing a written description of the invention, and of the man.
ner of making, constructing, and using the same, in such full,
clear, and exact terms as to enable any person skilled in the art
to which it appertains to make, construct, and use the same.”
(Heath . Hildreth, anfe, p. 12.) To these facts the party appli-
cant is required to make oath of the truth ; and such, in a case of
this kind, is esteemed prima-facie evidence. ‘*Mr. Justice Story
has held that this oath on a trial is evidence in the cause of a
prima-facie character, and that it is the foundation of the onus
probandi thrown upon the defendant.”” (Curtis, sec. 30.)

In such a state of things, if the Commissioner shall deem it
sufficiently useful and important, it is his duty to issue a patent
therefor, as to which latter matter Curtis (sec. 28) says: ‘' The
subject-matter of a patent must not be injurious or mischievous
to society, or frivolous or insignificant.”” Again: “‘It must be
capable of use for some beneficial purpose; but when this is the
case, the degree of utility, whether larger or smaller, is not a sub-
ject for consideration in determining whether the invention will
support a patent.’’

Nor is this rule of evidence at all unreasonable. The proceed-
ing before the Commissioner is an initiatory proceeding, and,
from the nature of the subject, not unlike the practice in the
incipient stages of many other allowed cases.

With respect to the passage quoted by the Commissioner from
Curtis, section 401, on the subject of the use of old things in
combination, the second branch of the very same paragraph
shows a full explanation of the rule. The part quoted is where
the rule was intended to apply in a case where the new usc was
only so far as the occasion was concerned; but he says imme-
diately after, ‘‘or, on the other hand, the claim may be for the
use of a known thing, in a known manner, to produce effects
already known, but producing those effects so as to be more
economically or beneficially enjoyed by the public, which the law
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sptable subject.’”’  The result in this case was new

supplied it.

wole, I think there was error in the decision of the
refusing to grant the patent in this case, and [ do
| direct that the same be reversed and that a patent
prayed.

TON L. SMITH. APPEAL FROM REFUSAL TO
GRANT PATENT.

NEw vsSE.—A mere analogous use is not patentable; but
or improved manufacture is produced by new contrivances,
or arrangements; o new principle may be constituted, nnd

on or practice of old things will of course be new also,
ANUPACTURE—PATENTABILITY.—In judging whether there is an

alt in an article of manufacture, the usual test is whether the
of the article is as good at a cheaper rate, or better in quality
";ﬂu, or with both of these consequences partially combined.

o8.—It is no objection that a combination appears to be
the invention not very great, if it be not frivolous and foolish.
8B STATED.—A blank book or letter file prepared for imme-
coating the marging of the leaves with suitable adhesive
08 at the time of manufacture, is not anticipated by the practice
p8 or letters in a blank book not previously prepared, nor
adhesive paper.

L, J., District of Columbia, May, 1853.)

STATEMENT OF THE CASE.

ion under consideration in this case afterwards
ent 9776, June 7th, 1853. See Patent Office Re-
ol. 1, page 221.
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