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Opinion of the court.

Joun K. BowEN, ASSIGNEE OF JoHN S. KINGSLEY, APPELLANT,
>8.

Jurius HERRIET, APPELLEE. INTERFERENCE.

RiGHT oF APPEAL—PATENTEE.—In an interference proceeding a patentes has no
right of appeal from an adverse decision of the Commissioner.

Su—SM—EFFECT OF NEW APPLICATION.—Where a patentee involved in inter.
ference filed a new application for merely substitute or equivalent means
for carrying the invention disclosed in his patent into effect, and this
application was also included in the interference : Held, That he had no
independent status as an applicant, and that an appeal by him from the
adverse decision of the Commissioner was virtually an appeal by a patentes,

EQUIVALENTE—NEW PATENT THEREFOR.—A patent covers all equivalent modes
of carrying the invention into effect, although they are not specifically
described in the specification, and the patentee is not entitled to a new
patent for those equivalent modes.

COMPOBITION OF MATTEER—EQUIVALEST INGREDIENTS—NEW APPLICATION.—Where
the patent was for a composition of matter consisting of gutta-percha,
oxide of iron, and oxide of antimony in described proportions, which was
shown by the testimony to be the preferred form of the invention: Held,
That the patentee could not prosecute a new application for a composition
in which the oxides of iron and antimony were replaced by a variety of
substances which operated in the same manner, but with less success, and
were at best but equivalents of the ingredients named in the patent.

Case of Pomeroy v. Connison (ante, p. 40) cited and approved.

(Before MorseLL, J., District of Columbia, September, 1854.)

MoORSELL, J.

On the 16th of April, 1852, Julius Herriet made his application
for a patent, which was so modified afterwards as to present his
claim in the form in which it now is. In his specification he says:
“What I claim as my invention, and desire to secure letters-
patent for, is making moulds and plates for printing characters of
figures of gutta-percha or India rubber, compounded with some
other substance or substances, substantially such as described,
which shall give to the compound the required hardness and stift-
ness, and not destroy its plasticity when in a heated state, sub-
stantially as described.’”” He says his invention consists in pro-
ducing printing-plates and moulds of a preparation or compoun
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'-.gur:h-.percha or India rubber constitutes the chief ingre-
h preparation or compound shall be sufficiently plastic
ted to admit of moulding or embossing by pressure to
nould from a form of types, which can then be distrib-
nd the printing-plate or plates thus formed by the mould
s, when produced and cold, will be sufficiently hard to
sharp lines and angles and to resist the required pressure
tical and economical purposes, and when worn out admit
p worked over again by being reheated. He says as to
ition : “ I take by weight three parts of gutta-percha
‘parts of India rubber or caoutchouc, and three parts
-pulverized graphite or soap-stone, or plaster of Paris, or
of lime, or per-oxide of manganese, or other equivalent,
grinding or othérwise in a heated state mix them together
manufacture of the usual compounds of gutta-percha
1 rubber.”

g the pendency of this application, that is to say, on the
nuary, 1853, a patent for a composition of matter con-
gutta-percha, oxide of iron, and oxide of antimony had
ted to John L. Kingsley. On the sth of February,
Commissioner in his letter directed to Herriet states:
ent was granted to John L. Kingsley in the early part of
1853, for the use of a composition which, as far as can
ained from your specification and modified amended
s the equivalent of yours ; or, to say the least, it performs
you claim to do. Now, unless you are enabled to point
hing specific which you have done that was not done by
-t-' y, this reference must stand as a bar to the grant of
um. If you regard the point of the invention in the two
s the same, but dispute the priority, then you will of course
the declaration of interference.’”’

& request of the parties an interference was declared be-
riet's application and Kingley's patent on the 23d of
153, and a hearing was appointed for the 5th of September,
er which authority testimony was taken and filed by
On which sth of September, the day set for the hear-
sley filed a new application for a gutta-percha compo-
I stereotyping, which in substance states his claim to be
composition or compositions that can be hardened at
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will or made soft when required without deterioration, using the
natural or uncured gums, gutta-percha, or caoutchouc or India rub.
ber as a basis for his compositions, and combining therewith any
and all foreign or other substances which will render a composi.
tion wholly or partially rigid when required for use, that is, when
used for moulds or for plates for stereotype purposes, and the
adaptation of these plates to printing for all stereographic or let-
ter-press printing. The particular description of foreign sub.
stances particularizes a great number, embracing metals, stones,
alkaline earths, hard gums, resin, and glue ; after which he says.
“ One of these compounds being as follows, viz.: Mix one part of
per-oxide of antimony with nine parts of per-oxide of iron, both
being in the form of impalpable powder, and these I grind into
gutta-percha, in the proportion of one pound of gum to one pound
of the mixed powder, the same being ground together in the
ordinary way of mixing the gums for use, by grinding the same
between two rollers of different running speeds.”’

Under these circumstances, the day of hearing was postponed
to the first Monday in October. A new interference, embracing
Kingsley's new application and a patent of Leonardo Westbrook
of July 1gth, 1853, the application of T. N. Dickenson, and that
of Herriet, was ordered for the first Monday in October. On
the 1oth of December, 1853, the case was finally decided by the
Commissioner on the whole of the testimony taken in the inter-
ference between said parties Herriet—Kingsley, Dickenson, and
Westbrook. He says, after the most careful consideration of
the testimony in this case, Julius Herriet is found to be the first
inventor of the subject-matter of the present interference. T]]e
reasons are more fully stated in a paper on file. A patent will
therefore be issued to the said Herriet unless some of the other
parties appeal from this decision within thirty days from this
date.

Dickenson had withdrawn his application, and no appeal was
prosecuted by Westbrook ; so that the only part of the case now
before me is that which was between Kingsley, assignor
Bowen, and Herriet.

It is apparent on the face of these proceedings that the subject
which claims the first consideration is that which is connect
with my jurisdiction ; that is, whether the essential part of the
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n these two parties on which the decision just recited
was not the same with the subject-matter of the
ted to Kingsley in January, 1853, alluded to in the
\K dﬂ]arﬂd.

of a comparison, let the facts be noticed in
anch of his specification filed in this case, in which he
y m the foreign substances of which his mmpmmnn
\ Hemys “Mix one part of per-oxide of antimony
of per-oxide of iron, both being in the form of
?‘j'mwder, and these I grind into gutta-percha, in the
of one pound of gum to one pound of the mixed
e same being ground together in the ordinary way of
g'mm for use," &c.

er part of his specification he claims for his compo-
at number of other foreign substances; but, as he
, the oxides were the best for the purpose of the

testimony taken in this case since he filed his schedule
t he had been experimenting for a number of years
year 1849 to discover a suitable composition with
for plate and moulds for stereotyping purposes, and
‘materials did not sufficiently harden the gum ; that he
sly experimented with India rubber, but found that
as gutta-percha. After stating particularly a great
such foreign substances used by him in each of said
s 1846, 1847, 1848, and 1849, he says in this last year
a compound with gutta-percha, the oxides of iron and
/, which he found to answer best and to harden better
other composition which he had made. To use his
ge, he says: ‘““As I mix per-oxide of iron and anti-
form a chemical combination with the gum, and
nuch harder than any other substance that I have been
My composition made of those materials is as hard
it is very much harder than gutta-percha."
, being the facts on the part of the appellant, I think
€ mistaken in the deduction that in the estimation of
the two foreign agents—oxide of iron and antimony,
percha chemically combining in the composition—were,
the only sufficient foreign substances, greatly the best.
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It is true Herriet contends, and has offered proof for the pur.
pose of showing, that a mixture of graphite or the other suh.
stances, as stated in his specification, in composition with gutta.
percha, are, or would be, sufficient; but it is not proved or pre-
tended that they are the best or better for the purpose or more
than equivalent to those stated in Kingsley's patent.  If, then,
there be no doubt that the required consistency and hardness of
gutta-percha or the other gum for stereotyping purposes have been
discovered by Kingsley to have been perfectly effected by the
process or application of the foreign agents mentioned in his
patent, (and [ think there can be none,) then what is the rule of
patent law ? Curtis says: ‘' Where the invention or subject-matter
is the process of making a particular thing, which may or may
not be made by more than one process, the inquiry will be whether
it has been made by the use of the process covered by the
patent.’’

In section 145 he says: ‘‘It is therefore essential that the
specification should describe some practical mode of carrying the
principle into effect, and then the subject-matter will be patent-
able, because it will be, not the principle itself, but the mode of
carrying it into effect : and on the question of infringement it will
be for the jury to say whether another mode of carrying it into
effect is not a colorable imitation of the mode invented by the
patentee.”’ :

In section 146 he states the rule to be, that although the spec-
ification, after having described the application of the principle
by some contrivance or arrangement of matter, omitted to claim
all the other forms of apparatus or modifications by which the
principle might be applied beneficially. Yet the patent does cover
all these without particular description, by covering the applica-
tion of the principle. Again, section 229 (same book), it is laid
down “that wherever the real subject covered by the patent is
the application of a principle in arts or manufactures, the question
on an infringement will be as to the substantial identity of the
principle and of the application of the principle ; and consequently
the means, machinery, forms, or modifications of matter made
use of will be material only so far as they affect the identity of
the application.’’

It must therefore satisfactorily appear that, according to the
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‘applicable to the aforegoing facts, the change, if any,
vention aforesaid by the composition formed by
of any of the other different kinds of foreign sub-
not materially vary the identity of them, but must
as a mere substitute ; and therefore the issue tried
these parties was essentially that formed under the
~declaration of interference and the appeal virtu-

_ﬁmg'umg reasons, and upon the authority of the de-
he case of Pomeroy v. Connison, decided by Judge
year 1842, (anfe p. 40,) to which I particularly refer,
s that I have no jurisdiction of the appeal of Bowen,
Kingsley, z. Herriet, and shall, with this opinion,
apers, specimens, &c., 10 the Patent Office.

V. Fitzgerald, for the appellant.
. Keller, for the appellee.

Joun E. BurrOows, APPELLANT,
25,

WETHERILL, APPELLEE. [NTERFERENCE.

SamueL F. Joxes
v,

"; SAME. INTERFERENCE. (Two Cases.)

ITY OF IBSUE—PRACTICE OF THE OFFICE—PRESUMPTIONS THEREFROM
vsive.—The fact that it is the uniform practice of the Office
raige the issue of interference until after the patentability of av
which is supposed to be a previous and preliminary point, bas
rably settled in the mind of the Commissioner, does not raise a
on of patentability which is conelusive in the further proceedings
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